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IN  THE 


CIRCUIT  COURTS  OF  THE  UNITED  STATES 

WITHIN  .TIIE  SECOND  CIRCUIT. 


JoiiN  B.  Emerson 
Peter  IIogg  Am>  Cornelius  II.  Delamater. 

It  is  the  province  and  the  duty  of  the  Court  to  settle,  as  a  question  of  law,  the 
meaning  of  the  specification  of  a  patent,  and,  if  that  cannot  be  ascertained 
satisfactorily  upon  its  face,  the  patent  is  void  for  ambiguity. 

Accordingly,  where  it  was  objected,  upon  the  face  of  the  specification  of  a 
patent  for  improvements  in^the  mode  of  propelling  vessels,  that  it  was  uncer- 
tain whether  the  patentee  claimed  a  wheel  constructed  spirally^  or  only  spiral 
paddUe  attached  to  a  wheel,  and  the  Court  instructed  the  jury  that  the  question 
whether  the  specification  was 'ambiguous  in  the  particular  charged  was  one 
compounded  of  law  and  fact,  and  that,  if  the  Jury  should  find  that  a  epiral 
wheel  and  a  ejnral  propeller  were  the  same  thing  in  ordinary  acceptation,  then 
the  specification  was  sufficiently  certain  in  that  respect :  Held^  that  the  instruc- 
tion was  erroneous. 

Where  prayers  for^instructions  to  the  jury  are  made,  and  are  not  complied  with 
by  the  Court,  they  are  lo  be  considered  as  refused. 

Exceptions  will  lie  to  the  refusals  of  the  Court  to  give  InstructionB  when  request- 
ed, in  like  manner  as  to  the  instructions  actually  given. 

A  p&tent  embracing  several  distinct  inventions  is  vaHd,  where  they  are  capable  of 
being  u^  in  connection,  and  to  subserve  the  same  common  end. 

But  their  actual  employment  together  is  not  required  to  sustain  the  validity  of 
the  patent,  and  the  wrongful  use  of  either  invention  separately  is  a  violation 
of  the  patent  pro  tanio, 
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Where  a  patent  contained  three  claims,  v\z. :  (1.)  A  mode  of  converting  the 
reciprocating  motion  of  a  piston  into  a  continued  rotary  motion,  by  a  new 
combination  of  machinery ;  (2.)  An  improved  spiral  propelling-wheel ;  and 
(3).  Tlie  application  of  a  revolving  vertical  shaft  to  the  turning  of  a  capstan 
on  the  deck  of  a  vessel ;  and  it  appeared  from  the  specification  that  the  three 
inventions  were  contrived  with  the  view  of  being  used  conjointly,  and  as  con- 
ducing to  a  common  end,  in  the  better  propelling  and  navigating  a  ship :  Ueld^ 
that  the  patent  was  valid. 

Held,  also,  that  the  fact  that  the  three  inventions  were  capable  of  being  used 
separately  and  independent  of  each  other,  did  not  prevent  their  being  embraced 
in  one  patent. 

If  a  patent  describes  an  invention,  and  how  it  is  to  be  applied,  it  is  not  necessary 
in  either  the  specification  or  the  drawing  to  describe  or  delineate  the  old 
machinery  with  which  the  new  contrivance  is  to  be  connected,  when  no  change 
in  its  form  or  proportions  enters  into  the  new  mvention. 

Under  the  act  of  February  21st,  1798,  (1  £/.  JS,  Slat,  at  Large,  822,  §  8,)  it  is 
sufficient  for  the  patentee  to  put  on  file,  wiih  his  specification,  drawings  and 
written  references,  without  their  being  mentioned  in  the  specification  ;  and,  if 
the  references  are  written  on  the  drawings,  the  terms  of  the  act  are  complied 
with. 

Where  a  patent  was  issued  in  1884,  to  which  no  drawing  was  annexed,  but  a 
drawing  had  been  originally  deposited  in  the  Patent  Ofiice,  and  the  record  of 
the  patent  and  the  drawing  were  destroyed  by  fire  in  the  burning  of  the  Office 
in  December,  1886,  and  the  patentee,  under  the  act  of  March  8d,  IBS?,  (6  U. 
8,  Stat  at  Large,  191,)  restored  the  record  of  his  patent  in  May,  1841,  but  did 
not  file  a  drawing  under  §  1  of  that  act,  verified  by  oath,  until  February,  1844, 
and  then,  in  March,  1844,  finding  that  drawing  imperfect,  made  and  swore  to 
and  filed  a  second  one,  and,  in  May,  1844,  commenced  an  action  for  the 
infringement  of  his  patent :  Held,  that  a  duly  certified  copy  cf  the  second 
drawing,  as  so  attested  and  filed,  was  admismble  in  evidence,  on  the  trial  of 
such  action,  under  §  2  of  that  act. 

It  being  alleged  that  the  patentee  had  abandoned  his  discovery,  and  the  laps^  of 
time  from  the  grant  of  the  patent  to  the  commencement  of  the  action  being 
urged  as  proof  of  that  fuct :  Held,  that  he  was^entitled  to  give  evidence  of  the 
filing  of  his  drawings,  or  of  any  other  act  done  by  him  in  assertion  of  his 
right. 

Where,  in  such  case,  on  a  motion  by  the  defendant  for  a  new  trial,  it  was  object- 
ed that  the  plaintiff  was  not  entitled  to  damages  for  infringements  committed 
prior  to  the  re-recording  of  his  patent,  the  charge  of  the  Court  at  the  trial 
having  imported  a  general  liability  of  the  defendant,  and  the  Court  not  hav- 
ing been  prayed  to  instruct  the  jury  otherwise,  and  no  exception  having  been 
taken  to  the  direction  ar  given :  Held,  that  the  objection  could  not  now  be 
taken. 

(Before  Nklsom  and  Bims,  J  J.,  Southern  District  of  New  York,  December  Ist, 
1846.) 


DECEMBER,  1845. 


Emeison  v.  Hogg-. 


This  was  an  action  on  the  case,  commenced  in  May,  1844, 
for  the  infringement  of  Letters  Patent  granted  to  the  plain- 
tiflE  on  the  8th  of  March,  1834,  for  "  a  new  and  useful  im- 
provement in  the  steam-engine."  The  specification  is  set  forth 
at  length  in  the  case  of  Jlogg  v.  Ernersoii^  (6  How.  437,  438 
to  441.)  In  the  preamble  to  the  specification  the  invention 
was  said  to  Jje  of  "  certain  improvements  in  the  steam-engine, 
and  in  the  mode  of  propelling  therewith  eitlier  vessels  on  the 
water  or  carriages  on  the  land."  The  claims  were  as  fol- 
lows: 

"What  I  claim 'as  my  inyention,  and  for  which  I  ask  a  patent,  is  the  subsii- 
tuting  for  the  crank  in  the  reciprocating  engine  a  grooTcd  cylinder,  operating 
in  the  manner  hereinbefore  described,  by  means  of  its  connection  with  the 
pibton-rod,  together  with  all  the  variations  of  which  this  principle  is  suscep- 
tible ;  as,  for  example,  a  bar  of  metal  may  be  bent  in  the  form  of  a  groove,  and 
attached  to  the  revolving  shaft,  and  friction-wheels  on  the  piston-rod  may 
embrace  this  on  each  side,  producing  an  effect  similar  to  that  produced  by  the 
groove.  I  also  claim  the  spiral  propelling-wheel,  constructed  and  operating  in 
the  manner  which  I  have  set  forth ;  and  likewise  the  application  of  the  revolving 
vertical  shaft  to  the  turning  of  a  capstan  on  the  deck  of  a  vessel.  Not  intend- 
ing, in  either  of  these  parts,  to  confine  myself  to  precise  forms  or  dimensions, 
but  to  vary  them  in  such  manner  as  experience  or  convenience  may  dictate, 
whilst  the  principle  of  action  remains  unchanged,  and  similar  results  are  pro- 
duced by  similar  means.*' 

It  appeared  at  the  trial  that  the  drawing  and  model  of  tlie 
plaintiff 's  invention,  originally  deposited  in  the  Patent  Office, 
were  destroyed  when  that  Office  was  burned  in  December, 
1836.  Under  the  act  of  March  3d,  1837,  {&  U.  S.  Stat,  at 
Large^  191,)  the  plaintiff,  for  the  purpose  of  restoring  the 
record  of  his  patent,  filed  in  the  Patent  Office,  in  May,  1841, 
a  Court  copy  of  his  patent.  No  drawing  was  annexed  to  the 
patent  originally  issued,  nor  was  any  referred  to  in  the  specifi- 
cation. But  the  plaintiff,  when  he  restored  the  record  of  his 
patent  in  May,  1841,  at  the  same  time  deposited  in  the  Patent 
Office  a  new  drawing  of  his  invention,  which,  however,  was 
not  sworn  to  by  him  or  in  any  way  attested.  On  the  12th  of 
February,  1844,  this  drawing,  having  been  duly  sworn  to  by 
the  plaintiff,  was  filed  in  the  Patent  Office.  But,  on  a  subse- 
quent examination  of  it,  it  was  found  to  be  imperfect,  and  a 
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second  drawing  was  made  and  sworn  to  and  filed  in  the 
Patent  Office  on  the  27th  of  March,  1844.  A  certified  copy 
of  this  drawing,  as  so  attested  and  filed,  was  offered  in  evi- 
dence by  the  plaintiff,  and  admitted,  mider  the  objection  of 
the  defendants. 

The  validity  of  the  patent  was  objected  to  by  the  defend- 
ants, on  the  ground  that  the  specification  was  ^ambiguous, 
and  that  it  was  uncertain  upon  its  face  whether  the  patentee 
claimed  a  wheel  constructed  spirally ^  or  only  spiral  paddles 
attached  to  a  wheel ;  and  the  defendants  requested  the  Court 
to  charge  the  jury  that  the  patent  was  void  on  that  ground. 
The  part  of  the  specification  on  which  the  point  arose  is 
quoted  in  the  opinion  of  the  Court.  The  Court  refused  to 
charge  as  requested  ;  but  charged  that  the  question  whether 
the  specification  was  ambiguous  in  the  particular  charged 
was  one  compounded  of  law  and  fact,  and  that,  if  the  jury 
should  find  that  a  spiral  wheel  and  a  spiral  propeller  were 
the  same  thing  in  ordinary  acceptation,  then  the  specification 
was  sufficiently  definite  and  certain  in  that  respect. 

The  defendants  also  objected  to  the  validity  of  the  patent, 
on  the  following  grounds :  (1.)  That  the  claim  of  the  patent 
covered  three  distinct  and  independent  inventions  ;  (2.)  That 
the  specification  did  not  sufficiently  indicate  what  was  the 
invention  claimed ;  (3.)  That  it  did  not  sufficiently  distin- 
guish the  new  mechanism  from  what  was  before  known. 
The  Court  charged  that  the  patent  was  not  open  to  any  of 
these  objections. 

There  was  a  verdict  for  the  plaintiff,  and  the  defendants 
now  moved  for  a  new  trial,  on  a  bill  of  exceptions. 

Seth  P.  Staples  and  John  0.  Sargent^  for  the  defendants. 

Francis  B,  Cutting^  for  the  plaintiff. 

Betts,  J.  The  exceptions  taken  to  the  rulings  of  the  Court 
on  the  trial,  and  to  the  final  instructions  to  the  jury,  and  the 
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points  raised  on  the  argument  under  those  exceptions,  em- 
brace a  great  vai-iety  of  topics,  relating  as  well  to  general 
principles  applicable  to  all  patent  cases  as  to  the  particular 
feature?  of  this  case.  Several  days  have  been  occupied  in 
the  discussion  of  those  questions,  but  the  conclusion  to  which 
we  have  come  in  examining  the  exceptions  will  spare  us  the 
necessity  of  considering  the  argument  in  its  whole  extent, 
and  of  adjudicating  all  the  matters  in  controversy. 

We  think  the  exception  well  taken  to  the  fourth  instruction 
given  by  the  Court  to  the  jury,  which  is  as  follows :  "  Whe- 
ther the  specification  be  ambiguous  is  generally  a  question 
of  law  to  be  decided  by  the  Court.  In  this  case,  it  is  com- 
pounded of  law  and  fact,  and,  if  the  jury  find  the  fact  to  be 
that  a  spiral  whed  and  a  spiral  propeUer  are  the  same  thing 
in  ordinary  acceptation,  then  the  specification  is  sufliciently 
definite  and  certain  in  this  respect."  The  part  of  the  speci- 
fication to  which  the  instruction  is  applicable  is  this :  "  I  em- 
ploy an  improved  spiral  paddle  wheels  differing  essentially 
from  those  which  have  heretofore  been  essayed.  This  spiral 
I  make  by  taking  a  piece  of  metal  of  such  length  as  I  intend 
the  spiral  propeller  to  be,  and  of  a  suitable  width,  say,  for 
example,  eighteen  inches ;  this  I  bend  along  the  centre  so  as 
to  form  two  sides,  say  of  nine  inches  in  width,  standing  at 
right  angles,  or  nearly  so,  to  each  other,  and  give  to  it,  longi- 
tudinally, the  spiral  curvatures  which  I  wish.  Of  these 
pieces  I  prepare  two,  three,  or  more,  and  fix  them  on  the 
outer  end  of  the  paddle-shaft,  by  means  of  aims  of  a  suitable 
length,  say  of  two  feet,  more  or  less,  in  such  a  position  that 
the  trough-form  given  to  them  longitudinally  shall  be  effec- 
tive in  acting  upon  the  water.  It  must  be  entirely  under 
water,  and  operate  in  the  direction  of  the  boat's  way.  Instead 
of  metal,  the  spiral  propeller  may  be  formed  of  wood,  and 
worked  into  the  proper  form,  the  shape,  and  not  the  material 
thereof,  being  the  only  point  of  importance." 

The  specification  was  objected  to  on  the  trial  as  ambiguous, 
and  one  of  the  particulars  urged  in  support  of  the  objection 
was,  that  it  was  uncertain,  upon  the  face  of  the  specification, 
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whether  the  pateiit.ee  claimed  a  wheel  constructed  Hjnrally^ 
or  only  spiral  paddles  attached  to  a  wheel.  The  Court  did 
not  dispose  of  the  point  as  a  question  of  construction  merely, 
but  left  a  fact  to  be  found  by  the  juiy,  and  indicated  tlie  rule 
of  law  tliat  would  govern  when  that  fact  should  be  ascer- 
tained. This  was  undoubtedly  error.  It  is  the  province  and 
the  duty  of  the  Court  to  settle  the  meaning  of  the  patent, 
and,  if  that  cannot  be  ascertained  satisfactorily  upon  the  face 
of  the  specificatioft,  the  law  declares  it  insufficient  for  ambi- 
guity and  uncertainty.  {Godson  on  Pat  109,  and  Sujyp,  29 ; 
Phillvps  on  Pat,  249,  252.)  The  meaning  of  the  terms  em- 
ployed, in  view  of  the  object  the  inventor  had  in  contempla- 
tion, and  to  ascertain  the  extent  of  his  claim,  must  be  deter- 
mined and  declared  by  the  Court.  The  specification  is  laid 
before  the  jury  as  defined  and  settled  by  the  exposition  of 
the  Court,  and  the  matters  of  fact  presented  by  the  respective 
parties  to  support  or  defeat  the  patent  are  then  to  be  exam- 
ined and  applied  as  if  the  construction  fixed  by  the  Court 
had  been  incorporated  in  the  specification.  It  accordingly 
devolved  upon  the  Court  to  dispose  of  the  question  as  a  point 
of  law,  and  either  to  decide  that  the  patent  was  in  this  re- 
spect ambiguous,  and  therefore  void,  and  direct  the  jury  to 
find  a  verdict  for  the  defendants,  or  to  rule  against  the  objec- 
tion, and  decide  that  the  patent  conveyed,  in  this  particular, 
a  meaning  sufficiently  certain,  and  point  out  what  its  claim 
was.  ( Washburn  v.  Gould^  3  Story,  122.)  This  Court  can- 
not now  estimate  M'hat  effect  upon  the  conclusions  of  the  jury 
this  wrong  direction  of  the  Court  may  have  had,  and,  as  the 
defendants  were  entitled  to  an  explicit  instruction  on  the 
point,  the  refusal  of  the  Court  to  give  it  must  necessarily 
avoid  the  verdict,  it  not  being  manifest  that  the  point  is  irre- 
levant and  immaterial  to  the  issue  tried. 

The  question  whether  the  specification  in  this  particular  is 
so  ambiguous  and  uncertain  as  to  defeat  the  patent,  was  not 
argued  on  the  exceptions,  and  we,  therefore,  forbear  pro- 
nouncing upon  that  point  now.  It  will  remain  to  be  brought 
up  again  on  the  new  trial. 
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Numerous  instructions  were  prayed  for  by  the  defendants. 
When  the  charge  has  not  complied  with  the  prayers,  they  aie 
to  be  considered  as  refused,  and  exceptions  will  lie  to  the 
refusals  of  the  Court  to  give  instructions  when  requested,  in 
like  mamier  as  to  the  instructions  actually  given.  {Douglass 
V.  McAllister,  3  Cranch,  298 ;  Smith  v.  Oarrin^gton,  4:  Oranch, 
62 ;  O^N'eaU  v.  Long,  4  Cranch,  60 ;  Pennock  v.  Dialogxie, 
2  Peters,  1 ;  Pitts  v.  Whitman,  2  Story,  609 ;  Clymers^  Les- 
see v.  Dawkins,  3  How.  674.)  The  Court  is  accordingly  to 
be  regarded  as  having  decided  on  the  trial:  (1.)  That  the 
patent  is  good  on  its  face,  including  the  claim  for  three  differ- 
ent inventions ;  (2.)  That  the  specification  is  not  defective 
for  ambiguity,  in  any  particular  other,  than  the  one  sub- 
mitted to  the  jury  as  before  stated  ;  and  (3.)  That  the  speci- 
fication Bufticiently  distinguishes  the  new  mechanism  from 
the  old. 

We  shall  not  spread  out  at  large  the  reasons  governing  our 
decision  upon  these  general  heads.  Yet,  as  all  the  important 
questions  involved  in  the  case  were  fully  argued,  and  the 
same  questions  may  again  arise  on  the  new  trial,  we  submit 
the  conclusions  adopted  by  us,  as  a  guide  in  the  future  pro- 
ceedings in  the  case.  It  will  be  the  proper  time  to  detennine 
how  far  this  present  decision  shall  be  held  conclusive  on 
these  points,  when  the  offer  shall  be  made  to  re-open  and 
review  before  us  the  same  questions. 

(1.)  In  Evans  v.  Eaton,  (3  Wheat  454,  506),  and  in  Bar- 
rett V.  HaM,  (1  Mason,  447,  475,)  doubts  are  started  whether, 
under  the  general  patent  law,  improvements  on  different 
machines  can  regularly  be  comprehended  in  the  same  patent, 
Bo  as  to  give  a  right  to  the  exclusive  use  of  the  several 
machines  separately,  as  well  as  a  right  to  the  exclusive  use 
of  them  in  combination.  But  the  special  statute,  (6  U.  S. 
Stat,  at  Large,  70,)  applicable  to  the  firet  case,  furnished  a 
rule  in  itaelf,  and  the  doctrine  intimated  by  the  Court  must 
accordingly  be  accepted  as  put  hypothetically,  and  not  laid 
down  as  a  settled  principle  to  govern  the  construction  of  spe- 
cifications.    The  case  of  Barrett  v.  Ilall  attempts  a  generali- 
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zation  of  the  doctrines  of  the  patent  law,  and,  in  the  par- 
ticular now  under  inquiry,  the  definition  there  adopted  has 
no  necessary  connection  with  the  case  decided.  Judge  Storj, 
in  Moody  v.  FisJce^  (2  Mason^  112,  119,)  enters  a  caveat 
against  his  reasoning  in  that  case  being  held  to  authorize  the 
including  in  one  specification  several  improvements  in  sepa- 
rate machines,  having  distinct  and  independent  operations ; 
much  less  the  claiming  in  the  same  patent  a  combination  of 
different  machines,  and  distinct  improvements  in  each.  The 
suggestions  advanced  in  all  these  cases  were  by  way  of  cau- 
tion, and  were  probably  designed  to  avoid  the  conclusions 
that  the  Court  had  prejudged  or  was  committed  upon  that 
particular  form  of  the  question.  No  one  of  the  cases  de- 
manded a  judgment  upon  the  specific  point.  In  Wyeih  v. 
Stone^  (1  Story^  273,  292,)  the  Court  reviews  those  cases,  and 
restricts  their  application  to  such  inventions  as  are  necessa- 
rily distinct  from  each  other,  and  not  contemplated  to  be 
used  in  connection,  and  holds  that  a  patent  for  several  ma- 
chines, each  being  a  distinct  and  independent  invention,  is 
valid,  where  they  have  a  common  purpose  and  are  auxiliarj^ 
to  the  same  common  end.  {PhUlipa  on  Pat  216,  217; 
Pitts  V.  Whitman,  2  Story,  609,  620,  621.)  The  principle 
seems  to  be,  that  the  inventions  should  be  capable  of  being 
used  in  connection,  and  to  subserve  a  common  end,  ( Wyetk 
V.  Stone,  1  Story,  273,  289,  290,)  though  tlieir  actual  employ- 
ment together  does  not  seem  to  be  required  to  sustain  the 
validity  of  the  patent  in  which  they  may  be  united.  Acr 
cordingly,  the  wrongful  use  of  either  separate  machine  is  a 
violation  of  the  patent  right  pro  tanto.     {Id.  292.) 

We  think  the  specification  in  this  case  shows  that  these 
three  separate  machines  were  contrived  with  the  view  of 
being  used  conjointly,  and  as  conducing  to  a  common  end,  in 
the  better  propelling  and  navigating  a  ship,  and,  in  our 
opinion,  their  capability  of  being  used  separately  and  inde- 
pendent of  each  other,  does  not  prevent  their  being  embraced 
in  one  patent. 

(2.)  We  think  the  other  objections  of  ambiguity  are  not 
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supported.  The  patent  siiflicieiitly  indicates  what  the  pat- 
entee claims  to  be  his  improvement,  and  the  only  question  is, 
whether  his  description  is  sufficiently  full  and  exact  to  enable 
a  mechanic  to  construct  the  new  machine.  This  is  a  fact  to 
be  inquired  into  and  settled  by  the  jury,  and  not  a  matter  for 
the  Court  to  adjudicate.  If  it  be  decided  that  the  patent 
claims  the  invention  of  a  spiral  wheel,  or  of  a  spiral  propel- 
ler, as  distinct  and  different  from  a  wheel,  there  does  not 
seem  to  the  Court  any  further  uncertainty  or  ambiguity  as  to 
the  object  sought  to  be  secured  by  the  patent. 

(3.)  We  think,  also,  the  specification  distinguishes  the  new 
mechanism  from  the  old  with  as  much  particularity  as  is 
required  by  the  rules  of  law.  It  describes  the  invention,  and 
how  that  is  to  be  applied,  and  the  law  does  not  render  it 
necessarv  to  set  forth  the  old  machinerv  with  which  the  new 
contrivance  is  to  be  comiected.  {Phillips  on  Pat  270,  and 
cases  there  cited,)  The  drawing  becomes  part  of  the  patent, 
and  may  be  referred  to  in  order  to  help  out  the  description. 
But  in  neither  need  the  old  and  well-known  parts  of  tlie 
machine  be  described  or  delineated,  when  no  change  in  their 
forms  or  proportions  enters  into  the  new  invention. 

One  great  object  of  the  exceptions  taken  by  the  defend- 
ants is  to  rectify  the  decision  of  the  Court  as  to  the  admissi- 
bility of  evidence. 

1.  It  is  contended  that  the  Court  erred  in  admitting  the 
drawings  in  e\'idence,  they  not  being  referred  to  in  the  speci- 
fication. It  is  at  best  equivocal,  whether  the  act  of  Febru- 
ary 2l8t,  1793,  (1  JJ,  8,  Stat  at  Large,  318,  322,)  requires 
the  specification  to  contain  W7'itten  references  to  drawings. 
The  language  (§  3)  is  :  "  and  he  shall  accompany  the  whole 
with  drawings  and  written  references'^  &c.  The  express 
terms  of  the  clause  no  more  require  that  the  written  refer- 
ences should  be  incorporated  in  the  specification,  than  that 
the  draxcings  should  be.  Judge  Storj'  fii-st  read  the  section 
as  demanding  that  the  refer  envies  should  be  set  forth  in  the 
specification.  {Earle  v.  Sawyer,  4  Mason,  1,  11.)  But  the 
specification  in  that  case  was  so  prepared,  and  accordingly 
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the  interpretation  of  the  statute  was  not  demanded  of  the 
Court.  Congress  clearly  suppose  that  the  drawings  are  not 
necessarily  to  be  noticed  in  the  patent,  for  they  say,  in  the 
act  of  March  3d,  1837,  §  1,  (5  K  S,  Stat  at  Large,  191,) 
"  wherever  a  drawing  was  not  originally  annexed  to  the  pat- 
ent, and  referred  to  in  the  specification,"  &c.  And  again,  in 
the  3d  section  of  the  same  act,  the  mode  of  making  evidence 
of  the  drawing  of  an  invention,  if  separate  from  the  patent, 
is  prescribed  in  language  importing  that  it  may  be  distinct, 
and  without  connection,  by  references  or  otherwise,  w^ith  the 
patent. 

Upon  general  principles,  and  in  view  of  the  policy  and 
convenience  of  the  matter,  it  might  probably  have  been  the 
better  construction  to  hold  that  the  drawings  should  be  so 
connected,  by  reference  or  annexation,  to  the  specification, 
as  to  make  it  certain  that  a  drawing  was  relied  upon,  and 
what  particular  one  was  intended.  There,  could  then  be  no 
mistaking  what  was  to  be  examined  to  learn  the  inventor's 
discovery,  and  no  surprise  could  be  practised  by  offering  in 
evidence  a  different  drawing,  or  producing  one  that  had  not 
been  originally  prepared  with  the  description,  to  fix  its 
meaning  and  extent.  But  we  tliink  the  more  recent  accepta- 
tion with  the  Circuit  Judges  has  been,  that  the  patentee 
complies  with  the  requirements  of  the  act,  if  he  puts  on  file, 
with  his  specification,  drawings  and  written  references,  vdth- 
out  their  being  mentioned  in  the  specification,  and  that,  if 
the  references  required  are  written  on  the  drawings,  the 
terms  of  the  statute  are  satisfied.  This  was  directly  decided 
"tiv  Judge  Story  in  Washhum  v.  Govld,  (3  Story,  122,)  and 
seems  to  have  been  so  ruled  by  Judge  McLean  in  Brooks  v. 
Bicknell,  (3  McLean,  250.)  The  long  usage  at  the  Patent 
Office  to  receive  and  record  drawings  not  referred  to  in  the 
specification,  is  of  weight,  also,  in  fixing  the  meaning  of  the 
clause.  And  we,  in  this  case,  conform  our  construction  of 
tlie  law  to  that  usage  and  understanding,  and  hold  that  there 
was  no  error  in  the  decision  of  the  Court  at  the  trial  on  this 
point. 
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2.  Another  objection  much  pressed  on  the  argiunent  was, 
that  the  Court  admitted  in  evidence  several  different  copies 
of  drawings  filed  by  the  patentee.  It  was  insisted  that  he 
was  not  entitled,  mider  the  act  of  March  3d,  1837,  to  offer  in 
evidence  any  other  than  the  first  drawing  deposited  by  him 
in  obedience  to  the  requirement  of  that  act. 

Tlie  original  patent  and  drawings  were  destroyed  witli  the 
Patent  Office  in  1836.  On  the  proof  of  that  fact  the  plain- 
tiff would,  at  common  law,  have  been  entitled  to  give  second- 
ary evidence  of  the  contents  of  those  documents.  The 
second  section  of  the  act  of  1837  restricts  this  common  law 
rule  of  evidence,  and  interdicts  the  receiving  any  patent  in 
evidence,  unless  it  be  re-recorded  conformably  to  that  act, 
and  also  excludes  drawings  not  verified  pursuant  to  that  act. 
The  first  section  of  the  act  authorizes  any  person  having  in 
his  possession  or  being  interested  in  any  patent  issued  prior  to 
December  15th,  1836,  to  have  the  same  recorded  anew  in  the 
Patent  Office,  together  with  the  descriptions,  specifications  of 
claim,  and  drawings  annexed  or  belonging  to  the  same. 
Then  follows  a  direction  to  the  Commissioner  to  cause  the 
same,  or  any  authenticated  copy  of  the  original  record,  speci- 
fication or  drawing  which  he  may  obtain,  to  be  transcribed 
and  coped  into  books  of  record.  The  act  then  declares : 
"  And  wherever  a  drawing  was  not  originally  annexed  to  tlie 
pKatent,  and  referred  to  in  the  specification,  any  d/raioiny  pro- 
duced as  a  delineation  of  the  invention,  being  verified  by 
oath  in  such  manner  as  the  Commissioner  shall  require,"  may 
be  filed,  &c. ;  and,  by  the  second  section,  copies  thereof,  cer- 
tified by  the  Commissioner,  are  made  primd  fade  evidence, 
the  same  as  copies  of  the  original  record. 

The  plaintiff,  after  the  loss  of  his  original  drawings,  made 
out  and  filed  a  copy  verified  as  directed  by  the  Commissioner, 
and  subsequently,  considering  that  copy  imperfect,  he  had 
another  prepared  and  verified  and  filed.  The  certified  copy 
of  this  second  one  was  offered  in  evidence  and  received  by 
the  Court,  and  to  that  admission  the  exception  applies. 

We  think  the  evidence  was  properly  admitted  upon  either 
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one  of  two  grounds :  (1.)  The  plaintiff  had  a  right  to  draw 
up  at  any  time  a  delineation  or  pictorial  representation  of  his 
invention,  and  present  it  in  elucidation  of  his  wi-itten  descrip- 
tion. It  performs  in  part  the  office  of  a  model,  which  may 
at  any  time  be  constructed  for  the  purpose  of  illustrating  and 
giving  application  to  contrivances  which  may  be  obscure  or 
difficult  to  understand,  as  described  in  the  specification. 
{Phillips  on  Pat.  294.  295.)  (2.)  This  drawing  was  not 
originally  annexed  to  the  patent  and  referred  to  in  the  speci- 
fication, and  accordingly  was  of  that  particular  class  which 
was  to  be  received  at  the  discretion  of  the  Commissioner. 
The  provisions  of  the  first  section  of  the  act  of  1837  are  full 
to  show  the  meaning  of  Congress,  that  the  Board  of  Commis- 
sioners were  to  take  all  practicable  measures  for  restoring  to 
the  tiles  the  best  possible  substitutes  for  lost  drawings.  They 
may  be  prepared  in  the  Patent  Office,  or  obtained  from  clerks 
of  Courts,  etc.  When  put  on  file  they  are  public  records, 
and  all  parties  are  entitled  to  copies  of  them,  and  such  copies 
must  be  received  in  evidence,  when  offered.  Jf  they  are  dis- 
cordant, one  may  destroy  the  effect  of  another.  But,  if  they 
concur  in  tlie  essential  particulars  of  the  invention,  the  fact 
that  there  is  a  variety  of  them,  derived  from  different 
sources,  would  conduce  to  prove  that  the  contents  of  the 
original  one  are  substantially  recovered.  We  think  the  au- 
tlientication  of  the  Commissioner  entitled  the  party  present- 
ing the  copy  to  read  it  in  evidence,  in  the  first  instance,  and 
that  the  facts  proved  or  offered  to  be  proved  on  the  part  of 
the  defendants,  did  not  entitle  them  to  exclude  from  the 
consideration  of  the  jmy  the  copy  offered  by  the  plaintiff. 
(3.)  It  might  be  added  that  the  plaintiff  was  entitled  to 
give  evidencii  of  the  filing  of  his  drawings,  or  of  any  other 
act  done  by  him  in  1841,  in  assertion  of  his  patent  right. 
One  branch  of  the  defence  taken  in  the  notice  under  the 
plea  was,  that  the  plaintiff  had  abandoned  his  discoveiy, 
and  the  lapse  of  time  from  the  grant  of  the  patent  to  the 
commencement  of  this  suit  was  urged  as  pi'oof  of  that  fact. 
The  plaintiff  was  entitled  to  rebut  any  presumption  of  aban- 
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donment  by  showing  acts  prosecuting  or  asserting  his  dis- 
covery. 

3.  It  is  objected  that  the  plaintiff  is  not  entitled  to  dam- 
ages for  infringements  committed  anterior  to  the  re-recording 
of  his  patent,  and  that  the  jury  were  not  correctly  instructed 
on  that  subject.  The  charge  imports  a  general  liability  of 
the -defendants,  and  no  intimation  is  given  that  their  liability 
ought  to  be  so  qualified.  This  point  was  not  raised  at  the 
triaL  The  Court  was  not  prayed  to  instruct  the  jury  other- 
wise, nor  was  a  specific  exception  taken  to  the  direction  as 
given.  If  the  defendants  wished  more  definite  instructions, 
or  desired  that  those  given  should  be  qualified,  they  should 
have  called  the  matter  to  the  notice  of  the  Court,  that  the 
mistake,  if  one,  might  have  been  then  rectified.  No  advan- 
tage can  now  be  taken,*  if  an  error  has  been  so  committed. 
{Smith  V.  Carrington^  4  Cranch^  62 ;  Carver  v.  Jackson^  4 
P^er%,  1 ;  Norman  v.  Wells,  17  Wend,  136 ;  Stafford  v. 
Bacon,  1  niU,  532,  537.) 

A  new  trial  must  be  granted,  the  costs  to  abide  the  event.* 


*  The  case  was  again  tried  before  Nelson,  J.,  in  May,  1847,  when  the  plain- 
tiff again  had  a  verdict.  The  defendants,  after  judgment,  carried  the  case  to  the 
Supreme  Court,  where  it  is  reported  as  Hogg  v.  Emerwn  in  6  Howard^  437,  and 
in  11  Howard,  687,  and  where  the  decision  of  this  Court  as  to' the  validity  of  the 
patent  was  sustained. 
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The  Pbebident,  Directors  and  Compaity-  of  the  City  Bank 
OF  New  Yoke 

Elizabeth  Skelton  and  others.     In  Equity. 

Upon  tho  general  principles  of  Equity  jurisprudence,  a  banlt  may,  in  a  proper 
case,  haye  relief  by  bill  of  interpleader  against  separate  and  adversary  parties 
who  claim  title  to  moneys  therein  deposited. 

This  Court  has  no  power  to  restrain  or  interfere  with  a  suit  prosecuted  and  pend- 
ing in  a  State  Court,  by  enjoining  the  further  prosecution  of  such  suit. 

But  this  Court,  in  executing  a  jurisdiction  vested  in  it,  may,  in  a  case  of  which  it 
has  cognizance,  act  upon  parties  who  are  suitors  in  a  State  Court  in  relation  to 
the  same  subject-matter,  so  far  at  least  as  to  compel  thdr  submission  to  such 
judgment  as  this  Court  may  render  in  the  case. 

Where  funds  were  deposited  in  a  bank,  and  afterward  S.,  claiming  the  funds  as 
his  property,  commenced  a  snit  for  their  recovery  in  a  State  Court  against  the 
bank  and  Y.,  the  depositor  of  the  funds,  and,  wliile  that  suit  was  pending,  Y. 
commenced  two  suits  in  this  Court  against  the  bank,  to  recover  the  funds  and 
damages  for  their  detention,  the  bank  having  no  interest  in  the  funds :  Htld^ 
on  a  bill  filed  in  this  Court  by  the  bank  against  S.  and  Y.,  that  although  this 
Court  would  not  decree  an  interpleader  in  the  case,  or  enjoin  the  suit  in  the 
State  Court,  yet  it  would  enjoin  the  prosecution  by  Y.  of  his  suits  in  this 
Court,  until  the  final  decision  of  the  suit  in  the  State  Court. 

HeU  also,  tliat  this  Court  would  give  the  parties  the  option  to  consent  by  stipu- 
lation to  interplead  in  this  Court  on  the  subject-matter,  and,  in  case  they  did 
so,  would  allow  the  bank  to  pay  the  funds  into  Court,  first  deducting  such 
costs  and  expenses  as  the  Court  should  allow. 

(Before  Bxrrs,  J.,  Southern  District  of  New  York,  March  2d,  1846.) 

This  was  a  bill  in  equity  filed  in  December,  1845,  by  the 
plaintiffs,  a  banking  corporation  in  the  city  of  New  York, 
against  Elizabeth  Skelton  and  Mary  Ann  Frazer,  citizens  of 
the  West  Coast  of  Africa,  and  Philip  R.  Yonge,  a  citizen 
and  resident  of  Georgia.  The  facts  were  these :  At  the 
instance  of  Lot  Clark,  the  plaintiffs,  on  the  5th  of  July,  1844, 
agreed  to  receive  on  deposit  for  safe  keeping,  for  a  short 
time,  and  until  some  conflicting  claims  in  respect  to  them 
should  be  adjusted,  certain  bonds  and  moneys  and  a  promis- 
sory note.     Accordingly,  the  said  Clark,  Samuel  L.  Burritt 
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and  Erastus  C.  Benedict,  (the  latter  acting,  as  was  alleged,  on 
behalf  of  the  defendant  Yonge,)  deposited  with  the  plaintiffs 
sixteen  six  per  cent  bonds  of  the  United  States,  amounting 
in  the  whole  to  $52,000,  with  coupons  attached  for  the  pay- 
ment of  interest,  and  a  promissory  note  of  one  Gibbs  for 
$1,000,  and  $2,490  in  cash,  said  to  be  interest  previously  col- 
lected on  the  bonds.  The  plaintiff's  teller,  who  received  the 
deposit,  delivered  to  Benedict,  with  the  knowledge  and  con- 
currence of  Clark  and  Burritt,  a  bank  book,  commonly  called 
a  dealei''s  book,  containing  this  entir :  "  CSty  Bank,  New 
York,  in  ac.  with  Philip  R.  Yonge.  Bonds  deposited  for  col- 
lection of  the  interest  alone,  no  part  of  the  said  deposit,  prin- 
cipal or  interest,  to  be  withdrawn  before  the  first  day  of  Sep- 
tember next,  unless  Samuel  L.  Burritt,  of  E.  Florida,  shall  in 
writing  request  said  Yonge  or  his  attorney  to  withdraw  the 
same,  or  some  portion  thereof ;  "  and  then  the  particulars  of 
the  deposit  were  stated.  About  the  1st  of  August,  1844, 
three  of  the  bonds,  for  $3,000  each,  and  the  note  of  Gibbs, 
were  withdrawn  from  the  bank  pursuant  to  the  above  condi- 
tion ;  and  the  bank  subsequently  received,  for  interest  on  the 
remaining  thirteen  bonds,  $2,580  in  cash.  The  bill  alleged 
that  the  plaintiffs  continued  to  hold  the  said  assets  under  such 
deposit,  without  making  any  claim  to  any  part  of  them,  and 
had  always  been  and  were  ready  and  desirous  to  deliver  the 
same  to  whosoever  might  be  entitled  to  them. 

In  August,  1844,  the  defendants  Skelton  and  Frazer,  by 
the  said  Clark  as  their  solicitor,  filed  a  bill  in  the  Court  of 
Chancery  of  the  State  of  New  York,  against  the  plaintiffs 
and  the  defendant  Yonge,  claiming  the  said  assets  and  funds 
as  their  property,  as  legatees  and  heirs  at  law  of  John  Fra&er, 
deceased,  representing  that  the  said  assets  belonged  to  and 
were  derived  solely  from  his  estate,  of  which  tlie  defendant 
Yonge  was  one  of  the  executors,  and  that  the  executors  had 
received  other  and  sufficient  assets  to  satisfy  all  the  debts  and 
specific  legacies  of  the  estate,  and  setting  forth  various  other 
facts  to  show  that  the  assets  so  deposited  belonged  to  them 
and  ought  not  to  be  paid  over  to  the  defendant  Yonge,  and 
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praying  an  injunction  against  the  plaintiffs  and  Yonge,  and 
other  appropriate  relief.  An  injunction  was  issued  by  the 
State  Court,  on  the  bill,  and  served  on  the  plaintiffs,  restrain- 
ing them  from  parting  with  the  bonds  and  money.  They 
appeared  in  the  suit  and  filed  their  answer  in  January,  1845, 
disclaiming  all  title  to  or  interest  in  the  assets,  and  offering 
to  pay  over  the  same  as  the  Court  might  direct.  Yonge  also 
appeared  in  that  suit  and  answered  the  bill.  The  injunction 
was  subsequently  dissolved  by  the  Chancellor,  leaving  the 
subject-matter  of  the  suit  to  be  prosecuted  between  the  par- 
ties as  they  might  be  advised ;  and  the  suit  was  still  pending, 
imdetermined,  when  this  bill  was  filed. 

On  the  3d  of  November,  1845,  after  the  dissolution  of  the 
injunction,  a  notice  in  writing  was  served  on  the  plaintiffis  on 
behaK  of  the  said  heirs,  to  tlie  effect  that  the  said  assets 
belonged  to  the  said  heirs,  and  that,  if  the  plaintiffs  should 
deliver  them  to  Yonge,  they  would  do  so  at  their  peril. 

On  the  25th  of  November,  1845,  Yonge  commenced  two 
suits  at  law  in  this  Court  against  the  plaintiffs,  one  in  trover 
and  the  other  in  assumpsit.*  In  the  former,  he  sought  to 
recover  the  value  of  the  said  remaining  thirteen  bonds,  with 
coupons  attached ;  and,  in  the  latter,  damages  for  not  deliver- 
ing to  him  the  said  bonds,  and  for  not  paying  to  him  the 
interest  so  collected  thereon.  Those  suits,  also,  were  pend- 
ing, undetermined,  when  this  bill  was  filed. 

The  bill  contained  other  averments  usual  in  bills  of  inter- 
pleader, and  prayed  that  the  defendants  might  be  decreed 
to  interplead  and  settle  their  rights  to  the  said  bonds  and 
moneys,  or  might  proceed  and  detennine  them,  if  possible, 
in  fe,id  suit  in  the  State  Court  of  Chancery  ;  or  that,  on  the 
discontinuance  of  the  latter  suit,  the  plaintiffs  might  be  at 
liberty  to  pay  over  the  assets  to  the  parties  on  being  indem- 
nified by  this  Court  in  so  doing,  or  to  pay  the  same  into  this 
Court,  to  be  disposed  of  as  it  might  direct,  on  the  discontinu- 
ance of  said  suit  in  Chancery ;  that  Yonge  might  be  en- 
joined from  prosecuting  his  suits  at  law,  and  Skelton  and 
Frazer  from  prosecuting  their  suit  in  Chancery ;  and  that  the 
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plaintiffs,  on  paying  the  assets  into  Court,  might  be  dis- 
charged from  all  liability  to  the  defendants  in  the  premises, 
and  have  allowed  to  them  all  their  costs  and  counsel  fees  in 
all  the  suits. 

A  motion  was  now  made,  upon  the  bill,  for  provisional 
injunctions. 

George  William  Wright,  for  the  plaintiffs. 

Samuel  Sherwood,  for  Skelton  and  Frazer. 

EraMus  C.  Benedict,  for  Yonge. 

Betts,  J.  Two  questions  have  been  discussed  on  this 
motion :  (1.)  Whether  the  facts  establish  a  case  for  a  decree 
of  interpleader ;  (2.)  Whether  this  Court  has  jurisdiction  to 
make  such  a  decree. 

The  strong  objection  taken  to  the  right  of  interpleader  in 
tiiis  case  is,  that  the  plaintiffs  received  the  deposit  as  bailees 
of  Yonge,  and  became  absolutely  bound  to  him  to  return  it 
at  his  call ;  and  that  the  qualification  in  the  deposit,  that  the 
written  concurrence  of  Burritt  should  be  necessary  to  a  with- 
drawal of  the  deposit,  operated  only  for  a  limited  period, 
and  ceased  to  have  any  effect  after  the  1st  of  September, 
1844. 

Eminent  Judges  speak  of  the  doctrines  respecting  bills  of 
interpleader  as  perplexing  and  not  well  defined.  (2  Storrfs 
JEq.  Jur,  §  814,  and  notes,)  The  fundamental  principle  upon 
which  relief  by  bill  of  interpleader  is  founded  is,  that  two  or 
more  persons  are  claiming  the  same  thing  by  different  or 
separate  interests,  of  a  person  who  does  not  claim  any  inter- 
est therein  himself,  and  does  not  know  to  whom  he  ought  of 
right  to  surrender  it,  and  that  one  or  both  have  brought,  or 
threaten  to  bring,  actions  against  him.  In  such  case,  he  may 
appeal  to  a  Court  of  Equity  to  protect  him  from  the  vexation 
attending  such  suits,  and  also  from  being  compelled  to  respond 
to  several  parties  for  the  same  thing.  (2  Story^e  Eq,  jur. 
2 
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§  806 ;  2  Kenfs  Comm.  567,  568 ;  Jeremy's  Eq,  347 ;  Eden 
on,  Inj.  Ist  ^Am.  ed.  242 ;  Grawahay  v.  Thornton^  2  Mylne 
(6  Craig^  1 ;  Atkinson  v.  Manksy  1  Cowen^  691.)  The  de- 
fendant Yonge  insists  that  the  rule  does  not  apply  to  bailees 
or  to  bankers,  but  that  they  are  bound  by  the  general  princi- 
ples of  law  to  restore  to  the  bailor  the  deposit  made  with 
them.  (2  Story's  Eq.  Jut,  §§  816,  817;  Story  on  Bail- 
mentSy  §  110.)  But  the  cases  which  seemingly  support  that 
objection  are  counterbalanced  by  a  weightier  array  of  author- 
ities, both  English  and  American,  to  the  contrary.  (2  Kenfs 
Comm.  566  to  568 ;  Atkinson  v.  Manks^  1  Oowen^  691 ; 
Schuyler  v.  Pdissier^  3  Edw.  Ch,  B.  191 ;  Birch  v.  Corbin^ 
1  GoQi^s  Oh.  Cases,  144 ;  Jeremy's  Eq.  348.)  The  rule  has 
been  directly  sanctioned  in  the  cases  of  funds  deposited  in  a 
bank,  {Birch  v.  Corhin,  1  Coa?s  Ch.  Cases^  144,)  and  with  a 
stakeholder  {Id,  145 ;)  and  it  has  been  applied  in  behalf  of 
a  captain  of  a  vessel,  against  whom  there  were  adverse 
claims  upon  bills  of  lading.  {Lowe  v.  Bicha/rdson,  3  Madd. 
277.)  Each  of  these  cases  is  strong  in  analogy  to  the  present 
one,  and  I  should  feel  no  difficulty  in  declaring,  upon  the 
general  principles  of  Equity  jurisprudence,  that  a  bank  may 
be  entitled  to  relief  by  bill  of  interpleader  against  separate 
and  adversary  parties  who  claim  title  to  moneys  therein  de- 
posited. 

But  there  is  an  impediment  to  the  enforcement  of  that 
principle  by  this  Court  in  the  case  now  before  it.  One  of 
the  suits  pending,  against  which  the  plaintiffs  ask  i-elief ,  is 
prosecuted  in  the  State  Court  of  Chancery,  and  this  Court  is 
clothed  with  no  power  to  restrain  or  interfere  with  a  suit  so 
situated.  A  Court  of  the  United  States,  in  executing  a  juris- 
diction vested  in  it,  may  undoubtedly  act  upon  parties  who 
are  suitors  in  a  State  Court  in  i*elation  to  the  same  subject- 
matter,  so  far  at  least  as  to  compel  their  submission  to  such 
judgment  as  the  United  States  Court  may  render  in  a  case  of 
which  it  has  cognizance.  But,  even  then,  it  cannot  interdict 
their  prosecuting  their  suit  in  the  State  Court,  much  less  con- 
trol any  action  pending  in  such  Court.     It  is  understood  that 
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the  State  Courts  unifomily  adopt  the  same  doctrine  in  re- 
spect to  Courts  of  the  United  States.  Here  it  is  to  be  as- 
sumed tbat  the  State  Court  is  competently  possessed  of  the 
case  before  it,  and  a  decree  of  this  Court  compelling  the 
plaintiffs  and  one  of  the  defendants  in  that  Court  to  inter- 
plead here,  would  be  an  exercise  of  that  authority  and  con- 
trol over  the  State  Court  itself  which  can  only  be  allowed 
to  a  tribunal  of  general  jurisdiction  under  the  same  Govern- 
ment. 

But  the  plaintiffs  have  made^out  a  case  of  the  most  strin- 
gent equity  against  allowing  Yonge  to  proceed  in  his  suits 
in  this  Court  against  them,  while  the  suit  brought  by  Skelton 
and  Frazer  is  pending  in  the  State  Court  for  the  same  sub- 
ject-matter, and  to  which  he  is  a  party  defendant.  The  con- 
flicting rights  of  these  two  prosecuting  parties  are  directly  at 
issue  in  the  suit  in  the  State  Court,  and  that  forum  has  full 
capacity  to  decide  the  right  between  them.  There  the  con- 
troversy should  be  continued  so  far  as  these  plaintiffs  are  to 
be  affected,  and,  with  the  determination  of  that  case,  they 
should  legally  know  to  whom  they  can  rightfully  deliver  over 
the  funds  in  their  possession. 

I  think  the  cases  of  MaUoxo  v.  Hinde^  (12  Whsat.  193,) 
and  Dunn  v.  Clarke^  (8  Peters^  1,)  furnish  a  guide  to  the 
order  proper  to  be  made  in  this  case.  The  former  was  a  case 
similarly  circumstanced  to  the  present  one,  and  is  an  author- 
ity that  this  Court  may,  in  its  discretion,  restrain  the  prose- 
cution of  the  suits  brought  by  Yonge,  until  he  has  had  an 
opportunity  to  settle  his  controversy  with  Skelton  and  Frazer 
in  the  suit  in  the  State  Court  of  Chancery. 

I  shall  accordingly  order  an  injunction  to  that  effect,  giving 
to  the  psCHies  the  option  to  consent,  by  stipulation,  to  inter- 
plead in  this  Court  on  the  subject-matter,  and  thus  place  it 
wholly  under  the  control  of  this  Court.* 


*  Order.  Tlie  bill  in  this  case  having  been  read,  and  counsel  for  the  respec- 
tiye  parties  having  been  heard,  and  the  premises  being  fully  considered,  and  it 
appearing  to  the  Oourt  that  the  plaintiffs  hold  the  assets  and  funds  in  the  bill 
mention^  for  the  true  owner,  without  having  or  claiming  any  right  or  interest 
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David  L.  Sutdam  vs.  Horace  H.  Day. 

Under  the  Patent  laws  of  the  United  States,  an  assignee  of  a  patent  must  be 
regarded  as  acquiring  his  title  to  it,  with  a  right  of  action  in  his  own  name, 
only  by  force  of  the  statute. 

Such  exclusive  right  of  action  exists  in  favor  of  a  sole  assignee  only  in  two 
cases,  namely,  where  he  acquires,  by  assignment,  the  whole  interest  in  the 
patent,  or  a  grant  or  conveyance  of  the  whole  interest  within  some  particular 
district  or  territory. 

Under  §§  11  and  U  of  the  Act  of  July  4th,  1836,  (5  U.  8.  Stat,  at  Large,  121 
128,)  an  action  is  given  only  to  such  party,  (composed  of  one  or  more  per- 
sons,) as  possesses  the  whole  interest 

The  subject-matter  of  a  patent  is  not  partible  except  in  respect  to  territorial 
assignments. 

therein,  and  that  they  are  ready  and  willing  to  deliver  the  same  over  to  whoso 
ever  may  have  right  thereto ;  and  it  appearing  to  the  Court  that  the  defend 
ants  Elizabeth  Skelton  and  Mary  Ann  Frazer  have  heretofore  ^filed  their  bill 
'in  the  Court  of  Chancery  of  the  State  of  New  York  against  the  plaintiff 
and  the  defendant  Philip  R.  Yonge,  alleging  the  full  right  and  title  to  the 
said  funds  and  assets  to  be  vested  in  and  to  belong  to  the  said  Skelton  and  Fra- 
zer ;  and  it  appearing  to  the  Court  that  the  plaintiffla  and  the  said  Yonge  entered 
their  respective  appearances  in  said  suit  in  said  Court  of  Chancery,  and  that 
said  suit 'is  still  pending  and  undetermined;  and  it  further  appearing  to  the 
Court  that  after  such  suit  was  instituted  the  said  Yonge  commenced  in  this 
Court,  in  his  own  name,  two  separate  actions  at  law  against  the  plaintiffs,  one 
in  trover^  in  which  he  seeks  to  recover  the  value  of  the  said  funds  and  assets, 
and  the  other  in  assumpsit,  in  which  damages  are  demanded  for  the  detention 
of  the  said  assets,  and  that  the  plaintiffs  have  appeared  in  the  said  actions,  and 
the  same  are  yet  pending  and  undetermined  in  this  Court:  It  is,  therefore, 
considered  by  the  Court  that  the  plaintifis  are  entitled  to  relief  in  this  Court 
in  the  premises;  but,  inasmuch  as  the  suit  instituted  against  the  plaintiffs  by 
the  said  Skelton  and  Frazer  is  prosecuted  in  the  Court  of  Chancery  of  the  State 
of  New  York,  and  the  proceedings  before  that  tribunal  are  not  within  the 
cognizance  of  this  Court,  or  subject  to  its  control,  it  is  considered  by  the  Court, 
that  so  much  of  the  prayer  of  the  said  bill  as  seeks  an  interpleader  in  the 
premises,  and  prays  the  same  to  be  decreed  by  this  Court  against  the  above- 
luuned  defendants,  ought  not  to  be  granted,  and  it  is,  therefore,  or  dered,  that 
the  same  be  denied.  It  is  further  ordered,  that  an  injunction  issuer  according 
to  the  prayer  of  the  bill,  against  the  said  Yonge,  restraining  him  from  fhrther 
prosecuting  his  said  actions  at  law,  or  either  of  them,  instituted  in  this  Court 
against  the  plamtiffs,  until  the  final  decision  of  the  said  suit  pending  in  the  Court 
of  Clioncery  of  the  State  of  New  York,  unless  the  said  Yonge  and  Skelton 
and  Frazer  shall,  within  twenty  days  from  the  date  of  this  order,  file  their 
stipulation  in  writing  in  this  Court,  electing  to  interplead  between  themselves 
in  this  Court,  in  respect  to  the  subject-matter  aforesaid ;  and,  in  case  of  such 
interpleader  between  the  said  parties,  it  is  ordered  that  the  said  plaintifik 
thereupon  pay  into  this  Court  tha  fund?  and  assets  aforesaid,  first  deducting 
therefrom  such  their  costs  and  expenses  as  shall  be  allowed  them  by  the 
Oourt 
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Where  a  patent  was  granted  for  an  improYement  in  the  mode  of  preparing  india- 
nibber  with  sulphur  **  for  the  manufacture  of  various  articles,"  and  S.  became 
the  assignee  of  the  exclusive  right  tu  use  the  improvement  "  in  the  manufac- 
ture of  shirred  or  corrugated  india-rubber  goods :  **  Jleldy  that  S.  could  not 
maintain  an  action  in  his  own  name  alone  for  an  infringement  of  his  right  by 
the  manufacture  of  such  goods. 

(Before  Nelson  and  Birrs,  J  J.,  Southern  District  of  New  York,  April  25th,  1846.) 

Demurreb  to  a  declaration.  The  action  was  case  for  the 
infringement  of  Letters  Patent.  The  plaintiff  counted  on 
two  patents.  The  first  connt  set  forth  a  patent  to  Charles 
Goodyear,  assignee  of  Nathaniel  Hayward,  granted  Februaiy 
24tli,  1839,  for  an  "  improvement  in  the  mode  of  preparing 
caoutchouc  with  sulphur,  for  the  manufacture  of  various 
articles,"  and  an  assignment  by  Goodyear  to  the  plaintiff  on 
the  24th  of  May,  1844,  of  "the  exclusive  right,  privilege, 
and  license  to  use  the  said  improvement  in  the  manufacture 
of  shirred  or  corrugated  india-rubber  goods,"  and  alleged  an' 
infringement  by  "  the  manufacture  of  shirred  or  corrugated 
india-rubber  goods."  The  specification  of  the  said  patent 
described  the  invention  as  an  "  improvement  in  the  mode  of 
preparing  caoutchouc,  gum-elastic  or  india-rubber,  for  the 
manufacturing  of  various  articles  in  which  that  substance 
is  used."  The  claim  was  "  the  combining  of  sulphur  with 
gum-elastic,  either  in  solution  or  in  substance,  either  in  the 
modes  above  pointed  out,  or  in  any  other  which  is  sub- 
stantially the  same,  and  which  will  produce  a  like  effect." 
The  second  count  set  forth  a  patent  to  Charles  Goodyear, 
granted  June  15th,  1844,  for  an  "improvement  in  india- 
rubber  fabrics."  The  claims  of  the  last-mentioned  patent 
were:  (1.)  The  combining  of  caoutchouc  "with  sulphur 
and  with  white-lead,  so  as  to  form  a  triple  compound,  either 
in  the  proportions  herein  named,  or  in  any  other  within  such 
limits  as  will  produce  a  like  result.  And  I  will  here  remark, 
that  although  I  have  obtained  the  best  results  from  the 
carbonate  of  lead,  other  salts  of  lead,  or  the  oxides  of  that 
metal  may  be  substituted  therefor,  and  will  produce  a  good 
effect,  I,  therefore,  under  this  head,  claim  the  employment 
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of  either  of  the  oxides  or  saltB  of  lead,  in  the  place  of  the 
white-lead  in  the  above-named  compound."  (2.)  "  In  combi- 
nation with  the  foregoing,  the  process  of  exposing  the  india- 
rubber  fabric  to  the  action  of  a  high  degree  of  heat,  such  as 
is  herein  specified."  The  second  count  also  set  forth  an 
assignment  by  Goodyear  to  the  plaintiff  on  the  24th  of  May, 
1844,  of  "  the  sole  and  exclusive  right  to  use,  in  the  manu- 
facture of  corrugated  or  shirred  india-rubber  goods,  the  appli- 
cation of  white-lead  and  the  oxides  of  lead  in  connection 
with  the  application  of  artificial  heat,  and  in  combination 
with  india-rubber  and  sulphur,  in  the  manner  and  proportions 
set  forth  in  the  specification  annexed  "  to  the  last-mentioned 
patent,  and  averred  that  the  said  specification  and  the  appli- 
cation for  Letters  Patent  under  the  same  were,  at  the  time  of 
the  making  of  the  assignment,  on  file  in  the  Patent  Oflice, 
according  to  law,  and  alleged  an  infringement  by  "  the 
manufacture  of  shirred  or  corrugated  india-rubber  goods  or 
fabrics." 

The  defendant  demurred  to  both  counts,  and  the  plaintiff 
joined. 

George  Griffin  and  Francis  B,  Cutting^  for  the  defendant. 

Seth  P,  Staples^  for  the  plaintiff.  (1.)  By  the  act  of  Con- 
gress, the  plaintiff  can  maintain  an  action  in  his  own  name, 
for  injury  to  his  rights  under  the  patents.  He  has  the  exclvr- 
sive  right  to  use  the  patents  for  his  own  profit.  Under  §  11  of 
the  act  of  July  4th,  1836,  (5  U,  S.  Stat,  at  Large,  121,)  a  paity 
may  sell  any  undivided  part  of  his  interest  in  a  patent.  The 
right  to  sell  is  not  confined  to  an  aliquot  or  integral  part  of 
the  patent,  but  applies  also  to  the  divisible  properties  of  the 
invention.  Section  14  of  the  same  act  also  tends  to  support 
the  idea  that  a  person  who  has  an  exclusive  right  in  a  patent, 
may  have  a  remedy  by  action,  may  disclaim,  &c.,  and,  under 
§  17,  a  bill  in  equity  may  be  filed  by  "  any  party  aggrieved." 
(2.)  The  plaintiff  can  sustain  this  action  on  the  general  prin- 
ciples of  the  common  law.  It  is  an  action  on  the  case,  and 
the  law  furnishes  the  remedy  where  the  right  is  established. 
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The  Court  held :  1.  Under  the  Patent  laws  of  the  United 
States,  an  assignee  of  a  patent  must  be  regarded  as  acquiring 
his  title  to  it,  with  a  right  of  action  in  his  own  name,  only  by 
force  of  the  statute.  2.  Such  exclusive  right  of  action  exists 
•  in  favor  of  a  sole  assignee  only  in  two  cases,  namely,  where 
he  acquires,  by'  assignment,  the  whole  interest  in  the  patent, 
or  a  grant  or  conveyance  of  the  whole  interest  within  some 
particular  district  or  territory.  3.  Section  11  of  the  act  of 
1836,  which  authorizes  the  assignment  of  "  the  whole  inter- 
est or  any  undivided  part  thereof,"  taken  in  connection  with 
section  14  of  the  same  act,  gives  an  action  only  to  such  party 
(composed  of  one  or  more  persons,)  as  possesses  the  whole 
interest.  4.  The  subject-matter  of  a  patent  is  not  partible 
except  in  respect  to  territorial  assignments.  5.  As  the  decla- 
ration in  this  case  shows  that  the  plaintiff  has  an  interest  in 
only  a  part  of  each  patent,  to  wit,  a  license  to  use,  in  the 
DMmufacture  of  a  particular  kind  of  goods,  the  invention 
covei-ed  by  each  patent,  it  is  bad  on  its  face,  and  judgment 
must  be  rendered  for  the  defendant 


John  Jacques  vs.  Edward  K.  Collins  and  others. 

Id  a  proceeding  in  this  Court  under  §  15  of  the  Judiciary  Act  of  September 
24th,  1789,  (1  U.  8,  8taL  at  Large^  82,)  to  obtain  a  discovery,  in  an  action  at 
law,  of  documents  in  the  possession  of  the  adyerse  party,  it  is  only  requisite 
that  the  cause  should  be  at  issue,  and  that  the  Court  should  be  satisfied  that 
the  evidence  required  to  bo  disclosed  will  be  pertinent  to  such  issue,  and  that 
the  circumstances  should  be  those  in  which  a  discovery  would  bo  decreed  in 
Chancery. 

It  is  not  necessary  that  the  petition  for  the  discovery  should  contain  the  formali- 
ties of  a  bill  of  discovery  in  Chancery  ;  but  it  is  enough  if  it  contains  a  notice 
to  the  oppodte  party  of  the  time  and  place  of  making  the  application,  and  a 
plain  designation  of  the  documents  sought  for. 

(Before  Bcrra,  J.,  Southern  District  of  New  York,  May  25th,  1846.) 

This  was  an  action  at  law  to  recover  damages  for  alleged 
false  representations  made  by  the  defendants  concerning  the 
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character  and  condition  of  divers  goods  shipped  at  New 
York  by  one  De  Goer  on  board  a  vessel  for  England,  the 
plaintiff  averring  that,  by  reason  of  those  representations,  he 
was  induced  to  advance  a  large  sum  of  money  to  De  Goer, 
by  way  of  loan,  on  the  goods  as  security,  which  money  was 
entirely  lost.  The  defendants  now  presented  a  petition  to 
the  Court,  setting  forth  that  the  cause  was  at  issue ;  that, 
prior  to  the  making  of  the  loan,  a  correspondence  took  place 
between  the  plaintiff  and  De  Goer,  in  which  the  special 
motives  and  reasons  for  the  loan  were  set  forth,  the  reverse 
of  those  averred  in  the  declaration ;  that  the  loan  was  made 
on  certain  bills  of  lading,  invoices,  and  other  documents, 
transferred  to  or  deposited  with  the  plaintiff  by  De  Goer,  as 
security  for  the  loan ;  that  De  Goer  had  absconded,  and 
his  testimony  as  a  witness  could  not  be  obtained;  that  the 
defendants  had  served  a  written  notice  on  the  plaintiff  to 
deposit  the  correspondence  and  the  other  papers  with  the 
clerk  of  this  Court,  so  that  the  defendants  might  take  copies 
of  them,  or  to  serve  copies  of  them,  duly  verified,  on  or 
before  a  day  named,  but  the  notice  had  not  been  complied 
with ;  that  the  papers  in  question  were  not  in  the  possession 
or  under  the  control  of  the  defendants  ;  and  that  the  discov- 
ery of  them  was  necessary  to  enable  the  defendants  to  prepare 
for  trial.  The  petition  prayed  a  discovery  either  by  a  deposit 
with  the  clerk,  or  by  the  service  of  sworn  copies,  and  was 
verified  by  one  of  the  defendants,  to  the  effect  that  the  papers 
were  not  in  their  possession  or  under  their  control,  and  that 
the  affiant  was  advised  by  counsel  and  believed  that  the  dis- 
covery was  necessary  to  enable- the  defendants  to  prepare  for 
trial.  There  was  added  a  certificate  of  counsel  that  he  had 
given  such  advice. 

JSeth  P.  Staples  and  John  Anthony  for  the  defendants. 

Frcmoia  B,  Gutting^  for  the  plaintiff. 

Betts,  J.    The  petition  now  presented  conforms  to  the 
course  of  practice  in  the  State  Courts,  {GraJia7n?8  Pr,  B.  3,.cA. 
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6,)  but  an  objection  is  taken  to  its  sufficiency,  on  the  ground 
that,  if  it  were  filed  in  Chancery  to  compel  a  discovery  of 
the  same  papers,  it  would  be  bad  on  general  demurrer,  and 
that  the  present  proceeding  is  substantially  of  the  same  char- 
acter as  if  it  were  had  in  Equity. 

The  Supreme  Court  of  New  York  seems  to  regard  the 
State  statute  as  transferring  to  the  law  Courts  the  jurisdiction 
and  practice  of  Chancery  in  relation  to  this  subject  of  dis- 
covery, to  be  exercised  conformably  to  standing  rules  of 
Court  {TovmseTid  v.  Lawrence^  9  Wend.  458.)  There  is  a 
difference,  however,  in  the  terms  oir  the  State  and  United 
States  statutes,  which  may  perhaps  require  some  diversity  of 
proceeding  in  executing  them.  (2  R,  S.  199,  §§  21,  22  ;  Act 
of  Sept.  24tth,  1789,  §  15,  1  U.  S.  Stat,  at  Large,  82.)  The 
act  of  Congress  require  that  the  circumstances  shall  be  those 
in  which  a  discovery  would  be  decreed  in  Chancery,  but  it  in 
no  respect  designates  the  Chancery  practice  as  the  mode  by 
which  the  law  Courts  shall  execute  the  pow^r.  It  also  diflfei's 
from  the  State  statute  in  limiting  the  proceeding  to  cases  in 
which  issue  is  joined,  and  in  which  it  is  made  to  appear  satis- 
factorily to  the  Court  that  the  evidence  required  to  be  dis- 
closed will  be  pertinent  to  such  issue. 

No  method  of  proceeding  being  prescribed  by  Congress, 
this  Court  has  always  considered  the  purpose  of  the  act  best 
fulfilled  by  adopting  the  most  simple  and  expeditious  course 
of  procedure,  and  avoiding  the  formalities  of  a  bill  of  dis- 
covery in  Chancery.  A  mere  notice  to  the  opposite  party  of 
the  time  and  place  of  application,  and  a  plain  designation  of 
the  documents  or  pieces  of  evidence  sought  for,  have  been 
acted  upon  in  this  Court  as  si^fficiently  fulfilling  the  terms  of 
the  law.  . 

The  standing  rules  of  tliis  Court  make  no  direct  provision 
for  this  proceeding,  and  the  adoption  by  them  of  the  State 
rules,  to  apply  in  cases  where  none  are  specifically  estab- 
lished by  this  Court,  may  very  well  embrace  the  regulations 
of  the  Supreme  Court  of  the  State  governing  these  applica- 
tions.   The  petition  in  this  case,  whether  considered  in  that 
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view,  or  only  in  relation  to  its  constituent  parts,  is  sufficient 
in  substance,  and  adequate  notice  has  been  given  to  the 
plaintiflF.  The  objection,  therefore,  that  the  petition  is  defec- 
tive as  a  bill  of  discovery,  cannot  avail,  and  the  plaintiff 
must  produce  and  leave  with  the  clerk  the  papers  called  for 
by  the  petition,  or,  at  his  election,  serve  copies  of  them  on 
the  defendants'  attorney. 


The  President,  Directors  and  Company  of  the  Cmr  Bank 
OF  New  York 

Elizabeth  Skelton  and  others.     In  Equity. 

This  Court  has  power,  In  a  proper  case,  to  prohibit  a  non-resident  pldntiff  irom 

prosecuting  an  action  against  a  defendant  residing  within  this  State. 
A  partj  entitled  to  sue  in  this  Court  by  reason  of  a  constitutional  qualification, 

acquires  no  right  to  any  standing  here  different  from  what  he  would  have  in 

any  other  tribunal  competent  to  take  cognizance  of  his  case. 
Whenever,  thei-efore,  jurisdiction  over  his  case  has  attached,  this  Court  will 

proceed  with  it  conformably  to  tlie  general  principles  of  law,  and  to  the  usage 

and  practice  of  the  Court   • 
The  Cu-cuit  Courts  of  the  United  States  have  power  to  control  and  stay  actions 

pending  before  them,  either  by  order  on  the  common  law  side  of  the  Court, 

or  by  injunction  on  the  Equity  side. 
But  they  will  not  exercise  such   authority  over  actions  pending  in  a  State 

Court,  nor  will  a  State  Court  interfere  with  actions  pending  in  tlie  Federal 

Courts. 
The  decision  in  this  same  case,  {anUj  p,  14,)  that  this  is  a  proper  case  for  this 

Court  to  stay  by  injunction  an  actic/h  at  law  pending  here,  reviewed  and 
«  affirmed. 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  July  81st 
1846.) 

After  the  injunction  in  this  case  was  granted,  {ante^p.  14, 
the  defendant  Yonge  answered  the  bill,  and  now  moved  for 
a  dissolution  of  the  injunction. 
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£rastus  C.  Benedicty  for  Yonge. 

Oeorge  WiUicmi  Wright^  for  the  plaintiffs. 

Betts,  J.  This  motion  is  urged  principally  upon  the 
ground  that  this  Court  has  no  constitutional  power  to  inhibit 
a  non-resident  plaintiff  from  prosecuting  an  action  against  a 
defendant  residing  within  this  State.  The  Constitution,  in 
designating  the  parties  and  subjects  over  which  the  Courts 
of  the  United  States  shall  take  jurisdiction,  does  not  prescribe 
the  manner  in  which  such  jurisdiction  is  to  be  exercised.  It 
of  course  devolves  upon  Congress  to  regulate  the  mode  of 
procedure  by  which  the  functions  of  the  judiciary  are  to  be 
executed.  This  is  sometimes  done  by  a  specific  direction  to 
the  Courts,  but  most  commonly  by  very  general  provisions, 
such  as  are  embodied  in  the  process  acts,-  or  in  §  34  of  the 
Judiciary  act  of  1789,  (1  U,  S.  Stat,  at  Large,  92.)  The 
Equity  powers  of  this  Court,  and  the  practice  by  means  of 
which  such  powers  are  enforced,  are,  by  act  of  Congress, 
made  substantially  the  same  as  those  of  the  High  Court  of 
Chancery  in  England.  {Act  of  May  8th,  1792,  %2,1U.S, 
Stat,  at  Large,  276;  Robinson  v.  CamjpbeU,  3  Wheat.  212, 
223.)  Whenever,  therefore,  jurisdi(5tion  over  a  case  attaches 
by  virtue  of  the  Constitution,  the  Court  proceeds  with  it  con- 
formably to  the  general  principles  of  law  prescribed  by  the 
statute,  or  established  under  authority  derived  from  it ;  and, 
in  this  respect,  the  Com-ts  of  the  United  States  stand 
upon  the  same  footing  as  those  of  this  State  or  of  Great 
Britain  having  general  jurisdiction.  A  party  entitled  to 
Boe  by  reason  of  a  constitutional  qualification,  acquires  no 
right  to  any  standing  in  this  Court  different  from  what  he 
would  have  in  any  other  tribunal  competent  to  take  cogni- 
zance of  his  case.  Wherever  he  is  entitled  to  resort  for 
relief,  he  must  take  his  remedy,  not  upon  the  footing  of  his 
capacity  to  sue,  but  conformably  to  the  law  and  usage  of  the 
Court  A  suitor  in  this  Court  must  accordingly  be  subject 
to  such  regulation  and  control  as  the  Court,  imder  authority 
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of  law,  may  deem  proper  to  apply  to  his  particular  case,  or 
such  as  may  exist  in  the  form  of  general  rules  of  practice  or 
decision. 

This  power  of  Circuit  Courts  to  control  and  stay  actions 
pending  before  them  is  distinctly  recognized  by  the  Supreme 
Court.  {MaUow  v.  Rinde^  12  Wheat.  193 ;  Dunn  v.  Clarke^ 
8  Peters^  1.)  In  both  of  those  cases,  the  suits  at  law  stayed 
by  injunction  were  pending  on  the  law  side  of  the  Circuit 
Court ;  and,  in  the  latter  case,  although  the  Supreme  Court 
held  that  the  injunction  bill  could  not  be  maintained  for  the 
want  of  proper  parties,  yet  they  ordered  a  stay  of  the  suit  at 
law  in  the  Circuit  Court  until  the  parties  should  have  had 
time  to  seek  relief  fi-om  a  State  Court.  The  stay  of  proceed- 
ings in  the  present  case  might,  therefore,  have  been  rightfully 
made  by  order  on  the  common  law  side  of  the  Court,  or  the 
Court  may,  on  a  proper  bill,  act  on  the  Equity  side,  and  effect 
the  stay  by  injunction. 

The  Supreme  Court  of  the  State  of  New  York  exercises  a 
broad  equitable  power  over  suits  and  suitors,  in  staying  pro- 
ceedings on  mere  motion,  when  the  justice  of  the  case  de- 
mands such  interference.  {Graham? 8  Pr.  B.  3,  ch.  2.)  It  is 
also  a  common  head  of  Equity  to  restrain  suits  at  law  by 
injunction  from  Chancery,  whenever  the  relief  at  law  is  inad- 
equate or  iniperf  ect,  or  whenever  the  Court  of  Chancery  has 
cognizance  of  the  case  already,  and  is  competent  to  give  the 
parties  full  relief.  {Thompson  v.  JBrown^  4  Johns.  Ch.  H. 
619,  643 ;  Denton  v.  Graves,  Hopk.  Ch.  R.  306.)  And  no 
doubt,  if  Tonge  had  instituted  his  actions  in  a  State  Court  of 
law,  the  Chancellor  would  have  enjoined  their  prosecution. 
But  the  Courts  of  the  United  States  will  not  exercise  such 
authority  over  the*  State  Court,  {Diggs  v.  Wolcott,  4  Cranch, 
179,)  nor  will  the  State  Court  of  Chancery  interfere  with 
actions  pending  in  the  Federal  Courts. 

The  case  of  Dunn  v.  Ctarke,  before  cited,  is  full  authoritj' 
for  staying  proceedings  in.  the  actions  at  law  in  this  Court,  to 
await  the  decision  upon  the  subject-matter  in  the  State  Court, 
the  case  here  being  clothed  also  with  the  additional  feature, 
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that  the  suit  in  the  State  Court  was  lirst  bi*oiight  and  is  at 
issue  there  between  the  same  persons  who  are  parties  to  the 
suits  here. 

The  power  of  this  Court  thus  to  interfere  being  possessed 
in  ample  plenitude,  we  are  satisfied  that  the  facts  of  this 
ease  will  warrant  and  indeed  demand  the  exercise  of  that 
power.  The  motion  to  dissolve  the  injunction  must,  there- 
fore, be  denied. 


Spabkma^  and  Kelset 
vs. 

EUAS   S.   HlOGINS   AND   0THEE8.      In   EqUITY. 

Where  ft  plaintiff,  ivho  had  obtained  an  injunction  from  this  Court  restraining  a 
defendant  from  the  infringement  of  a  patent,  set  on  foot  a  stratagem  to  lead 
the  defendant  to  yiolate  the  injunction,  and  immediately  made  a  motion  for  an 
attachment,  knowing  the  defendant  to  be  innocent  of  anj  wrongful  act,  and  it 
clearly  appeared  that  there  had  been  no  violation  of  the  injunction :  ffeldy 
that  the  plaintiff  must  pay  the  costs  of  the  motion. 

Eren  if  there  had  been  an  actual  violation  of  the  injunction,  induced  by  the 
stratagem  of  the  plaintiff,  an  applicaUon  for  an  attachment  would  not,  it  seema, 
be  Justified,  cither  in  conscience  dr  in  law. 

(Before  Betts,  J.,  Southern  District  of  New  York,  October  20th,  1846.) 

This  was  a  motion  for  an  attachment  for  an  alleged  viola- 
tion of  an  injunction  restraining  the  defendants  from  infring- 
ing the  plaintiffs'  patent  for  a  design  for  floor  oil-cloth.  (See 
Sparkman  v.  Higgins^  1  Blatchf.  C.  C.  R.  205.) 

Daniel  Lc/rd^  for  the  plaintiffs. 

SeOi  P.  Staples^  for  the  defendants. 

Betts,  J.  A  witness  on  the  part  of  the  plaintiffs  deposes 
that  he  purchased,  a  few  days  since,  some  of  the  oil-cloth  of 
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the  pattern  in  question  at  a  store  in  Pearl  street ;  that  on  the 
same  day  he  applied  for  oil-cloth  at  the  defendants'  store  in 
Broad  street,  and  bought  some  of  the  same  kind  there ;  and 
that  the  clerk  who  sold  the  latter  told  him  that  the  oil-cloth 
in  Pearl  street  belonged  to  the  defendants. 

On  the  part  of  the  defendants  it  is  established,  by  the 
fullest  proof,  that  they  had  no  interest  whatever  in  the  Pearl 
street  store,  or  in  the  oil-cloth  sold  there,  and  the  evidence  is 
strong  to  show  that  the  plaintiffs  were  well  aware  of  that 
fact.  It  is  further  proved  by  the  defendants  that  a  person 
applied  to  their  porter,  at  their  store,  to  see  oil-cloth  ;  that  it 
was  shown  him ;  and  that  he  selected  out  of  the  general  stock 
the  particular  piece  in  question,  and  desired  to  have  it  sent 
to  an  address,  which  he  gave,  at  a  place  designated,  and  then 
left  the  store.  Immediately  afterwards,  one  of  the  defend- 
ants went  into  the  sales-room,  and,  on  being  informed  by 
the  porter  of  what  had  happened,  forbade  his  delivering  the 
cloth,  and  told  him  it  could  not  be  sold.  The  defendants  fur- 
ther prove,  that  when  the  injunction 'was  served  they  gave 
strict  orders  to  their  clerks  to  stop  selling  that  description  of 
cloth.  The  person  who  thus  called  at  their  store  did  not  pay 
for  the  cloth,  and  it  was  not  sent  to  the  address.  The  name 
he  gave  was  an  assumed  one,  and  it  appears  that  he  acted  for 
the  plaintiffs.  The  motion  for  an*  attachment  is  made  on  his 
affidavit. 

The  counsel  for  the  plaintiffs  very  properly  admitted  that 
the  application  could  not  prevail,  and  that  the  evidence  fully 
acquitted  the  defendants  of  all  blame.  But  it  was  urged  that 
probable  cause  for  the  motion  had  been  shown,  and  that  costs 
ought  not  to  be  awarded  against  the  plaintiffs. 

The  proceeding  on  the  part  of  the  plaintiffs  was  palpably 
a  stratagem  to  lead  the  defendants  to  violate  the  injunction. 
This  motion  is  not  induced  by  any  acts  known  to  have  been 
done  by  the  defendants,  or  by  any  declaration  or  intimation 
of  theire  that  they  would  disregard  the  inhibition  they  were 
under.  Their  conduct  was  in  every  respect  submissive  to 
the  mandate  of  the  Court.    Even  if  the  plaintiffs'  agent  had, 
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under  such  circumstances,  succeeded  in  making  a  valid  pur- 
chase of  the  oil-cloth  from  the  defendants'  porter,  by  paying 
the  price  or  obtaining  a  delivery  of  it,  such  transaction  would 
not,  either  in  conscience  or  in  law,  justify  an  application  for 
an  attachment  But  there  was  no  sale  in  fact ;  and,  as  the 
plaintiffs  set  on  foot  a  scheme  to  entrap  the  defendants,  and 
immediately  pursued  them  with  a  motion  for  an  attachment, 
knowing  them  to  be  innocent  of  any  wrongful  act,  it  is  right 
that  the  plaintiffs  should  be  charged  with  the  costs  of  an 
application  so  made. 

The  motion  for  an  attachment  is  denied,  with  costs  to  be 
taxed. 


Benjamin  G.  Wilder  v8.  Michael  McCormick. 

Where  it  is  assigned,  as  cause  of  demurrer  to  a  declaration,  that  it  is  not  prop- 
erly entitled^  but  the  defect  is  not  pointed  out  until  the  argument,  and  is  then 
alleged  to  consist  in  a  variance  between  the. declaration  and  the  writ,  the  Court 
cannot  act  upon  it  on  such  a  suggestion.  % 

Bat,  even  if  such  an  objection  were  properly  raised,  an  amendment  of  the  error 
would  be  allowed. 

YariaDces  between  the  declaration  and  the  writ  cannot  be  taken  advantage  of  on 
general  demurrer. 

In  a  declaration  on  Letters  Patent  for  an  invention,  it  is  not  necessary  to  aver  at 
what  specific  time  the  invention  patented  was  made ;  it  need  only  be  before 
the  application  for  the  patent. 

Tbe  grant  of  Letters  Patent  is  itself  sufficient  evidence  that  all  the  preliminary 
steps  required  by  law  were  properly  taken  by  tbe  patentee ;  and  it  is  not 
necessary,  in  a  declaration  on  aT  patent,  to  plead  the  taking  of  any  of  those 
steps. 

A  decUrndon  on  a  patent  must  tender  an  issue  on  the  novelty  and  utility  of  the 
discovery  patented,  but  it  need  not  show  the  regularity  of  the  proceedings  in 
the  Patent  Office  preliminary  to  the  grant. 

The  authority  of  the  Ck>mmissioner  of  Patents  in  granting  a  patent  is  not  of  the 
nature  of  jurisdieHim^  in  its  common  law  acceptation,  and  the  doctrine  apper- 
taining to  the  Judgments  of  tribunals  of  inferior  jurisdiction,  when  pleaded,  is 
not  applicable  to  his  acts. 

A  dedaration  on  a  patent,  which  avers  the  patent  and  specification  to  be  ^*  in 
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language  of  the  import  and  to  the  effect  follovring,"  and  then  sets  them  forth 
in  hcBc  verbay  ifl  safficient,  and  is  not  open  to  the  objection  that  the  patent  is 
not  set  forth  according  to  its  legal  tenor  and  effect. 

An  ayerment  that  the  patent  and  specification  are  ^'  ready  in  Ck)urt  to  be  pro- 
duced,** is  equivalent  to  t^profert  in  its  most  formal  terms. 

A  reiteration  of  infringements  of  a  patent  may  be  sued  for  in  one  action. 

A  declaration  for  tho  infringement  of  a  patent,  commencing  in  case^  and  conclud- 
ing by  demanding  actual  damages  in  gross  in  compensation  of  the  wrong,  is 
good. 

Where  a  declaration  on  a  patent,  though  not  formal,  embodies  all  that  is  essential 
to  enable  the  plaintiff  to  gire  evidence  of  his  right  and  of  its  violation,  and 
affords  to  the  defendant  the  opportunity  to  interpose  every  defence  allowed 
him  by  law,  the  Court  will  not  encourage  merely  critical  objections,  and  will 
seek,  even  on  special  demurrer,  to  sustain  the  decUiration. 

(Before  Nelson  and  Bbtts,  J  J.,  Southern  District  of  New  7ork,  November  19th, 
1846.) 

This  was  an  action  on  the  case  for  the  infringement  of 
Letters  Patent.  The  defendant  demurred  to  the  declaration, 
assigning  fifteen  special  causes  of  demurrer.  The  plaintiff 
joined.  The  case  is  sufficiently  stated  in  the  opinion  of  the 
Court. 

E^igene  Casserly^  for  the  defendant. 

John  B,  Staples^  for  the  plaintiff. 

Betts,  J.  Most  of  the  causes  of  demurrer  in  this  case  are 
of  an  extremely  technical  character,  touching  very  slightly 
the  merits  of  the  action.  They  can  be  best  disposed  of  by 
considering  them  numerically  in  their  order. 

The  first  cause  is,  that  the  declaration  is  not  properly  enti- 
tled, but  the  defect  or  imperfection  is  not  pointed  out.  It 
was  alleged  on  the  argument  that  the  writ  was  returnable  on 
the  19th  of  February,  whereas  the  placita  was  of  the  20th. 
If  this  objection  was  intrinsically  of  ever  so  great  importance, 
the  Court  most  manifestly  would  not  act  upon  it  on  a  sugges- 
tion so  made.  But,  if  the  objection  had  come  up  on  oyer  of 
the  writ,  or  by  setting  out  the  writ  in  hceo  verba  in  the  de- 
murrer book,  the  Court  would,  under  the  statute,  allow  an 
amendment  of  an  error  so  •trivial.     {Act  of  Sept  24r^A,  1789, 
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§  32,  1  U,  S.  Sfat  at  Large^  91.)  YariaiK^es  between  the 
declaration  and  the  writ  cannot,  however,  be  taken  advantage 
of  on  general  demurrer.  {Duvallv.  Craig ^  2  Wheat.  45.) 
This  cause  of  demurrer  is  overruled. 

The  second  cause  assigned  is,  that  the  declaration  does  not 
aver  at  what  time  the  invention  patented  was  made.  Time 
is  not,  in  this  case,  a  traversable  particular,  in  the  sense  of 
special  pleading.  The  Patent  law  nowhere  requires  the  pat- 
entee to  allege  or  prove  the  specific  time  of  his  invention. 
It  need  only  be  before  his  application  for  a  patent ;  and  it  is 
wholly  immaterial  to  the  validity  of  the  patent,  and  to  the 
character  of  the  pleading  to  be  interposed  by  the  defendant, 
whether  the  invention  was  long  antecedent  to  the  application 
or  directly  preceded  it.  The  act  of  Jidy  4th,  1836,  (5  H.  S. 
SttU.  at  Large^  119,  §  6,)  entitles  the  person  who  invents  or 
discovers  a  new  manufacture,  &c.,  not  known  or  used  by 
otliers  before  his  discovery,  to  take  out  a  patent.  Should 
evidence  be  offered  by  tlie  defendant,  tending  to  defeat  the 
patent,  because  it  was  taken  out  before  the  discovery  was 
made,  it  would  be  clearly  sufficient  for  the  patentee,  in  its 
support,  to  prove  that  he  made  the  discovei^  at  any  period, 
however  short,  previous  to  his  application  for  the  patent* 
(Melltis  V.  SiMee,  4  Mason,  lOS;  2  Greenl.  Ev.  §  492.) 
The  averment  demanded  by  this  cause  of  demurrer  is  not 
inserted  in  approved  precedents  of  declarations  for  infringe- 
ments of  patents.  (2  Greenl.  Ev.  §  487,  note  1 ;  Phillips 
on  Pat.  520 ;  2  Chittifs  PI.  320.)  The  second  cause  must, 
therefore,  be  disallowed. 

The  third  and  fourth  causes  cannot  be  sustained.  The 
third  is,  that  it  does  not  appear  that  the  application  for  the 
patent  was  in  writing,  nor  to  whom  it  was  made.  The  fourth 
is,  that  it  docs  not  appear  that  the  Conunissioner  of  Patents 
had  any  rightful  authority  to  grant  the  patent.  These  causes 
are  founded  upon  supposed  requisites  of  the  statute,  not 
averred  in  the  declaration  to  have  been  complied  with,  and 
are  also  supposed  to  be  supported  by  general  principles  gov- 
erning proceedings  in  tribunals  of  inferior  jurisdiction.  If 
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the  matters  which  it  is  alleged  should  be  set  fortli  in  the 
declaration  would  call  for  the  application  of  those  principles 
in  case  they  were  pleaded  by  way  of  justification  and  in 
defence  of  acts  done,  or  as  a  protection  to  the  party  pleading 
them,  which  would  at  least  be  a  doubtful  proposition,  {Mar- 
tin V.  3Iott,  12  Wheat,  10,)  it  would  not  necessarily  follow 
that  the  same  method  of  pleading  must  be  pursued  in  declar- 
ing upon  a  private  title  or  a  grant  emanating  from  function- 
aries acting  under  statutory  authority.  (J)ai/  v.  Chism,  10 
W/ieat.  449 ;  Bank  of  the  United  States  v.  Smithy  11  Wheat. 
171 ;  Ca7^oU  v.  Pea/ce,  1  Peters,  18,  23.)  The  third  cause  of 
demurrer  rests  upon  the  assumption  that  the  plaintiff  must, 
in  his  pleading,  specify  all  the  acts  done  by  him  to  obtain  a 
patent,  in  order  that  it  may  appear  upon  the  face  of  the 
declaration  that  the  mode  of  proceeding  pointed  out  by  the 
statute  has  been  pursued.  But  the  case  of  The  Philadelphia 
and  Trenton  Railroad  Co,  v.  Stimpson,  (14  Peters,  448,) 
disposes  of  this  and  all  the  other  objections  that  fall  within 
the  same  class.  The  grant  of  tlie  patent  is  itself  sufficient 
evidence  that  all  the  pi^eliminarj'  steps  required  by  law  were 
properly  taken.  And,  as  the  plaintiff  may  make  his  patent 
the  direct  and  eflicient  proof,  in  the  firat  instance,  of  his 
right  to  the  grant,  so,  a  fortiori^  it  would  seem  to  be  unneces- 
sary for  him  to  plead  any  of  the  particulars  which  conduced 
to  the  grant.  It  is  sufficient  to  set  forth  the  grant  in  sub- 
stance. {Tryony,  White,  1  Peters'  C.  C.  P.  96.)  The  fourth 
cause  of  demurrer  is  founded  upon  a  mi6ai)plication  of  a  doc- 
trine appertaining  to  the  acts  of  legal  tribunals,  where  a 
Court  of  inferior  jurisdiction  takes  cognizance  of  a  case  and 
renders  judgment,  and  he  who  sets  up  such  judgment  in 
supix)rt  of  his  own  interests  must  aver  and  prove  that  the 
tribunal  had  jurisdiction  in  the  matter.  The  authority  of 
the  Commissioner  of  Patents,  or  of  the  Commissioner  of  the 
Land  Office,  or  of  the  President,  (whose  former  functions  in 
this  behalf  are  now  exercised  by  those  ofticei's,)  to  issue 
grants,  is  not  of  the  nature  oi  jurisdiction,  in  its  common 
law  and  technical  acceptation.     As  in  regard  to  patents  for 
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land,  so  in  regard  to  patents  for  inventions,  the  proper  officer 
issues  the  grant  when  he  has  evidence  satisfactory  to  his  o^\ti 
mind  that  the  claimant  is  entitled  to  receive  it.  But  that 
adjudges  nothing  as  to  the  real  right.  That  question  is  un- 
affected, and  remains  to  be  examined  and  decided  between 
parties  contesting  it,  without  prejudice  or  advantage  from  the 
Letters  Patent.  We  are  not  aware  of  any  method  of  plead- 
ing by  which  the  Courts  can  be  called  upon  to  settle  the  regu- 
larity of  the  preliminary  proceedings  in  the  Patent  Office. 
Nor  does  there  seem  to  be  any  utility  in  putting  in  issue  the 
authority  of  the  Commissioner,  upon  the  facts  befoi-e  him,  to 
grant  a  patent,  because,  if  the  decision  should  negative  his 
authority,  it  could  not  revoke  or  supersede  the  patent.  The 
declaration  must  tender  an  issue  upon  the  novelty  and  utility 
of  the  discovery  patented,  these  being  essential  to  the  en- 
forcement of  any  exclusive  privilege  imder  the  patent.  But 
the  question  of  the  regularity  of  the  proceedings  in  petition- 
ing for  and  obtaining  the  patent,  and  that  of  the  correctness 
of  the  judgment  of  the  officer  in  awarding  it,  are  not  mate- 
rial, and  cannot  be  inquired  into. 

The  fifth  and  sixth  causes  of  demmTer  are  founded  upon 
an  inaccurate  apprehension  of  the  form  of  the  declaration,  x 
The  fifth  cause  is,  that  the  declaration  sets  forth  the  Letters 
Patent  according  to  their  words  and  figures,  and  not  accord- 
ing to  their  legal  tenor  and  effect.  The  declaration  avers 
the  patent  and  specification  to  be  "  in  language  of  the  im- 
port and  to  the  effect  following  ;  "  and  it  cannot  be  a  valid 
exception  that  "  import "  is  used  instead  of  "  tenor,"  even  if 
the  words  are  not  identical  in  signification,  because  the  lan- 
guage is  that  of  recital  and  not  of  grant.  The  sixth  (jause  is, 
that  the  declaration  does  not  make  sufficient  profert  of  the 
Letters  Patent  The  declaration  says  :  "  as  by  the  said  Let- 
ters Patent  and  specification,  all  in  due  form  of  law,  ready  in 
Court  to  be  produced,  will  fully  appear."  This  is  equiva- 
lent to  profert  in  the  most  formal  and  ample  terms.  It 
tenders  the  entire  grant  to  tlie  inspection  of  the  Court  and 
party. 


36  SOUTHERN  DISTRICT. OF  NEW  YORK, 


Wilder  e.  McOonnick. 


The  seventh  cause  is,  that  the  declaration  is  bad  for  du- 
plicity, in  setting  forth  three  distinct  causes  of  action  in  the 
same  count,  viz. :  three  distinct  infringements  of  the  said 
Letters  Patent.  The  patent  is  for  an  "  improvement  in  fire- 
proof chests  and  safes."  The  declaration  ayers,  in  the  same 
count,  that  the  defendant  ^^  made  and  manufactured  and  sold 
live  hundred  iron  safes  or  chests,  in  the  manner  and  of  the 
materials  described  in  the  said  Letters  Patent,  and  in  imita- 
tion thereof,  in  infringement  and  violation  of  the  said  Letters 
Patent,  and  against  the  exclusive  right  so  secured  by  the  said 
Letters  Patent ; "  and  also,  that  he  *'  made  and  manufactured 
and  sold,  and  caused  to  be  made  and  manufactured  and 
sold "  five  hundred  like  iron  safes  or  chests ;  and  also,  that 
he  "  put  on  sale  and  offered  for  sale  and  sold  "  five  hundred 
like  iron  safes  or  chests.  These  various  averments,  which 
are  supposed  to  constitute  three  separate  causes  of  action,, 
and  thus  to  render  the  declaration  liable  to  the  objection  of 
duplicity,  are  no  more  than  a  specification  of  the  raamier  in 
which  the  plaintiff's  right  has  been  violated.  A  reiteration 
of  infringements  of  a  patent,  like  a  repetition  of  torts  of 
any  other  kind  which  are  of  the  same  nature,  may  be  sued 
for  and  recompensed  in  one  action.  Tliere  is  no  known  doc- 
trhie  of  the  law  that  requires  a  plaintiff  to  split  up  into  sepa- 
rate actions  grievances  of  that  character.  They  are  properly 
united  in  this  case,  and  the  demurrer  cannot  be  sustained  for 
that  cause. 

The  eighth  cause  is,  that  the  declaration  has  no  proper  or 
formal  commencement  and  conclusion,  inasmuch  as  it  com- 
mences in  the  form  of  an  action  of  trespass  on  the  case,  and 
concludes  in  the  form  of  an  action  of  debt.  The  conclusion 
is,  that  tlie  plaintiff  has  been  injured  and  deprived  of  profits 
which  he  might  otherwise  have  derived  from  the  improve- 
ment, and  has  sustained  actual  damages  to  the  amount  of 
five  thousand  dollars ;  and  that,  by  force  of  the  statute,  an 
action  hath  accrued  to  him  to  recover  of  the  defendant  the 
said  actual  damages,  .and  such  additional  damages,  not  ex- 
ceeding, in  the  whole,  three  times  the  amount  of  said  actual 
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damages,  as  the  Court  may  see  fit  to  order  and  adjudge  ;  and 
that  the  defendant,  though  often  requested,  has  never  paid 
the  same  nor  any  part  thereof  to  the  plaintiff.  If  there  be 
any  foundation  for  this  cause  of  demurrer  it  is  of  the  most 
technical  description,  and  the  defect  would  be  removable  by 
amendment  as  of  course.  But  we  do  not  perceive  that  there 
is  any  material  incongruity  between  the  commencement  and 
the  clo.-*e  o£  the  declaration.  The  gravamen  of  the  suit  is 
the  tortious  infringement  of  the  plaintiffs  patent,  and  the 
conclusion  of  the  declaration  is  a  demand  of  damages  in 
gross.  They  are  averred  to  be  "actual  damages,"  but  that 
allegation  does  not  change  the  nature  of  the  averment.  It  is 
etill  merely  a  demand  of  damages  in  compensation  of  the 
wrong.  « 

The  declaration  is  not  formal  in  its  frame.  But  it  embodies 
all  that  is  essential  to  enable  the  plaintiff  to  give  evidence  of 
his  right  and  of  its  violation  by  the  defendant,  and  affords  to 
the  defendant  the  opportunity  to  interpose  every  defence 
allowed  him  by  law.  In  such  a  condition  of  the  pleadings 
in  a  cause,  the  Court  will  not  encourage  objections  merely 
critical  and  over-nice,  and  will  seek,  even  on  special  demur- 
rer, to  sustain  pleadings  substantially  sufficient,  and  thus  avoid 
useless  delays  and  expenses. 

The  demurrer  is  overruled  on  all  points,  but  without  costs 
to  either  party. 


Henry  Stephens 

vs. 

Davit)  Felt  and  Willard  Pelt. 

On  tbe  trial  of  an  action  for  the  inrringcment  of  a  patent  for  a  writing  fluidt 
DO  pA>r  was  given  of  the  cost  of  the  nDinufacture  of  the  fluid,  or  of  the  sale 
price,  but  it  was  shown  that  sales  were  highly  profitable,  and  thut  the  de. 
fcndancs  had  made  and  sold  very  large  quantities.  The  defendants  gave  no 
evidence  of  the  amount  of  their  manufacture  and  sales,  or  of  the  cost  or 


38  SOUTHERN  DISTBICT  OF  NEW  YORK, 

Stephens  v.  Felt. 

value  of  the  article.      The  jury  found  a  verdict  of  $2,000  for  the  plaintiff 
Hei^f  that  the  verdict  mast  stand,  it  not  being  one  of  palpable  extravagance.    • 

In  such  a  case,  a  plaintiff  is  not  held  to  the  most  exact  proof  of  the  amount  of 
his  damages,  and  the  jury  are  warranted  in  exercising  a  liberal  discretion. 

If  the  defendant  prefers  to  leave  the  damages  to  general  inference  and  the  esti- 
mate of  the  jury,  when  he  might  malce  their  amount  reasonably  certain  by 
evidence  on  his  part,  the  finding  of  the  jury  will  not  be  interfered  with,  except 
in  a  case  of  palpable  extravagance. 

(Before  Xblsor  and  Bktts,  JJ.,  Southern  District  of  New  York,  December  2dy 
1846.) 

This  was  an  action  at  law,  to  recover  damages  for  the  in- 
fringement of  Letters  Patent  granted  to  the  plaiiitiif  for  a 
writing  fluid.  The  plaintiff  had  a  verdict  for  $2,000,  and 
the  defendants  now  moved  for  a  new  trial,  on  a  case,  upon 
tlje  ground  that  there  was  no  legal  evidence  authorizing  the 
amount  of  damages  given  by  the  jury. 

William  Emerson^  for  the  defendants. 

Oeorge  Glfford^  for  the  plaintiff. 

Betts,  J.  The  actual  damages  sustained  by  the  patentee, 
are,  according  to  the  fourteenth  section  of  the  act  of  July 
4th,  1836,  (5  U.  S.  Stat,  at  Large,  123,)  to  be  the  sum  fixed 
by  the  verdict;  and  the  Court  is  empowered,  according  to 
the  circumstances  of  the  case,  to  render  judgment  for  any 
sum  not  exceeding  three  times  the  amount  of  the  verdict. 
In  this  case,  there  was  no  proof  of  the  cost  of  the  manu- 
facture of  the  fluid,  or  of  the  sale  price.  It  was  in  e\a- 
dence  that  sales  were  highly  profitable,  and  that  the  de- 
fendants had  manufactured  and  sold  very  large  quantities, 
measured  not  by  bottles  only,  but  by  hogsheads.  It  was  also 
proved  that  they  had  prepared  many  tliousands  of  labels, 
which  were  aflixed  to  their  bottles,  and  that  they  were  con- 
stantly selling  these  labels  and  sending  them  off  in  large 
quantities,  besides  what  were  sold  at  retail  at  their  establish- 
ment in  New  York.  On  these  facts  the  jury  assessed  the 
damages.  No  proof  was  offered  by  the  defendants,  from 
their  books  or  clerks,  tending  to  limit  or  qualify  the  gene- 
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rality  of  the  e\ndence  given  by  the  plaintiff  in  respect  to  the 
amount  of  their  manufacture  and  sales ;  nor  did  they  offer 
proof  of  the  cost  of  the  article,  or  of  its  value  in  market,  to 
show  that  their  operations  were  not  seriously  injurious  to  the 
plaintiff.  We  do  not  think  that  a  plaintiff  ought,  in  such  a 
case,  to  be  held  to  the  most  explicit  and  exact  proof  of  the 
amount  of  damages  sustained,  and  that  the  jury  are  warrant- 
ed in  exercising  a  liberal  discretion.  A  patentee  may  never 
be  able  to  prove  the  extent  of  his  actual  damages,  but  a 
defendant  can  almost  invariably,  if  he  is  disposed  to  do  so, 
show  the  character  of  his  own  acts,  and  prevent  any  exces- 
sive valuation  of  damages  against  him.  If,  however,  a  de- 
fendant prefers  to  leave  the  matter  to  general  inference  and 
the  estimate  of  a  jury,  when  he  might  make  it  reasonably 
certain,  by  evidence  on  his  part,  we  do  not  think  the  judg- 
ment and  valuation  of  the  jury  should  be  weighed  over-scru- 
pulously,  or  that  the  Court  should  interfere  with  their  find- 
ing, except  in  a  case  of  palpable  extravagance.  We  do  not 
tliink  the  verdict  in  this  instance  is  of  that  character,  and,  in 
our  opinion,  it  ought  to  stand. 

The  motion  for  a  new  trial  is  accordingly  denied. 


Joseph  F.  Atwill 

V8. 

Edmund  Febbett  and  others.     In  Equity. 

A  special  demurrer  to  a  bill  in  Equity  is  insufficient  unless  it  points  out  ppecifi- 
call/,  by  paragraph,  page,  or  f(»lio,  or  otiier  method  of  reference,  the  parts  of 
the  bill  to  which  it  is  intended  to  apply. 

Where  an  action  at  Ihw  for  the  infringement  of  a  copyright  was  brought  against 
G.,  and  tlien  the  piaintiiT  filed  a  bill  in  equity  against  G*,  F.  and  A.,  charging 
them,  as  copurtneni,  with  having  committed  the  acts  for  which  G.  wna  sued  at 
law,  and  seeking  a  discorery  from,  all  of  them  in  aid  of  the  suit  at  law :  Heldy 
that  G.  could  not,  by  demurrer,  object  to  the  bill  as  multifarious  in  respect  to 
his  co-defendiints,  edpeciilly  as  it  appeared  by  the  bill  that  they  resided  out  of 
the  jurisdiction  of  the  Court 
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It  aeenu^  too,  that  the  charge  in  the  bill  that  the  defendants  committed  the  acts 
complaJDed  of  as  copartners,  would  be  an  answer  to  tlie  objection  of  multi- 
fariousness, provided  the  bill  contiiined  other  proper  allegations  connecting 
them  with  the  object  and  purpose  of  the  discovery  prayed. 

A  defendant  cannot  be  compelled  to  make  discoveries  in  answer  to  a  bill 
which  seeks  to  enforce  penalties  and  forfeitures  against  hiui  by  means  of  such 
discoveries. 

Where  a  bill  in  Equity  claimed  a  forfeiture  of  pieces  of  music  under  §  7  of  the 
Act  of  February  3d,  1881,  (4  U.  S.  iStat.  at  Larffe,  438,)  and  also  sought  a 
discovery  from  the  defendants  of  the  number  of  pieces  printed  by  or  for 
them,  and  of  the  number  on  hand :  Heldy  that  the  bill  was  bad,  on  special 
demurrer. 

If  the  forfeiture  had  been  waived  in  the  bill,  the  discovery  might  be  compelled 
in  aid  of  the  recovery  of  damages  in  a  suit  at  law. 

And  it  seems  that,  on  such  discovery,  Equity  might  compel  the  defendants  to 
deliver  up  to  the  plaintiff  the  forfeited  copies. 

But  the  defendants  cannot  be  directly  required  to  convict  themselves  of  the  act 
which  carries  with  it  the  furfeiiure. 

The  objections  which  may  be  taken  by  general  demurrer  to  a  bill  founded  on  a 
copyright,  and  seeking  a  discovery  in  regard  to  its  infringement,  in  aid  of  a 
suit  at  law,  are :  (1.)  That  the  plaintiff  sets  forth  no  title  in  himself  to  the 
subject-matter  of  the  copyright;  and  (2.)  That  the  bill  Uys  no  legal  founda- 
tion for  the  discovery  sought. 

To  constitute  a  person  an  author  under  the  copyright  Act  of  February  8d,  1831, 
(4  U.  S,  Slat,  at  Large^  ^36,)  he  must,  by  his  own  hitellectual  lubor  applied  to 
the  materials  of  his  composition,  produce  an  arrangement  or  compilation  new 
in  itself. 

He  may  arrange  or  compile  a  new  production  from  materials  before  known,  or 
obtained  for  him  by  the  labors  of  others,  but  he  cannot  obtain  a  copyright  for 
those  materials  in  the  same  state  in  which  they  are  furnished  to  htm. 

A  person  cannot  appropriate  as  his  own,  by  copyright,  alterations  and  im- 
provements made  in  a  musical  composition  by  others  at  his  procurement  and 
for  him. 

Where  a  bill  in  Equity  contains  allegations  which  constitute  an  assertion  of 
authorship  under  the  copyright  Act  in  terms  sufficiently  explicit  to  constitute 
a  perfect  title  at  law  in  the  plaintiff,  the  bill  will  be  held  good  on  general 
demurrer,  notwithstanding  the  defectiveness  and  Inconsistency  of  other  allega- 
tions in  the  bill  as  to  the  authorship. 

An  action  on  the  case  is  the  proper  form  of  remedy  to  recover  damages  for  the 
vioLition  of  a  copyright,  and  trenpast  will  not  He  for  such  violation. 

To  obtain  a  discovery  in  Equity  in  aid  of  a  suit  at  law,  the  bill  must  show  it 
to  be  necessary  for  the  plaintiff^  and  that,  when  made,  it  can  be  used  to  his 
advantage. 

Such  a  discovery  will  not  be  granted  where  it  is  sought  in  aid  of  an  action  of 

trcMpau  for  the  violation  of  a  copyright. 
And  a  bill  seeking  such  discovery  will  be  held  bad,  on  general  demurrer. 
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It  seems,  too,  that  such  a  bill  is  defective  in  substance,  where  it  seeks  a  discoTerj 
from  three  defendants,  and  the  action  at  law  is  against  only  one  of  them. 

Where  a  bill  m  Equity  against  three  defendants  showed  title  in  the  plain- 
tiff to  a  copyright,  and  a  wrongful  violation  of  it  by  all  the  defendants,  and 
injuries  inflicted  and  apprehended  from  such  violation,  and  prayed  for  nn 
Injunction  against  all  the  defendants,  and  also  for  a  discovery  from  all  in  aid 
of  a  suit  at  law  against  one  for  the  same  violation  :  Hddy  on  general  demur- 
rer to  the  whole  bill,  that  the  relief  by  injunction  was  not  dependent  on  the 
discovery  prayed,  and  that,  although  the  bill  was  bad  as  a  bill  of  discovery, 
yet  it  was  good  as  an  injunction  bill,  and  that  the  demurrer  must  be  over- 
ruled. 

A  general  demurrer  to  the  whole  bill  must  be  overruled  if  any  independent  part 
of  the  bill  is  suflScient. 

Nor  will  a  formal  protestation  accompanying  the  demurrer  avoid  the  force  of  the 
rale. 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  December  2d, 
1846.) 

The  bill  in  this  case  was  filed  by  the  plaintilEF  against 
Edmund  Ferrett,  Timothy  S.  Arthur  and  Elijah  B.  Galusha, 
copartners  in  Philadelphia  and  New  York,  under  the  name 
of  Ferrett  &  Co.  It  set  forth  that,  in  December,  1844,  an 
opera  was  produced  at  the  Park  Theatre  in  New  ^'ork,  for 
the  first  time  in  America,  entitled  "  The  Bohemian  Girl," 
the  music  of  which  was  composed  by  one  Balfe,  in  Euroi)e  ; 
that,  soon  afterwards,  the  plaintiff  undertook  to  adapt, 
arrange  and  publish  such  music,  and,  in  doing  so,  gave  to 
particular  pieces  of  the  music  titles  differing  from  those  they 
bore  as  composed  and  represented  in  Europe  and  in  New 
York,  and  made  many  alterations  of  and  additions  to  ^id 
mosic,  and  arranged  trios  as  duetts,  and  duetts  as  solos,  and 
gave  names  to  nameless  waltzes  and  gallops ;  that  six  pieces 
of  music  in  the  opera,  whose  titles  were  given,  were  ex- 
pressly adapted  and  arranged^?*  or  by  the  plaintiff  for  publi- 
cation ;  that  the  whole  of  the  music  of  the  opera,  as  written 
and  published  in  Europe  and  performed  in  New  York,  was 
adapted,  arranged  and  published  by  or  for  the  plaintiff,  and, 
as  adapted  by  him,  was  essentially  different  from  the  music 
as  arranged  and  published  in  Europe  and  performed  in  New 
York ;  that,  prior  to  the  publication  by  him  of  the  several 
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pieces  of  music  of  the  opera  so  arranged  and  adapted  by  or 
for  him,  and  with  such  additional  matter,  new  titles,  and  new 
names,  the  plaintiff  caused  a  printed  copy  thereof  to  be  de- 
j>osited  in  the  clerk's  office*  of  the  District  Court  for  the 
Southern  District  of  New  York,  in  which  District  he  then 
resided,  and  obtained  from  said  clerk's  office  a  copy  of  the 
record  of  said  titles,  and  caused  a  copy  of  such  record  to  be 
inserted  at  full  length  upon  the  title-page  or  frontispiece  of 
each  of  the  copies  of  each  of  the  editions  of  each  piece  of 
music,  by  causing  to  be  printed,  in  a  conspicuous  place,  on 
each  piece,  the  following  words  :  "  Entered  according  to  act 
of  Congress,  A.  D.  1845,  by  J.  F.  Atwill,  in  the  clerk's  office 
of  the  Dist.  Court  of  the  Southern  Dist.  of  Kew  York ; " 
that,  within  three  months  after  the  publication  of  the  same 
a  copy  thereof  was  delivered  to  the  Secretary  of  State  of  the 
United  States,  to  be  preserved  according  to  law ;  and  that 
thus  the  plaintiff  secured  a  copyright  for  the  said  pieces  of 
music,  and  for  the  titles  of  the  same. 

The  bill  then  averred  that  the  defendants  had,  without  per- 
mission, sold  at  New  York,  to  a  considerable  extent,  copies 
of  the  several  pieces  of  music  so  copyrighted,  printed  from 
and  in  exact  imitation  of  the  music  as  arranged  and  pub- 
lished by  the  plaintiff,  and  with  the  plaintiff's  original  matter 
introduced  therein,  and  with  his  titles  to  some  of  them,  and 
in  violation  of  his  copyright ;  that  the  defendants  had  on 
hand  a  large  quantity  of  said  infringing  pieces  of  music ; 
that  the .  plaintiff  had  sustained  damages  to  the  amount  of 
fifteen  thousand  dollars;  that,  in  July,  1845,  the  plaintiff 
brought  a  suit  at  law  in  this  Court  against  the  defendant 
Galusha,  (the  only  one  of  the  partners  residing  in  New 
York,)  in  a  plea  of  trespass  to  recover  damages  for  the  said 
infringement,  in  which  said  Galusha  was  held  to  baij  in 
$5,000 ;  that  said  suit  was  still  pending,  and  the  plaintiff 
intended  to  bring  the  same  to  trial,  and  expected  to  recover 
heavy  damages  therein ;  and  that  a  discovery  from  Galusha 
and  his  partners  was  necessary  in  order  to  enable  the  plaintiff 
safely  to  try  said  cause. 
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The  bill  then  called  on  the  defendants  to  answer  the  spe- 
cific allegations  contained  in  it,  and  also  to  discover  how 
many  of  the  infringing  pieces  of  mnsic  they  had  sold,  and 
how  many  they  had  on  hand,  and  to  set  foith  an  account  of 
their  sales,  with  the  rate  at  which  each  piece  had  been  sold,' 
and  of  the  number  of  copies  printed  by  or  for  them. 

The  prayer  of  the  bill  was,  that  all  the  infringing  copies  in 
the  possession  of  the  defendants,  and  the  plates  from  which 
they  were  printed,  might  be  delivered  to  the  plaintiff ;  that 
the  discovery  prayed  for,  when  made,  might  be  used  by  the 
plaintiff  as  evidence  on  the  trial  of  the  action  at  law ;  and 
that  the  defendants  might  be  enjoined  from  further  infringe- 
ments. 

The  defendant  Galusha  demurred  to  the  bill  on  the  grounds 
set  forth  in  the  opinion  of  the  Court. . 

Bandolph  TT.  Townsendj  for  Galusha. 

Marshall  S,  BidweU^  for  the  plaintiff. 

Betts,  J.  Three  separate  demurrers  are  filed  to  the  bill  in 
this  case  by  the  defendant  Galusha.  The  other  two  defend- 
ants have  not  entered  their  app.earance,  and  it  does  not  appear 
that  they  have  been  served  with  the  subpoena. 

The  defendant  attempts  to  call  in  question  distinct  parts 
of  the  bill  by  severing  his  demurrers,  and  also  takes  objection 
to  the  whole  by  general  demurrer.  The  special  causes  of 
demurrer  are  excepted  to  by  the  plaintiff  as  informal  and 
insufiicient,  in  not  pointing  out  precisely  the  parts  of  the  bill 
intended  to  be  embraced  by  them.  They  adopt  the  general 
formulary,  "that,  as  to  so  much  of  the  bill  as  seeks,"  &c., 
without  specifying,  by  paragraph,  page,  or  folio,  or  other 
method  of  reference,  where  the  objectionable  matter  is  to  be 
found.  We  think  this  mode  of  demurring  to  the  statements 
of  a  long  and  involved  bill  is  too  obscure  and  indefinite  to  be 
admissible.  {MifforcPs  PI,  214 ;  liohinson  v.  Thompson^  2 
Ves,  cfe  B.  118;  Weatherhead  v.  Blackburn,  Id,  121.)    The 
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buBinesB  of  a  special  demurrer  is  to  point  oat,  by  the  clearest 
indications,  the  features  alleged  to  be  defective  in  the  plead- 
ing, and  to  relieve  the  Court  from  the  labor  and  delay  incurred 
by  repeated  searches  for  the  parts  to  which  the  demurrer  may 
apply.  {Story's  £q.  PI.  §§  457  to  459 ;  Devonsher  v.  ^ew- 
enhairij  2  Schoales  <&  Lefroy^  199.)  In  the  present  case  the 
Court  have  abridged  the  bill  paragraph  by  paragraph,  and  in 
tliat  way  have  been  enabled  to  select  various  statements 
which  were  undoubtedly  intended  to  be  embraced  by  the 
special  demurrers;  but  we  are  not  inclined  to  sanction  so 
loose  a  mode  of  pleading.  We,  therefore,  hold  the  special 
demurrers  to  be  informal  and  insufficient,  except  in  respect  to 
the  multifariousness  of  the  bill,  and  to  its  demand  of  discov- 
eries involving  penalties  and  forfeitures  against  the  defend- 
ant. In  those  particulars  we  think  that  the  causes  of  demur- 
rer assigned  designate,  with  sufficient  explicitness,  the  parts 
of  the  bill  to  which  they  are  intended  to  apply. 

(1.)  The  bill  is  objected  to  as  multifarious  by  the  defend- 
ant Galusha,  on  the  ground  that  it  makes  charges  against  and 
exacts  answers  from  his  co-defendants  in  regard  to  matters 
involved  in  the  suit  at  law  commenced  against  him,  which  do 
not  concern  them,  they  not  being  parties  to  the  suit  at  law. 
But  the  matters  referred  to  concern  him,  and  he  cannot  make 
the  objection  of  irrelevancy  in  respect  to  his  co-defendants, 
more  especially  as  it  appears,  on  the  face  of  the  bill,  that 
they  reside  out  of  the  jurisdiction  of  the  Court.  {Story* 8 
Eq.  PL  §  644,  note  3.)  Another  feature  of  the  bill  might 
also  probably  rescue  it  from  this  objection,  inasmuch  as  it 
charges  the  acts  complained  of  to  have  been  committed  by 
the  three  defendants  as  partners  and  in  their  copartnership 
character,  provided  they  are  all  connected  by  other  proper 
allegations  with  the  object  and  purpose  of  the  discovery 
prayed  for.  {MiffarcPs  PI  181,  183.)  The  demurrer  for 
multifariousness  is  overruled. 

(2.)  It  is  an  incontrovertible  principle  of  Equity  law,  |hat 
a  defendant  cannot  be  compelled  to  make  discoveries  in  an- 
swer to  a  bill  which  seeks  to  enforce  penalties  and  forfe'itures 
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a^inst  him  by  means  of  such  discoveries;  {Starts  Eq,  PI. 
%  521,  note  3,  and  §§  522,  575,  598;  Mitfirrd'a  PL  194  to 
197.)  In  this  case,  the  bill  claims  a  forfeiture,  under  §  7  of 
the  act  of  February  3d,  1831,  (4  U.  S.  Stat  at  Large,  438,)  of 
the  plates  and  pieces  of  music  on  hand.  Had  the  forfeiture 
been  waived  by  the  plaintiff,  the  defendants  might  be  com- 
pelled to  disclose  the  number  of  their  publications,  the  quan- 
tity on  hand,  and  the  amount  realized  from  sales,  in  aid  of 
the  recovery  of  damages  in  a  suit  at  law.  So,  probably,  on 
such  discovery.  Equity  might  compel  the  defendants  to  de- 
liver up  to  the  plaintiffs  the  forfeited  copies.  But  the  bill  is 
clearly  faulty  in  directly  requiring  the  defendants  to  convict 
themselves  of  the  act  which  carries  with  it  the  forfeiture 
sued  for. 

The  decision  of  these  two  points  leaves  untouched,  how- 
ever, the  principal  features  of  the  bill  which  are  supposed  to 
be  brought  in  question  by  the  demurrers,  and  to  the  discus- 
sion of  which  the  argument  was  mainly  directed ;  and  it, 
therefore,  remains  to  be  considered  whether  advantage  can 
be  taken  of  those  matters  by  general  demurrer. 

Tlie  objections  which  may  be  taken  on  general  demurrer 
are :  1.  That  the  plaintiff  sets  forth  no  title  in  himself  to  the 
subject-matter  of  his  alleged  copjTight  ;*and  2.  That  the  bill 
lays  no  legal  foundation  for  tlie  discovery  sought 

1.  The  insufficiency  of  the  j)laintifp8  title  on  the  face  of 
the  bill  is  claimed  to  be  this — that  he  alleges  the  musical 
composition,  or  considerable  portions  of  it,  to  have  been 
arranged,  adapted,  printed,  and  published  by  or  for  him, 
instead  of  averring  that  it  was  composed  by  himself.  The 
plaintiff,  on  the  other  hand,  contends,  that  even  admitting 
this  to  be  so,  his  title  is  complete,  upon  tlie  legal  adage,  qui 
facit  per  alium  facit  per  %e,  and  that  he  can  appropriate  as 
his  own  the  alterations  and  improvements  of  the  music  made 
by  others  at  his  procurement  and  for  him. 

The  act  of  Congress,  (4  U.  S.  Stat,  at  Large,  436,  §  1,) 
secures  by  copyright  to  any  person  who  is  the  author  of  any 
fau9vcdL  composition  the  exclusive  property  in  his  composition 
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for  a  term  of  years.  The  statute  contains  a  more  detailed 
description  of  the  subjects  of  copyright  than  is  given  in  the 
English  acts  of  8  Anne  and  54  Geo.  3,  {Godson  on  Pat. 
Ajyp,  384  and  422  ;)  but  the  construction  given  to  those  acts 
by  the  English  Courts  makes  them  include,  under  the  name  of 
books  J  pieces  of  music,  &c.  So  that  our  system  has  no  broader 
operation  in  this  respect  than  the  English,  and,  no  doubt,  a 
just  construction  of  both  statutes  will  render  their  provisions 
concurrent.  The  counsel  for  the  plaintiff  insists  that  the  doc- 
trine of  the  English  law  enables  a  man  to  secure  to  himself  as 
his  own  composition  whatever  he  has  had  prepared  for  him 
by  the  laboirs  of  otliers.  We  think,  however,  that  the  cases  of 
Tonson  v.  Watker^  (3  SwarisL  672,  680,)  NicoU  v.  StocJcdaU, 
{Id,  687,)  Cary  v.  Longman^  (3  Esp.  273,  274,)  and  Mawinan 
V.  Tegg^  (2  liuss.  385),  rest  upon  wholly  different  principles. 
They  recognize  the  right  of  authorship,  although  the  mate- 
jrials  of  the  composition  were  procured  by  another,  and  also 
an  equitable  title  in  one  person  to  the  labors  of  another,  when 
the  relations  of  the  parties  are  such  that  the  f  onner  is  entitled 
to  an  assignment  of  the  production.  But,  to  constitute  one 
an  author,  he  must,  by  his  own  intellectual  labor  applied  to 
the  materials  of  his  composition,  produce  an  arrangement  or 
compilation  new  in  itself.  {Gray  v.  RusseU^  1  Story ^  11.) 
And  the  rules  of  the  common  law  and  of  Equity  are  the 
same  upon  this  subject.  {Cary  v.  Longman^  1  East^  358  ; 
Sayre  v.  Moore^  Id,  361,  note  ;  Jeremy^s  Eg,  322.)  The  title 
to  road-books,  maps,  &c.,  rests  upon  this  principle,  (2  Story^s 
Eg,  Jar,  §  940 ;)  and  the  cases  cited  by  the  plaintiffs  counsel 
have  relation  to  new  productions  arranged  or  compiled  from 
materials  before  known,  or  obtained  by  others  for  the  author, 
and  not  to  the  appropriation  by  copyright  of  those  materials 
in  the  same  state  in  which  they  are  furnished. 

If,  therefore,  the  plaintiff's  title  rested  only  upon  the  alle- 
gation referred  to,  we  should  hold  the  bill  to  be  defective  on 
general  demurrer.  But  we  find  repeated  averments  in  the  bill, 
to  the  effect  that  "  he  made  many  alterations  of  and  addi- 
tions to  the  said  music  " — that  "  he  added  new  matters  of  his 
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own,  not  in  the  original  opera  " — that  he  affixed  a  copy  of 
the'  record  on  the  title-page  "  of  each  piece  of  music  com- 
posed,' arranged  and  adapted  by  him  for  publication  " — and 
that  a  copyright  was  taken  out  for  such  pieces  "  as  arranged, 
adapted,  and  published  by  the  plaintiff,  with  the  new  titles 
and  original  matter  introduced  therein  by  him,"  whereby  he 
became  entitled  to  vend  the  music  "  as  arranged  and  adapted 
by  him,  and  to  the  original  matter  introduced  by  him  there- 
in ; "  and  the  bill  charges  the  defendants  with  having  sold 
such  music  "  printed  from  and  in  exact  imitation  of  the  music 
so  arranged  and  adapted  and  published  by  the  plaintiff,  with 
the  original  matter  introduced  therein  by  him,  and  with  his 
titles  to  some  of  such  pieces  of  music."  These  allegations 
amount  to  an  assertion  of  authorship  in  terms  sufficiently  ex- 
plicit and  full  to  constitute  a  perfect  title  at  law,  and,  the 
facts  being  admitted  by  the  demurrer,  we  must  hold  the  right 
of  the  i>laintiff  established  uj)on  these  averments,  notwith- 
standing their  defectiveness  and  their  inconsistency  with 
others  contained  in  the  bill  {Mitford^s  PL  212.)  Such 
imperfect  pleading  is  matter  of  form,  and  can  be  taken  ad- 
vantage of  only  by  special  demurrer.  The  general  demurrer 
in  this  behalf  must,  therefore,  be  overruled.  ( Verplarik  v. 
Caines^  1  Johns,  Ch.  H.  57  ^  Iliffinbotham  v.  Burnet^  5  Id, 
184 ;  Kuypera  v.  The  Reformed  Dutch  Churchy  6  Paige^ 
570.) 

2.  The  discovery  prayed  for  is  to  aid  the  plaintiff  in  his 
snit  at  law  prosecuted  against  the  defendant  Galusha ;  and 
the  averment  in  the  bill  is,  that  he  has  commenced  an  action 
of  trespass  against  that  defendant  for  the  violation  of  his 
copyright.  The  demurrer  raises  the  question  whether  the 
bill  alleges  such  a  suit  at  law  as  will  afford  foundation  for 
the  discovery  sought,  no  relief  consequent  on  the  discovery 
being  prayed  for.  It  is  clear  that  the  plaintiff  has  adopted 
a  form  of  action  at  law  which  cannot  be  supported.  The 
English  statute  of  54  Geo.  3,  §  2,  gives  specifically  an  action 
on  the  case  as  the  remedy  for  the  violation  of  a  copyright. 
Our  act  (4  U,  8,  Stat  at  Large,  438,)  only  indicates'  the  form 
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of  action  when  a  mannscript  is  published  without  the  couBent 
of  the  author,  (§  9,)  or  when  a  suit  is  brought  to  recover  the 
pecuniary  penalty  given  by  the  sixtli  section.  On  general 
principles  of  law,  however,  it  is  clear  that  treypasa  cannot  be 
brought  for  an  injury  merely  consequential  in  its  character, 
unaccompanied  by  force  as  against  the  person  or  property,  or 
by  wrongful  intermeddling  with  the  possession  of  property. 
(1  ChitU/s  PI  120,  127.)  The  act  of  8  Anne,  ch.  19,  did 
not  designate  tlie  form  of  action,  yet  no  doubt  was  ever  ex- 
pressed that  case  was  the  appropriate  one.  {BecJcford  v. 
Hood^  7  T.  E.  616 ;  Cary  v.  Lonqmcm^  1  East,  358 ;  Ro- 
worth  V.  WilJces^  1  Campb.  94.)  To  obtain  a  discovery  in  aid 
of  a  suit  at  law,  the  bill  must  show  it  to  be  necessary  for  the 
plaintiff,  and  that,  when  made,  it  can  be  used  to  his  advan- 
tage. {Jeremy's  Eq.  161 ;  Story's  Eq,  PI  g§  319,  321.)  It 
necessarily  follows,  from  these  principles,  that  a  discovery 
will  not  be  decreed  in  aid  of  an  action  at  law,  where  it  is 
manifest  that  the  plaintiff  cannot  avail  himself  of  it  in  the 
suit  he  is  attempting  to  prosecute.  It  ig,  perhaps,  also  to  be 
regarded  as  a  substantive  defect  in  the  bill  that  it  seeks  a  dis- 
covery from  three  defendants  to  aid  a  suit  instituted  against 
one  alone.  In  so  far,  then,  as  the  'maintenance  of  the  bill 
depends  upon  the  plaintiff's  right  to  a  discovery,  we  think  it 
defective  in  substance,  and  bad  on  general  demurrer. 

The  bill,  however,  prays  for  an  injunction,  and,  making  title 
on  its  face  in  the  plaintiff  to  the  copyright  set  forth,  and 
showing  a  wrongful  and  wilful  violation  of  the  copyright  by 
the  defendants,  and  serious  injuries  inflicted  by  and  appre- 
hended from  such  violation,  it  is  sufficient  in  substance  and 
form  to  entitle  the  plaintiff  to  an  injunction.  This  relief  is 
not  dependent  upon  the  discovery  prayed,  but  rests  on  the 
equities  set  forth  in  the  bill,  and  may  be  refused  or  granted, 
irrespective  of  the  discovery.  A  general  demurrer  to  the 
whole  bill  takes  exception,  therefore,  to  this  branch  of  it,  and 
the  principle  of  Equity  pleading  is  universal,  that  a  general 
demurrer  to  the  whole  bill  must  be  overruled  if  any  independ- 
ent part  of  the  bill  is  sufficient.    Sigiribotham  v.  Burnet 
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6  Johns.  Ch,  R.  184 ;  Kuypers  v.  The  Reformed  Dutch 
Church,  6  Paige,  570 ;  Story^s  Eq.  PI,  %  443.)  The  formal 
protestation  accompanying  the  demurrer  is  of  no  avail  to 
protect  it  against  this  defect,  as  it  cannot  serve  the  purpose  of 
a  plea  or  answer,  or  form  an  excuse  for  not  putting  in  the 
one  or  the  other.  {Storifs  Eq,  PI.  %%  452,  457,  458.)  •  We 
think,  therefore,  that  the  general  demurrer  must  be  overruled 
on  both  points. 

As  faults  in  pleading  have  occurred  on  both  sides,  each 
party  may  amend  without  paying  costs  to  the  other. 


Benjamin  Tatham,  Jr.,  and  othebs 

KOBEBT  W.   LOWBEB  AND   OTHEES.      In   EQUmr. 

An  American  asngnee  of  an  alien  inventor,  who  obtains  Letters  Patent  in  his 
own  name  from  the  United  States,  under  §  6  of  the  Act  of  March  8d,  1887, 
(5  XJ,  8.  Stat,  at  Large^  193,)  is  not  within  the  alien  clause  of  g  15  of  the  Act 
of  July  4th,  1836,  (5  U,  8.  Stat,  at  Large^  128,)  which  requires  the  patentee, 
if  an  aUen  at  the  time  the  patent  waa  granted,  to  put  and  continue  on  sale  to 
the  public,  on  reasonable  terms,  the  invention  for  which  the  patent  issued 
That  clause  applies  only  to  an  alien  patentee. 

It  is  not  necessary,  under  that  clause,  for  an  alien  patentee  to  prove  that  he 
hawked  the  patented  invWion  to  obtain  a  market  for  it,  or  that  he  endeavored 
to  sell  it  to  any  person. 

Bat  it  rests  on  those  who  seek  to  defeat  the  patent,  to  prove  that  the  patentee* 
neglected  or  refused  to  sell  the  pat#ited  invention  for  reasonable  prices  when 
application  was  made  to  him  to  purchase. 

(Before  Nelson  and  Betts,  'JJ.,  Southern  District  of  New  York,  April  21st,. 
1847.) 

This  was  an  application  for  a  provisional  injunction  to 
restrain  the  infringement  of  re-issued  Letters  Patent  granted 
to  the  plaintiffs,  March  14th,  1846,  for  fourteen  years  from 
August  Slst,  1837,  for  "improvements  in  the  machine  for 
making  or  manufacturing  pipes  and  tubes  from  lead,  or  other 
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metallic  substances."  The  invention  was  one  made  by  John 
Hanson  and  Charles  Hanson,  of  Huddersfield,  England,  and 
for  which  Letters  Patent  were  granted  to  them  in  England 
dated  August  31st,  1837.  The  original  patent  in  the  United 
States  was  issued  on  the  29th  of  March,  1841,  to  Benjamin 
Tatham,  Jr.,  and  Henry  B.  Tatham,  two  of  the  plaintiffs,  as 
assignees  of  the  Hansons.  The  other  plaintiff,  George  N. 
Tatham,  became  interested  in  the  patent  before  the  re-issue. 
The  plaintiffs  were  all  citizens  of  the  United  States. 

In  opposition  to  the  motion,  it  was  attempted  to  be  shown 
that  application  had  been  made  to  the  plaintiffs  to  purchase 
an  interest  under  their  patent,  but  that  they  refused  to  sell, 
desiring  themselves  exclusively  to  manufacture  lead  pipe 
under  their  patent,  and  to  control  the  business.  It  was  insist- 
ed that  the  plaintiffs  had  thereby  subjected  themselves  to  the 
operation  of  the  clause  in  §  15  of  the  Patent  Act  of  July  4th, 
1836,  (5  U,  S.  Stat,  at  Large,  123,)  which  provides  that  a 
defendant,  in  an  action  on  the  case  for  an  infringement  of  a 
patent,  may,  under  a  previous  notice  to  that  effect,  show  that 
the  patentee,  if  an  alien  at  the  time  the  patent  was  granted, 
had  failed  and  neglected,  for  the  space  of  eighteen  months 
from  the  date  of  the  patent,  to  put  and  continue  on  sale  to 
the  public,  on  reasonable  terms,  the  invention  or  discover}'-  for 
which  the  patent  issued,  and  that,  in  that  case,  judgment  shall 
be  rendered  for  the  defendant,  with  costs. 

The  plaintiffs  offered  evidence  to  show  that  they  had  not 
neglected  or  refused  to  sell  rights  under  their  patent  in  a 
manner  to  bring  themselves  within  the  statute. 

Seth  P.  Staples  and  George  C.  Ooddard,  for  the  plaintiffs. 

Daniel  Lord  and  WiUiam  Curtis  Noyes,  for  the  defend- 
ants. 

The  Court  held,  that  the  plaintiffs,  on  the  grant  of  the 
patent  to  them  upon  the  assignment  of  the  alien  inventors, 
took  and  held  it  with  all  the  privileges  belonging  to  Ameri- 
can patentees,  and  that  the  alien  clause  in  §  15  of  the  Act  of 
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1S36  applied  only  to  alien  patentees,  and  not  to  American 
patentees  who  became  such  as  assignees  of  alien  inventors 
under  the  sixth  section  of  the  Act  of  March  3d,  1837,  (5  Ui 
S.  Stat,  at  Zarge,  193  ;)  that  even  if  the  plaintiffs  took  their 
right  with  the  condition  attached  to  alien  patentees,  yet  they 
had  satisfied  the  statute ;  that  they  need  not  prove  that  they 
hawked  the  patented  improvement  to  obtain  a  market  for  it, 
or  that  Uiey  endeavored  to  sell  it  to  any  person ;  but  that  it 
rested  upon  those  who  sought  to  defeat  the  patent,  to  prove 
that  the  plaintiffs  neglected  or  refused  to  sell  the  patented 
invention  for  reasonable  prices  when  application  was  made  to 
them  to  purchase. 


Amanda  L.  Ponsford 
William  Johnson,  Administeatob,  &o.,  of  James  Ponsford, 

DECEASED,   AND   OTHERS.      In  EquITY. 

Ab  a  gcnend  rule,  the  capacity  or  incafmclty  to  marry  depends  on  the  law  of  the 
place  where  the  marriage  ia  cootracted,  and  not  on  the  pUoe  of  the  domidl  of 
the  parties. 

Prior  to  1826,  P.  waa  married  in  New  York  to  H.,  who,  in  that  year,  obtained 
from  the  Court  of  Chancery  of  New  Yoric  a  dedree  of  divorce  on  account  of 
the  adultery  of  P.  The  decree  dissolred  the  marriage,  and  freed  each  of 
the  parties  from  the  obligationa  of  the  same.  The  Act  under  which  the 
diYorce  was  granted  provided,  that  the  party  oonidcted  of  adultery  should 
not  marry  again  until  the  other  should  be  actually  dead.  In  1887,  while  H. 
was  still  living,  P.  and  A.,  both  then  residing  in  New  York,  were  married  to 
each  other  in  New  Jersey,  in  due  form  and  according  to  the  laws  of  that 
State.  A.  then  knew  nothing  of  the  divorce  or  of  H.,  and  had  only  heard 
that  P.  had  had  a  wife  who  was  dead.  A.  was  married  in  New  Jersey  in 
compliance  with  the  wishes  of  P.,  and  with  no  intention  on  her  part  of  evad- 
ing any  law  of  New  York.  P.  died  in  1845,  intestate,  domiciled  at  the  time 
in  New  York.  Under  the  laws  of  New  York,  A.,  if  his  widow,  was  entitled 
to  a  sliare  of  his  personal  estate.  The  defendant  J.  obtained  administration 
in  New  York  on  P.'s  estate,  and  received  asseta  to  a  huge  amount,  but 
refused  to  pay  any  portion  of  them  to  A.    A  bill  filed  by  A  to  compel  such 
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payment,  having  been  demurred  to  on  the  ground  that  the  marriage  between 
P.  and  A.  was  void :  Held^  that  the  decree  of  dirorce  was  an  absolute  disso- 
lution of  the  marriage  contract  as  to  both  parties ;  that  the  disability  to  marry 
imposed  by  the  statute  of  New  York  attached  to  P.,  by  way  of  penalty,  only 
within  that  State ;  that  the  marriage  between  A.  and  P.  in  New  Jersey  was 
valid ;  that  A.  was  entitled  to  all  the  rights  of  the  lawful  widow  of  P.  under 
the  laws  of  New  Yoric ;  and  that  J.  was  bound  to  pay  over  to  her  her  share  of 
P.'s  estate. 
Sembley  that  the  validity  of  the  New  Jersey  marriagpe  would  not  have  been 
affected  if  both  parties  had  resorted  to  that  State  to  evade  the  prohibitory  law 
of  New  York.  And  clearly,  where  one  party  was  innocent  and  ignorant  of 
such  purpose,  the  mcUa  fidw  of  the  other  could  not  impeach  the  nuurriage,  if 
it  was  lawful  in  other  respects. 

(Before  Nklson  and  Bktts,  JJ.,  Southern  District  of  New  York,  July  2d,  1847.) 

The  plaintUBE  in  this  case,  a  citizen  of  New  Jersey,  filed 
her  bill  against  William  Johnson  and  others,  citizens  of  New 
York.  She  claimed  to  be  the  widow  of  James  Ponsford, 
deceased,  the  defendant  Johnson  was  his  administrator,  and 
the  other  defendants  were  his  next  of  kin.  The  facts  were 
these :  Some  time  prior  to  1826,  James  Ponsford  was  mar- 
ried in  New  York  to  one  Hannah  Stanton,  who,  in  that  year, 
obtained  from  the  Court  of  Chancery  of  the  State  of  New 
York  a  decree  of  divorce  on  account  of  the  adultery  of 
Ponsforji.  He  appeared  in  the  suit  brought  by  her,  and  the 
Court  had  full  jurisdiction,  both  of  the  subject-matter  and  of 
the  parties.  The  decree  of  divorce  was,  that  the  marriage 
between  the  parties  "be  and  the  same  is  hereby  dissolved, 
and  that  each  of  the  said  parties  be  freed  from  the  obliga- 
tions of  the  same,  according  to  the  provisions  of  the  Act  of 
the  Legislature  of  the  State  of  New  York  in  such  case  made 
and  provided."  The  Act  under  which  the  divorce  was  de- 
creed was  entitled,  "  An  Act  concerning  divorces  and  for 
other  purposes,"  passed  April  13th,  1813.  The  4th  section  , 
of  the  Act  was  the  only  one  particularly  involved,  and  was 
as  follows :  "  If  it  shall  satisfactorily  appear  to  the  Court  of 
Chancery  that  the  defendant  has  been  guilty  of  the  adultery 
charged  in  the  bill,  it  shall  be  lawful  for  the  said  Court  to 
decree  that  the  marriage  between  the  parties  shall  be  dis- 
solved, and  each  party  freed  from  the  obligations  thereof, 
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but  such  dissolutiou  shall  not  in  ftny  wise  affect  the  legiti- 
macy of  the  children  thereof.  And  it  shall  be* lawful  for  the 
complainantj  after  such  dissolution  of  the  marriage,  to  marry 
again,  as  though  the  defendant  was  actually  dead.  .But  it 
shall  not  be  lawful  for  the  defendant,  who  may  be  so  con- 
victed of  adultery,  to  marry  again  until  the  complainant  shall 
be  actually  dead."    (2  H.  L.  198,  §  4.) 

In  September,  1837,  the  plaintiff  and  James  Ponsford 
were  married  to  each  other,  both  then  residing  in  Ne\^  York. 
The  marriage,  however,  took  place  in  due  form  in  New 
Jersey,  in  conformity  to  the  laws  of  that  State.  From  the 
time  of  this  marriage  until  the  death  of  Ponsford,  he  and 
the  plaintiff  lived  together  as  husband  and  wife.  Thei  plain- 
tiff, at  the  time  of  the  marriage,  knew  nothing  of  said  decree 
of  divorce,  or  of  the  suit  in  which  it  was  obtained.  She  had 
heard  that  Ponsford  had  been  married,  but  was  informed  by 
him,  prior  to  her  marriage,  that  his  former  wife  had  been 
dead  for  many  years.  When  Ponsford  proposed  to  the  plain- 
tiff to  go  to  New  Jersey  to  be  married,  he  assigned  to  her  as 
a  reason  that  he  did  not  wish  his  friends  to  knowtof  his  mar- 
riage, and  she  was  married  in  New  Jersey  in  compliance 
with  his  wishes,  and  not  with  any  intention  on  her  part  of 
evading  or  defeating  any  of  the  laws  of  New  York.  The 
plaintiff,  at  the  time  of  her  own  marriage,  was  not  acquaint- 
ed with  Hannah  Ponsford  or  her  family,  or  with  James 
Ponsford's  family,  and  heard  nothing  of  Hannah  or  of  her 
said  marriage,  (except  as  before  stated,)  until  some  time  after 
her  own  marriage.  Hannah  was  still  living  when  this  bill 
was  filed. 

James  Ponsford  died  in  June,  1845,  intestate,  leaving  no 
descendant  or  parent,  but  leaving  the  plaintiff,  his  widow, 
and  a  sister,  and  nephews  and  nieces,  children  of  deceased 
brothers  and  sisters,  as  his  next  of  kin.  In  July,  1845,  the 
defendant  Johnson,  who  was  the  husband  of  one  of  the 
nieces,  obtained  letters  of  administration  on  Ponsford's 
estate  from  the  Surrogate  of  the  city  of  New  York,  where 
Ponsford  left  property,  and  received  assets  to  the  amount  of 
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over  $32,000.  By  the  laws  of  New  York,  where  Ponsford 
was  domiciled  at  the  time  of  his  death,  the  plaintiff,  as  his 
widow,  would  be  entitled  to  one-half  of  his  personal  estate 
after  the  payment  of  his  debts,  to  the  whole  of  the  residue  if 
under  $2,000,  ^d,  if  the  residue  exceeded  $2,000,  then  to 
$2,000  in  addition  to  the  one-half.  The  bill  averred  that 
Johnson  would  not  pay  the  plaintiff  any  portion  of  the  estate 
of  Ponsford^  but  was  about  to  pay  it  to  the  next  of  kin,  and 
refused  to  recognize  the  plaintiff  as  the  widow  of  Ponsford, 
pretending  that  she  was  never  lawfully  married  to  him,  and 
that  they  could  not  and  did  not  make  a  laAvful  contract  of 
marriage  in  New  Jersey.  The  bill  prayed  an  account  by 
Johnson,  the  payment  to  the  plaintiff  of  her  share  of  the 
estate,  and  an  injunction. 

The  defendants  demurred  to  the  bill,  assigning  for  cause 
that  the  plaintiff  foimded  her  claim  on  a  pretended  marriage 
between  her  and  Ponsford,  contracted  while  his  wife  Ilan- 
nah  was  iivfull  life,  and  while  Ponsford  had  no  capacity,  by 
the  laws  of  New  York,  where  he  was  then  domiciled  and 
resident,  to  contract  any  such  marriage  during  the  life  of 
Hannah. 

Royal  n,  WaUeVy  for  the  defendants.  1.  The  dissolution 
of  the  marriage  of  Ponsford,  by  the  decree  of  divorce  under 
the  Statute  of  New  York,  was  not  operative  as  to  him.  His 
subsequent  marriage  with  the  plaintiff  was,  therefore,  void. 
2.  The  marriage  domicil  in  this  case  was  not  New  Jersey, 
where  the  marriage  ceremony  was  performed,  but  New  York, 
where  the  parties  intended  to  reside.  The  contract  of  mar- 
riage was,  in  the  eye  of  the  law,  made  in  New  York.  3.  But, 
if  made  in  New  Jersey,  it  was  a  nullity,  having  been  made  in 
fraud  and  evasion  of  the  law  of  New  York.  (Story^s  Confl. 
of  LawSy  §§  86,  123 ;  Jcbckson  v.  Jackson^  1  Johns.  424 ; 
West  Carnbridge  v.  Lexington^  1  Pick.  506.)  4.  The  plain- 
tiff makes  her  claim  in  this  case  under  the  New  York  statute 
of  distributions.  (2  R.  S.  96,  §  75,  subd.  3.)  The  question 
of  the  distribution,  ♦nd  consequently  the  question  whether 
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she  is  the  widow  of  Ponsf ord,  must  be  governed  by  the  local 
law  of  New  York.  (Story's  Confix  of  Lcms^  §§  380,  481, 
482  a.)  She  cannot  claim  in  violation  of  the  marriage  laws 
of  the  place  of  distribution.  {Haydon  v.  Oould^  1  Salk. 
119 ;  HijhhacJ(?s  Ev.  of  Succession^  309,  310 ;  Story's  Confl, 
of  Laws,  §§  18,  51,  54,  65  ;  Doe  v.  VardUl,  5^  j&.  cfe  G.  438  ; 
8.  a  9  Bligh,  32  ;  Shdf  on  Mcurr.  <&  Div.  126, 128.) 

William  Bliss,  for  the  plaintiff.  The  divorce  was  an  entire 
dissolution  and  extinction  of  the  former  marriage,  as  to  both 
parties.  The  restriction  imposed  by  the  statute  on  Ponsford 
against  his  marrying  again  until  Hannah  should  be  actually 
dead,  created  a  mere  personal  disability.  The  statute  was 
designed  to  act  on  a  second  marriage  by  a  defendant  con- 
victed of  adultery,  only  when  such  marriage  should  be  con- 
tracted in  New  York.  The  4th  section  of  the  Act  concerning 
divorces,  construed  in  connection  with  the  Act  of  February 
7th,  1788,  (1  R.  Z.  113,)  could  operate  on  such  second  mar- 
riage only  by  way  of  punishment  of  the  defendant,  if  he 
should  enter  into  it.  Being  thus  a  penal  statute,  it  only  pro- 
hibited the  re-marriage  if  it  took  place  in  New  York. 

Oeorge  Wood,  on  the  same  side.  Is  the  plaintifPs  marriage 
to  be  regarded  in  New  York  as  a  valid  marriage  ?  For,  if 
not,  she  cannot  claim  as  the  widow  of  Ponsford.  1.  The 
validity  of  the  marriage  is  to  be  determined  by  the  law  of 
the  place  where  it  was  contracted.  (HubbacXs^s  Ev,  of  Succes- 
sion, 330,  331 ;  Dalrymple  v.  Dalm/mple,  1  Ha^g.  C.  7?.  59.) 
2.  Ponsford  was  entirely  divorced  by  the  decree  from  his 
former  marriage.  The  decree  and  the  statute,  (§  4,)  both 
of  them  declare  the  divorce  to  be  perfect  and  entire.  The 
same  statute,  (2  R,  Z.  199,  §  7,)  gives  to  the  husband,  where 
he  is  complainant  and  obtains  a  divorce  for  the  adultery  of 
his  wife,  the  same  rights  in  the  wife's  real  and  personal  prop- 
erty "  in  like  manner  as  though  the  marriage  had  contin- 
ued,'' thus  implying*  that  the  marriage  is  dissolved  by  a  de- 
cree of  divorce  for  adultery.     The  only  cases  where  the  lex 
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loci  contraettcs  has  not  seemed  to  prevail  on  the  question  of 
the  validity  of  a  second  marriage  after  a  divorce,  is  where  the 
first  mar/iage  was  not  completely  dissolved  by  the  divorce. 
{Shelf,  on  Mq/tt,  &  Div.  128  ;  Beadey  v.  Beazleyy  3  Hogg, 
Ecc,  E.  639.) 

Marriage  is  a  social  relation,  governed  in  part  by  the  prin- 
ciples which  govern  contracts  merely  civil,  but  yet  going  fur- 
ther, and  calling  in  other  principles  to  regulate  and  deter- 
mine its  character.  In  this  aspect,  the  law  of  marriage  is  a 
branch  of  the  jiLS  gentium.  The  present  case  must  be  con- 
sidered by  the  rules  of  that  law. 

The  objections  to  the  validity  of  the  plaintifPs  marriage 
are :  (1.)  That  the  parties  were  bound  to  marry  according  to 
the  law  of  New  York ;  (2.)  That  the  personal  disability  on 
Ponsford  followed  him  into  New  Jersey. 

(1.)  The  lex  loci  actus  governs  as  to  the  validity  of  the 
marriage.  {Story's  Confi.  of  Laws,  §§  79,  81,  82,  86,  87,  89 ; 
Shdf,  on  Marr.  cfe  Di/v.  123  ;  Hvhhack^s  Ev.  of  Succession, 
330,  331,  and  aaithorities  there  collected^  To  this  rule  the 
only  exception  is,  where  the  marriage  violates  principles  of 
natural  morality.  {Id.  332,  333.)  The  American  doctrine 
is,  that  if  a  person,  divorced  from  his  first  wife,  is  rendered 
by  the  law  of  the  place  of  the  divorce  incapable  of  contract- 
ing a  second  marriage,  still,  if  he  contracts  marriage  in  an- 
other State,  where  the  same  disability  does  not  exist,  the 
marriage  is  valid ;  and  this,  although  the  marriage  was  cele- 
brated in  tlie  foreign  State  in  order  to  evade  the  law  of  the 
place  of  domicil.  {Story's  Confi.  of  Laws,  §§  89,  123,  V2&a, 
123&  /  2  Ker\£s  Comm.  91  to  93,  M  edit. ;  Id.  458,  459 ; 
Putnam  v.  Putnam,,  8  Pick.  433  ;  West  Camhridge  v.  Leoo- 
ington,  1  Pick.  506 ;  De  Couche  v.  Savetier,  3  Johns.  Ch.  H. 
190.)  If,  however,  the  evasion  can  in  any  event  affect  the 
validity  of  the  marriage,  both  parties  must  concur  in  the 
evasion.  The  evasion,  if  the  cause  of  the  invalidity,  must 
be  determined  by  inquiring  into  the  motives  of  the  parties. 
It  is  not  an  intrinsic  but  an  extrinsic  cause.  In  this  case,  the 
plaintiff  did  not  concur  in  the  evasion. 
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(2.)  The  personal  disability  of  Ponsford  did  not  prevent 
his  marrying  in  New  Jersey.  It  was  a  mere  personal  disabil- 
ity. If  a  penalty,  the  penal  laws  of  one  eoimtry  cannot  be 
taken  notice  of  in  another.  They  are  strictly  local.  Thus,  a 
criminal  sentence  of  attainder  in  the  Courts  of  one  sovereign, 
although  it  creates  a  personal  disability  to  sue  there,  does  not 
cany  the  same  disability  with  the  person  into  other  coun- 
tries ;  and  a  person  convicted  of  an  infamous  offence  in  one 
State  is  not  thereby  rendered  incompetent  as  a  witness  in 
other  States.     (Story's  Confi.  of  Law%,  %%  620,  621.) 

Daniel  Lordy  for  the  defendants,  in  reply.  The  question 
involved  in  this  case  is  one  not  covered  by  any  decision  in 
the  United  States,  except  the  case  of  Putnam  v.  Putnam^ 
(8  Pick.  443,)  cited  for  the  plaintiff,  which  is  of  no  weight. 
If  the  doctrine  of  that  case  be  sound,  a  man  may  have  an 
unlimited  number  of  wives. 

1.  Ponsford's  first  marriage  was  lawful  and  created  an 
incapacity  in  him  to  marry  again  while  it  continued.  The 
divorce  under  the  New  York  statute,  (2  R.  L.  198,  §  4,)  did 
not  relieve  Ponsford  from  this  incapacity.  The  marriage  was 
not  dissolved  for  all  purposes.  It  was  only  dissolved  so  far  as 
Hannah  was  concerned,  and  the  statute  expressly  empowered 
her  to  marry  again,  which  she  could  not  otherwise  have 
done.  The  decree  of  divorce  released  the  civil  obligations 
of  the  parties  to  the  first  marriage,  but  it  only  released  the 
civil  incapacity  of  Hannah.  The  policy  of  the  statute  was 
to  extinguish  the  force  of  the  first  marriage  only  as  to  the 
a^rieved  party.  The  statute  (§  4)  imposed  no  disability  on 
Ponsford,  but  merely  left  him  where  it  found  him,  laboring 
under  the  disability  created  by  his  first  marriage.  In  this 
view,  the  provision  was  not  penal.  The  second  marriage 
took  place  while  the  following  provision  of  the  Revised  Stat- 
utes of  New  York  was  in  force :  "  No  second  or  other  sub- 
sequent marriage  shall  be  contracted  by  any  person  during 
the  lifetime  of  any  former  husband  or  wife  of  such  person, 
unless  the  marriage  .with  such  former  husband  or  wife  shall 
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have  been  annulled  or  dissolved  for  some  cause  other  than 
the  adultery  of  such  person.  Every  marriage  contracted  in 
violation  of  the  provisions  of  this  section  shall  be  absolutely 
void."  (2  R,  S,  139,  §  5.)  This  provision  is  not  limited  to 
the  State  of  New  York.  The  language  is  positive  and  uni- 
versal, and  applies  to  all  marriages,  wherever  contracted. 

2.  The  plaintiflp  cannot  set  up  a  claim  under  the  New  York 
statute  of  distributions,  and  at  the  same  time  set  up  a  right 
under  the  decree  of  divorce  in  this  case  as  the  foundation  of 
that  claim.  The  evasion  of  the  law  of  New  York  by  the 
husband  was  direct  and  intentional,  and  the  marriage  was  as 
mucli  a  violation  by  both  the  parties  of  the  policy  of  that  law 
as  if  the  contract  had  been  made  in  New  York. 

The  lex  loot  actus  is  invoked  as  governing  in  the  case.  But 
the  plaintiff's  right  to  her  distributive  share,  as  the  widow  of 
Ponsford,  is  the  creation  of  positive  law,  and  is  not  in  the 
nature  of  a  contract.  That  right  accrues  to  her,  if  at  all, 
merely  as  an  incident  of  her  marriage.  And,  if  the  mar- 
riage was  void,  of  course  no  incident  could  follow  from  it. 
The  plaintiff  is  claiming  rights  that  follow  from  a  New  York 
domicil,  against  the  law  of  that  domicil.  In  Haydon  v. 
Oould^  (1  8alk,  119,  cited  in  nuJ>back^8  Ev.  of  Succeaaiony 
309,)  it  was  decided,  that  where  the  husband  demanded  a 
right  to  himself  as  husband  under  the  ecclesiastical  law,  he 
ought  to  prove  himself  a  husband  by  that  law. 

Betts,  J.  This  case  has  been  carefully  considered  by  the 
Court,  and  we  are  prepared  to  pronounce  judgment  in  it. 
The  urgency  of  other  engagements  since  the  argument  has 
not  allowed  us  time  to  draw  up  at  length  the  reasons  in  sup- 
port of  the  decision.  The  Court  is  about  to  adjourn,  and  the 
judges  cannot  have  opportunity  for  further  conference  pre- 
vious to  November;  and,  if  we  defer  the  decision  to  that 
period,  a  year's  delay  to  the  parties  may  be  caused,  should  an 
appeal  be  taken.  We  shall  therefore  order  judgment  to  be 
entered  for  the  plaintiff  on  the  demurrer,  only  indicating  the 
general  grounds  upon  which  the  decisioft  is  placed. 
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1.  We  consider  that,  as  a  general  principle,  the  capacity  or 
incapacity  to  marry  depends  on  the  law  of  the  place  where 
the  marriage  is  contracted,  and  not  on  that  of  the  domicil  of 
the  parties.  This  principle  need  not  be  asserted  as  absolute 
in  all  cases.  Incest,  polygamy,  and  practices  outraging  the 
moral  sense  and  the  usages  of  civilized  nations,  may  be  ex- 
cepted from  the  rule,  without  impairing  its  justness' and 
efficacy. 

2.  We  regard  the  decree  of  divorce  pronoimced  by  the 
Court  of  Chancery  of  the  State  of  New  York  to  be,  in  its 
purport  and  by  force  of  the  statute  of  the  State,  an  absolute 
dissolution  of  the  marriage  contract  as  to  both  parties,  and 
that  the  disqualification  or  disability  to  marry  declared  by  the 
statute,  attached  to  Ponsford,  by  way  of  penalty,  only  within 
the  State  of  New  York,  and  did  not  incapacitate  him  from 
contracting  a  sound  and  valid  marriage  in  the  State  of  New 
Jersey,  where  the  same  disability  did  not  exist. 

3.  We  think  that  the  validity  of  the  marriage  in  New 
Jersey  would  not  have  been  affected  if  both  parties  had  re- 
sorted there  to  evade  the  prohibitory  law  of  New  York.  And 
clearly,  where  one  party  was  innocent  and  ignorant  of  such 
purpose,  the  maHa  fides  oi  the  other  could  not  impeach  the 
marriage,  if  it  was  lawful  in  all  other  respects. 


Judgment  for  the  plaintiff. 


The  United  Stages  m.  Raphael  Sohoyeb. 

Ad  indictment  for  forgery  under  g  19  of  the  Act  of  March  Sd,  1825,  (4  U,  & 
8ttd.  at  Largty  120,)  in  altering  a  certificate  issoed  under  g  41  of  the  Act  of 
Ifarch  2d,  1799,  (1  27.  B,  Stai,  at  Large,  669,)  alleging  that  the  certiflcate  was 
issued  by  the  collector  «z  offido,  is  bad  on  demurrer. 

By  the  Act  of  1799,  the  certificate  was  to  be  issued  by  the  aupervia&r  of  the 
levenue,  and  tlie  indictment  ought  to  allege  that  the  collector  was  designated 
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by  the  President  to  fulfil  the  duties  of  supervisor,  under  the  Act  of  March  8d, 
1803,  (2  U.  8.  8taL  at  Large,  248,)  and  that  the  cerdficate  was  granted  by  the 
collector  m  that  capacity. 
(Before  Nelson  and  Bnrs,  JJ.,  Southern  District  of  New  York,  November  12tb, 
1841) 

Indictment  for  forgery.  The  4:l8t  section  of  the  revenue 
Act  of  March  2d,  1799,  (1  U.  S.  Stat,  at  Large,  659,)  pro- 
vides that,  in  addition  to  a  general  certificate  to  be  given  to 
an  importer  of  spirits,  wines  or  teas,  the  surveyor  or  chief 
officer  of  inspection  shall  give  to  him  a  particular  oerti/icate, 
.which  shall  accompany  each  cask,  chest,  &c.,'^wherever  the 
same  may  be  sent  within  the  limits  of  the  United  States,  as 
evidence  that  the  same  was  lawfully  imported,  and  gives  the 
form  of  such  certificate.  The  4:2d  section  of  the  same  act  {Id. 
660)  provides,  that  "  the  supervisors  of  the  several  districts 
shall  provide  blank  certificates,  under  such  checks  and  devices 
as  shall  be  prescribed  by  the  proper  officers  of  the  treasury, 
and  shall  number,  sign  and  deliver  the  same  to  the  officers  who 
may  perform  the  duties  of  inspectors  of  the  revenue  for  the 
several  ports  in  their  respective  districts ;  which  blank  certifi- 
cates shall  be  filled  up  and  countersigned  by  the  inspectors  of 
the  revenue  aforesaid,  who  shall  be  accountable  therefor  to  the 
supervisors ;  and  the  said  inspectors  shall  make  regular  and 
exact  entries  of  all  certificates  which  shall  be  granted  as  afore- 
said, as  paiiicularly  as  therein  described."  The  44th  section  of 
the  same  act,  (Idk  660,)  provides,  that  every  person  who  shall 
obliterate,  counterfeit,  alter  or  deface  any  of  such  certificates, 
shall,  for  each  and  every  such  offence,  forfeit  and  pay  one  hun- 
dred dollars,  with  costs  of  suit.  By  the  Act  of  March  3d,  1803, 
(2  U.  S,  Stat,  at  Large,  243,)  it  is  provided,  that  the  President 
may  attach  the  duties  of  the  office"  of  'supervisor^  in  any  dis- 
trict, to  any  other  officer  of  the  Government  of  the  United 
States  within  such  district.  By  the  19th  section  of  the  Act  of 
March  3d,  1825,  (4  Ui  S.  Stat,  at  Large,  120,)  it  is  provided, 
that  any  person  who  shall  falsely  make,  forge  or  counterfeit, 
or  shall  falsely  alter,  any  instrument  in  imitation  of  or  pm-- 
porting  to  be  a  permit,  debenture  or  other  official  document. 
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granted  by  any  collector  or  other  oflBcer  of  the  customs  by 
virtue  of  his  office,  or  shall  knowingly  pass  or  attempt  to  pass 
as  true  any  such  counterfeited  instrument  or  any  such  falsely 
altered  certificate,  with  intent  to  defraud,  shall  be  deemed 
guilty  of  felony. 

The  defendant  was  indicted,  under  the  Act  of  1825,  for 
forgery,  in  altering  a  jparticular  certificate  issued  under  the 
Act  of  1799.  The  indictment  alleged  the  certificate  in  ques- 
tion to  have  been  issued  by  the  collector  of  the  port  of  New 
York,  by  vi/rtite  of  his  office.  The  defendant  demurred  to  the 
indictment 

James  R.  Whiting^  for  the  defendant. 

Francis  K  Ma/rhury^  for  the  United  States. 

Bjrrrs,  J.  The  instrument  charged  to  have  been  forged 
was  ojie  which  the  supervisor  of  the  revenue  was  authorized 
to  issue  by  the  Act  of  1799.  The  Act  of  1803  authorized  the 
President  to  designate  any  other  officer  to  fulfil  the  duties  of 
supervisor.  The  indictment  alleges  that  the  collector  issued 
the  certificate  ex  officio.  But  no  Act  of  Congress  is  shown, 
making  him,  as  collector,  supervisor  also.  If,  from  the  fact 
of  the  collector's  acting  in  the  capacity  of  supervisor,  it  is  to 
be  presumed  that  he  was  designated,  under  the  Act  of  1803, 
to  perform  the  duties  of  that  office,  the  indictment  is  still  bad, 
in  averring  that  he  issued  the  certificate  ex  officio.  It  should 
have  averred  his  substitution  in  place  of  the  supervisor,  and 
the  granting  of  the  certificate  by  him  in  that  capacity. 

Judgment  for  the  defendant. 
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Benjamin  Waldkon  and  Sally  Ann  his  wife  and  John  L. 

Wilson 

Edward  Chasteney. 

E.  made  his  will  in  1819,  devising  real  estate  to  R.  his  wife,  for  life,  or  during 
her  widowliood,  for  the  support  of  herself,  her  three  daughters,  and  one  P. ; 

'  and,  on  the  death  or  re-marriage  of  R,  the  estate  was  devised  to  P.  for  his 
life,  for  the  support  of  himself  and  the  daughters ;  and,  after  the  death  or 
re-marriage  of  R  and  the  death  of  P.,  the  estate  was  devised  to  the  three 
daughters  in  fee.  The  will  gave  power  to  R.,  so  long  as  she  should  remain 
sin^^le,  and  to  P.  after  her  death  or  marriage,  to  sell  and  convey  the  real  estate, 
provided  that  B.  should  in  toritinffj  Hgned  with  hi*  hofid,  approve  and  eowteni 
to  9uch  tale^  without  which  approbation  and  consent  no  such  sale  should  be 
valid.  The  moneys  arising  from  the  sale  were  directed  to  be  invested  in  such 
manner  as  B.  should  direct,  for  the  purposes  of  the  will  R.  was  appointed 
executrix :  Held^  that  R.  had  only  a  naked  power  in  respect  to  the  disposition 
of  the  estate,  and  that  the  power  could  be  rightfully  exercised  only  by  a  sale 
of  the  estate  in  fee. 

The  testator  having  died,  and  the  will  having  been  proved,  R.,  in  1826,  leased 
the  real  estate,  as  executrix  and  trustee,  to  N.,  setting  forth  the  will  at  large 
in  the  lease,  for  21  years,  the  lessee  to  pay  to  R.,  her  heirs  and  assigns,  yearly 
during  the  term,  if  she  should  so  long  live  and  remain  the  widow  of  £.,  and, 
after  hep  death  or  marriage,  during  the  residue  of  the  term  then  unexpired, 
unto  P.,  a  certain  rent :  Heldy  that  the  lease,  as  a  conveyance  under  the  power 
of  sale  in  the  will,  was  void,  as  not  fulfilling  the  intent  of  the  testator,  and  not 
a  sale  of  the  estate  for  cash,  or  something  which  could  be  invested  as  its 
representative. 

But  heldy  al80y  that  R,  having  an  absolute  estate  for  her  widowhood,  could  lease 
that,  independently  of  the  power  of  sale,  and  that  the  lease  given  was  good 
for  the  interest  she  had,  aud  only  void  for  any  surplus  of  the  term  unexpired 
at  her  decease. 

R.  having,  in  1827,  sold  and  conveyed  the  same  real  estate  in  fee  to  H.,  the  con- 
veyance  purporting  to  be  made  by  her  as  executrix  and  trustee  under  the  will 
and  in  pursuance  of  the  power  of  sale :  Held,  that  the  lease  to  N.  was  no 
impediment  to  the  exercise  of  the  power  of  sale. 

In  ejectment  brought  by  the  remainder-men  under  the  will,  to  recover  the  real 
estate,  after  the  death  of  R  and  P. :  Heldy  that  questions  touching  the  dis- 
creet exercise  of  the  power  of  sale  belonged  to  a  Court  of  Equity,  and  that 
the  deed  to  H.,  if  valid  on  its  face,  must  operate  as  such  at  law. 

The  approbation  and  consent  of  B.  to  the  deed  to  H.  were  given  by  his  writing 
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at  the  foot  of  the  deed,  and  directly  following  the  signature  of  R. :  **  I  consent 
to  the  abore,*'  and  subacribing  his  name  thereto :  Beld^  that  the  requirement 
of  the  proviso  in  the  power  of  sale  was  thereby  satisfied,  and  that  the  consent 
of  B.  imported  his  approbation. 

(Before  Nelson  and  Bktts,  JJ.,  Southern  District  of  New  York,  November  16th, 
1847.) 

Ejectment  for  premises  in  the  city  of  New  York.    Medcef 
Eden,  the  younger,  made  his  will  in  July,  1819,  devising  all 
his  real  and  personal  estate  to  Eachel  his  wife,  for  life,  or 
durante  viduitate^  for  the  maintenance  and  support  of  her- 
self, her  daughters  Sally  Ann,  (one  of  the  plaintiffs,)  Eliza- 
beth, and  Rebecca,  and  also  of  John  Pelletreau  ;  and,  on  the 
death  or  re-marriage  of  his  wife,  he  devised  said  estates  to 
Pelletreau,  during  his  natural  life,  for  the  support  of  himself 
and  the  three  daughters  ;  and,  after  the  death  or  re-marriage 
of  his  wife,  and  the  death  of  Pelletreau,  he  devised  all  his 
said  landed  estates  to  Sally  Ann,  Elizabeth  and  Eebecca,  in 
fee.    The  will  then  proceeded :   "  I  give  to  my  wife,  so  long 
as  she  shall  remain  single,  and  to  the  said  John  Pelletreau, 
after  her  death  or  marriage,  full  power  and  authority  to  sell 
and  convey  all  or  any  part  of  my  real  estate,  provided  that 
the  said  Aaron  Burr  shall  in.  writing,  signed  with  his  hand, 
approve  and  consent  to  such  sale ;  but  no  such  sale  shall  be 
valid  without  such  approbation  and  consent."     The  moneys 
arising  from  such  sale  were  directed  to  be  invested  in  such 
manner  as  Burr  should  direct,  for  the  purposes  of  the  will. 
He  appointed  his  wife  executiix  so  long  as  she  remained 
single  and  unmarried,  and  declared  that,  after  she  should  die 
or  be  married,  Pelletreau  should  be  his  executor. 

On  the  1st  of  January,  1825,  the  testator  having  died,  and 
his  will  having  been  duly  proved,  Rachel  Eden  executed  a 
lease  of  the  premises  in  question,  which  were  a  part  of  those 
devised  by  the  will  of  her  husband,  to  one  Norsworthy. 
The  lease  purported  to  be  executed  by  her  as  executrix  and 
trustee,  and  set  forth  the  will  at  large.  The  habendum, 
clause  of  the  lease  was :  "  To  have  and  to  hold  the  premises, 
from  the  1st  day  of  Januar)^,  1825,  for  and  during  the  full 
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end  and  term  of  twenty-one  years  thence  next  ensuing,  yield- 
ing and  paying  to  the  said  Rachel  Eden,  her  heirs  and  assigns, 
yearly  and  every  year  during  the  said  term  of  twenty-one 
years,  if  she  shall  so  long  live  and  remain  the  widow  of  the 
said  Medcef  Eden,  and,  from  and  after  her  death  or  marriage, 
yielding  and  paying,  for  and  during  the  residue  of  the  said 
term  which  may  be  then  unexpired,  unto  the  said  John  Pelle- 
treau,  the  yearly  rent,"  &c. 

On  the  29th  of  January,  1827,  Rachel  Eden  sold  and  con- 
veyed the  same  premises  in  fee  to  Halsey  Rogers.  The  con- 
veyance purported  to  be  made  by  her  as  executrix  and  trus- 
tee under  the  will,  and  in  pursuance  of  the  power  of  sale 
contained  therein.  The  approbation  and  consent  of  Burr  to 
this  sale  was  given  by  his  writing,  at  the  foot  of  the  deed, 
and  directly  following  the  signature  of  Rachel :  "  I  consent 
to  the  above,"  and  subscribing  his  name  thereto. 

Rachel  Eden  died  in  1830,  and  Pelletreau  in  1833.  Eliza- 
beth died  in  1832,  intestate  and  without  issue.  The  plaintiff 
Waldron  was  the  husband  of  the  plaintiff  Sally  Ann.  The 
plaintiff  Wilson  represented  the  interest  of  Rebecca.  The 
defendant  set  up  the  lease  to  Norsworthy,  and  the  deed  to 
Halsey.  At  the  trial  a  verdict  was,  taken  subject  to  the 
opinion  of  the  Court,  on  a  case  to  be  made. 

Ambrose  Z.  Jorda/rij  for  the  plaintiffs. 

George  Wood  and  Danid  Lardy  for  the  defendant. 

Betts,  J.  The  points  considered  and  decided  by  the  Court, 
are  :  (1.)  The  due  execution  of  the  power  under  the  will,  in 
the  conveyance  of  the  premises  in  question  in  fee  to  Halsey 
,  Rogers,  on  the  29th  of  January,  1827 ;  (2.)  The  sufficiency  of 
the  endorsement  made  by  Col.  Burr  on  the  deed  to  Rogers,  as 
a  compliance  with  the  directions  of  the  will. 

(1.)  We  regard  it  as  settled,  by  the  Courts  of  this  State,  on 
the  effect  of  the  will  of  Medcef  Eden,  that  Rachel  Eden  had 
only  a  naked  power  in  respect  to  the  disposition  of  the  estate. 
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and  that  the  power  could  be  rightfully  exercised  only  by  a 
sale  of  the  estate  in  fee.  ( Waldron  v.  McComh^  1  HiU^  111 ; 
McComb  V.  Waldron^  in  error ^  7  HiU^  335  ;  Bloomer  v.  Wal- 
dron^ 3  HiU^  361.)  If  the  demise  to  Norsworthy,  on  the  Ist 
of  January,  1825,  was  intended  as  a  conveyance  under  the 
power  in  the  will,  it  would  be  void,  as  not  fulfilling  the  de- 
clared intent  of  the  testator,  because  not  a  sale  of  the  estate 
for  cash,  or  something  which  could  be  invested  as  its  repre- 
sentative. {Bloomer  v.  Wcddron^  3  HUl^  361.)  But  Eachel 
Eden,  having  an  absolute  estate  for  her  widowhood,  could 
lease  that,  independently  of  the  power  of  sale  ;  and,  whether 
she  demised  it  in  gross  by  a  description  appropriate  to  her 
special  interest,  or  conveyed  it  for  a  term  of  years  which 
might  outrun  the  duration  of  her  interest,  the  demise  would 
be  good  for  the  interest  she  had,  and  only  void  for  any  sur- 
plus of  the  term  unexpired  at  her  decease.  {Bacon^s  Ah. 
Leases,  I.  2  ;  4:  Com.  Dig.  Day's  Ed.  63,  note  8  ;  Sinclair  v. 
Jackson,  8  Vowen,  543 ;  Clarh^s  Lessee  v.  Courtney,  5  Peters, 
319.)  The  lease  purports  to  be  executed  by  her,  as  executrix 
and  trustee,  but  it  also  sets  forth  at  large  the  will  by  which 
her  personal  interest  is  created,  and  the  conveyance  will, 
upon  settled  principles  of  law,  be  supported  to  the  extent  of 
her  authority  to  make  it  as  donee  of  the  estate.  (Sugden  on 
Powers,  298.)  She  being  tenant  for  life,  unless  she  should 
re-marry,  the  demise  was  good  for  the  amount  of  her  interest, 
and  she  would  never  have  been  allowed  to  reclaim  the  premi- 
ses from  the  lessee  during  her  life,  or  before  the  expiration 
of  the  twenty-one  years,  on  the  allegation  that  she  had  no 
rightful  power,  as  executrix  and  trustee,  to  execute  a  lease, 
even  though  it  had  been  executed  by  her  with  a  formal  dec- 
laration that  she  acted  solely  under  the  power  of  sale  in  the 
will.  But  the  lease,  though  inartificially  drawn,  in  no  way 
limits  the  grant  to  the  power  of  sale.  On  the  contrar}',  it  in- 
dicates, with  a  distinctness  that  can  leave  no  doubt,  an  inten- 
tion to  grant  the  interest  of  the  lessor,  as  well  as  to  exercise 
a  supposed  power  to  convey  a  term  beyond  that.  There  was 
clearly  nothing  in  the  power  of  ss^e  in  the  will  which  author- 
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ized  the  limitations  as  to  rent  contained  in  the  lease,  and,  as 
those  limitations  are  in  consonance  with  the  actual  interest 
of  Rachel  Eden  and  Pelletreau,  the  instrument  would  natu- 
rally be  construed  so  that  the  grantee  might  be  assured  of 
all  the  interest  the  widow  had  in  her  own  right,  and  so  as  to 
correspond  with  honest  and  fair  dealing  on  her  part./  These 
considerations  show  that  the  lease,  operating  only  to  convey 
the  vested  interest  of  the  lessor  during  her  widowhood,  cre- 
ated no  impediment  to  the  exercise  of  her  power  of  sale  ;  and 
that  the  sale  in  fee,  on  the  29th  of  January,  1827,  to  Eogers, 
became  valid  and  effectual,  if  so  executed  in  point  of  form  as 
to  give  it  operation  under  the  will. 

It  is  contended  that  the  outstanding  term  of  years  granted 
by  the  trustee  to  Norsworthy  was  injurious  to  the  devisees,  in 
preventing  a  sale  for  the  full  value  of  their  interests,  and  also 
that  the  sale  to  Eogers  was  in  fact  for  an  inadequate  consid- 
eration. Questions  touching  the  discreet  and  beneficial  ex- 
ercise of  the  power  of  sale  belong  to  a  Court  of  Chancery, 
and  not  to  one  of  law.  The  devisees  might,  by  bill,  have 
had  relief  against  the  trustee,  if  she  executed  her  trust 
improvidently  and  to  their  prejudice,  and  against  the  pur- 
chaser, also,  if  he  knowingly  induced  such  act  and  colluded 
with  her  in  its  commission.  {Francliot  v.  Leach^  5  Cow.  506 ; 
Champion  v.  White^  Id.  510 ;  Jackson  v.  HiUa^  8  Id.  290, 
293 ;  Taylor  v.  King^  6  Munf.  358.)  But,  upon  its  face,  the 
conveyance  to  Eogers  is  valid,  in  so  far  as  Mrs.  Eden's  capac- 
ity to  execute  it  is  concerned,  and  must  so  operate  at  law 
against  the  remainder-men,  unless  its  execution  was  defec- 
tive for  want  of  compliance  in  form  with  the  directions  of 
the  will. 

(2.)  The  power  to  sell  is  given  by  the  will,  with  a  proviso, 
"  that  Aaron  Burr  shall,  in  VTriting,  signed  with  his  hand, 
approve  and  consent  to  such  sale,  but  no  sale  shall  be  valid 
without  such  approbation  and  consent." 

The  argimient  for  the  defendant  concedes,  as  broadly  as 
the  plaintiffs  contend,  that  this  power  must  be  strictly  pur- 
sued, so  far  as  it  is  directory  as  to  persons,  time  and  mode  of 
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execution.  It  is  needless  to  rehearse  the  authorities  for  this 
doctrine,  which  is  fundamental  on  this  point.  There  can  be 
no  question  that  the  deed  by  the  trustee  was  inopemtive  and 
void,  unless  Aaron  Burr,  in  writing,  signed  with  his  hand, 
approved  and  consented  to  the  sale.  His  consent  and  appro- 
bation in  writing  was  made  a  vital  part  of  the  power.  No 
form  or  method  of  conveyance  could  be  devised  omitting 
such  consent,  which  would  satisfy  the  special  qualification  of 
the  power.  No  consent  or  approbation  could  be  given  by 
Col.  Burr  which  would  render  the  deed  efficacious,  except  in 
the  specific  mode  pointed  out  by  the  will.  {Sugden  on 
Powers^  264 ;  Hawkins  v.  Kemp^  3  Edst^  410 ;  Taylor  v. 
Horde,  1  Burr.  60,  120;  Daly  v.  James,  8  Wheat  495; 
Clark^s  Lessee  v.  Courtney,  5  Peters,  319,  349,  350 ;  Sin- 
clair V.  Jackson,  8  Cow.  543.)  It  is,  perhaps,  not  going  too 
far  to  say,  that  the  cases  at  law  demand  a  precise  and  literal 
exercise  of  the  power,  to  satisfy  the  rule.  {Daly  v.  James,  8 
Wheat.  495,  535 ;  Hatokins  v.  Hemp,  3  Hast,  410 ;  Sugden 
on  Powers,  210,  212.) 

Whenever  a  particular  form  is  prescribed,  no  other  may 
be  adopted  as  equivalent  to  it,  and  the  only  question  here  is, 
whether  the  will  has  declared  the  formula  with  which  the 
consent  and  approbation  of  Col.  Burr  shall  be  expressed. 
The  manner  must  be  in  writing,  and  the  writing  must  be 
signed  by  him.  Both  of  these  particulars  have  been  fulfilled 
in  this  case,  and  we  think  that  these  are  the  only  directions 
in  the  will  which  need  be  literally  and  exactly  complied 
with.  The  conveyance  is  perfect  in  all  its  formalities  when 
Bo  framed,  and,  if  the  writing,  so  signed,  expresses  the  con- 
sent and  approbation  of  Col.  Burr  to  the  sale,  there  is  no  lim- 
itation to  the  use  of  those  precise  words  in  order  to  convey 
the  consent.  The  will  manifestly  shows  that  the  testator 
intended  to  secure  the  concurrence  of  Col.  Burr  to  the  con- 
veyance and  the  investment  of  the  proceeds,  and  it  defines 
the  manner  in  which  his  concurrence  shall  be  communicated. 
This,  however,  does  not  necessarily  import  that  the  consent 
and  approbation  itself — the  assent  of  Col.  Burr's  mind — must 


68  SOUTHERN  DISTRICT  OP  NEW  YORK, 

Waldron  v.  Ghasteney. 

be  shown  by  the  employment  of  those  very  expressions. 
Otherwise,  any  departure  from  those  identical  words  would 
vacate  the  deed,  although  the  consent  and  approbation  of 
Col.  Burr  were  expressed  with  a  fulness  and  certainty  beyond 
all  question.  Suppose  Col.  Burr  had  written  and  subscribed 
a  declaration  on  tlie  deed,  that  he  well  knew  its  terms  and 
purpose  and  had  advised  the  sale,  and  that  it  met  his  fullest 
concurrence,  and  was  in  all  respects  satisfactory  to  him — 
could  any  Court  deny  that  this  was  consent  and  approbation 
on  his  part  ?  We  are  satisfied  that  no  more  is  requisite  on 
this  point,  than  for  the  grantee  to  show  that  the  writing 
signed  by  Col.  Burr  does  give  his  consent  and  approbation  to 
the  sale,  and  that  the  omission  to  employ  that  precise  phrase- 
ology is  not  decisive  of  the  inquiry. 

At  the  foot  of  the  deed,  and  directly  following  the  signa- 
ture of  the  trustee,  Col.  Burr  wrote:  "I  consent  to  the 
above,"  and  subscribed  his  name  to  it.  We  think  that  consent 
in  this  connection  involves  approbation  also,  even  if  the  two 
expressions  are  not  of  equal  and  common  value.  Indeed,  if 
any  distinction  can  be  made  in  the  import  and  force  of  the 
words,  it  would  appear  that  the  testator  used  consent  b&  the 
most  significant  and  effective.  If,  as  the  Supreme  Court 
intimate  in  darkens  Lessee  v.  Courtney^  (5  Peters^  319,  350,) 
over-niceties  and  refinements  are  not  to  be  disregarded  in 
coustruing  powers  to  sell  and  convey  lands,  certainly  no 
more  extreme  rigor  of  construction  will  be  applied  to  defeat 
a  hona-fide  attempt  to  execute  a  power,  than  to  uphold  it.  In 
both  cases,  the  intention  of  the  party  creating  the  power  is 
to  control  its  construction,  and  the  substantial  fidfilment  of 
that  intention  is  all  that  will  be  required.  (  Wilson  v.  Trov/p^ 
7  Johns.  Ch.  H.  25,  33 ;  Pomery  v.  Partington^  3  T,  R. 
665 ;  Griffith  v.  Harrison,  4  Id.  737,  743,  748,  749.)  In 
view  of  these  principles,  whatever  stress  of  interpretation  is 
applied  to  appro  ve,  no  sound  and  satisfactory  distinction  can 
be  stated  carrying  its  meaning  beyond  that  of  consent. 
Especially,  as  the  words  are  used  in  the  will — "  approve  and 
consent  to  such  sale  " — consent  to  is  grammatically,  if  not  in- 
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trinsically,  the  positive  and  operative  phrase.  For,  approve 
can  have  no  sense,  as  it  is  placed  in  the  clause,  without  the 
transposition  of  sicch  sale  or  of  approve  itself,  so  as  to  bring 
the  three  words  in  direct  connection.  As  it  stands,  and  liter- 
ally construed,  approve  is  valueless,  having  no  grammatical 
connection  with  sale.  Although  the  Court,  in  effectuating 
the  intent  of  the  testator,  and  looking  to  the  substance  of  the 
power,  would  certainly  not  suffer  a  fault  in  syntax  to  work  its 
destruction,  yet,  upon  a  nice  point  of  synonymy  or  tautology, 
the  criticism  made  may  not  be  without  influence  in  indicating 
whether  the  intent  and  direction  of  the  testator  are  not 
wholly  conveyed  by  the  word  consent.  Aside  from  such 
hypercriticism,  we  think  that  the  written  consent  of  Col.  Burr 
to  the  sale  necessarily  imports  his  approbation^  and  that  the 
requirements  of  the  power  are  thereby  satisfied.  We  do  not 
perceive  that  any  further  significance  would  be  afforded  by 
using  both  words.  No  import  or  effect  is  pointed  out  as 
l^ally  applicable  to  both  terms,  which  consent^  as  employed, 
does  not  of  itself  express.  We  are  to  assume  that  the  trus- 
tee and  Col.  Burr  acted  in  good  faith  towards  the  grantee, 
and  intended  that  the  deed  should  be  executed  conformably 
to  the  power,  and  the  consent  of  CoL  Burr  to  the  sale  and 
conveyance  for  that  purpose  must  be  regarded  as  involving 
his  approbation  of  both. 

Judgment  for  the  defendant. 


BLANOHAitD's  Gun-Stock  Tukning  Factoky  vs,  Laban  Jacobs. 

Tbe  role  that  the  rerdict  of  a  jury  will  not  be  set  aside  where  evidence  was  given 
on  both  aides,  and  there  was  no  misdirection  as  to  the  law,  is  applicable  to  an 
action  on  the  case  for  the  infringement  of  a  patent. 

Where,  in  such  an  action,  it  was  submitted  to  the  Jury,  as  a  question  of  fact, 
whether  the  defendant  was  concerned  in  using  the  infringing  machine,  or 
was  merely  a  purchaser  of  the  articles  manufactured  by  it,  and  the  jury, 
having  been  instracted  that  the  defendant  was  not  liable  if  he  was  only  the 
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purchaser  of  the  articles  after  thej  were  manufactured,  found  for  the  plaintiff: 
Hdd  that,  as  there  was  evidence  on  both  sides  of  the  question,  and  the  verdict 
was  not  clearly  against  the  weight  of  evidence,  it  must  stand. 

(Before  Nklson  and  Betts,  J  J.,  Southern  District  of  New  Yorlc,  November  16  th, 
1847.) 

This  was  an  action  on  the  case  for  the  infiMngement  of  Let 
ters  Patent,  granted  to  Thomas  Blaiichard  for  "  a  machine 
for  tiimiiig  and  cutting  irregular  forms."  (See  Blanchard^s 
Gun-Stoch  Turning  Fact&ry  v.  Warner^  1  Bl^atchf.  C.  C.  R. 
258.)  The  alleged  infringement  consisted  in  the  use  of  the 
patented  improvements  in  the  manufacture  of  handles  for 
hatchets.  At  the  trial  the  plaintiffs  had  a  verdict,  and  the 
defendant  now  moved  for  a  new  trial,  on  a  case.  The  points 
raised  sufficiently  appear  from  the  opinion  of  the  Court. 

W.  R.  Allen,  for  the  defendant. 
Seth  P,  Staples,  for  the  plaintiffs. 

Betts,  J.  The  defendant  moves  to  set  aside  the  verdict 
rendered  against  him,  as  being  without  evidence  to  support 
it.  It  appears  that  one  Pike,  a  sub-tenant  of  the  defendant, 
had  used  a  machine  for  turning  hatchet-handles,  which  was 
a  violation  of  the  Blanchard  patent.  The  handles  were 
manufactured  for  the  defendant.  Pike  had  come  to  the 
place  at  the  instance  of  the  defendant,  and  there  was  evi- 
dence of  a  relationship  by  marriage  between  them.  The 
defendant  gave  evidence  for  the  purpose  of  showing  that  he 
purchased  the  hatchet-handles  from  Pike  at  fixed  prices, 
and  that  he  had  no  other  connection  with  the  manufacture 
than  as  a  contract  purchaser.  The  plaintiffs  gave  other  evi- 
dence, conducing  to  show  a  concert  between  the  defendant 
and  Pike  in  the -manufacture,  and  that  it  was  under  their 
mutual  charge.  The  Court  instructed  the  jury  that  the 
action  could  not  be  maintained  against  the  defendant,  if  he 
was  no  more  tlian  the  purchaser  of  the  articles  after  they 
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had  been  manufactured  by  Pike,  but  that  it  was  a  question 
of  fact  for  them  to  find  from  the  evidence,  whether  or  not 
the  defendant  was  concerned  with  Pike  in  using  the  machine. 
There  was  testimony  tending  to  show  a  common  cooperation 
in  working  the  machine  and  infringing  the  patent,  and  it 
belonged  to  the  jury  to  determine  the  credibility  and  weight 
of  that  evidence.  The  rule  laid  down  in  Wardt  v.  Center^  (3 
Johns.  271,)  that  the  verdict  of  a  jury  will  not  be  set  aside 
where  there  lias  been  evidence  on  both  sides  of  a  question  of 
fraud,  and  no  misdirection  as  to  the  law,  is  applied  with  like 
strictness  to  all  cases  of  tort.  {Jarvis  v.  Hatheway^  3  Johns. 
180.) 

A  new  trial  will  not  be  granted  in  any  case  unless  the  ver- 
dict is  clearly  without  evidence  or  against  the  weight  of  evi- 
dence. {Brown  v.  Wilde^  12  Johns.  454;  Trowbridge  v. 
Baker^  1  Cow.  2^1 ;  Lewis  v.  Payn^  4  Wend.  423 ;  Smith  v. 
Hicksj  5  Id.  48;  Alsop  v.  The  Coinmercial  Ins.  Co.^  1 
Sumn.  451.)  Nor  for  the  purpose  of  introducing  new  evi- 
dence to  points  before  in  controversy.  ( WiUiams  v.  Bald- 
xcin^  18  Johns.  489;  Dougldss  v.  Tousey^  2  Wend.  352; 
Cha^ield  v.  Lathrop^  6  Pick.  417.)  The  evidence  to  support 
the  action  in  this  case  was  not  very  full  or  direct,  and  the  cir- 
cumstances were  not  in  their  character  decisive  against  the 
defendant,  but  they  all  had  a  legal  bearing  upon  the  issue. 
The  testimony  offered  by  the  defendant  in  his  exoneration 
was  met  by  counteracting  facts,  and  we  think  the  jury  were 
well  warranted  in  drawing,  from  the  whole  evidence  (consid- 
ered together,  the  conclusion  which  they  adopted. 

New  trial  denied. 
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Stephen  R.  Parkiiuest 

vs. 

Israel  Kinsman  and  James  W.  IIale.     In  Equity. 

Under  Rule  67  in  Equity,  requiring  notice  to  be  giren  on  an  application  for  leave 
to  file  a  supplemental  bill,  it  is  not  necessary  that  the  petition  for  leave  should 
embrace  the  averments  iutended  to  be  inserted  in  the  supplemental  bill,  but 
only  that  it  should  advise  the  opposite  party  and  the  Court  of  the  ground  on 
which  the  relief  is  applied  for. 

All  that  the  Court  inquires  into,  on  such  a  petition,  is  to  see  whether  probable 
cause  exists  for  granting  the  leave,  and  whether  the  petition  states  facts  or 
circumstances  which,  if  properly  pleaded,  would  austain  a  supplemental 
bill. 

Where  the  original  bill  was  against  E.,  and  was  founded  mainly  on  an  agreement 
between  the  plaintiff  and  K.,  in  relation  to  a  machine  patented  to  the  former, 
which  gave  to  E.  the  right  to  make  and  vend  the  machines  on  certain  condi- 
tions, and,  on  filing  the  bill,  an  injunction  was  issued  against  K.,  prohibiting 
his  further  making  or  selling  the  machines :  Seld,  that  a  petition  alleging  that 
since  the  filing  of  the  bill  G.  had,  as  the  plaintiff  toas  iu formed  and  believed^ 
become  in  some  way  interested  in  the  machines,  and  was,  a<  the  jiaintiff 
believed,  acting  in  collusion  with  E.  in  making  and  vending  them,  and  repre- 
sented himself  as  so  interested,  was  sufficient  to  authorize  the  pUintiff  to  make 
G.  a  party  to  the  same  suit  by  supplemental  bill. 

Where  the  same  petition  asked  letfve  to  insert  in  a  supplemental  bill  new  matters 
in  regard  to  E. :  Heldy  that  although  most  of  them  would  be  proper  subjects 
of  amendment  to  the  original  bill,  and  could  not  lay  the  foundation  for  a  sup- 
plemental bill,  yet,  as  a  discovery  was  sought  from  E.  in  regard  to  particulars 
not  stated  in  the  original  bill,  and  E.  had  already  answered  that  bill,  the  leave 
ought  to  be  granted. 

Circumstances  stated  under  which  laches  will  not  be  imputed  to  the  plaintiff  as  a 
ground  for  denying  him  leave  to  file  a  supplemental  bill. 

(Befoie  Brts,  J.,  Southern  District  of  New  York,  January  25th,  1848.) 

This  was  an  application,  by  petition,  for  leave  to  file  a 
supplemental  bill,  making  one  Calvin  L.  Goddard  a  party  to 
the  suit,  and  adding  new  charges  against  the  defendant  Kins- 
man, based  partly  on  facts  which  had  occurred  since  the 
original  bill  was  filed,  and  partly  on  facts  existing  at  that 
time,  but  not  then  known  to  the  plaintiff,  and  also  an  amended 
prayer  for  a  Receiver.  No  additional  proceeding  was  prayed 
against  the  defendant  Hale.    Notice  of  the  application  was 
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served  on  Kinsman  and  Godftard,  and  they  opposed  it.  Kins- 
man objected  that  the  plaintiff  had  been  guilty  of  laches,  in 
not  speeding  the  cause,  as  a  plea  in  bar  to  the  bill,  and  an 
answer  supporting  the  plea,  had  been  filed  nearly  two  yeare 
before ;  and  that  it  was  unreasonable  to  allow  him  now  to 
introduce  new  averments  and  a  new  prayer,  and  thus  open 
and  enlarge  the  ^eld  of  litigation,  which  oitght  to  have  been 
closed  upon  the  pleadings  before  the  Court. 

'  The  original  bill  was  founded  mainly  upon  an  agreement 
between  the  plaintiff  and  Kinsman,  in  relation  to  a  burring 
machine  patented  to  the  plaintiff,  (see  ParJchurst  v.  Kins- 
man, 1  Blatchf.  C.  C,  It,  ^'^^  which  gave  to  Kinsman  the 
right  to  make  and  vend  the  machines  on  certain  conditions. 
A  provisional  injunction  was  granted  against  Kinsman,  on 
the  filing  of  the  bill,  prohibiting  his  further  making  or  sell- 
ing the  machines.  The  petition  now  alleged  that,  since  the 
bill  was  filed,  Goddard,  who  was  formerly  a  clerk  or  agent  of 
Kinsman's,  had,  as  the  plaintiff  was  informed  and  believed, 
become  in  some  way  interested  in  the  machines,  and  was,  as 
the  plaintiff  believed,  acting  in  collusion  with  Kinsman  in 
making  and  vending  them,  and  represented  himself  as  so 
interested,  and  was  issuing  circulars  to  invite  purchasers,  &c. 
Ooddard  objected,  that  the  cause  of  action  against  Kinsman 
set  up  in  the  bill  was  wholly  foreign  to  him,  being  based  on 
a  contract  between  those  parties,  and  seeking  redress  upon 
the  spirit  and  equity  of  that  contract,  with  which  he  was  in 
no  way  connected  in  terms,  and  in  which  he  had  no  interest ; 
that,  if  the  plaintiff  had  any  cause  of  action  against  him  for 
the  violation  of  the  patent,  the  remedy  was  by  an  action  for 
the  tort,  and  such  violation  had  no  connection  with  the  agree- 
ment set  up  in  the  bill. 

Seth  P.  Staples  and  George  Gifford,  for  the  plaintiff. 

James  W,  Gerard^  for  Goddard. 

Ambrose  Z.  Jordan^  for  Kinsman. 
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Bbtts,  J.  It  seemed  to  be  8U{^x)sed,  on  the  argument,  by 
the  counsel  for  the  defendant,  that  the  Supreme  Court,  in 
requiring,  by  Rule  57,  notice  to  be  given  on  an  application 
for  leave  to  file  a  supplemental  bill,  had  put  the  petition  upon 
the  footing  of  the  bill  itself  when  filed,  and  that  the  applica- 
tion could  be  defeated  by  showing  that  the  petition  did  not 
make  a  case  establishing  the  propriety  of  tile  bill,  and  the 
legal  liability  of  the  party  sought  to  be  brought  in,  to  the 
remedy  sought  by  the  suit  Such,  however,  is  not  the  eSeat 
of  the  rule.  It  does  not  essentially  change  the  practice  as  it 
before  existed.  In  England  and  in  tliis  State,  supplemental 
bills  were  allowed  to  be  filed  only  by  leave  of  the  Court; 
{Dan.  Oh.  Pt.  1655,  Am.  ed.  and  notes ;  Sanger  v.  Price,  2 
Paige,  333 ;  Lawrence  v.  Bolton,  3  Id.  294 ;)  and  the  Court, 
in  addition,  frequently  ordered  notice  to  be  given  of  the  ap- 
plication. (Eager  v.  Price,  2  Paige,  333.)  The  design  of 
notice  is  to  avoid  precipitation  and  a  needless  accumulation 
of  pleadings.  But  the  Court  inquires  no  further  than  to  see 
whether  probable  cause  exists  for  the  new  proceeding.  The 
petition,  accordingly,*  need  not  embrace  the  averments  intend- 
ed to  be  inserted  in  the  supplemental  bill,  but  need  only 
advise  the  opposite  party  and  the  Court  of  the  ground  on 
'which  the  relief  is  applied  for.  The  Court  may,  therefore, 
deny  leave  to  file  a  supplemental  bill,  and  yet  permit  an 
amendment  of  the  original  bill ;  and  this  ability  to  shape  and 
abridge  the  pleadings  may  be  the  reason  of  the  practice  which 
requires  the  assent  of  the  Court  to  the  filing  of  a  supple- 
mental bill.  In  my  opinion,  then,  all  that  the  Court  looks  to 
on  motions  of  this  description,  is  to  see  that  the  plaintiff 
states  facts  or  circumstances  whi«*-h,  if  properly  pleaded, 
would  sustain  a  supplemental  bill. 

The  allegations  in  the  petition  in  regard  to  Goddard  would, 
undoubtedly,  be  insufficient  as  averments  in  a  supplemental 
bill,  but  they  embrace  matters  which,  if  well  pleaded,  may 
charge  him  as  a  party  to  the  suit.  The  Court  will  not  decide 
this  motion  on  tbe  technical  rules  applicable  to  a  demurrer. 
The  petition  is  sufficiently  definite  in  charging  that  Goddard 
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has  become  connected  with  the  subject-matter  of  the  suit 
against  Kinsman  since  the  original  bill  was  filed,  and  is,  in 
that  connection,  doing  those  acts  in  relation  to  the  interests 
of  the  plaintiff  which  this  Court,  by  injunction,  has  restrained 
Kinsman  from  doing;  and  that  is,  in  substance,  sufficient, 
according  to  all  the  authorities,  to  authorize  the  plaintiff  to 
bring  Goddard  before  the  Court,  in  the  same  suit,  to  answer 
for  his  proceedings.  On  these  points,  the  plaintiff  is  entitled 
to  a  discovery  from  Goddard.  It  is  a  mistake  to  construe  the 
petition  as  setting  up,  as  the  ground  of  complaint,  an  inde- 
pendent infringement  by  Goddard  of  the  plaintiff's  rights 
under  his  patent.  Its  bearing  and  manifest  intent  is  to  charge 
on  Goddard  a  combination  with  Kinsman,  and  an  acting  in 
concert  with  him  to  defeat  the  right  the  plaintiff  has  to.  re- 
strain Kinsman  on  the  equities  of  the  original  bilL  It  is 
enough,  on  this  motion,  to  allege  such  concert  and  combina- 
tion on  information  and  belief,  whether  such  a  charge  would 
or  would  not  be  sufficient  in  the  bill  itself.  The  leave  prayed 
for  must,  therefore,  be  granted  in  respect  to  Goddard. 

Most  of  the  matters  sought  to  be  inserted  in  the  supple- . 
mental  bill  in  respect  to  Kinsman  would  be  proper  subjects 
of  amendment  to  the  original  bill,  and  could  not  lay  the 
foundation  for  a  supplemental  bill.  (1  IIqf^>  Ok.  Pr.  393, 
398  ;  Stonfs  Eq,  PL  §  333.)  But,  as  a  discovery  is  sought 
from  Kinsman  in  regard  to  particulars  not  stated  in  the  origi- 
nal bill,  and  an  answer  to  that  has  been  already  put  in  by 
him,  the  course  of  practice  will  justify  the  filing  of  a  new 
bill.     {Mitf.  PL  62,  '6d  Amer.  ed.  99,  and  note,) 

The  laches  imputed  to  the  plaintiff,  in  not  pushing  forward 
his  suit  since  Kinsman's  plea  and  answer  were  put  in,  might 
perhaps  call  for  a  fuller  excuse,  before  the  Court  would  allow 
the  plaintiff  to  change  the  issues  by  amending  the  original 
bilL  Even  then,  however,  the  objection  would  not  stand 
upon  the  ground  of  any  essential  injury  to  the  defendant  to 
arise  from  permitting  such  amendment,  for  it  is  not  shown 
that  any  proofs  have  been  taken  by  either  party  under  the 
issues,  or  that  the  defendant  has  availed  himself  of  his  privi- 
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lege  under  our  practice  of  speeding  the  cause.  But  a  supple- 
mental bill  may  be  filed  at  any  stage  of  a  cause,  even  after 
decree  rendered,  {Story^a  Eq,  PI,  §  338,)  and  the  nature  of 
the  present  litigation  would  induce  the  Court  to  lend  all  rear 
sonable  aid  to  have  every  dispute  between  the  parties  in 
respect  to  their  rights  as  involved  in  it,  definitively  settled, 
and  to  leave  nothing  to  be  called  up  and  pursued  hereafter. 
Upon  these  considerations,  I  shall  authorize  the  supplemental 
bill  to  be  filed  as  prayed  for,  with  the  insertion,  as  against 
Kinsman,  of  the  allegations  referred  to  in  the  petition,  and 
which  might  not,  if  brought  forward  by  themselves,  justify 
more  than  an  order  for  amendment. 


Stephen  R.  Parkhurst 
Israel  Kinsman  and  James  W.  Hale.    In  EgurrY. 

A  plaintiff,  in  moving  for  an  attachmeot  against  a  defendant  for  contempt  of 
Court  in  not  obeying  an  injunction,  must  state,  in  the  proofs  on  which  the 
application  is  founded,  the  specific  acts  of  omission  or  commission  which  con- 
stitute tlie  aliped  contempt. 

When,  in  such  a  proceeding,  the  defendant  is  ordered  to  answer  interrogatories 
to  be  filed,  such  interrogatories  must  be  limited  to  the  particular  offences  so 
alleged,  and  must  not  inquire  in  regard  to  matters  not  charged  specifically  in 
such  proofs. 

Nor  can  the  plaintiff  require  the  defendant  to  answer  interrogatories  as  to  partic- 
ulars which  are  charged  on  information  and  belief,  and  are  not  established  by 
direct  evidence.  ^ 

Interrogatories  which  were  unauthorized  having  been  demurred  to  by  the  defend- 
ant, and  he  having  answered  taking  issue  upon  others :  HtXd^  that  he  was 
entitled  to  recover  his  costs  on  the  demurrer,  but  the  enforcement  of  the 
costs  was  stayed  until  the  issues  on  the  interrogatories  answered  should  be 
disposed  of. 

Hdd^  also,  that  the  proper  mode  of  proof  on  such  issues  was  by  testimony  taken 
orally  before  a  Master. 

(Before  Betts,  J.,  Southern  District  of  New  York,  February  16th,  1848.) 
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x\ji  injunction  having  been  granted  against  the  defendant 
Kinsman,  on  the  filing  of  the  bill,  restraining  the  sale  by  him 
of  certain  machines  constructed  according  to  a  certain  patent 
issued  to  the  plaintiff,  (see  Parkhurst  v.  Kinsinan^  1  Blatchf, 
C,  C,  It.  488,  and  ante^  p,  72,)  it  was  served  upon  him,  and 
afterwards,  on  the  filing  of  aftidavits  charging  a  violation  of 
the  injunction  by  sales  of  the  machines,  an  attachment  was 
issued  against  him.  On  his  arrest,  twenty-five  interrogatories 
were  filed  by  the  plaintiff.  To  two  of  the  interrogatories 
and  part  of  a  third  the  defendant  answered,  taking  issue  on 
them.  He  in  substance  denied  or  alleged  matter  in  avoid- 
ance of  a  fourth,  and  demuiTcd  to  twenty-two  and  part  of 
another.  The  only  interrogatories  which  related  directly  to 
the  specific  acts  of  contempt  on  the  part  of  the  defendant,  in 
violation  of  the  injunction,  which  were  charged  in  the  aflida- 
vits  for  the  attachment,  were  two  of  those  on  which  the  de- 
fendant took  issue.  Three  of  the  interrogatories  demurred 
to  inquired  as  to  collections  and  receipts  of  money  by  the 
defendant  generally,  from  sales  of  the  patented  machine,  but 
did  not  apply  directly  to  the  collections  and  receipts  on  the 
sales  specified  in  the  said  aftidavits.  The  questions  arising  as 
to  the  proper  mode  of  procedure  on  the  issues  of  fact  so 
joined  and  the  demurrers  so  taken,  were  now  argued. 

James  TT.  Oerard^  for  the  defendant. 

Seih  P.  Staples  and  Oeorge  Giffordy  for  the  plaintiff. 

The  Couet  held :  1.  The  proper  mode  of  proof  by  the 
parties  on  the  facts  in  issue  between  them  in  this  case,  is  by 
testimony  taken  orally  before  a  Master. 

2.  It  is  incumbent  on  a  plaintiff,  in  moving  for  an  attach- 
ment against  a  defendant  for  contempt  of  Court  in  not  obey- 
ing its  process  of  injunction,  to  state,  in  the  proofs  on  .which 
the  application  is  founded,  the  specific  acts  of  omission  or 
commission  on  the  part  of  the  defendant  which  constitute  the 
alleged  contempt. 
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3.  When,  in  such  a  proceeding,  the  defencjant  is  ordered 
by  the  Court  to  answer  interrogatories  to  be  filed  by  the 
plaintiff,  such  interrogatories  must  be  limited  to  the  particu- 
lar offences  so  alleged  against  the  defendant ;  and  it  is  not 
competent  for  the  plaintiff  to  file  interrogatories  inquiring  in 
regard  to  matters  not  charged  specifically  against  the  defend- 
ant in  the  proofs  furnished  on  the  application  for  the  attach- 
ment. 

4.  The  plaintiff  is  not  entitled  to  require  the  defendant  to 
answer  interrogatories  as  to  particulars  which  are  charged  on 
the  information  and  belief  of  the  plaintiff  or  of  other  wit- 
nesses, and  are  not  established  by  direct  evidence. 

5.  The  several  interrogatories  demurred  to  by  the  defend- 
ant are  unauthorized  by  law,  and  are  bad  in  substance ;  and 
the  defendant  must  be  exonerated  from  answering  them,  and 
is  entitled  to  recover  against  the  plaintiff  his  costs  on  the 
demurrers  to  be  taxed,  but  the  enforcement  of  such  costs 
must  be  stayed  until  the  matters  in  issue  between  the  parties 
on  the  interrogatories  answered  shall  have  been  disposed  of. 

6.  There  must  be  a  reference  to  a  Master  to  take  the  proofs 
of  the  respective  parties  upon  the  issues  joined,  and  report 
the  same  to  the  Coiirt  with  all  convenient  speed. 


Stephen  E.  Parkhtjrst 
Israel  Kinsman  and  others.    In  Equity. 

Where,  on  the  filing  of  a  bill  against  K.  to  restrain  him  from  violating  the  plain-, 
tiflf^s  patent,  a  provisional .  injunction  was  granted,  and  afterwards  the  Court 
allowed  a  supplemental  bill  to  be  filed,  bringing  in,  as  a  party  to  the  suit,  6., 
who  it  was  alleged  had  become  interested  in  the  subject-matter  of  the  suit 
since  its  commencement,  and  also  allowed  new  charges  in  regard  to  K.  to  be 
iuserted  in  the  supplemental  bill,  so  as  to  embrace  transactions  not  covered  by 
the  injunction  :  ffel  2  that,  as  the  transactions  of  E.  set  forth  in  the  supple- 
mental bill  were  of  the  same  character  with  those  first  et^'oincd,  the  injunction 
must  be  extended  so  as  to  include  them. 
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It  appearing  that  G.,  who  was  so  made  a  party  by  supplemental  bill,  was  the  clerk 
of  K.  from  the  commencement  of  the  suit  to  the  bearing  of  the  application  for 
the  ii\junction  against  E.,  and  knew  of  the  existence  of  the  suit  and  of  the 
proceedings  for  the  i^j[unction,  and,  on  the  day  the  application  was  heard, 
became  as^nee  of  K.  of  his  rights  in  litigation  in  the  suit :  Held,  on  a  motion 
for  a  provisional  injunction  against  G.,  that  he  took  the  subject-matter  assigned 
to  him,  with  no  higher  ov  other  rights,  as  respected  the  plaintiff,  than  K.  pos- 
sessed, but  was  chargeable  with  the  liabilities  of  K.,  and  did  not  stand  before 
the  Ck>urt  as  an  independent  infringer. 

ffeldy  further^  that  as  G.  was  a  sheer  volunteer  in  the  controversy,  and  the  mere 
sabslitute  for  K.,  the  like  injunction  as  against  K.,  must  issue  against  him,  and 
that  he  could  not  be  allowed  to  give  security  and  keep  an  account  till  the 
hearing. 

The  peril  of  a  fund  in  litigation  is  cause  for  the^  interference  of  the  Court  to 
secure  and  protect  it  by  the  appointment  of  a  Receiver. 

(Before  Bbtts,  J.,  Southern  District  of  New  York,  March  11th,  1848.) 

In  pursuance  of  the  leave  granted,  {ante^  p.  72,)  a  supple- 
mental bill  was  filed  in  this  case,  making  Calvin  L.  Goddard 
a  defendant,  and  enlarging  the  charges  in  the  original  bill 
against  the  defendant  Kinsman,  so  as  to  embrace  transactions 
of  his  not  covered  by  the  injunction  originally  awarded 
against  him.  On  the  supplemental  bill  and  proofs  offered  in 
support  of  its  allegations,  the  plaintiff  now  moved  for  an 
injunction  against  both  Kinsman  and  Goddard,  and  also  for 
a  Receiver,  to  collect  and  hold  the  outstanding  moneys  pay- 
able to  them,  and  which  were  the  subject  of  litigation  in  the 
suit.  The  material  facts  appearing  on  the  motion  are  stated 
in  the  opinion  of  the  Court. 

Seth  P.  Staples  and  George  Gifford^  for  the  plaintiff. 

Jomies  W.  Gerard,  for  the  defendants.  ^. 

Betts,  J.  As  the  transactions  of  Kinsman,  set  forth  in 
the  supplemental  bill,  are  of  the  same  character  with  those 
heretofore  enjoined,  they  come  witlnn  the  scope  of  the  for- 
mer injunction,  and  it  must  be  extended  as  to  him  so  as  to 
include  them. 

It  is  contended  that  Goddard's  case  stands  on  independent 
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ground,  and  that  he  is  entitled  to  make  an  original  defence 
to  the  plaintiff's  motion,  on  its  merits.  lie  claims  the  privi- 
leges of  a  hona-fide  purchaser  from  Kinsman  of  his  interest 
in  the  tools  and  materials  for  the  manufacture  of  the  ma- 
chines in  question,  and  insists  that  the  plaintiff  cannot  ask 
the  equitable  interposition  of  the  Coufrt  against  him,  except 
upon  the  ground  of  his  being  an  infringer  of  the  plaintiff's 
patent ;  and  that,  as  to  that  charge,  he  is  entitled  to  defend 
himself,  without  regard  to  the  condition  of  Kinsman,  who,  as 
was  held  by  the  Court  on  the  granting  of  the  original  injunc- 
tion, was  precluded,  by  his  agreements,  from  denying  the 
validity  of  the  patent.  But  I  think  that  Goddard  is  not  enti- 
tled to  these  groimds  of  defence,  and  that  he  stands  before 
the  Court,  at  this  stage  of  the  action,  chargeable  with  the  lia- 
bilities of  Kinsman,  and  in  no  respect  entitled  to  a  liigher  or 
different  order  of  defence. 

The  original  bill  rested  on  two  grounds :  the  right  of  the 
plaintiff  as  patentee,  and  the  special  agreements  made  with 
him  by  Kinsman,  as  part  owner  of  the  patent,  in  relation  to 
its  use  and  enjoyment ;  alleged  a  violation  of  the  plaintiff's 
rights  in  both  respects ;  and  demanded  the  restraining  of 
Kinsman  from  the  further  use  .of  the  invention,  and  a  dis- 
covery and  account  from  him  in  respect  to  his  past  doings 
under  the  agreements.  On  all  these  points  the  decision  of 
the  Court,  on  the  motion  for  tlie  injunction,  was  in  favor  of 
the  plaintiff. 

Goddard,  from  the  commencement  of  this  suit  to  the  close 
of  the  application  for  the  injunction,  was  the  clerk  of  Kins- 
man, keeping  his  books,  and  knowing  his  transactions  under 
the  agreements,  and  was  personally  cognizant  of  the  existence 
of  the  suit,  having  furnished  his  own  affidavit  on  behalf  of 
Kinsman  to  resist  the  application,  and  attended  in  Court 
during  the  hearing.  On  the  very  day  the  argument  closed, 
Goddard  became  assignee  of  Kinsman  of  all  the  rights  of 
the  latter,  and  now  sets  up  that  assignment  as  his  protection. 
The  order  of  the  Court  granting  the  injunction  was  made 
two  days  afterwards.     Here,  then,  the  interest  of  Gtxidard 
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was  acquired,  not  only  ^pendente  lite,  in  the  ordinary  sense 
of  the  phrase,  but  with  a  full  knowledge  in  fact  of  the  nature 
and  state  of  the  litigation,  and  after  some  degree  of  personal 
participation  in  it;  and,  on  well-settled  principles,  he  took 
the  subject-matter  assigned  to  him,  with  no  higher  or  other 
rights,  as  respected  the  plaintiff,  than  Kinsman  possessed. 
{Stort/'s  Eq.  PI  §§  156,  342;  2  Story's  Eq.  Juris,  §  908.) 
To  uphold  such  a  transaction  would,  in  the  language  of 
Chancellor  Walworth,  enable  parties,  by  successive  assign- 
ments, to  render  a  litigation  interminable.  {Sedgwick  v. 
Cleaveland^  7  Paige,  287.)  The  plaintiff  here  might  have 
enforced  his  decree  against  Goddard,  without  any  new  pro- 
ceedings, (3  Dan,  Ch,  Pr,  1894,)  but  he  hud  also  the  option 
to  bring  him  into  the  cause  as  a  party,  by  supplemental  bill, 
and  there  was  reasonable  cause  for  so  doing,  in  order  to  en- 
force an  account  against  him,  and  have  the  additional  remedy 
of  a  Receiver  as  to  outstanding  moneys  on  sales  made  by 
him. 

The  Court  was  most  strenuously  urged  not  to  make  the 
injunction  peremptorj'  against  Goddard,  and  thus  completely 
close  his  business,  and  involve  him  in  ruinous  losses.  At  first, 
I  was  inclined  to  seek  some  mode,  by  exacting  security  and 
the  keeping  of  an  account,  by  which  his  operations  might  be 
continued  till  the  final  hearing.  But,  upon  the  whole,  as  he 
is  sheerly  a  volunteer  in  the  controversy,  and  intermeddled 
in  the  business  after  the  decision  of  the  Court  in  Kinsman's 
case  was  known,  he  in  truth  stands  before  the  Court  charge- 
able in  every  particular  with  the  liability  of  Kinsman  him- 
self to  submit  to  that  decision,  and  cannot  justly  claim  any 
exemption  from  its  full  design  and  effect.  Most  assuredly 
Kinsman  would  not  be  permitted  to  resume  the  manufacture 
of  the  machines,  until  the  dissolution  of  the  injunction ;  and 
Goddard  stands  in  no  other  light  than  his  substitute,  acting 
with  full  knowledge  of  the  decision  of  the  Court,  and,  in 
many  instances,  as  appears  by  the  proofs,  professedly  continu- 
ing operations  in  the  name  and  under  the  authority  of  Kins- 
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man.     Under  these  circiunstances,  an  injunction  must  be 
issued  against  Goddard,  as  prayed  for. 

A  p^:oper  case  is  established  against  both  defendants  for  the 
appointment  of  a  Receiver.  It  is  shown  that  both  of  them 
have  debts  outstanding  to  a  very  large  amount,  for  machines 
sold  by  them  since  the  granting  of  the  former  injunction. 
The  plaintiff,  if  his  right  is  finally  established,  will  be  enti- 
tled to  a  large  part  of  these  moneys,  and  both  defendants  are 
proved  to  be  irresponsible  in  their  circumstances.  The  peril 
of  a  fund  in  litigation,  is  cause  for  the  interference  of  the 
Court  to  secure  and  protect  it  by  the  appointment  of  a  Re- 
ceiver. {Edwa/rds  on  Receivers j  chap.  1 ;  3  Dan.  Ch.  Pr. 
1667  to  1669^  1949  to  1965';  2  Stori/s  Eq.  Juris.  §§  829, 831.) 


Isaac  D.  Baeeb  and  Charles  Scbibneb 

vs. 

John  S.  Taylor.     In  EQumr. 

Under  the  copyright  Act  of  February  8d,  1831,  (4  U.  8.  Stat,  at  Large,  436,)  the 
deposit  of  the  title-page  in  the  proper  clerk's  office,  the  publication  of  notice 
accordhig  to  the  Act,  and  the  delivery  of  a  copy  of  the  book,  are  indispensable 
conditions  precedent  to  a  title  to  a  copyright. 

Where  the  title-page  of  a  book  was  deposited  in  1846,  and  the  notice  of  the 
entry,  as  printed  in  the  copies  of  the  book,  stated  the  entry  to  have  been  made 
in  1847 :  Held  that,  under  §  6  of  the  Act,  the  error  was  fatal  to  the  title. 

Whether  the  error  arose  from  mistake  or  not,  makes  no  difference. 

A  sale  of  a  book  naturally  imports  publication,  and  the 'presumption  is,  that  the 
purchaser  exercised  his  right  to  know  the  contents  of  the  book  and  to  make 
them  known  to  others,  and  that  an  actual  publication  followed  the  sale. 

Hence,  where  copies  of  a  book  were  sold  prior  to  the  date  of  the  deposit  of  a 
copy  of  the  title-page :  Held,  that  such  sale  was  evidence  of  a  publication  of 
the  book  at  the  time  of  the  sale. 

And,  where  a  printed  copy  of  the  book,  then  complete,  was  deposited  in  the 
clerk's  office  at  the  same  time  the  title-page  was  deposited  there :  Hdd,  that 
these  facts,  in  Connection  with  the  fact  of  such  prior  sale,  warranted  the  infer- 
ence of  an  actual  publication  of  the  book  prior  to  the  date  of  such  deposit. 

Under  §  4  of  the  Act,  a  person  is  not  entitled  to  the  benefit  of  a  copyright, 
unless  he  deposits  the  title-page  before  the  publication  of  the  book. 

(Before  Betts,  J.,  Southern  District  of  New  York,  March  20th,  1848.) 
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Thi8  was  an  application  for  a  provisional  injunction  to  re- 
strain the  defendant  from  infringing  an  alleged  copyright  of 
the  plaintiffs  to  a  book  entitled  "  The  Sacred  Mountains,  by 
J.  T.  Headley,  author  of  Napoleon  and  his  Marshals,  etc. : 
Illustrated,"  The  bill  alleged,  that  the  plaintiffs,  being  sole 
owners  of  the  said  work,  which  was  composed  and  written 
by  said  Headley,  but  had  not  then  been  published,  on  the 
10th  of  November,  1846,  deposited  in  the  office  of  the  clerk 
of  the  District  Court  for  the  Southern  District  of  New  York, 
a  printed  copy  of  the  title-page  of  the  book,  and  on  the  same 
day  delivered  to  the  said  clerk  a  printed  copy  of  the  book 
itself ;  and  that,  previous  to  its  publication,  they  caused  to  be 
printed  on  the  page  immediately  following  the  title-page,  in 
each  copy  published :  "  Entered  according  to  the  act  of  Con- 
gress, in  the  year  1847,  by  Baker  &  Scribner,  in  the  Clerk's 
Office  of  the  District  Court  of  the  Southern  District  of  New 
York."  The  bill  alleged  that  the  year  1847  was  printed  by 
mistake  for  1846. 

The  defendant  opposed  the  application,  on  an  affidavit  of 
his  own,  stating  that,  at  the  time  the  title  of  the  book  was 
deposited^  he  was  a  clerk  of  the  plaintiffs,  and  made  known 
to  them  the  said  error  in  the  imprint  before  the  book  was 
published,  but  that  they  declined  having  it  corrected ;  and 
that  he  personally  knew  that  the  plaintiffs,  by  themselves  and 
their  clerks,  sold  divers  copies  of  the  book  prior  to  the  10th 
of  November,  1M6. 

Seth  P.  Stapl^y  for  the  plaintiffs. 

Hiram  P,  Hastings^  for  the  defendant. 

Betts,  J.  The  Act  of  Congress,  entitled  "  An  Act  to  amend 
the  several  Acts  respecting  copyrights,"  passed  February  3d, 
1831,  (4  U.  S.  Stat,  at  Large^  436,)  embodies  the  provisions 
of  the  Acts  of  May  31st,  1790,  and  of  April  29th,  1802,  on 
the  subject,  and  imposes  <5n  persons  claiming  the  privilege  of 
a  copjTight  the  same  duties  and  liabilities  which  attended 
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the  right  under  the  prior  statutes.  It  is  quite  useless  to  go 
into  the  general  learning  appertaining  to  the  subject,  or  to 
state  at  large  the  decisions  rendered  in  Great  Britain  under 
the  English  statutes.  The  Supreme  Court  of  the  United 
States,  in  the  case  of  'Wheaton  v.  Peters^  (8  Peters^  ^91,) 
has  given  an  exposition  of  our  statutes,  which  is  obligatory 
on  this  Court,  and  essentially  covers  the  main  question  raised 
on  this  motion.  The  principle  declared  by  that  decision  is, 
that  imder  the  laws  of  the  United  States  a  copyright  title 
is  not  perfected  without  a  strict  compliance  with  the  pro- 
visions of  the  statute.  ,  Those  requirements  which,  in  Eng- 
land, are  generally  regarded  as  directory,  and  not  ajs  condi 
tions  precedent  to  title,  (1  Da7i.  Ch,  Pr,  419;  Curtis  on 
Cojpyrightj  198,  205 ;  Godson  on  Pat.  211,)  are,  under  our 
laws,  important  and  indispensable  pre-requisites  to  a  perfect 
title.  Depositing  the  title-page  in  the  proper  clerk's  office, 
publishing  a  notice  according  to  the  Act,  and  delivering  a 
copy  of  the  book,  are  held  to  be  conditions,  the  performance 
of  which  is  essential  to  the  title.  On  that  authority,  I  think 
the  point  is  placed  beyond  question,  that  the  failure,  in  the 
present  case,  to  publish  the  notice  demanded  by  the  Act,  in 
the  manner  directed,  creates  a  fatal  defect  in  the  plaintiffs' 
title.  Even  though  the  failure  to  publish  the  statutory  notice 
arose  from  mistake,  this  Court  would  have  no  power  to 
accept  the  intention  of  the  party,  in  place  of  a  performance, 
any  more  in  respect  to  the  insertion  of  that  notice  on  the 
proper  page,  than  in  respect  to  the  deposit  of  the  title  of  the 
book. 

But  there  was  no  mistake  in  this  case.  The  plaintiffs  knew 
of  the  error  before  the  book  was  published.  They,  however, 
regarded  it  as  trivial,  and  not  worth  the  expense  and  trouble 
of  correction.  But  Congress,  in  the  5th  section  of  the  Act 
of  1831,  have  seen  fit  to  make  the  copyright  dependent 
upon  the  particular  act  of  giving  the  notice,  and,  to  mark 
its  importance,  the  statute  sets  forth  the  words  in  which  the 
notice  shall  be  given.  The  direction  must  be  strictly  com- 
plied witL 
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The  affidavit  of  the  defendant,  which,  on  a  motion  for  an 
mjnnction,  is  competent  evidence  against  the  oath  of  the 
plaintiffs  to  the  bill,  proves  sales  of  the  work  by  the  plaintiffs 
prior  to  the  10th  of  Isovember,  1846,  when  the  title  of  the 
book  was  deposited.  It  is  argued  for  the  plaintiffs,  that  these 
alleged  sales  were  only  consignments  of  the  work  in  advance 
of  the  publication,  and  that  publication,  by  putting  the  book 
ill  circulation,  was  not  made  until  after  the  date  of  the  deposit 
of  the  title.  There  is  no  proof  to  support  this  version  of  the 
facts.  A  sale  naturally  imports  publication.  The  purchaser 
having  the  right  to  know  the  contents  of  the  book,  and  make 
them  known  to  others,  no  presumption  can  be  raised  that  the 
right  was  not  exercised,  or  that  an  actual  publication  did  not 
follow  the  sale.  On  the  contrary,  the  presumption  is  the 
other  way.  And  the  inference  is  strong,  that  actual  publica- 
tion was  made,  as  sworn  to'  by  the  defendant,  anterior  to  the 
10th  of  November,  from  the  fact  that  a  printed  copy  of  the 
work,  then  complete,  was  on  that  day  deposited  in  the  clerk's 
office,  the  deposit  of  the  book,  complete  for  circulation,  and 
the  deposit  of  the  title  being  simultaneous  acts.  The  4th 
section  of  the  act,  in  express  words,  denies  all  benefit  to  a 
person,  under  the  act,  imless  he  shall,  before  the  publication 
of  his  work,  deposit  the  title-page,  &c. 

The  plaintiffs  have  failed  to  sliow  themselves  entitled  to  the 
injunction  prayed  for. 


"William  Van  Hook 
John  Peitoleton  and  Jonathan  Leach.     In  EamrY. 

The  principles  wliich  govern  the  practice  of  the  United  States  Courts  in  Equity, 

considered. 
The  practice  as  to  examining  witnesses  in  suits  in  Equity,  considered. 
The  Clrcait  Courts  of  the  United  States  have  power  to  appoint  Examiners  in  suits 

in  Equity. 
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It  is  a  matter  of  discretidn  whether  such  Examiners  shall  be  standing  Examiners, 
or  be  designated  as  the  occasion  arises  for  their  services  in  any  cause. 

Where  the  plaintiff  in  a  suit  in  Equity  proceeded,  after  the  cause  was  at  issue,  to 
take  proofs  before  one  of  the  standing  Examiners  of  the  Court,  without  his 
having  been  specially  appointed  as  Examiner  or  Commissioner  in  the  tuU: 
Held,  that  the  Examiner  was  competent  to  take  the  evidence. 

An  oral  examination  before  an  Examiner,  without  any  agreement  between  the 
parties  to  waive  written  interrogatories,  is  irregular. 

Such  agreement  ought  to  be  in  writing. 

But,  where  a  party  has  due  notice  that  such  an  oral  examination  is  to  be  taken 
or  has  been  taken,  and  acquiesces  in  it,  he  waives  his  right  to  require  written 
interrogatories. 

Where,  more  than  ten  months  after  such  an  oral  examination,  and  nearly  five 
months  after  publication,  the  defendant,  who  had  due  notice  of  the  tune  and 
place  of  the  examination,  moved  to  set  the  proof?  aside  because  they  were  not 
taken  on  written  interrogatories :  Held,  that  he  was  guilty  of  laches,  and  that 
it  was  too  late  for  him  to  raise  the  objection. 

Under  Rule  78  of  the  Rules  in  Equity  of  1842,  it  is  a  matter  of  discretion  with 
the  Court  whether  it  will  or  will  not  stay  the  proceedings  in  a  cause  to  allow  a 
party  to  cross^xamine  or  take  a  new  deposition  of  a  witness  already  examined 
by  deposition  for  the  opposite  party  under  §  30  of  the  Act  of  September  24th, 
1789,  (1  IT,  8.  Stat,  at  Large,  88.) 

The  practice  in  taking  depositions  under  that  Act,  considered. 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  April  4th,  1848.) 

This  was  a  siiit  in  Equity  for  an  account  and  an  injunction 
for  tKe  infringement  of  Letters  Patent.  After  the  cause  was 
at  issue,  tlie  plaintiff  proceeded  to  take  proofs  before  one  of 
the  standing  Examiners  of  the  Court,  without  his  having 
been  specially  appointed  as  Examiner  in  the  cause,  or  as 
commissioner  therein ;  and  the  testimony  was  taken  before 
him  upon  oral  examination  and  not  by  written  interroga- 
tories. The  defendants  had  written  notice,  previous  to  the 
examination,  of  its  time  and  place,  and  of  the  names  of  the 
witnesses  to  be  examined.  There  was  no  written  stipulation 
between  the  parties  that  the  testimony  should  be  taken  on 
oral  examination.  The  defendants  now  moved  to  set  aside 
the  proofs  for  irregularity.  The  testimony  was  taken  more 
than  ten  months  previous  to  the  motion,  and  the  depositions 
were  filed  in  the  clerk's  office  nearly  five  months  before  the 
motion. 
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The  plaintiff  also  took  depositions,  under  the  Act  of  Sep- 
tember 24th,  1789,  (1  U.  8,  Stat  at  Large,  88,  §  30,)  of  wit- 
nesses residing  more  than  one  hundred  miles  from  the  place 
of  holding  the  Court  Such  depositions  were  taken  in  differ- 
ent States,  and  at  places  remote  from  each  'other,  and  more 
than  one  hundred  miles  from  the  defendants.  Prior  to  tak- 
ing them,  the  plaintiff  gave  notice  to  the  defendants  of  the 
names  and  places  of  residence  of  the  witnesses  intended  to 
be  examined  in  that  way,  and  also  notified  them  that,  if  they 
would  designate  agents  at  those  places  on  whom  fuller  notices 
could  be  served,  the  particular  times  and  places  of  the  sev- 
eral examinations  should  be  communicated  to  them,  as  soon 
as  the  officers  who  were  to  take  the  depositions  should  fix  such 
times  and  places.  The  defendants  refused  to  designate  any 
agents,  and  declined  taking  any  part  in  the  proceedings.  The 
plaintiff  took  the  depositions  without  serving  any  further 
notice  on  the  defendants,  and  without  their  being  present 
The  defendants  now  moved  for  leave  to  cross-examine  the 
witnesses  whose  depositions  had  been  so  taken,  and  that  the 
hearing  be  stayed  for  that  purpose. 

Edwin  W.  Stoughton^  for  the  defendants. 

Seth  P.  Staples  and  Oe^ge  C.  Ooddard^  for  the  plaintiff. 

Betts,  J.  (1.)  Under  the  first  motion  now  made,  it  is  in- 
Bisted  that  the  Eules  in  Equity  adopted  by  the  Supreme 
Court  in  1842,  (1  How.^  regulate  the  entire  subject  of  taking 
testimony  in  suits  in  Equity,  and  exclude  all  modes  of  taking 
proof  other  than  such  as  are  prescribed  by  those  rules  ;  that 
they  authorize  proofs  to  be  taken  by  an  Examiner,  only  when 
he  is  specifically  appointed  in  the  cause ;  and  that  the  parties 
must  proceed  by  written  interrogatories,  unless  they  mutually 
consent  to  an  oral  examination. 

It  will  tend  to  a  clearer  view  of  the  subject,  to  recapitulate 
briefly  the  principles  governing  the  practice  of  the  United 
States  C!ourts  in  Equity.   The  2d  section  of  the  Act  of  Septem- 
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ber  29th,  1789,  (1  U,  S.  Stat,  at  Large,  93,)  declared,  that  the 
forms  and  modes  of  proceedings  in  causes  of  Equity  juris- 
diction should  be  according  to  the  course  of  the  civil  law. 
Modes  of  proceeding^  or  processes^  comprehend  the  entire 
practice  applicable  to  the  subject.  ( Waymun  v.  Southard, 
10  Wheat  1 ;  BarJc  of  the  United  States  v.  Halstead,  Id. 
51.)  The  2d  section  of  the  Act  of  May  8th,  1792,  (1  U.  S. 
Stat,  at  Large,  276,)  limited  the  terms  of  the  direction  in  the 
Act  of  1789,  in  respect  to  proceedings  in  Equity,  by  declar- 
ing that  they  should  be  conformable  "  to  the  principles,  rules 
and  usages  which  belong  to  Courts  of  Equity,  as  contradistin- 
guished from  Courts  of  Common  Law."  This  Act  has  always 
been  understood  to  adopt  the  principles,  rules  and  usages  of 
the  Court  of  Chancery  in  England,  subject  to  alterations  by 
the  United  States  Courts.  {Manro  v.  Almeida,  10  Wheat. 
4:73 ;  Hinde  v.  Vattier,  5  Peters,  398 ;  EuU  7  of  Suprems 
Court,  Aug.,  1791 ;  Rule  33  in  Equity,  March,  1822 ;  BvZe 
90  in  Equity,  March,  1842.)  The  terms  of  the  rule  last 
cited  are :  "  In  all  cases  where  the  rules  prescribed  by  this 
Court,  or  by  the  Circuit  Court,  do  not  apply,  the  practice  of 
the  Circuit  Court  shall  be  regulated  by  the  present  practice 
of  the  High  Court  of  Chancery  in  England,"  &c.  It  is 
obvious,  therefore,  that  the  code  of  rules  adopted  by  the 
Supreme  Court  was  not  intended#to  exclude,  by  implication, 
other  rules  and  usages  of  the  Circuit  Courts,  but  that  the 
operation  and  effect  of  that  code  are  limited  to  the  specific 
regulations  which  it  makes. 

Three  points  of  inquiry,  therefore,  arise :  1.  What  were 
the  usage  and  practice  of  this  Court  in  taking  proofs  in  causes 
in  Equity,  when  the  rules  in  Equity  of  March,  1842,  were 
promulgated  ?  2.  What  was  then  the  practice  in  the  English 
Chancery  %  3.  What  express  regulation  is  made  on  the  sub- 
ject by  tibose  rules  ? 

The  first  published  rules  of  this  Court  were  promulgated 
October  27th,  1828.  Rule  60  of  those  rules  appointed  a 
Master  and  Examiner  in  Chancery  in  causes  depending  on 
the  Equity  side  of  the  Court,  but  no  other  regulation  in  re- 
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spect  to  Chancery  practice  was  adopted.  Accordingly,  the 
course  of  procedure  in  Eqaity  suits  was  governed  by  the  rules 
of  the  Supreme  Couil;  and  the  English  practice.  Rule  73, 
adopted  on  the.  15th  of  Januarj^,  1833,  provided,  that  "  if  a 
general  commission  is  not  issued  pursuant  to  the  25th  rule  " 
in  Equity  "  of  the  Supreme  Court,"  (of  1822,)  "  within  ten 
days  after  replication  filed,  either  party  may  give  notice  of 
the  examination  of  witnesses  before  the  standing  Examiner 
of  this  Court ;  and  three  months  from  the  time  of  the  repli- 
cation shall  be  allowed  the  parties  for  taking  their  depositions 
before  the  Examiner."  This  rule  was  incorporated  in  the 
revision  of  1838  as  rule  108.  The  rules  in  Equity  of  1822 
of  the  Supreme  Court  upon  this  head  were  rules  25,  26  and 
28,  and  they  recognize,  rather  than  adopt  or  direct,  three 
methods  of  taking  proofs  :  1.  According  to  the  Acts  of  Con- 
gress ;  2.  Under  a  commission ;  3.  Before  a  Master  or  Ex- 
aminer appointed  in  the  cause,  where  the  witnesses  live  within 
the  District.  And  it  may  be  remarked,  in  this  connection, 
that  the  Supreme  Court,  by  rules  67,  68  and  78  of  the  rules 
in  Equity  of  1842  re-adopt  in  efiPect  the  provisions  of  those 
prior  rules  25,  26  and  28 — clearly  so,  so  far  as  the  present 
point  of  inquiry  in  regard  to  the  rule  of  the  Circuit  Court 
for  taking  proofe  is  concerned. 

It  is  manifest  that  the  Supreme  Court  did  not  consider  it 
necessary,  in  the  first  instance,  to  provide  or  create  any  of 
the  officers  referred  to.  They  instituted  neither  commission- 
ers. Masters  nor  Examiners.  Those  officers  were  referred  to 
as  adjuncts  to  the  Court,  and  incidental  to  it  in  the  exercise 
of  its  powers,  whenever  its  business  should  demand  their 
agency. 

The  mode  of  proceeding  in  England  was  familiar  to  tlie 
profession  in  this  country,  and  had  been  of  immemorial 
usage  in  the  English  Chancery.  After  issue  joined,  either 
party,  on  filing  interrogatories  with  the  clerk  in  Court,  could 
sue  out  a  commission  for  the  examination  of  witnesses  out  of 
London.  The  commissioners  were  designated  on  the  nomina- 
tion of  both  parties.     (1  ITarr.  Prac.  140 ;   2  Madd.  Prac. 
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405.)  The  same  practice  in  substance  was  in  force  when  the 
Supreme  Court  promulgated  the  rules  of  1842,  (2  Dan.  Ch. 
Pr.  1070,)  and  it  is  manifest  that  the  commission  authorized 
by  those  rules  is  the  same  in  general  purpose  and  effect  with 
that  granted  by  the  English  Chancery,  except  that,  upon  their 
face,  the  rules  might  import  an  obligation  on  parties  to  take 
all  their  proofs  under  such  a  commission  or  under  the  Act  of 
Congress.  The  28th  rule  in  Equity  of  1822  restricted  the 
taking  of  testimony  by  commission  to  witnesses  residing  out 
of  the  District,  and  left  it  optional  with  either  party  to  sum- 
mon his  witnesses  residing  within  the  District  before  "the 
commissioners  appointed  to  take  testimony,  or  before  a  Majs- 
t^r  or  Examiner  appointed  in  any  cause,"  &c.  Rule  78  in 
Equity,  of  1842,  is  in  nearly  tlie  same  terms. 

In  this  case,  the  plaintiff  examined  his  witnesses  before  a 
standing  Examiner  of  the  Court.  Two  exceptions  are  taken 
to  the  regularity  of  this  method  of  proceeding :  1.  Because 
no  appointment  of  an  Examiner  in  the  cause  was  made  by 
the  Court ;  2.  Because  the  examination  was  taken  orally  and 
not  upon  written  interrogatories. 

1.  An  Examiner  is  not,  in  the  course  of  Chancery  practice, 
created  or  appointed  at  the  instance  of  suitors,  any  more 
than  a  Master,  register  or  clerk.  He  is  an  official  attached 
to  the  Court,  permanently  in  commission,  to  execute  the 
fimctions  appropriate  to  his  office.  lie  was  originally  re- 
garded in  England  as  a  clerk  of  the  Master  of  the  Bolls, 
delegated  by  him  to  take  examinations  formerly  had  before 
him  personally.  (2  Dan.  Ch.  Pr,  1069.)  Yet  there,  as  in 
the  United  States,  he  is  an  officer  of  the  Court,  created  for 
the  purpose  of  taking  proofs,  however  his  appointment  may 
be  made.  (1  Barb.  Ch.  Pr.  277.)  No  statutory  provision 
seems  to  have  been  made  in  this  State  for  the  appointment  of 
Examiners,  prior  to  the  Constitution  of  1821.  {Const.  IsSl, 
art.  4,  sec.  12.)  Under  the  Constitution  of  1777  they  were, 
in  practice,  commissioned  by  the  Governor  and  Coimcil  of 
Appointment.  {Const.  1777,  art.  23.)  The  Court  of  Chan- 
cery had  power,  under  that  Constitution,  to  appoint  its  regis- 
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ter  and  clerks  only,  {Art.  27,)  but  the  Legislature  recognized 
Examiners  as  permanent  officers  of  the  Court,  and  conferred 
on  them  power  to  administer  oaths  to  witnesses  and  to  take 
affidavits  to  be  read  in  Court.  (1  £ent  cJ&  Bade.  Zaws,  444, 
§  16;  1  B.  L.  491,  §  13.)  However  the  appointment  of 
Examiners  may  have  been  first  made  in  England,  from  the 
time  they  became  recognized  standing  officers  of  the  Court 
of  Chancery,  acting  in  place  of  the  Court  in  taking  testi- 
mony, they  received  their  appointment  from  the  Court. 
(Turner  v.  Burleigh^  17  Vea,  354.)  Under  the  process  Act 
of  May  8th,  1792,  (1  U.  S.  Stat  at  Large,  275,)  and  the  Act 
of  August  23d,  1842,  (5  U.  8.  Stat,  at  Large,  516,)  the  same 
power  of  appointment  devolves  upon  the  United  States 
Courts,  in  Equity,  to  be  exercised  by  the  Circuit  Courts,  pur- 
suant, however,  to  the  directions  of  the  Supreme  Court  when 
given.  Under  this  general  authority  commissioners  are 
appointed  to  take  testimony.  They  are  named  in  each  cause 
separately,  because  it  is  important  to  designate  them  with 
reference  to  the  residence  of  witnesses,  very  generally  out  of 
the  District;  and  that  this  is  the  reason  for  authorizing  a 
commission  at  all,  would  seem  probable  fi-om  the  rule  dis- 
pensing with  it  at  the  election  of  parties  where  the  witnesses 
reside  in  the  District.  The  same  power  which  enables  the 
Court  to  name  commissioners,  suffices  for  the  appointment  of 
Masters  and  Examiners,  they  being  all  officers  auxiliary  to 
the  Court  in  aid  of  the  exercise  of  its  jurisdiction.  In  re- 
gard to  Masters  and  Examiners  no  reason  exists  for  limiting 
their  appointment  to  particular  causes,  and  there  is  a  mani- 
fest convenience  and  propriety  in  confiding  trusts  which 
demand  much  legal  knowledge  and  experience  in  Chancery 
proceedings,  to  standing  officers,  whose  capacity  and  places 
of  business  may  be  known  to  the  community. 

The  rules  in  Equity  of  1822  left  these  appointments  wholly 
to  the  Circuit  Courts,  without  direction  or  suggestion  on  the 
part  of  the  Supreme  Court.  In  the  rules  in  Equity  of  1842, 
it  was  thought  proper  to  sanction  {Bule  82)  the  appointment 
by  the  Circuit  Courts  of  standing  Masters,  and  of  Masters 
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j>7'0  liOG  vice.  But  there  is  no  trace  in  this  District  of  any 
previous  limited  appointment  of  Masters.  They  were  un- 
doubtedly made  permanent  officere,  in  consonance  with  the 
usage  of  the  English  Chancery ;  and  it  is  difficult  to  perceive 
any  reason  supporting  their  appointment  in  either  way,  that 
does  not  uphold  it  in  both.  As  the  Circuit  Courts  could,  no 
doubt,  without  the  aid  of  Kule  82,  have  appointed  Masters 
pro  hue  vice,  at  their  discretion,  when  the  course  of  business 
demanded  it,  so,  with  the  same  object  in  view,  they  could 
have  designated  standing  Masters.  The  power  had  been  so 
interpreted  in  this  District.  Masters  have  been  standing 
officers  of  this  Court  since  1822,  and  Examiners  since  1828. 
Previous  to  the  adoption  of  the  Rules  of  1828,  the  usage  of 
the  Circuit  Court  within  this  District  seems  to  have  been,  to 
refer  subjects  appropriate  to  a  Master's  office  to  a  standing 
Master  of  the  State  Chancery,  which  in  effect  was  equivalent 
to  appointing  him  a  Master  pro  hoc  vice.  Congress,  by  con- 
forming the  powers  of  the  United  States  Courts  in  Equity  to 
those  of  the  High  Court  of  Chancery  in  England,  must  be 
supposed  to  have  contemplated  the  naming  of  agents  to  carry 
out  those  powers,  as  well  in  matters  incidental  to  the  business 
of  the  Courts,  as  in  the  course  of  proceedings  in  suits. 

It  is  argued  that  the  authority  given  by  Rule  78  of  1842, 
in  Equity,  to  take  testimony  before  an  Examiner,  is  ex|3re8sly 
limited  to  one  appointed  in  the  particular  suit.  The  lan- 
guage of  tlie  rule,  however,  would  be  satisfied,  by  designating 
in  a  common  order,  or  by  mere  notification,  the  officer  with 
whom  the  interrogatories  were  to  be  filed  or  the  examination 
was  to  be  had.  That  would  be  in  effect  appointing  him 
Examiner  in  the  cause,  although  he  should  not  be  commis- 
sioned anew.  And  the  couree  of  practice  is  tantamoimt  to 
what  is  called  appointing  a  Master  or  Examiner  in  the  cause, 
for  both  parties  are  not  required  to  take  their  testimony 
before  the  same  Examiner,  each  being  at  liberty  to  designate 
his  own  Examiner,  both  for  the  direct  and  the  cross-examina- 
tion of  witnesses.  {Turner  v.  Burleigh,  17  Ve^.  354 ;  Troup 
V.  Eaight,  6  Johm,  Ch.  E.  335.) 
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We  have  no  doubt  of  the  authority  of  this  Court,  under 
the  acts  of  Congress  and  the  rules  of  the  Supreme  Court,  to 
appoint  Examiners,  and  it  then  becomes  wholly  a  matter  of 
discretion,  whether  they  shall  be  appointed  standing  Examin- 
ers or  be  named  as  the  occasion  arises  for  their  services  in 
any  cause.  We  therefore  hold,  that  the  Examiner  employed 
in  this  case  was  competent  to  take  the  proofs. 

2.  The  point  touching  the  irregularity  of  the  proceedings 
in  the  Examiner's  office  might  probably  have  been  conclusive 
against  the  plaintiff,  if  it  had  been  raised  in  due  time.  The 
examination  of  witnesses  was  taken  on  oral  interrogatories, 
conformably  to  the  practice  of  the  State  Court  of  Chancery. 
(1  Ilqf.  CL  Fr.  462.)  The  English  method  is  different,  and 
no  express  rule  of  this  Court  has  authorized  a  dispensation 
with  written  intenx)gatorie8,  in  an  examination  before  a  com- 
missioner or  Examiner.  The  67th  rule  in  Equity  of  the 
Supreme  Court,  of  184:2,  provides,  that  "  if  the  parties  shall 
so  agree,  the  testimony  may  be  taken  upon  oral  ihterrogato- 
ries  by  the  parties  or  their  agents,  without  filing  any  written 
interrc^tories."  There  is  great  practical  convenience  in  that 
mode  of  examination,  and,  as  it  is  the  established  practice  in 
the  State  Chancery  to  take  examinations  viva  voce,  (2  li.  S. 
180,  §  83;  Chancery  Rule  85,)  the  Courts  of  the  United 
States  would  be  disposed  to  apply  the  most  liberal  intend- 
ments to  uphold  examinations  of  witnesses  so  taken,  without 
evidence  of  any  written  stipulation  or  consent  between  the 
part^  to  that  end.  If  it  be  out  of  the  usual  course  to  give 
effect  to  a  mere  verbal  agreement  between  parties  or  tieir 
attorneys,  out  of  Court,  affecting  the  cause,  yet  a  waiver  of 
objections  to  mere  matter  of  form  may  be  implied,  and  the 
Court  may  safely  hold,  that  a  party  who  had  notice  that  an 
examination  was  to  be  taken,  or  had  been  taken,  orally,  and 
acquiesced  in  it,  should  be  considered  to  have  waived  his 
legal  right  to  require  written  interrogatories  to  be  filed.  The 
testimony  in  this  case  was  taken  nearly  a  year  ago,  on  writ- 
ten notice  to  the  defendants  of  the  time  and  place  of  taking. 
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and  of  the  names  of  the  witnesses  to  be  examined.  Publica- 
tion was  made  nearly  five  months  ago. 

We  do  not  put  our  decision  upon  the  ground  that  the  de- 
fendants were  bound  to  move  for  the  suppression  of  the  proofs 
before  the  depositions  were  placed  on  file ;  although,  good 
faith  and  liberal  practice  should  have  induced  them  to  apprise 
the  plaintiff  that  they  intended  to  treat  the  proceedings  as 
irregular.  But  we  hold  the  defendants  to  have  been  guilty 
of  laches  in  not  moving  the  Cburt,  or  a  judge  out  of  Court,  to 
suppress  the  phx)fs,  immediately  on  their  being  filed  or  pub- 
lished. By  Kule  1  of  the  Rules  in  Equity  of  1842,  the  Cir- 
cuit Court  is  always  open  for  motions  of  that  character,  and 
probably,  under  Rule  3,  and  other  rules,  a  judge  at  chambers 
can  hear  such  a  motion  at  any  time.  It  is  an  elementary  doc- 
trine in  the  practice  of  all  Courts,  that  parties  shall  take 
advantage  of  irregularities  at  the  first  opportunity  after  ac- 
quiring knowledge  of  them,  or  be  deemed  to  have  waived  all 
objections  to  them.  {GraharrOs  Pr,  Book  3,  ch.  21 ;  Hinds 
V.  Tuhbs^  10  Johns.  486 ;  Rowan  v.  LytU^  4  Cow.  91 ;  Brash- 
er^8  Exrs.  v.  Van  Cortlandt^  2  Johns.  Ch.  R.  247 ;  Skinner 
V.  Dayton^  5  Id.  191.)  Here,  there  has  been  a  delay  since 
actual  publication  of  nearly  five  months,  a  time  abundantly 
suflicient  for  the  plaintiff  to  have  re-examined  his  witnesses 
in  season  for  a  hearing  at  this  term,  if  his  former  proceed- 
ings had  been  held  irregular ;  and  a  delay  of  more  than  ten 
months  since  the  examination  was  had.  We  think  the  de- 
fendants are  precluded  from  now  raising  this  objection.  . 

(2.)  The  motion  by  the  defendants  for  leave  to  cross-examine 
the  witnesses  whose  depositions  were  taken  under  the  Act  of 
Congress,  and  that  the  hearing  be  stayed  for  that  purpose, 
must  also  be  denied.  The  defendants  had  all  the  notice  of 
the  time  and  place  of  taking  the  depositions  that  was  neces- 
sary or  reasonable.  They  contend,  however,  that  Rule  78  of 
the  Rules  in  Equity  of  1842  entitled  them  to  refuse,  as  they 
did,  to  designate  agents,  or  to  take  any  part  with  the  plaintiff 
in  the  proceedings  ;  and  that,  as  the  plaintiff  took  his  deposi- 
tions without  serving  on  them  notice  of  the  time  and  place 
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of  taking,  they  can  now  have  the  cause  stayed  to  enable  them 
to  cross-examine  the  witnesses.  But  we  think  Rule  78  does 
not  justify  the  interpretation  insisted  on,  and  that,  as  the  de- 
fendants intentionally  took  their  stand  upon  a  legal  point, 
they  must  bear  the  oonsequences  of  its  determination  against 
them.  The  rule  in  question  allows  a  party  the  opportunity 
of  an  after  cross-examination,  or  of  taking  a  new  deposition 
of  the  witness,  only  where  "  a  Court  or  judge  shall,  under  all 
the  circumstances,  deem  it  reasonable."  No  facts  are  laid 
before  us  showing  the  necessity  or  propriety  of  a  further 
examination  of  the  witnesses.  It  is  not  stated  that  they  gave 
testimony  adverse  to  the  defendants,  or  that  there  are  facts 
within  their  knowledge,  not  stated,  which  might  be  important 
in  the  cause.  We  are  not  furnished  with  any  circumstances 
to  guide  our  discretion  in  this  respect.  On  both  grounds,  the 
motion  must  be  denied. 

We  do  not  intend  to  intimate  that  there  is  any  objection  to 
the  defendants'  proceeding,  ^at  their  own  expense  and  risk, 
to  take  the  evidence  of  the  witnesses  already  examined,  or  of 
others.  The  point  is  not  so  presented  that  we  are  called  upon 
to  decide  whether  they  can  now  bring  in  testimony  on  their 
part 


Maria  De  Varaigne  vs.  Edward  Fox. 

The  right  of  emment  domain  empowers  the  Legislature  to  devote  private  prop- 
erty to  pubUc  use. 

An  Act  of  the  Legislature  of  New  York,  reciting  that  certain  lands  were  needed 
bj  the  Corporation  of  the  city  of  New  York  for  the  purpose  of  extending  the 
Aims-House  Establishment  of  the  city,  and  providing  that,  on  the  ascertainment 
and  payment  to  the  owner  of  the  lands,  of  the  loss  and  damage  for  taking 
them,  the  Corporation  should  be  seised  of  the  lands  in  fee^mpU  aUoliUe^  docs 
not  exceed  the  rightful  authority  of  the  Legislature. 

In  the  exerdse  of  its  power  to  devote  private  property  to  public  use,  the  Legls^ 
lature  are  the  exclusive  judges  of  the  degree  and  quality  of  interest  which  are 
proper  to  be  taken,  as  well  as  of  the  necessity  of  taking  it 
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Where  the  Legislacure  has  conferred  an  estate  in  fee-simple  abtolute  in  the  prem- 
ises tuken,  it  roust  be  assumed  that  they  judged  it  necessary  to  do  so,  to  answer 
the  public  use  contemplated. 

Such  a  grant  of  a  /ee-sitnpU  absolute  will  not  be  construed  as  a  conditional  fee  or 
usufruct,  leaving  the  possibility  of  a  reverter  to  the  original  owner  on  the  lapse 
of  the  particular  use,  but  will  be  held  to  have  vested  the  entire  property  for- 
ever in  the  grantee. 

If  a  change  in  the  destination  of  the  property  granted,  after  a  continuance  for 
twenty-six  years  of  the  use  of  it  first  contemplated,  raises  any  interest  or  right 
on  the  part  of  the  original  owner,  it  is  of  an  equitable  character,  cognizable 
only  in  Chancery,  and  not  at  Liw. 

(Before  Nslson  and  Bbtts,  JJ.,  Southern  District  of  New  York,  September  80th, 
1848.) 

Ejectment.  In  February,  1818,  the  Mayor,  Aldermen  and 
Commonalty  of  the  city  of  New  York  were  possessed  of  cer- 
tain premises  in  that  city,  occupied  by  them  as  an  Alms- 
Ilouse  Establishment,  and  presented  to  the  Legislature  of 
New  York  a  memorial  praying  that  a  law  might  be  passed 
authorizing  them  to  enter  upon  and  take  possession  of  certain 
lands  contiguous  to  the  said  premises,  and  hold  the  same  for 
the  use  of  the  said  Alms-House  Establishment.  On  the  2l8t 
of  April,  1818,  an  Act  was  passed,  entitled  "  An  Act  author- 
izing the  Mayor,  Aldermen,  and  Commonalty  of  the  city  of 
New  York  to  take  possession  of  certain  lands."  The  Act 
recited  that  the  corporation  was  desirous  of  taking  possession 
of  certain  lands,  the  bounds  of  which  were  specified,  for  the 
purpose  of  extending  the  Alms-House  Establishment  of  the 
city,  and  provided  that  it  should  be  lawful  fo;*  the  corpora^ 
tion,  whenever  they  should  judge  proper,  to  take  possession  of 
all  or  any  part  of  the  said  lands,  in  the  manner  prescribed  by 
a  prior  Act  in  relation  to  taking  lands,  passed  March  29th, 
1816.  {Laws  of  1818,  chap.  244.)  This  Act  of  1816  pro- 
vided for  the  estimate,  by  Commissioners,  of  the  sums  to  be 
paid  to  the  owners  of  the  lands  to  be  taken,  for  their  loss  and 
damage,  and  for  a  report  thereon  to  the  Supreme  Court,  and 
its  confirmation  of  the  same ;  all  according  to  certain  pre- 
scribed forms.  The  Act  of  1818  provided  that,  on  the  final 
confirmation  of  the  report  of  the  Commissioners,  and  the  pay- 
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ment  of  the  sums  which  might  be  awarded  by  them,  the  cor- 
poration should  become  and  be  seised  in  fee-simple  absolute 
of  the  said  lands,  or  of  so  much  thereof  as  might  be  described 
in  the  report.  The  requisite  steps  were  taken  in  due  form  for 
estimating  the  amount  to  be  paid  to  Mrs.  Ann  Rogers,  then 
the  owner  in  fee-simple  of  a  portion  of  the  said  lands,  and 
the  amount  was  reported  at  $13,090.  On  the  14th  of  May, 
1819,  the  report  was  confirmed  by  the  Court,  and  that  amount 
was  paid  to  Mrs.  Eogers  on  the  Ist  of  July,  1819?  The  cor- 
poration then  took  possession  of  the  said  lands  of  Mrs.  Rogers, 
and  occupied  them  for  the  use  of  the  Alms-IIouse  Establish- 
ment until  April,  1845,  when  they  ceased  to  use  them  for  that 
or  any  other  public  purpose,  but  caused  them  to  be  divided 
into  lots  and  sold  at  auction.  The  defendant  purchased  on 
such  sale,  and  received  from  the  corporation  a  warranty  deed 
for  a  part  of  the  said  lands  of  Mrs.  Rogers,  being  the  prem- 
ises of  which  an  undivided  share  was  claimed  by  the  plain- 
tiff, and  held  the  same  under  that  title  and  no  other.  On  the 
15th  of  June,  1833,  Mrs.  Rogers  devised  to  the  plaintiff,  and 
to  her  heirs  and  assigns,  in 'fee-simple,  one  undivided  eighth 
part  of  all  her  real  estate,  and  died  soon  afterwards.  The 
will  was  duly  proved,  and  the  plaintiff  brought  this  suit  to 
recover  one  undivided  eighth  part  of  the  premises  so  pur- 
chased by  the  defendant.  At  the  trial,  a  special  verdict  was , 
taken,  finding  the  foregoing  facts. 

WiUiam  W.  Van  Wagenen^  for  the  plaintiff.  1.  The  act 
of  1818  purported  to  take  from  Mrs.  Rogers  the  fee  of  her 
land.  But,  if  it  be  construed  according  to  the  intent  of  all 
the  parties,  the  estate  to  be  taken  was  limited  to  the  quality 
and  quantity  of  estate  necessary  to  the  public  use  that  was 
designed.  Only  a  limited  estate  was  necessary  for  that  pub- 
lic use.  The  circumstances  attending  the  passage  of  the  Act 
must  be  regarded  in  its  construction.  {Livingston  v.  Ha/rrisj 
11  Wend.  329,  338  ;  Dwarris  on  Statutes^  701 ;  Jeroine  v. 
J?ow,  7  Johns,  Ch.  R.  315,  344.)  2.  The  Legislature,  by 
virtue  of  the  right  of  eminent  domain,  could  take  away  so 
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much  of  Mrs.  Rogers'  estate  as  the  public  necessity  required, 
and  no  more.  (  Vattel,p.  Ill ;  Gardner  v.  Village  of  JVeio- 
hurgkj  2  Johns.  Ch.  R.  162 ;  Beekman  v.  Saratoga  arid 
Schenectady  R,  R.  Co.^  3  Paige^  45,  72 ;  Boston  Water 
Power  Co.  v.  Boston  and  Worcester  R.  R.  Co.,  23  Pick. 
360,  394.)  Nor  can  private  property  be  taken  by  the  Legis- 
lature for  other  use  than  that  of  the  public.  (Beehrnan  v. 
Saratoga  and  Schenectady  R.  R.  Co.^  3  Paige^  45,  72  ;  Var- 
ick  V.  Smith,  h  Id.  137,  159;  The  People  v.  Morris^  13 
Wend.  325,  328  ;  Charles  River  Bridge  v.  Warren  Bridge^ 
11  Peters^  420,  641 ;  Bonaparte  v.  The  Camden  and  Amboy 
Railroad  Co.,  1  Baldw.  205,  220 ;  Sharp  v.  Johnson^  4  JlilZ^ 
92,  99 ;  Taylor  v.  Porter,  Id.  140.)  3.  The  act  of  1818 
purported  to  divide  the  estate  tliat  was  taken  from  Mrs. 
Eogers  into  two  distinct  parts — the  one  devoted  to  the  public 
use,  and  the  other  given  over  in  perpetuity  to  the  corporation. 
So  far  as  it  is  constitutional  and  regards  the  public  use,  the 
Act  will  be  sustained,  though  it  is  void  for  all  beyond  that. 
{Jackson  v.  Mancius,  2  Wervd.  357,  363 ;  Jackson  v.  Cory, 
8  Johns.  301 ;  Jackson  v.  Catling  2  Id.  248  ;  In  tlie  Matter 
of  AVjany  street,  11  Wend.  152  ;  in-  the  Matter  of  John  a/nd 
Cherry  streets,  19  Id.  659  ;  Taylor  v.  Porter,  4  Hill,  140  ; 
147 ;  Varick  v.  Smith,  5  Paige,  137,  159  ;  Bloodgood  v. 
Mohawk  and  Hudson  R.  R.  Co.,  18  Wend.  9.)  4.  The  plain- 
tiff is  not  estopped  by  the  fact  that  Mrs.  Eogers  received  the 
compensation  awarded.  The  grant  made  in  virtue  of  the  act 
was  only  of  the  use  of  Mrs.  Eogers'  estate  for  an  unlimited 
time,  and  her  acceptance  of  the  money  can  be  held  to  imply 
no  more  than  an  assent  to  such  a  grant  and  use  of  the  estate. 
5.  The  title  being  valid  in  the  corporation  until  the  public 
use  ceased,  in  1845,  the  statute  of  limitations  has  no  appli- 
cation. 

Charles  O^  Conor,  for  the  defendant. 

The  Couet  held :  1.  The  right  of  eminent  domain  em- 
powers the  Legislature  to  devote  private  property  to  public 
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nse,  and  the  acts  in  question  in  this  case  did  not  exceed  the 
rightful  authority  of  the  Legislature. 

2.  In  the  exercise  of  that  power,  the  Legislature  are  the 
exclusive  judges  of  the  degree  and  quality  of  interest  which 
are  ph)per  to  be  taken  from  an  individual  and  dedicated  to 
the  public  use,  as  well  as  of  the  necessity  of  taking  it. 

3.  It  must  be  assumed  that  the  Legislature  judged  it  neces- 
sary, in  the  present  case,  to  confer  on  the  Mayor,  Aldermen 
and  Commonalty  of  the  city  of  New  York  an  estate  in  fee- 
simple  absolute  in  the  premises  in  question,  to  answer  the 
public  use  contemplated. 

4.  The  grant  cannot,  under  the  terms  of  the  act  of  1818, 
be  construed  as  a  conditional  fee  or  usufruct,  leaving  the  pos- 
sibility of  a  reverter  to  the  original  owner  on  the  lapse  of  the 
particular  use,  but  must  be  held  to  have  vested  the  entire 
property  forever  in  the  corporation. 

5.  If  a  change  in  the  destination  of  the  property,  after  a 
continuance  for  twenty-six  years  of  the  use  of  it  first  contem- 
plated, raises  any  interest  or  right  on  the  part  of  the  original 
owpier,  her  heirs  or  devisees,  it  is  of  an  equitable  character, 
cognizable  only  in  Chancery,  and  not  at  law. 

6.  We  do  not  pass  upon  the  effect  of  the  acceptance  by 
Mrs.  Kogers  of  the  full  consideration  of  the  fee  value,  as  an 
estoppel  or  otherwise,  nor  upon  the  question  as  to  the  power 
of  devising  a  possible  reverter. 


Judgment  for  defendant 


DaVTD   HeNSHAW   and   OTirERS 
V8, 

The  Mutual  Safety  Insurance  Company. 

These  points  are  settled  in  the  construction  of  policies  of  insurance:   Filrst^. 
They  are  to  have  a  liberal  and  benign  interpretation  in  behalf  of  the  insiiradi 
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Second,  They  are  to  be  construed  and  enforced  according  to  the  plain  intent 
of  the  parties,  if  no  settled  rule  of  law  interposes  to  prevent ;  Third,  Whether 
or  not,  by  the  general  rules  of  insurance  luw,  the  fact  that  the  insured  partj 
had  no  insurable  interest  in  the  subject  injured  at  the  time  it  was  intended 
the  contract  should  commeBce  its  operation,  although  be  possessed  such 
interest  at  the  time  of  the  loss,  would  render  the  policy  invalid,  yet  it  is 
competent  for  the  parties  to  contract  with  a  view  to  such  a  condition  of 
things. 

There  is  strong  color,  however,  for  the  doctrine,  that  the  party  intended  to  be 
insured  wiU  be  protected,  if  he  had  an  interest  at  the  time  of  the  loss,  without 
any  express  stipulation  to  that  effect,  although  he  had  no  interest  at  the  com- 
mencement of  the  risk. 

A  time  policy,  agaunst  marine  risk,  on  a  steam-vessel,  for  a  succession  of 
voyages,  each  voyage  to  bear  its  own  average,  made  at  the  instance  of  N., 
on  account  of  whom  it  may  concern,  the  loss  payable  to  H.,  for  the  sum  of 
$16,000  is  an  agreement  by  the  underwriters  to  insure  all  the  interest  to 
that  amount  which  shall  be  owned  in  the  vessel  kt  the  time  of  her  loss 
within  the  policy,  and  to  pay  the  loss  to  H.,  for  the  benefit  of  the  actual 
owners. 

Such  a  contract  is  legal,  and  H.,  in  his  own  right,  or  as  trustee,  is  competent  to 
enforce  it. 

The  policy  might,  also,  be  construed  as  intending  each  separate  trip  of  the  ves- 
sel to  be  a  distinct  voyage,  the  risk  on  which  would  commence  at  its  inception, 
and  thus  the  party  interested  at  the  time  of  the  loss  would  also  be  interested 
at  the  commencement  of  the  risk.  • 

Where  the  declaration  on  such  a  policy  averred  that,  at  the  time  of  the  loss  of 
the  vessel,  H.,  the  plaintiff,  was  interested  in  her  to  the  amount  of  the  said 
insurance :  ffeld,  that  it  need  not  aver  that  H.  was  interested  in  her  at  the 
time  of  the  insurance,  or  at  the  time  of  the  commencement  of  the  risk. 

And,  where  it  averred  that  the  insurance  was  for  the  use  and  benefit  of  H.,  as 
trustee  for  N.,  and  that,  as  such  trustee,  H.  was  interested  in  the  vessel  at  the 
time  of  her  loss :  Held,  that  it  need  not  set  forth  the  nature  or  extent  of  the 
trust,,  they  being  matters  of  evidence. 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  November,  1848.) 

Assumpsit  on  a  policy  of  marine  insurance.  The  declara- 
tion averred,  in  some  of  its  counts,  that  on  the  15th  of  July, 
1846,  at  New  York,  the  Norwich  and  Worcester  Bailroad 
Company,  according  to  the  usage  and  custom  of  merchants, 
caused  a  policy  of  insurance  to  be  issued  by  the  defendants, 
purporting  and  containing  that  the  said  Eailroad  Company, 
on  account  of  whom  it  might  concern,  loss  payable  to  the 
pbdntifis,  insured,  from  the  15th  of  August,  1846,  until  the 
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16th  of  August,  1847,  Jhe  steamer  Atlantic,  each  passage 
subject  to  its  own  average,  against  marine  risk  only,  for  the 
sum  of  $15,000 ;  that  the  plaintiffs  were,  at  the  time  of  the 
loss  of  the  steatner^  interested  in  her  to  the  amount  of  the 
said  insurance ;  and  that  she  was  totally  lost  on  the  26th  of 
November,  1846,  on  her  passage  from  AUyn's  Point,  in  Con- 
necticut, to  the  city  of  New  York.  To  these  counts  the  de- 
fendants demm'red  specially,  assigning  for  cause,  that  it  did 
not  appear  that  at  the  time  of  the  insurance,  or  at  the  time 
of  the  commencement  of  the  risk  mider  the  policy,  the  plain- 
tiffs were  interested  in  the  vessel. 

Other  counts  averred  that  the  insurance  was  for  the  use 
and  benefit  of  the  plaintiffs,  as  trustees  for  the  Eailroad  Com- 
pany, and  that,  as  such  trustees,  they  were  interested  in  the 
vessel  at  the  time  of  her  loss.  To  these  counts  the  defend- 
ants demurred  specially,  assigning  for  cause,  that  they  con- 
tained no  sufficient,  distinct  or  intelligible  description  of  the 
trust  referred  to,  or  of  the  title  of  the  plaintiffs  as  such 
trustees. 

John  Duer  and  Theodore  Sedgwick^  for  the  defendants. 

Benjamin  K  Butler  and  Daniel  Lordy  for  the  plaintiffs. 

Betts,  J.  The  essential  point  upon  which  it  is  claimed  by 
the  defendants  that  the  decision  of  the  Court  should  be  in 
their  favor  is,  that  the  policy  is  not  obligatory  on  them,  be- 
cause the  plaintiffs  had  no  interest  in  the  subject-matter  of 
the  insurance  at  tlie  time  the  policy  was  executed,  nor  when 
it  was  to  take  effect.  The  policy  contains  no  statement  touch- 
ing the  interest  of  the  plaintiffs  in  the  subject  of  the  insur- 
ance. The  character  of  that  interest  must  accordingly  be 
indicated  by  averments  in  the  declaration,  and  each  count 
must  contain  such  as  are  essential  to  the  maintenance  of  the 
action.  The  declaration  here  must,  therefore,  be  held  to  be 
defective  in  some  of  its  counts,  if,  to  uphold  the  policy,  it  be 
necessary  for  the  plaintiffs  to  show  an  interest  in  themselves 
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in  the  subject  insured,  either  at  the  date  of  the  contract  or  at 
the  commencement  of  the  risk. 

We  do  not  propose  to  i-eview  the  various  cases  cited  on  the 
argument,  which  declare  the  necessity  of  a  subsisting  interest 
on  the  part  of  the  insured  at  the  inception  of  the  contract, 
because,  in  our  opinion,  this  case  does  not  fall  within  the 
principle  involved  in  those  decisions. 

We  consider  these  points  in  the  construction  of  policies  of 
insurance  to  be  incontestably  settled :  First — They  are  to 
have  a  liberal  and  benign  interpretation  in  behalf  of  the 
insured ;  Second — They  are  to  be  construed  and  enforced 
according  to  the  plain  intent  of  the  parties,  if  no  settled  rale 
of  law  interposes  to  prevent ;  Third — Whether  or  not,  by  the 
general  rules  of  insurance  law,  the  fact  that  the  insured  party 
had  no  insurable  interest  in  the  subject  insured  at  the  time  it 
was  intended  the  contract  should  commence  its  operation, 
although  he  possessed  such  interest  at  the  time  of  the  loss, 
would  render  the  policy  invalid,  yet  clearly  it  is  competent 
for  the  parties  to  contract  with  a  view  to  such  a  condition  of 
things.  (3  Kenfa  Gomm.  258,  Qth  ed. ;  1  Duer  on  Ins.  159, 
\%0;nots  1 ;  Rogers  v.  Traders'  Ins.  Go.^  6  Paige^  583, 596.) 
There  is,  however,  strong  color  at  least  for  the  doctrine,  that 
the  party  intended  to  be  insured  will  be  protected  if  he  had 
an  interest  at  the  time  of  the  loss,  without  any  express  stipu- 
lation to  that  effect,  although  he  had  no  interest  at  the  com- 
niencement  of  the  risk.  {Hughes  on  Ins.  42 ;  2  Duer  on 
Ins.  49,  §  31 ;  Sutherland  v.  Pratt,  11  Mee.  &  W.  296 ; 
Hancox  v.  Fishing  Ins.  Go.,  3  Sumn.  132, 140, 142.) 

But  we  place  our  decision  in  this  case  upon  the  manifest 
pur})Ose  of  the  parties,  as  expressed  in  the  policy.  It  was  a 
time  policy  on  a  steam-vessel,  for  a  succession  of  voyages, 
each  voyage  to  bear  its  own  average.  It  was  made  at  the 
instance  of  the  Norwich  and  Worcester  Kailroad  Company, 
on  account  of  whom  it  might  concern,  the  loss  payable  to  the 
plaintiffs,  and  the  interest  was  vested  in  them  when  the  loss 
occurred.  {Aldrich  v.  Equitable  Ins.  Go.,  1  Woodh.  cfe  M. 
272,  276 ;  1  Duer  on  Ins.  159, 160,  note  1.)    Upon  the  state- 
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mentfi  of  the  contract,  set  forth  in  the  declaration,  we  think 
that  no  stronger  form  of  stipulation  can  be  necessary,  to  ren- 
der it  palpable  that  the  underwriters  intended,  by  their  agree- 
ment, to  insure  all  the  interest,  to  the  extent  of  $15,000,  which 
ehould  be  owned  in  the  vessel  at  the  time  of  her  loss  within 
the  policy,  and  to  pay  the  loss  to  the  plaintiffs  for  the  benefit 
of  the  actual  owners.     The  authorities  are  abundant  to  show 
that  such  a  contract  is  legal,  and  that  the  plaintiffs,  in  their 
own  right,  or  as  trustees,  are  cdfnpetent  parties  to  enforce  it. 
{C(rx  V.  Parry,  1  T.  R.  464;  2  Buer  on  Ins.  10,  §  9;  Id. 
17,  §  15  ;  1  PhiUvpB  on  Ins.  ch.  4,  note  a  ;  The  Jefferson  Im. 
Co.  V.  CotheaX^  7  Wend.  72 ;  Buck  v.  The  ChesapeaJce  Ins. 
Co.,  1  Peters,  151 ;  Sutherland  v.  Pratt,  11  Mee.  &  W.  296.) 
If  the  suit  is  avowedly  in  the  name  of  an  agent,  it  is  only 
necessary  for  the  declaration  to  disclose  who  the  real  parties 
in  interest  are.     {Rider  v.  Ocean  Ins.  Co.^  20  Pick.  259 ;  2 
Dxier  on  Ins.  48,  §  30.)     In  this  case,  however,  there  is  a  posi- 
tive averment  that,  at  the  time  of  the  loss,  the  interest  was  in 
the  plaintiffs,  and  that  fact  stands  admitted  by  the  demurrer. 
It  was  conceded,  on  the  argument,  that  a  policy  upon  an 
interest  to  be  acquired  after  the  execution  of  the  contract  is 
valid.     This  is  the  ordinary,  and,  perhaps,,the  most  service- 
able class  of  insurances.      Cargoes  can   be  purchased  and 
laden  from  port  to  port,  on  trading  voyages,  under  the  pro- 
tection of  policies  already  in  existence,  without  waiting  for 
the  means  of  obtaining  satisfactory  insurance  after  the  inter- 
est is  acquired.     The  same  principle  applies  to  the  change- 
able proprietorship  of  vessels ;  and  we  have  no  difficulty  in 
expounding  the  present  policy  as  contemplating  a  succession 
of  ownerships  in  the  steamer,  and  as  intended  by  the  under- 
writers to  cover  the  interest  in  the  vessel,  in  whomsoever  it 
might  be  vested  when  a  loss  should  occur.     Such  a  contract, 
explicitly  entered  into,  is,  as  we  have  already  shown,  recog- 
nized as  valid  both  by  the  English  and  American    law. 
(Rogers  v.  Traders^  Ins.  Co.,  6  Paige,  583,  596 ;  2  Puer  on 
Ins.  29,  §§  21,  22,  24 ;    Id.  41,  §  28 ;    Id.  49,  §  31 ;   Hughes 
on  Ins.  54,  Am.  ed.  42.) 
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There  would  be  no  incongruity  in  this  case  in  construing 
the  policy  as  iuteiiding  each  separate  trip  of  the  vessel  to  be 
a  distinct  voyage,  the  risk  on  which  would  commence  at  its 
inception,  because  it  is  a  time  policy,  in  reference  to  a  succes- 
sion of  \0yage3  or  passages,  each  of  which  is  subject  to  its 
separate  average.  That  interpretation  of  the  contract  would 
satisfy  the  formal  rule  indicated  in  some  of  the  cases,  that 
the  insured  must  be  interested  at  the  commencement  of  the 
risk  and  at  the  time  of  th»  loss.  (Seamans  v.  Loring^  1 
Mdson^  127;  Hancox  v.  Fishing  Ins.  Co.^  3  Sumn.  132, 
140 ;  Jiider  v.  Ocean  Ins,  Oo.,  20  Pick,  25^.)  We  are  not, 
however,  prepared  to  say  that  the  propositions  of  law  laid 
down  in  the  cases  just  cited,  necessarily  flowed  from  the 
points  involved  in  those  cases.  But,  in  our  view  of  the  pres- 
ent case,  it  is  not  important  to  scan  tjie  force  of  those  decis- 
ions, as  the  defendants  here  are  responsible  upon  their  express 
undertaking,  and  not  upon  any  liability  implied  fiom  the 
relation  of  the  parties  or  the  subject-matter  of  the  contract. 

We  think  that  the  plaintiffs  are  not  bound  to  set  forth  vrith 
more  particularity  the  nature  and  extent  of  their  trust.  ITiey 
aver  that  they  are  trustees,  that  the  insurance  was  for  them, 
and  that  they  were  interested  in  the  vessel  at  the  time  of  her 
loss.  {Grant  v.  Howard  Ins,  Co.y  5  Wend.  200,  202.)  The 
amount  of  the  interest  and  the  value  of  the  trust  are  matters 
of  evidence  only,  when  it  becomes  important  to  inquire  into 
either  of  those  facts. 

Judgment  for  plaintiffs. 


The  United  States  vs.  Charles  H.  Parsons. 

The  22d  section  of  the  PostOiHce  Act  of  March  Sd,  1826,  (4  U.  8.  SUU,  at  Larffe, 
lOS,)  which  maked  it  an  offence  for  any  person  to  open  any  letter  which  shall 
have  been  in  a  Po3t-Office,  or  in  the  custody  of  a  mail-carrier,  before  it  shall 
be  delivered  to  the  person  to  whom  it  is  directed,  with  a  design  to  obstruct 
the  correspondence,  and  for  any  person  to  secrete,  embezzle  or  destroy  aay 
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sudi  letter,  does  doc  look  beyond  a  possession  of  letters  obtained  vfrcngfidly 
from  the  Post-Office  or  from  a  mail-carrier. 

After  the  roluntary  termination  of  the  custody  of  a  letter  by  the  Post-Office  or 
its  agents,  the  rights  of  the  real  proprietor  of  the  letter  are  under  the  guardian- 
sliip  of  the  local  law,  and  not  of  that  of  the  United  States. 

Where  a  letter,  mailed  at  Boston  and  directed  to  a  person  at  New  York,  reached 
the  Post-Office  there,  and  was  taken  by  a  letter-carrier  for  delivery:  Held 
that,  under  §  41  of  .the  Act  of  July  2d,  1888,  (6  U,  8.  Stat,  at  Large,  89,) 
such  letter-carrier  was  a  mail-carrier  within  §  22  of  the  said  Act  of  March  8d, 
1825. 

Bat,  the  letter-carrier  having  given  the  letter  to  a  person  in  the  defendant's 
hoiue,  the  defendant  not  being  present,  and  not  participating  in  the  delivery, 
and  that  person  having  subsequently  and  at  a  different  place  delivered  it  to  the 
defendant,  and  the  defendant  having  opened  it  and  embezzled  money  from  it, 
it  not  being  intended  for  him,  but  for  another  person  of  the  same  name,  the 
letter,  however,  not  having  come  into  the  possession  of  the  defendant  within 
view  of  the  letter-carrier,  or  with  his  knowledge,  or  while  he  remained  at  the 
pkce  where  he  left  it :  Held,  that  the  defendant  was  not  liable  to  indictment 
under  §  22  of  the  said  Act  of  March  8d,  1825. 

All  action  and  authority  of  the  Post-Office  Department,  in  respect  to  the  letter, 
terminated  with  its  delivery  to  the  third  person,  and  §  22  of  the  Act  applies 
only  while  the  letter  is  within  the  power  and  control  of  that  Department. 

Whether  Ck>ngress  has  power  to  pass  laws  governing  the  conduct  of  persons  in 
respect  to  letters  which  have  been  mailed,  after  such  letters  have  become 
strictly  disconnected  from  the  Post-Office  Department,  quarre. 

(Before  Nklsom  and  Bstts,  JJ.,  Southern  District  of  New  Tork,  ApriOl,  1849.) 

The  defendant  was  indicted  under  §  22  of  the  Post-Office 
Act  of  March  3d,  1825,  (4  U.  S.  Stat,  at  Large,  108,)  which 
provides  that  any  person  who  shall  open  any  letter  or  packet 
which  shall  have  been  in  a  Post-Office,  or  in  custody  of  a 
mail-carrier,  before  it  shall  have  been  delivered  to  the  person 
to  whom  it  is  directed,  with  a  design  to  obstruct  the  corre- 
spondence, or  to  pry  into  another's  business  or  secrets,  or  shall 
secrete,  embezzle  or  destroy  any  such  mail,  letter  or  packet, 
shall,  on  conviction,  be  fined  not  exceeding  five  hundred  dol- 
lars, and  be  imprisoned  not  exceeding  twelve  months. 

At  the  trial,  a  special  verdict  was  found  by  the  jury,  that 
a  letter  was  put  into  the  Post-Office  at  Boston,  directed  to 
Charles  H.  Parsons,  at  the  city  of  New  York,  and  contain- 
ing another  letter  addressed  to  Ann  M.  Parsons ;  that  in  the 
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letter  were  inclosed  thirty-three  dollars  in  bank  bills ;  that 
the  mailed  letter  reached  the  Post-Office  in  New  York,  was 
taken  by  a  letter-carrier  for  delivery,  and  was  given  by  him 
to  a  person  in  the  house  of  the  defendant,  the  defendant  not 
being  present,  and  not  participating  in  the  delivery;  that 
that  person  subsequently,  and  at  a  different  place,  delivered 
it  to  the  defendant ;  that  the  defendant  opened  both  letters, 
and  embezzled  the  money  enclosed  ;  that  the  letter  addressed 
to  Charles  H.  Parsons  was  not  intended  for  the  defendant, 
but  for  another  person  bearing  the  same  name  ;  and  that  the 
letters  did  not  come  into  the  possession  of  the  defendant 
within  view  of  the  letter-carrier,  or  with  his  knowledge,  or 
while  he  remained  at  the  place  where  he  left  them. 

Lorenzo  B.  Shepard^  {District  Attorney^  for  the  United 
States. 

Alanson  Ifash,  for  the  defendant. 

Betts,  J.  The  facts  found  by  the  special  verdict  are 
within  the  letter  of  the  statute.  The  letters  had  been  in  a 
Post-Office,  and  were  opened,  and  their  contents  embezzled 
by  the  defendant,  before  they  had  been  delivered  to  the  per- 
sons to  whom  they  were  directed.  The  special  verdict,  liow- 
ever,  raises  the  question,  whether  the  intent  and  proper  con- 
struction of  the  22d  section  of  the  Post-Office  Act  of  March 
3d,  1825,  embraces  the  case. 

The  41st  section  of  the  Act  of  July  2d,  1836,  (5  U.  S.  Stat, 
at  Large^  89,)  gives  to  persons  entrusted  with  the  delivery  of 
letters  the  character  of  mail-carriers,  within  the  meaning  of 
the  22d  section  of  the  Act  of  1826.  Therefore,  the  letters 
in  question  in  the  present  case,  whilq  in  charge  of  such  letter- 
carrier,  are  to  be  regarded  as  in  the  Post-Office,  or  in  the 
custody  of  a  mail-carrier.  What,  then,  is  the  true  import 
and  force  of  the  phrase,  "  shall  have  been  in  a  Post-Office  or 
in  custody  of  a  mail-carrier,"  and  of  the  phrase,  "  before  it 
shall  have  been  delivered  to  the  person  to  whom  it  is  direct- 
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ed  "  ?  Are  they  of  unlimited  extent,  covering  every  condi- 
tion of  a  letter,  until  it  reaches  its  rightful  destination  ?  To 
give  the  language  this  construction,  would  be  to  continue  let- 
ters which  had  been  once  in  the  mail  still  mider  the  power 
and  control  of  the  Federal  Go\'emment,  in  every  change  and 
transfer  from  person  to  person  and  place  to  place,  and  with- 
out limitation  of  time.  Legislation  of  such  scope  and  extent 
would  clearly  not  'be  in  furtherance  of  the  functions  and 
duties  of  the  Post-Office  Department,  but  in  protection  of 
the  private  property  of  individuals,  after  it  had  become  de- 
tached from  that  Department,  and  was  wholly  out  of  the 
charge  of  its  agents.  Such  legislation  would  thus  necessarily 
take  the  quality  and  form  of  a  municipal  regulation,  govern- 
ing the  relations  and  responsibilities  of  individuals  to  each 
other,  in  respect  to  letters  and  their  contents  which  had  been 
in  the  Post-Office,  although  not  obtained  from  the  Post-Office 
or  any  of  its  agents,  or  in  the  possession  of  a  party  through 
any  act  of  fraud  or  deceit  against  the  Post-Office  laws.  And 
Congress  would  thus  in  effect  bo  invested  with  the  power  to 
compel  every  person  into  whose  possession  a  letter  which  had 
been  in  the  Post-Office  should  come,  to  takt  upon  himself  the 
responsibility  of  carrying  and  delivering  it  to  the  person  to 
whom  it  should  be  directed. 

We  think  that  the  object  of  this  22d  section  does  not  look 
beyond  a  possession  of  letters  obtained  wrongfully  from  the 
Post-Office  or  from  a  letter-carrier.  Its  design  is  to  guard 
the  Post-Office  and  its  legitimate  agents  in  the  execution  of 
their  duties,  in  the  safe-keeping  and  delivery  of  letters. 
After  the  voluntary  termination  of  the  custody  of  a  letter  by 
the  Post-Office  or  its  agents,  the  property  in  and  right  of  pos- 
session to  it  belong  wholly  to  its  real  proprietor,  and  his  rights 
are  under  the  guardianship  of  the  local  law,  and  not  of  that 
of  the  United  States. 

The  delivery  of  the  letter  in  the  present  case  by  the  letter- 
carrier  was  to  a  person  at  the  house,  as  was  supposed  by 
both,  of  the  person  to  whom  it  was  directed.  The  defend- 
ant was  not  then  at  the  house,  and  in  no  way  participated  in 
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the  delivery.  The  person  who  received  the  letter  supposed 
that  it  belonged  to  the  defendant,  and  afterwards  carried  it 
and  delivered  it  to  him  at  a  different  place,  as  being  right- 
fully his.  All  action  and  authority  of  the  Post-Office  Depart- 
ment, in  respect  to  the  letter,  terminated  with  its  delivery  to 
that  third  person ;  and,  in  our  opinion,  it  was  not  intended 
that  the  act  of  Congress  in  question  should  apply  any  longer 
than  while  the  letter  should  be  within  the  power  and  control 
of  that  Department.  From  that  time  the  law  of  the  State 
takes  authority  over  it,  as  the  property  of  one  of  its  citizens. 
A  question  was  raised  on  the  argument,  as  to  the  power  of 
Congress  to  legislate  on  the  subject  indefinitely,  and  to  pass 
laws  governing  the  conduct  of  persons  in  respect  to  letters 
which  have  been  mailed,  after  such  lettei*s  have  become  en- 
tirely disconnected  from  the  Post-Office  Department.  But 
the  construction  we  have  given  to  the  act,  limiting  its  opera- 
tion to  letters  yet  remaining  under  the  authority  of  the  De- 
partment, renders  it  unnecessary  to  consider  this  question. 

Judgment  for  defendant. 


The  UNriED  States  vs.  Nelson  C.  Mabselis. 

To  constitute  a  Po9t-Offlce  under  g  22  of  the  Post^fflce  Act  of  Hardi  Sd,  1825, 
(4  U,  8.  Stat,  at  Large^  108,)  the  place  where  the  business  of  keeping,  forward- 
ing and  distributing  mailable  matter  is  conducted  need  not  be  a  building  set 
apart  for  that  use,  or  any  apartment  or  room  in  a  building ;  but,  according  to 
the  extent  of  the  business  done,  may  be  a  desk,  or  a  trunk  or  l>oz  carried 
al>out  a  house,  or  from  one  building  to  another. 

The  pUce  of  the  deposit  of  the  mailable  matter  would,  in  this  sense,  constitute 
the  Po%t-Offlce^  and  anything  taken  out  of  that  place  of  reception  or  keeping 
would  be  taken /rom  or  ofU  of  the  Pcat-Offlee^  within  §  22  of  said  Act,  without 
regard  to  the  distance  of  removal,  or  to  circumjacent  enclosures  or  rooms. 

If  a  person  takes  a  letter  containing  money,  in  a  Post-Office  building,  from  and 
out  of  that  part  of  it  appropriated  to  the  deposit  of  the  letter,  witli  intent  to 
eonvert  its  contents  to  his  own  use,  he  is  guilty  of  ntealing  the  letter  frwn  and 
out  of  the  Po^-Office,  within  §  22  of  said  Act,  even  though  he  only  trans- 
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fen  the  letter  to  his  pocket,  and  does  not  remove  it  beyond  the  building  con- 

taiuing  the  Post-Office. 
But,  whether  he  is  gulity  of  tUaling  the  mail,  under  the  same  section,  qncere. 
And  lie  is  liable  to  be  conyicted  under  §  22  of  said  Act,  although  he  was  a 

clerk  employed  in  the  Post-Office  at  the  time  of  the  larceny,  and  although  he 

miglit,  perhaps,  be*  subject  to  indictment  for  the  same  offence  under  §  21  of 

said  Act. 

(Before  Nblsok  and  Betts,  JJ.,  Southern  District  of  New  York,  April  1849.) 

The  defendant  was  indicted  under  §  22  of  the  Post-Office 
Act  of  March  3d,  1825,  (4  U.  S.  Stat,  at  Large,  108,)  which 
provides  that  any  person  who  shall  steal  the  mail,  or  shall 
steal  or  take  from  or  out  of  any  mail,  or  from  or  out  of  any 
Po6t-Office,  any  letter  or  packet,  shall  be  punished  by  im- 
prisonment not  less  than  two  years  and  not  exceeding  ten. 

At  the  trial,  a  special  verdict  was  found  by  the  jury,  that 
the  defendant  was  a  clerk  employed  in  the  Post-Office  in  the 
city  of  New  York,  in  distributing  and  forwarding  one  line 
of  maik ;  that  his  general  station  was  at  what  was  called 
the  East  table,  and  his  duty  to  put  into  the  bags  for  the  East, 
mailable  matter,  chiefly  newspapers,  destined  for  that  direc- 
tion ;  that  his  business  was  not  at  the  city  distribution  table, 
on  which  letters  received  were  placed,  when  taken  out  of 
the  bags,  to  be  arranged  for  distribution ;  that  he  was  de- 
tected going  from  his  own  table  to  the  city  distribution  table, 
taking  from  it  two  envelopes,  each  containing  a  letter,  enclos- 
ing a  twenty-five  cent  piece  in  silver,  and  putting  the  two 
letters  into  his  pocket;  that  he  was  arrested,  and  the  two 
letters  were  taken  from  his  pocket ;  that  the  envelopes  were 
addressed  to  the  New  York  Post-Office,  and  the  two  letters 
were  each  post-marked  at  interior  towns,  addressed  to  persons 
in  the  city  of  New  York ;  and  that  a  post-bill  accompanied 
each  letter. 

Lorenzo  B.  Shepardj  {District  Attorney^  for  the  United 
States. 


James  T.  Brady,  for  the  defendant 
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Betts,  J.  The  points  raised  on  the  special  verdict  in  this 
case  are,  whether,  within  the  meaning  of  the  twenty-second, 
section  of  the  Act  of  1825,  the  defendant  stole  the  mail,  or 
the  letters  from  or  out  of  the  Post-OfRce. 

The  terms  mail  and  Post- Office  seem,  each  of  them,  to 
bear,  in  the  Acts  of  Congress  and  in  general  acceptation,  both 
a  generic  and  a  specific  sense.  Instances  are  presented  in 
sections  2,  4, 11  and  22  of  the  Act  of  1825,  of  the  employ- 
ment of  the  term  mail  as  embracing  the  whole  body  of  mail- 
able matter  transmitted  from  OflSce  to  Office,  and  also  the  par- 
ticular packets  addressed  from  and  received  at  different  Post- 
Offices.  The  instructions  of  the  Postmaster-General  under 
the  Act  are  to  the  same  effect.  So,  also,  the  term  Post-Office 
is  applied  by  section  1  to  the  Department,  which  is  not  at  all 
concerned  in  receiving  and  delivering  letters.  In  its  ordinary 
use,  the  term  embraces  the  business  of  keeping,  forwarding 
and  distributing  mailable  matter,  equally  with  the  place 
where  such  business  is  conducted.  And,  manifestly,  such 
place,  to  constitute  a  Post-Office,  need  not  be  a  building  set 
apart  for  that  use,  or  any  apartment  or  room  in  a  building ; 
but,  according  to  the  extent  of  business  done,  may  be  a  desk, 
or  a  trunk  or  box  carried  about  a  house,  or  from  one  building 
to  another.  The  place  of  the  deposit  of  the  mailable  matter 
would,  in  this  sense,  constitute  the  Post-Offi^^  and  anything 
taken  out  of  that  place  of  reception  or  keeping  would  be 
taken  from  or  out  of  the  Post-Office,  without  regard  to  the 
distance  of  removal,  or  to  circumjacent  enclosures  or  rooms. 

We  do  not  feel  called  upon  to  define  the  exact  signification 
of  the  word  mat?,  or  to  determine  whether  the  packets  taken 
by  the  defendant  are  properly  described  under  that  denomi- 
nation; for,  in  our  opinion,  judgment  must,  on  the  other 
point,  be  rendered  against  him  upon  the  special  verdict  He 
took  the  letters  in  the  Post-Office  building,  from  and  out  of 
that  part  of  it  appropriated  to  their  deposit,  with  intent  to 
convert  their  contents  to  his  own  use.  This  was  an  asporta- 
tion sufficient  to  constitute  larceny  at  common  law,  and  con- 
summated the  offence  of  stealing^  denounced  by  the  Act  of 
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Congress.  Furtively  and  feloniously  removing  a  letter  from 
and  out  of  the  place  where  it  is  kept  in  a  Post-Office,  is  steal- 
ing it  from  and  out  of  the  Post-Office,  whether  the  removal 
be  beyond  the  building  containing  the  Post-Office,  or  the 
abduction  be  no  more  than  the  transfer  of  the  letter  to  the 
pocket  of  the  person  taking  it. 

We  concur  in  the  conclusion  of  the  District  Court  of  this 
District  in  a  case  heretofore  pending  in  that  Court  against 
this  same  defendant,*  that  he  is  liable  to  conviction  under 


*  The  case  referred  to  is  that  of  The  United  8tai6$  r.  ManelU^  tried  in  the 
District  Court  in  March,  1848,  in  which  the  question  arose  at  the  trial,  whether 
the  defendant,  who  had,  while  a  clerk  employed  iu  the  Post-Office,  ttiken  there- 
from a  package  enclosing  a  letter,  with  intent  to  steal  it,  was  liable  to  indictment 
for  that  offence,  under  the  22d  section  of  the  Act  of  1826. 

In  deliTering  the  opinion  of  the  Court  upon  the  point,  Betts,  District  Judge, 
nid: 

^*The  United  States  Attorney  claims  to  sustain  the  indictment  in  this  case 
solely  under  the  22d  section  of  the  Act  of  1826.  It  is,  therefore,  unnecessary  to 
examine  the  provisions  of  the  21st  section,  to  determine  whetiier  they  compre 
bend  the  state  of  facts  cliarged  against  the  defendant. 

''The  cardinol  objection  urged  against  the  indictment  is,  that  Congress,  in 
sections  21  and  22  of  the  Act,  intended  to  range  offenders  against  the  Post- 
Office  law  into  two  classes — one  class  consisting  of  persons  employed  in  the 
Post-OflSoe,  or  entrusted  with  the  custody  or  transportation  of  the  mail ;  and 
the  other  of  strangers,  standing  in  no  relation  of  trust  or  confidence  to  the  mail 
or  the  Post-Office.  If  this  position  is  sound,  the  defendant  cannot  be  prose- 
cuted under  the  22d  section ;  and,  even  if  his  offence  falls  within  the  21st 
section,  yet,  the  uidictment  not  being  framed  on  that  section,  he  must  be 
acquitted. 

**The  words  of  the  22d  section  embrace  all  persons.  The  terms  are  the 
most  ample  that  could  be  employed : — if  any  perton  ihail  tieal  the  mail.  Now, 
althongh,  in  the  construction  of  statutes,  language  will  be  understood  in  relation 
to  the  subject-matter,  and  general  terms  may  be  restricted  to  a  very  limited 
lignification,  yet  the  rule  is,  to  take  words  in  their  fair  and  natural  import, 
unless  there  be  something  indicated  by  the  legislature  showing  an  intention  to 
employ  them  in  a  qualified  sense.  That  intention  is  inferred  in  this  case, 
because  the  21st  section  is  supposed  to  have  designated  every  offence  for  which 
those  employed  in  the  Post-Office  are  subject  to  criminal  punishment,  and  to 
have  imposed  on  them  special  and  aggrayuted  penalties  therefor.  But,  what- 
ever force  the  argument  might  have  under  other  circumstances,  it  cannot  be 
receiTed  as  of  controlling  weight  here,  because  the  particular  offence  of  steal- 
ing a  mail  or  a  packet  or  letter  from  the  Post-Office,  does  not  appear  to  be 
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the  22d  section  of  the  Act,  although  he  was  employed  in  the 
Post-OfBce,  and  might,  perhaps,  be  subject  to  indictment 
under  tlie  2l8t  section  of  the  Act. 

Judgment  of  conviction  must  be  rendered  against  the  de- 
fendant upon  the  special  verdict. 


provided  for  in  the  2l8t  section.  In  that  respect,  therefore,  the  22d  section 
introdaces  a  new  crime,  and  then  the  legislatare,  in  subjecting  to  punisliment 
every  person  who  commits  it,  must  be  understood  to  have  used  the  language  in 
its  broadest  sense.  The  offence  is  not  one  of  a  special  nature,  to  be  committed 
only  by  a  particular  class  of  persons,  but  it  can  be  committed  equally  by  eveiy 
one  who  gains  access  to  the  mail  or  the  letters,  whether  he  is  employed  in  the 
Post-Office  or  is  an  intruder  there. 

"  As  the  enacting  clause  in  the  22d  section  plainly  includes  in  terms  the  case 
of  a  clerk  in  a  Post-Office  who  steals  a  letter  or  packet,  there  must  be  clear 
ground  shown  for  excepting  him  from  its  operation.  This  rule  of  interpretation 
is  familiarly  applied  in  the  exposition  of  statutes,  and  has  the  solemn  sanction 
of  the  Supreme  Court  of  the  United  States.  (  UniUd  States  ▼.  FUher^  2  Cranck^ 
358.)  The  case  of  The  United  Btatea  v.  Pearee,  (2  McLean,  U,)  was  an  indict, 
mcnt  under  both  of  these  sections  against  a  person  who  held  the  appointment 
of  Assistant  Postmaster.  The  Court,  in  delivering  its  opinion,  examined  with 
considerable  minuteness  the  provisions  of  the  law,  and  intimated  no  doubt  that 
the  defendant  was  subject  to  indictment  under  both  sections,  if  proper  facts 
were  proved  against  him;  but  it  held  him  not  chargeable  for  stealing  letters 
under  the  22d  section,  because  he  had  taken  them  away  wiUiout  a  felonious 
intent,  claiming  a  legal  right  to  take  them  from  the  mail  or  Post-Office  on  his 
appointment  as  deputy  or  assistant,  although  that  authority  had  been  revoked  by 
the  Postmaster. 

**  My  opinion  is,  that  the  defendant  is  subject  to  indicrment  for  an  offence 
under  the  22d  section  of  the  Act,  and  that  the  offence  is  consummated  by  steal- 
ing a  letter,  or  packet  containing  a  letter,  from  the  Post-Office,  or  by  taking  away 
and  embezzling  such  letter  or  packet  It  is  for  the  jury  to  determine  whether 
the  act  ia  proved  to  have  been  done,  nnd  also  the  intent  with  which  it  was  done, 
whether  such  intent  be  found  on  the  proof  of  extraneous  facts,  or  be  implied  and 
inferred  from  the  act  itself." 
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Whether  a  libellant,  m  Admiralty,  is  entitled  to  damages,  in  a  case  of  colli^oii, 
for  the  delay  and  loss  of  trips  vhile  his  vessel  is  undergoing  the  necessary 
repairs,  queer t. 

There  b  no  settled  rule  as  to  whether  anything  should  be  allowed,  or  as  to  the 
measure  by  which  the  allowance,  if  any,  shoiild'be  determined. 

In  a  case  where  no  vessel  was  hired  tp  supply  the  place  of  the  libellant's  vessel, 
and  the  District  Ck)urt  allowed  to  the  libellant  interest,  at  the  rate  of  six  per 
cent,  per  annumy  upon  the  value  of  his  vessel  before  the  collision,  for  the  inter- 
val after  the  collision  until  she  was  repaired  and  fitted  to  resume  her  trips,  the 
allowance  was  upheld  against  an  appeal  by  both  parties,  not  as  being  founded 
on  any  established  principle,  but  as  being  just  in  the  particular  case  and  as 
high  a  measure  of  damages  as  was  warranted. 

(Before  Nelsok,  J.,  Southern  District  of  New  York,  October,  1849.) 

A  LIBEL  in  rem  was  filed  in  the  District  Court  against  the 
steamboat  Ehode  Island,  to  recover  for  damage  done  to  a 
propeller  by  a  collision.  The  Court  decreed  in  favor  of  the 
libellant,  and  ordered  a  reference  to  a  Commissioner  to. 
ascertain  the  damages.  The  Commissioner  included  in  the 
award  of  compensation  the  sum  of  twenty  dollars  a  day  for 
each  day  after  the  collision,  until  the  damaged  vessel  was 
repaired  and  fitted  to  resume  her  place  in  the  line  in  whicji 
she  was  running,  as  being  an  amount  which,  according  to  the 
evidence,  would  have  enabled  her  owner  to  supply  her  place 
with  a  vessel  to  perform  her  trips  during  such  interval.  No 
vessel  was  hired  to  supply  her  place.  On  exception,  the 
District  Court  set  aside  that  allowance,  and  sent  the  report 
back  to  the  Commissioner,  with  a  direction  to  ascertain  the 
value  of  the  damaged  vessel  before  the  collision,  and  to  allow 
upon  that  amount,  as  capital  invested  in  her,  interest  at  the 
rate  of  six  jper  cent,  per  annum,  for  such  interval,  instead  of 
the  former  allowance.  A  decree  having  been  entered  upon 
that  basis  in  the  District  Court,  both  parties  appealed  to  this 
Court 
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Washington  Q.  Morton  and  Alexander  Hamxilton^  Jr.j  for 
the  claimants. 

*  Nelson,  J.  The  principal  question  in  this  case  is,  whether 
a  libellant  is  entitled  to  damages,  in  a  case  of  collision,  for 
the  delay  and  loss  of  trips  while  his  vessel  is  undergoing  the 
necessary  repairs.  I  do  not  imderstand  the  direction  given 
to  the  Commissioner  by  the  Court  below,  as  intended  to  be 
laid  down  as  a  general  rule  to  govern  all  cases  of  the  kind, 
but  as  an  approximation  to  an  indemnity  in  the  particular 
case,  under  its  peculiar  circumstances.  It  was  an  allowance 
for  a  supposed  or  apparent  loss,  incident  to  the  damage  done 
by  the  collision,  in- regard  to  which  no  settled  rule  can  be 
found ;  opinions  being  conflicting  whether  anything  should 
be  allowed,  and,  if  anything,  by  what  measure  the  allowance 
should  be  determined.  The  difliculty  is  intrinsic,  arising  out 
of  the  nature  of  the  loss ;  as  its  precise  amount,  or  even  a 
reasonable  approximation  to  it,  cannot  be  ascertained  by  the 
application  of  any  known  or  fixed  rule.  On  this  ground,  the 
damage  was  denied  altogether  in  an  analogous  case  in  tlie 
Supreme  Court  of  New  York.  {lilanchard  v.  Ely^  21  Wend. 
842.)  That  some  loss  enters  into  the  general  damage  to  the 
vessel,  on  account  of  the  time  necessarily  consumed  in  mak- 
ing repairs  upon  her,  is  obvious  enough  ;  and  that  loss  results 
directly  from  the  injury.  But  the  difficulty  lies  in  finding 
any  rule  by  which  to  ascertain  the  amount  with  the  certainty 
required  by  law ;  it  being  contingent  and  speculative,  and 
depending  upon  the  profits  of  the  business  in  which  the  ves- 
sel is  engaged. 

If,  in  this  case,  the  owners  of  the  injured  vessel  had  hired 
another  one  of  the  kind,  for  a  reasonable  compensation,  to 
supply  her  place  while  she  was  undergoing  repairs,  there 
might  be  something  tangible  in  the  amount  thus  actually 
paid  for  the  purpose  of  continuing  the  business.  I  do  not 
say  that  the  allowance  would  then  be  free  from  difficulty,  or 
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that  it  could  be  brought  within  any  fixed  rule  of  law.  All  I 
mean  to  say  is,  that  there  would  then  be  less  embarrassment 
in  the  allowance  than  there  is  in  the  case  before  me,  where 
the  party  did  not  see  fit  to  assume  the  risk  and  responsibility 
of  a  substitute.  The  character  and  profits  of  the  business 
were,  doubtless,  the  grounds  upon  which  the  owners  of  the 
injured  vessel 'were  to  determine  \^hether  it  was  expedient 
for  them  to  go  to  the  expense  and  trouble  of  procuring  an- 
other vessel.  If  they  had  chosen  to  do  so,  the  risk  of  profit 
or  loss  therefi-ora  would,  perhaps,  have  been  one  which  they 
would  have  had  a  right  to  assume.  And,  in  such  a  case,  as 
the  expense  of  procuring  the  new  vessel  would  have  been 
occasioned  by  the  collision,  there  would  have  seemed  to  be 
some  propriety  in  allowing  it  as  an  item  of  damages.  But 
these  considerations  do  not  enter  into  the  case  when  no  sub- 
stitute has  been  procured. 

I  do  not  intend,  however,  to  determine  how  far  the  Court 
would  feel  itself  justified,  where  another  vessel  had  been 
actually  employed,  in  allowing  the  sum  paid  for  her  hire. 
There  are  difliculties  attending  the  question,  which  should 
lead  to  caution  and  hesitation  in  the  adoption  of  that  sum  as 
the  measure  of  compensation.  The  inquiry  might  arise,  for 
instance,  in  a  case  where  another  vessel  was  not  procured, 
whether  it  was  practicable  to  procure  one  ;  for,  if  it  was  not, 
after  a  fair  endeavor,  an  allowance  upon  the  basis  of  the  sum 
necessary  to  procure  one,  would  seem  to  be  as  reasonable  as 
the  allowance  of  the  sum  actually  paid  where  one  had  been 
in  fact  obtained. 

Upon  the  whole,  I  am  not  inclined  to  interfere  with  the 
allowance  as  made ;  not  because  I  think  it  founded  upon  any 
established  principle,  but  because  it  is  just  enough  in  itself, 
and  I  have  not  been  able  to  find  any  principle  that  would 
justify  the  adoption  of  a  higher  measure  of  damages  in  the 
case. 

Decree  aflirmed. 
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John  A.  Bradstreet  vs.  James  llERiVN  and  others, 

^here  a  bill  of  lading  of  bales  of  cotton  describes  them  as  **  in  good  order  and 
well-conditioned/*  those  words'  have  reference  to  the  external  condition  of  the 
cotton,  and  import  that  it  was  in  good  shipping  condition  at  the  time  it  was 
.received  on  board  of  the  vessel;  but  do  not  warrant  the  internal  condition  of 
the  cotton  in  the  bales. 

Where  cotton  in  bales  was  shipped  at  New  Orleans  for  New  York,  and  the  master 
of  the  vessel  gave  a  bill  of  lading  for  the  cotton  as  **  in  good  order  and  well- 
conditioned  "  when  received  on  board  the  vessel,  and  it  was  in  bad  shipping 
condition 'When  it  arrived  at  New  Yorlc,  a  large  part  of  the  bales  being  old  and 
rotten,  and  badly  torn  and  damaged,  and  che  cotton  being  consequently  soiled 
and  damaged  by  exposure,  and  it  appeared  that  the  effects  of  this  damage 
upon  the  external  state  of  the  cotton  were  developed  at  New  Orleans  before  it 
was  shipped-:  HeU  on  a  libel  in  perBonam^  in  Admiralty,  by  the  master  against 
the  consignees  of  the  cotton,  to  recover  the  freight,  that,  as  the  damage  to  the 
cotton  exceeded  the  freight,  the  libel  must  be  dismissed. 

Heldy  also,  that  as  the  consignees  had  made  large  advances  upon  the  cotton  on 
the  faith  of  the  representution  in  the  bill  of  lading,  that  it  was  shipped 
'^in  good  order,*^  their  security,  as  bond-fide  purchasers,  ought  not  to  be 
lessened  or  impaired  by  permitting  the  master  to  contradict  that  representa- 
tion. 

Beldf  also,  that  although  the  cotton  might  have  been  sold  for  an  excess  beyond 
the  advances,  sufficient  to  cover  the  freight,  the  consignees  were  entitled  to  it 
in  the  condition  described  in  the  bill  of  lading,  as  security  for  their  advances, 
without  r^ard  to  the  fluctuations  of  the  market,  or  to  sales  to  be  made  at  any 
particular  state  of  it. 

(Before  Nklson,  J.,  Southern  District  of  New  York,  October,  1849.) 

John  A.  Bradstreet,  master  of  the  bark  Lowell,  filed  a 
libel  in  personam  in  the  District  Court,  against  Heran,  Lees 
&  Co.,  of  New  York,  to  recover  a  balance  due  him  for  freight 
on  five  hundred  and  seven  bales  of  cotton  shipped  by  that 
vessel  from  New  Orleans  to  New  York,  and  consigned  to  the 
respondents.  The  libellant  had  signed  a  bill  of  lading  for 
the  cotton  on  its  shipment,  which  admitted  that  it  was 
received  on  board  the  vessel  at  New  Orleans  "  in  good  order 
and  well  conditioned,"  and  stipulated  that  it  should  be  deliv- 
ered ''  in  the  like  good  order  and  condition  at  the  port  of 
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New  York,  the  danger  of  the  navigation  only  excepted." 
The  respondents,  who  had  advanced  a  large  amount  upon  the 
cotton  on  the  faith  of  the  bill  of  lading,  set  up,  in  answer  to 
the  libel,  that  the  cotton  was  not  delivered  at  New  York  in 
good  order  and  well-conditioned,  and  that  the  damage  to  it 
exceeded  the  balance  of  the  freight.  The  District  Court  held 
that  the  libellant  was  respoiisible  to  the  respondents  for  the 
damage  to  the  cotton,  and,  that  being  proved  to  equal  the  bal- 
ance of  freight  claimed,  the  libel  was  dismissed.  The  libel- 
lant then  appealed  to  fhis  Court.  All  the  material  points  of 
the  evidence  are  stated  in  the  opinion  of  the  Court. 

Edwin  Burr^  for  the  libellant. 

Oscar  TT.  Sturtevant^  for  the  respondents. 

NiftLsoN,  J.  It  is  admitted  that  the  words,  "  in  good  order 
and  well-conditioned,"  in  the  bill  of  lading,  have  reference 
to  the  external  condition  of  the  cotton,  importing  that  it  was 
in  good  shipping  condition  at  the  time  it  was  ^-eceived  on 
board  of  the  vessel,  but  not  referring  to  or  warranting  the 
internal  quality  or  condition  of  the  cotton  in  the  bales.  The 
question,  therefore,  is,  whether  the  damage  sustained  by  the 
cotton  arose  from  defects  in  the  bagging  of  the  bales  or  the 
manner  of  securing  them  from  external  injuries  while  being 
transported,  or  existed  in  the  shape  of  external  damage,  at 
and  previous  to  the  loading  of  the  cotton  on  ship-board,  hav- 
ing been  occasioned  by  its  exposure  to  rain  or  wet,  without 
proper  protection,  or  by  any  other  ill  usage  in  its  interior 
transportation  before  it  reached  the  ship,  and  which  was  read- 
ily visible  on  inspection ;  or  whether  the  damage  was  occa- 
sioned by  the  internal  bad  condition  of  the  cotton,  which  was 
invisible  to  the  eye  at  the  time  of  shipment,  and  could  only 
be  detected  by  cutting  and  inspecting  the  bales. 

The  damage  to  the  cotton  was  what  is  called  "coimtry 
damage,"  which  results  often  from  the  bad  condition  of  the 
cotton  when  it  is  baled,  or  from  its  exposure  to  bad  weather, 
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or  from  ill  usage  in  its  interior  transportation,  and  is  not  dis- 
coverable from  an  inspection  of  the  bales  at  the  time  of  ship- 
ment. Upon  the  question,  from  what  the  damage  in  this  case 
arose,  the  testimony  is  somewhat  conflicting ;  but  it  estab- 
lishes generally,  that  the  cargo  was  in  bad  shipping  condition 
when  it  arrived  tad  was  delivered  at  New  York,  and  that  a 
large  part  of  the  bales  were  old  and  rotten,  and  badly  torn 
and  damaged,  and  the  cotton  therein  consequently  broken 
and  disordered,  and  to  some  extent  soiled  and  damaged  by 
exposure  in  the  shipment  and  delivery.  The  picker,  who 
overhauled  some  two  hundred  of  the  bales  and  put  them  in 
order,  states,  that  the  cotton  was  in  bad  order ;  that  some  of 
the  bales  were  rotten  ;  that  several  had  burst  open  for  want 
of  proper  ropes  ;  that  others  had  the  bagging  torn ;  and  that 
a  portion  of  tlie  bagging  was  old  and  rotten,  and  a  portion 
damaged  by  wet.  What  is  termed  "  country  damage  "  arises, 
in  many  instances,  out  of  the  condition  of  the  cotton  at  the . 
time  it  is  baled,  being  ^wet,  or  not  properly  fitted  for  trans- 
portation, and  is  invisible  to  the  eye  on  inspection  at  the 
time  of  shipment.  But,  in  this  case,  the  weight  of  the  evi- 
dence shows  satisfactorily  that  the  effects  of  the  "  country 
damage  "  upon  the  external  state  of  the  cotton  were  devel- 
oped at  New  Orleans  before  the  cargo  was  put  on  board,  and 
that  the  master  was  negligent  and  inattentive  to  its  shipping 
order  in  this  respect,  or  he  would  not  have  accepted  it  as  *'  in 
good  order  and  well-conditioned."  The  voyage  was  but  some 
twenty  days — a  period  of  time  hardly  suflicient  to  accomit 
for  the  condition  of  the  bales  at  the  time  of  their  delivery  at 
New  York,  on  the  ground  of  concealed  "  country  damage." 
On  this  ground,  therefore,  the  decree  of  the  Court  below 
should  be  affirmed. 

The  consignees  made  large  advances  upon  the  cotton,  *on 
the  faith  of  the  representation  in  the  bill  of  lading  that  it 
was  shipped  in  good  order.  They  were  justified  in  doing  so, 
and  their  security  should  not  be  lessened  or  impaired  by 
permitting  the  master  to  contradict  his  own  representation  in 
that  instrument.     It  might  be  otherwise  if  the  question  arose 
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between  the  master  and  the  owner  of  the  cotton.  The  ques- 
tion of  damage  might,  in  that  case,  be  well  limited  to  that 
accming  in  the  course  of  the  voyage,  notwithstanding  the 
bill  of  lading.  But  the  respondents  stand  in  the  light  of 
honoirfide  purchasers,  who  become  such  on  the  faith  of  the 
representations  of  the  master.  It  is  true,  that  it  may  be 
shown  that  the  cotton  could  have  been  sold  for  an  excess 
beyond  the  advances,  sufficient  to  cover  the  amount  in  con- 
troversy. But  that  does  not  satisfy  the  principle ;  for  the 
respondents  were  entitled  to  the  cargo  in  the  ex)iidition  de- 
scribed in  the  bill  of  lading,  as  security  for  their  advances, 
without  regard  to  the  fluctuations  of  the  market,  or  to  sales 
to  be  made  at  any  particular  state  of  it. 

Decree  affirmed. 


The  United  States  vs.  The  Ship  Keoordeb. 

Where  a  vessel  was  seized  by  a  CoUeetor  for  an  aUeged  Tiolation  of  the  navigftr 
tioQ  laws  of  the  United  States,  but  was  discharged  from  arrest  by  this  Court 
on  a  hearing  of  the  libel  filed  against  her,  on  the  ground  that  the  statute  had 
not  been  violated,  and  the  Collector  afterwards  applied  to  the  Court,  under  §  1 
of  the  Act  of  February  24th,  1807,  (2  U.  S,  Stat,  at  Large^  422,)  for  a  certifi. 
cate  of  reasonable  cause  for  the  seizure,  and  it  appeared  that  the  vessel  was 
seized  upon  a  construction  of  the  statute  adopted  by  the  Secretary  of  the 
Treasury,  in  conformity  with  the  opinion  of  the  Attorney-General,  and  that 
the  Collector  acted  under  the  instructions  of  the  former  officer  in  making  the 
seizure :  HM,  that  tlie  certificate  must  be  granted. 

It  makes  no  difference  whether  the  Collector  acted  under  a  mistake  as  to  facts  on 
which  he  had  reason  to  rely,  or  as  to  the  law. 

A  reasonable  ground  of  suspicion  is  rea^nable  cause  for  a  seizure. 

Wf^ere  the  application  for  the  certificate  was  not  made  until  more  than  two  years 
and  four  months  after  the  decision  of  the  cause,  and  until  after  the  claimant 
had  brought  suit  against  the  Collector  for  the  seizure :  Held  that,  although 
the  lapse  of  time  was  not  a  bar  to  the  application,  yet,  as  tliere  had  been  laches 
in  not  making  it  until  after  the  claimant  had  brought  such  suit  and  incurred 
consequent  expenses,  those  costs  must  be  paid  him. 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  Tork,  November  28d, 
1849.) 
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This  was  an  application  on  the  part  of  the  Collector  of  the 
port  of  New  York,  for  a  certificate  of  reasonable  cause  of 
seizure.  The  application  was  made  in  pursuance  of  the  pro- 
visions of  the  1st  section  of  the  Act  of  February  24:th,  1807. 
(2  U.  S,  Stat,  at  Large,  422.)  The  vessel  had  been  seized  by 
the  Collector  as  forfeited  to  the  United  States  under  the  Act 
of  March  Ist,  1817,  (3  IT.  S.  Stat,  at  Large,  351,)  for  an 
alleged  violation  of  that  Act,  and  a  libel  filed  praying  her 
condemnation.  On  demurrer  to  special  pleas,  the  vessel  was 
ordered  to  be  discharged  from  arrest  and  delivered  up  to  the 
claimants.  (1  Blatchf.  C.  C.  R.  218.)  This  application  was 
not  made  until  more  than  two  years  and  four  months  after 
the  decision  of  the  cause,  and  until  after  the  claimants  had 
brought  suit  against  the  Collector  for  the  seizure. 

Betts,  J.  The  omission  to  apply  for  this  certificate  on  the 
decision  of  the  cause,  or  for  the  period  which  has  since 
elapsed,  is  not  set  up  as  a  bar  to  the  application ;  and  the 
motion  must  stand,  as  to  its  merits,  on  the  same  footing  as  if 
it  had  been  made  at  the  earliest  appropriate  opportunity. 

The  seizure  of  the  vessel  was  made  upon  a  construction  of 
the  Act  of  March  Ist,  1817,  adopted  by  the  Secretary  of  the 
Treasury,  in  conformity  with  the  opinion  of  the  Attorney- 
General.  This  Court  decided,  on  the  hearing  of  the  cause, 
that  there  had  been  no  violation  of  the  statute,  and  discharged 
the  vessel  from  arrest.  The  case  turned  upon  the  construc- 
tion of  the  statute,  and  of  the  Convention  between  the  United 
States  and  Great  Britain,  of  July  30th,  1815,  (8  U.  S.  Stat. 
at  Large,  228,)  and  presented  points  of  considerable  intricacy 
and  difficulty.  The  official  opinion  of  the  law  officer  of  the 
Government  to  the  head  of  a  Department,  and  the  instruc- 
tions of  that  Department  to  the  Colle(;tor,  afforded  to  tliat 
officer  a  fair  reason  for  believing  that  the  law  had  been  in- 
fringed, and  will,  in  a  moral  point  of  view  certainly,  excuse 
his  having  obeyed  those  instructions  in  seizing  the  vessel. 

It  makes  no  difference  whether  the  Collector  acted  under 
a  mistake  as  to  facts  on  which  he  had  reason  to  rely,  or  as  to 
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the  law.  This  lias  been  explicitly  settled  by  the  Supreme 
Court.  (The  United  States  v.  Eiddle,  5  Cranch^  311.)  The 
Court  say :  "  A  doubt  as  to  the  true  construction  of  the  law  is 
as  reasonable  a  cause  for  seizure  as  a  doubt  respecting  the 
fact."  A  reasonable  ground  of  suspicion,  less  than  evidence 
which  would  justify  a  condemnation,  is  probable  pause  for  a 
seizure.  (Munns  v.  Dupontj  3  Wash,  C.  C.  R,  31 ;  Locke  v. 
The  United  States,  7  Cranch,  339 ;  The  George,  1  Mason,  24.) 
We  tliink  that  the  Collector  is  entitled  to  a  certificate  of 
probable  cause.  But,  as  there  has  been  laches  in  not  apply- 
ing for  it  until  after  suit  has  been  brought  by  the  claimants 
and  expenses  have  consequently  been  incurred  by  them,  we 
shall  direct  that  those  costs  be  paid  them. 


Bkissac  &  De  Fontaine  vs.  Coenelius  W.  Laweence. 

In  an  action  against  a  Collector  of  the  customs,  to  recover  the  value  of  goods  lost 
while  on  deposit  in  a  Custom-House  warehouse,  under  the  provisions  of  the 
Act  of  August  6th,  1846,  (9  U,  S»  Stat,  at  Larger  68,)  no  recovery  can  be  had 
unless  it  appears  that  the  defendant  was  guilty  of  actual  personal  negligence  in 
regard  to  the  safe-keeping  of  the  goods,  and  that,  in  consequence  of  such  per- 
sonal negligence,  they  were  lost. 

Such  negligence  in  the  Collector  cannot  be  inferred  from  the  mere  loss  of  the 
goods.  Whether  such  inference  would  be  proper  in  an  action  against  the 
store-keeper  who  had  charge  of  tlie  goods,  qtuere. 

The  Collector  is  not  personally  responsible  for  the  negligence  of  liis  subordinates 
in  the  Custom-House  department. 

The  rule  stated,  as  to  the  responsibility  of  a  Collector  for  losses  occurring  through 
defects  in  the  regulations  established  by  the  Treasury  Department  for  the  tran»- 
action  of  the  business  of  the  customs. 

The  fact  that  the  bookkeeper  in  the  warehouse  was  intoxicated  daily,  is  not 
enough  to  render  the  Collector  liable  for  a  loss  of  goods  stored  in  the  ware- 
house, but  it  must  be  shown  that  the  goods  were  lost  from  that  particular 
cuuse. 

(Before  Nklson,  J.,  Southern  Diiitrict  of  New  York,  June,  1860.) 

This  was  an  action  tried  before  Nelson,  J.,  to  recover  the 
vahie  of  a  case  of  goods  that  was  lost  while  in  one  of  the 
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CustxDin-IIouse  warehouses  in  New  York,  during  the  time 
the  defendant  was  Collector  of  that  port.  The  facts  were 
these :  The  goods  were  shipped  by  the  plaintiflFs,  at  Havre, 
consigned  to  a  firm  in  New  York,  and,  on  tlieir  arrival,  were 
deposited  in  one  of  the  Custom-IIouse  warehouses  there, 
under  the  provisions  of  the  Act  of  August  6th,  1846,  (9  U.  S. 
Stat,  at  Zarffe,  53,)  and  were  either  lost  or  mislaid  therein, 
or  were  delivered  therefrom  to  some  person  not  entitled  to 
them.  For  tlie  purpose  of  establishing  personal  negligence 
on  the  part  of  tlie  defendant,  the  plaintiffs,  on  the  trial,  gave 
evidence  tending  to  show,  that  the  manner  in  which  the  books 
containing  the  accounts  of  goods  received  at  and  delivered 
from  the  warehouse  were  kept  was  imperfect,  and  they 
claimed  this  to  have  been  carelessness  on  the  part  of  the  de- 
fendant, as  the  head  of  the  customs  department  They  also 
proved  that  the  bookkeeper  at  the  warehouse  was  a  person  of 
intemperate  habits,  and  imfit  for  that  situation.  The  defend- 
ant proved  that  the  books  were  kept  in  conformity  with  the 
mode  usually  adopted  at  the  time  for  keeping  books  of  that 
kind ;  that  the  intemperate  bookkeeper  had  been  discharged ; 
and  that,  during  a  period  of  nineteen  months,  out  of  two 
hundred  thousand  packages  of  goods  which  had  been  re- 
ceived at  the  warehouse  in  question,  only  two  packages  had 
been  lost.  , 

Francis  B.  Cutting  and  William  Einerson^  for  the  plain- 
tiffs. 

Benjamin  F.  Butler  and  WHUam  Allen  Butler,  for  the 
defendant 

Nelson,  J.,  charged  the  jury  in  substance  as  follows  : 
There  is  but  one  question  of  fact  for  you  to  determine,  on 
the  ground  assumed  by  the  plaintiffs  as  entitling  them  to  re- 
cover. It  is,  whether  or  not  the  Collector  was  guilty  of  per- 
'  sonal  negligence  in  respect  to  the  case  of  goods  which  was 
lost     The  question  is  not,  whether  there  was  any  negligence 
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which  resulted  in  the  loss  of  the  goods.  Ko  doubt  there  may 
have  been  such  negligence.  But  the  question  is,  whether  the 
defendant  himself,  as  Collector,  was  personally  guilty  of 
negligence  in  regard  to  the  safe-keeping  of  the  goods,  and 
whether,  in  consequence  of  such  personal  negligence,  they 
were  lost.  The  Act  of  August  6th,  1846,  (9  U.  S.  Stat,  at 
Ijxrgej  53,)  makes  it  imperative  on  the  Collector  to  order 
goods  to  be  deposited  in  a  warehouse,  if  the  importer  desires 
it.  The  Collector  has  no  discretion  in  the  matter,  because 
the  importer  has  the  right  to  have  his  goods  so  deposited  in 
order  to  suspend  the  payment  of  duties  on  them.  Under  this 
law,  the  goods  in  question  were  deposited  in  the  warehouse 
by  the  plaintiffs,  and  were  lost. 

The  evidence  of  such  negligence  on  the  part  of  the  defend- 
ant as  will  sustain  the  plaintiffs'  right  to  recover,  must  be 
made  out  by  testimony  on  the  part  of  the  plaintiffs.  The 
fact  of  such  negligence  must  not  be  inferred  from  the  mere 
loss  of  the  goods.  The  Collector  is  not  personally  responsi- 
ble for  the  negligence  of  his  subordinates  in  the  Custom- 
lloose  department,  and,  therefore,  he  is  not  responsible  for 
the  negligence  of  persons  employed  in  the  warehouse  depart- 
ment. Xegligence,  as  an  inference  of  law  from  the  fact  of 
the  goods  having  been  lost,  might  be  the  rule,  if  the  action 
were  against  the  storekeeper  who  had  charge  of  the  goods ; 
but,  in  order  to  charge  the  defendant  with  the  loss,  it  is 
necessary  that  the  plaintiffs  sliould  satisfy  you,  by  affirmative 
and  reasonable  testimony,  that  the  Collector  was  personally 
guilty  of  negligence  in  the  discharge  of  his  duty,  either  by 
misdeed  or  by  omission. 

It  has  been  urged  by  the  counsel  for  the  plaintiffs  that  this 
case  is  substantially  one  between  tte  plaintiffs  and  the  Gov- 
ernment, that  the  defendant  has  no  personal  interest  in  the 
matter,  and  that,  if  a  recovery  is  had  against  him,  he  will  be 
indemnified  by  the  Government.  Such  a  suggestion  does 
not  properly  belong  to  the  case.  It  is  possible  that,  if  a  re- 
covery is  had  against  the  Collector,  and  if  the  Government 
shall  regard  the  recovery  as  wrong,  it  may  think  itself  bound 
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to  indemnify  its  officer.  But  it  requires  only  a  moment's 
reflection  to  see,  that  no  Government  could  ever  adopt, 
acknowledge  or  practice  the  general  principle  of  standing  by 
its  officers  in  every  case  where,  by  their  own  personal  wrong, 
they  become  liable  to  loss.  The  plaintiffs  ask  for  a  verdict 
on  the  ground  that  the  officer  has  been  negligent  of  his  duty, 
and  yet,  at  the  same  time,  they  assume  that  the  Government 
will  indemnify  him  for  the  consequences  of  his  negligence. 
Such  a  principle  would  sap  the  foundation  of  all  government, 
and  would  not  only  sanction  negligence,  but  would  offer  a 
bounty  for  it.  Therefore,  the  ground  on  which  the  plaintiffs 
claim  to  recover  against  the  defendant  necessarily  repudiates 
the  idea  tliat  he  will  be  indemnified  by  the  Government. 
You  must,  then,  assume  the  correct  principle  in  regard  to 
public  officers  thus  prosecuted  to  be,  that  if  they  are  made 
responsible  on  the  ground  of  negligence,  they  must  not  ex- 
pect indemnity  from  the  Government,  but  must  pay  out  of 
their  own  pockets  any  recovery  that  is  had  against  them. 
You  nnist  consider  this  case  as  if  it  were  one  between  the 
plaintiffs  and  a  private  individual  against  whom  an  action  had 
been  brought  for  a  personal  wrong  against  his  neighbor.  In 
that  aspect,  you  must  inquire  whether  the  plaintiffs  have  suf- 
ficiently satisfied  your  consciences  and  judgments,  as  indiffer- 
ent jurors,  that  the  defendant  was  guilty  of  actual  pei-sonal 
negligence  respecting  the  goods  in  question. 

It  is  urged  by  the  plaintiffs  that  the  Collector  had,  in  his 
public  official  capacity,  the  entire  superintendence,  control 
and  management  of  the  warehouse  department ;  that  all  his 
subordinates  were  directly  responsible  to  him ;  that  he  was 
the  person  charged  with  the  establishment  of  the  regulations 
under  which  the  business  was  to  be  conducted ;  and  that,  if 
those  regulations  contained  any  defects  or  imperfections 
which  might  lead  to  the  loss  of  goods,  the  neglect  or  omis- 
sion or  failure  on  his  part  to  establish  such  a  system  as  would 
cause  the  business  to  be  carried  on  with  perfect  regularity, 
should  render  him  responsible.  The  Collector  is,  indeed,  the 
head  officer  of  the  Custom-IIouse  department,  with  whom  the 
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Secretary  of  the  Treasury  corresponds  in  relation  to  the  duties 
of  the  department.  And  the  Collector  has  considerable 
power  in  his  official  capacity.  But  he  executes  his  duties  in 
subordination  to  the  Treasury  Department  of  the  Govern- 
ment, and  the  instructions  of  the  Secretary  of  the  Treasury 
are  controlling  upon  him.  What,  then,  is  the  ground  on 
which  the  defendant  is  sought  to  be  charged  with  actual  neg- 
ligence as  regards  the  goods  in  question  ?  It  is  said,  and  the 
fact  may  be  conceded,  that  the  system  created  by  the  Act  of 
1S46  was  an  imperfect  one.  According  to  the  provisions  of 
that  Act,  it  was  the  duty  of  the  Secretary  of  the  Treasury  to 
make  regulations  and  require  obedience  to  them.  Now, 
assuming  that  there  were  defects  in  the  system  when  it  was 
first  established,  is  that  any  proof  of  malfeasance  or  negli- 
gence on  the  part  of  the  defendant  ?  The  system  went  into 
operation  in  March,  1847,  and  it  was  in  a  short  time  reduced 
to  better  order,  imder  the  experience  of  the  storekeeper.  It 
required  some  time  to  apply  the  law  practically  to  the  busi- 
ness conducted  under  it,  so  as  to  secure  the  safe-keeping  of 
the  goods.  It  does  not  appear  that  there  was  any  great  delay 
in  discovering  the  want  of  a  better  system  and  in  supplying 
it  And  yet  the  plaintiffs  contend  that  the  fact  that  at  the 
very  commencement  the  most  perfect  system  was  not  put  in 
operation  by  the  Collector,  who  is  subordinate  to  the  Secre- 
tary of  the  Treasury,  lays  the  foundation  for  inferring  per- 
sonal negligence  on  the  pa;;t  of  the  Collector. 

The  other  ground  urged,  as  showing  negligence  on  the  part 
of  the  defendant  is,  that  the  bookkeeper  was  intemperate  and 
was  discharged.  This  would  seem  to  be  an  item  of  testimony, 
shovring  diligence  on  the  part  of  the  defendant  in  the  dis- 
charge of  his  duties.  But,  according  to  the  counsel  for  the 
plaintiffs,  if,  out  of  the  whole  number  of  subordinates  whom 
the  Collector  selects,  there  is  one  who,  without  the  Collector's 
knowledge,  is  an  intemperate  person,  that  fact  alone  is  to  be 
taken  into  account  to  prove  the  Collector  guilty  of  actual 
negligence.  And  it  is  urged  that,  even  though  the  man 
may  have  been  a  sober  man  when  he  was  employed,  yet  if. 
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during  his  employment,  he  acquires  habits  of  intemperance, 
the  fact  that  the  Collector  selected  a  man  who  was  capable 
of  becoming  intemperate,  goes  to  show  that  he  was  guilty  of 
negligence.  But,  assuming  that  a  case  of  intemperance  is 
made  out  as  respects  the  bookkeeper,  the  fact  that  he  was 
intoxicated  daily  would  not  alone  render  the  Collector  re- 
sponsible for  the  loss  of  the  goods.  The  plaintiffs  must  go 
further,  and  must  show  that  the  goods  were  lost  from  that 
particular  cause.  But  the  proof  shows  that  the  books  were 
well  kept,  according  to  the  system  then  in  use.  The  ledger 
contained  an  entry  of  the  receipt  of  the  goods,  being  the 
usual  record  in  cases  of  the  kind.  Thei-e  was  no  entry  of  the 
delivery  of  the  goods. 

These  are  the  grounds'on  which  the  Collector  is  charged 
with  negligence,  and  it  is  necessaiy  to  distinguish  between 
the  negligence  of  the  Collector  and  that  of  his  subordinates. 
In  a  suit  against  the  storekeeper,  or  against  a  subordinate 
officer  who  had  the  care  of  the  goods,  it  might  with  more 
reason  be  urged  that  there  must  have  been  negligence,  or 
the  goods  could  not  have  been  improperly  delivered.  But 
this  is  a  suit  against  the  Collector,  who  did  not  have  charge 
of  the  goods,  and,  in  order  to  render  him  liable,  you  must 
find  him  to  have  been  guilty  of  personal  neglect,  misfeasance 
or  wrong.  Even  as  regards  tlie  subordinate  who  had  charge 
of  the  goods,  the  testimony  shows  that,  during  nineteen 
months,  two  hundred  thousand  ^packages  of  goods  were 
received  into  and  delivered  from  that  particular  warehouse, 
and  but  two  packages,  or  only  one  out  of  one  hundred  thou- 
sand, were  lost  or  mislaid.  This  is  evdence  of  diligence 
and  care  on  the  part  of  the  person  who  had  the  immediate 
charge  of  the  goods,  and  a  jury  would  undoubtedly  hesitate 
before  tliey  would  be  willing  to  charge  with  negligence  any 
person  in  the  department.  But,  in  view  of  the  fact  that  the 
Collector  of  New  York  has  charge  of  all  the  business  from 
which  two-thirds  of  the  entire  revenue  of  the  United  States 
is  collected,  and  has  thousands  of  subordinates,  and  upon 
the  evidence  that  only  one  package  out  of  every  one  hundred 
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thousand  which  passed  through  the  hands  of  those  subordi- 
nates has  been  lost,  it  is  strange  that  this  case  has  been  so 
urgently  pressed,  with  the  idea  that,  upon  any  principle  of 
equity,  much  less  of  law,  there  could  be  any  liability  on  the 
part  of  the  Collector. 

The  jury  found  a  verdict  for  the  defendant. 


The  United  States,  plaintiffs  in  ekrob,. 

V8. 

Abel  B.  Smith,  defendant  in  ereor. 

The  Isfc  section  of  the  Act  of  March  2d,  1821,  (3  U.  S.  SUU.  at  Large,  616,)  as 
re-enacted  by  the  Act  of  March  3d,  1823,  {Id.  781,)  which  imposes  a  penalty 
for  bringing  into  tiie  United  States  from  adjacent  territory  goods  subject  to 
duty,  and  not  delivering  a  manifest  thereof  at  the  nearest  Collector's  o£5ce,  is 
not  repealed  by  §  19  of  the  Act  of  August  30th,  1842,  (6  Id.  665.) 

The  first  two  Acts  and  the  last  Act  provide  for  a  very  different  class  of 
offences.  The  foimer  attach  the  penalty  to  the  mere  neglect  to  deliver  a 
manifest,  no  matter  what  the  intent.  In  the  latter,  there  must  be  an  intent  to 
defraud  the  revenue,  and  either  smuggling  or  an  attempt  to  pass  a  fraudulent 
invoice. 

The  Act  or  1821  does  not  require  either  a  formal  entry  at  the  Collector's  oflSce 
or  an  invoice,  and  the  system  established  by  it  is  a  distinct  one,  applicable  to 
the  frontiers  adjacent  to  foreign  territories. 

The  Act  of  1842  is  aimed  at  frauds  on  the  revenue,  in  cases  where  an  entry  of 
goods  and  an  invoice  are  required,  as  prescribed  by  the  Act  of  March  Ist, 
1823,  (8  U.  S.  Stat,  at  Large,  729.) 

(Before  Nxlson,  J.,  Northern  District  of  New  York,  October  7th,  1850.) 

This  was  a  writ  of  error  to  the  District  Court.  The  action 
was  debt,  brought  by  the  United  States  against  Smith,  to  re- 
cover a  penalty  under  the  Acts  of  Congress  passed  March  2d, 
1821,  and  March  3d,  1823,  (3  U.  S.  Stat  at  large,  616  and 
781.) 

The  declaration  set  forth,  in  substance,  that  the  defendant 
brought  from  Canada  into  the  United  States,  in  the  collec- 
tion district  of  Cape  Vincent,  certain  goods  and  merchandise 
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subject  to  duty,  and  neglected  and  refused  to  deliver  a  mani- 
fest thereof  at  the  nearest  Collector's  or  Deputy-Collector's 
office,  and  passed  by  and  avoided  such  office,  contrary  to  the 
provisions  of  the  Acts  of  Congress  above  referred  to ;  and 
claimed  the  penalty  of  four  times  the  value  of  said  merchan- 
dise.    The  defendant  pleaded  nil  debet 

On^the  trial,  the  coimsel  for  the  defendant  admitted  that  a 
cause  of  action  had  been  made  out,  and  that  the  United 
States  were  entitled  to  recover  according  to  the  case  as  pre- 
sented by  the  declaration  ;  but  insisted  that  the  penalty  im- 
posed under  the  Acts  of  1821  and  1823  had  been  abrogated 
by  the  19th  section  of  the  Act  of  Congress  of  the  30th  of 
August,  1842.  (5  U.  S.  Stat,  at  Large,  565.)  The  Court  so 
ruled,  to  which  ruling  the  plaintiffs  excepted,  and,  after  ver- 
dict and  judgment  for  the  defendant,  they  brought  a  writ  of 
error. 

James  R.  Lawrence,  {District  Attorney^  for  the  plaintiffs 
in  error. 

Bernard  Bagley,  for  the  defendant  in  error. 

Nelson,  J.  By  the  1st  section  of  the  Act  of  March  2d, 
1821,  it  is  made  the  duty  of  the  masters  of  vessels,  except 
registered  vessels,  and  of  every  person  having  charge  of  any 
boat,  &c.,  and  of  the  conductor  or  driver  of  any  carriage  or 
sleigh,  and  of  every  other  person  coming  from  any  foreign 
territory  adjacent  to  the  United  States,  into  the  United  States, 
with  merchandise  subject  to  duty,  to  deliver,  immediately 
on  his  arrival  within  the  United  States,  a  manifest  of  the 
cargo  or  loading  of  such  vessel,  boat  or  carriage,  or  of  the 
merchandise  so  brought  from  the  foreign  territory,  at  the 
office  of  any  Collector  or  Deputy-Collector  which  shall  be 
nearest  tlie  boundary  line,  &c. ;  and  every  such  manifest 
shall  be  verified  by  the  oath  of  the  person  delivering  the 
same,  which  shall  state  that  such  manifest  contains  a  full, 
just  and  true  account  of  the  kinds,  quantities  and  values  of 
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all  the  merchandise  so  brought  from  the  foreign  tenitory  5 
and  it  is  provided  that,  in  case  of  neglect  or  refusal,  or  of 
passing  by  or  avoiding  the  office,  the  said  merchalidise,  to- 
gether with  the  vessel,  boat  or  carriage,  shall  be  forfeited  to 
the  United  States,  and  the  person  offending  shall  be  subject 
to  a  penalty  of  $400. 

The  Act  of  March  3d,  1823,  substantially  re-enacts  this 
provision,  changing  the  penalty  of  $400  to  a  penalty  of  four 
times  the  value  of  the  merchandise. 

The  19th  section  of  the  Act  of  August  30th,  1842,  pro- 
vides, that  if  any  person  shall  knowingly  and  wilfully,  with 
intent  to  defraud  the  revenue  of  the  United  States,  smuggle 
or  clandestinely  introduce  into  the  United  States  any  goods, 
wares  or  merchandise  subject  to  duty,  and  which  should  have" 
been  invoiced,  without  paying  or  accounting  for  th^  duty,  or 
shall  make  out,  or  pass  or  attempt  to  pass  through  the  Cus- 
tom-IIoufie,  any  false,  forged  or  fraudulent  invoice,  every 
such  person,  &c.,  shall  be  deemed  guilty  of  a  misdemeanor, 
and,  on  conviction,  shall  be  fined  not  exceeding  $5,000,  or 
imprisoned  for  a  term  not  exceeding  two  years,  or  both. 

The  question  presented  is,  whether  this  section  has  the 
effect  necessarily  to  repeal  the  aforesaid  provisions  of  the 
Acts  of  1821  and  1823.  If  it  has,  it  must  be  by  implication, 
on  account  of  the  repugnancy  and  inconsistency  of  the  two 
provisions,  as  tliere  is  no  repeal  in  express  terms ;  and,  in 
order  to  ascertain  this,  it  will  be  material  to  compare  the  two 
Acts,  and  ascertain  with  care  their  import  and  effect. 

The  offence,  in  the  Acts  of  1821  and  1823,  consists  in  the 
neglect  or  refusal  to  deliver  at  the  office  of  the  Collector,  or 
of  his  deputy,  nearest  the  boundary  line,  or  nearest  the  road 
or  waters  by  which  the  goods  are  brought,  the  manifest  pre- 
scribed in  the  Act,  of  merchandise  subject  to  duty  brought 
into  the  United  States  from  an  adjacent  foreign  territory ;  or, 
the  passing  by  and  avoiding  such  office.  The  simple  neglect 
or  refusal  to  deliver  the  manifest,  under  the  circumstances 
{Stated,  or  the  passing'  by  and  avoiding  the  office,  constitutes 
the  offence,  and  subjects  the  party  to  the  penalty.  The 
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intent  which  accompanies  the  neglect  or  refusal,  or  the  pafis- 
ing  by  and  avoiding  the  office,  is  not  made  an  element  of  the 
offence,  or  the  subject  of  inquiry  on  the  trial.  If  the  fact  of 
neglect  or  refusal  appears,  the  penalty  follows. 

The  offence,  in  the  Act  of  1842,  consists  in  knowingly  and 
wilfully,  and  with  an  intent  to  defraud  the  revenue,  smug- 
gling or  clandestinely  introducing  into  tlie  United  States 
merchandise  subject  to  duty,  and  which  should  have  been 
invoiced,  without  paying  or  accounting  for  the  duty  ;  or,  the 
making  or  passing,  or  attempting  to  pass,  at  the  Custom- 
House,  a  false,  forged  or  fraudulent  invoice.  The  act  must 
be  smuggling  or  clandestinely  bringing  into  the  United 
States  merchandise  subject  to  duty ;  and  it  must  be  done 
with  a  wilful  intent  to  defraud  the  revenue.  These  are  essen- 
tial elements  to  constitute  the  offence,  and  must  be  estab- 
lished on  the  trial,  to  warrant  a  conviction. 

Now,  it  seems  to  me  that  this  analysis  and  comparison  of 
the  two  Acts  shows  that  they  provide  for  an  entirely  distinct 
and  different  class  of  offences,  depending  upon  a  totally  dif- 
ferent state  of  facts  and  circumstances,  and  are  to  be  regard- 
ed as  separate  .and  distinct  parts  of  the  system  of  the  Govern- 
ment to  prevent  evasion  and  fraud  in  collecting  the  revenue. 
Their  only  identity  consists  in  their  object  and  purpose,  to 
wit,  to  guard  the  customs.  But,  in  this  there  is  no  repug- 
nancy ;  as  penal  acts  for  this  purpose  in  the  statute  book  ai-e 
numerously  and  constantly  enforced.  The  repeal  of  a  statute 
by  implication  is  not  favored  by  the  Courts,  and  is  never 
allowed  unless  the  repugnancy  is  plain  and  unavoidable,  so 
that  the  two  Acts  are  incapable  of  being  reconciled.  ( Wood 
V.  The  United  States^  16  Peters^  342.)  Here,  both  statutes 
may  well  stand  together,  as  the  acts  constituting  the  offence 
in  the  former  are  not  covered  by  the  latter.  The  former 
prescribes  particular  regulations  to  be  observed  on  the  fron- 
tiers by  the  importers  of  foreign  merchandise,  with  a  view 
to  guard  the  revenue,  annexing  a  penalty  in  case  of  a  non- 
observance.  The  violation  of  these  comes  far  short  of  mak- 
ing out  the  offence  under  the  latter.    Both  are  directed  against 
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the  importation  of  foreign  merchandise  without  payment  of 
the  duty,  but  under  a  different  state  of  facts  and  circum- 
Btances,  and  prescribing  a  punishment  according  to  the  aggra- 
vation of  each  case  respectively.  Hence,  where  the  act  is 
done  knowingly  and  wilfully,  add  with  an  intent  to  defraud, 
fine  and  imprisonment  are  annexed. 

It  is  not  necessary  to  say  that  the  latter  act  is  cumulative  ; 
indeed,  it  cannot  be  properly  so  regarded,  because  it  is  not 
for  the  same  offence.  Neither  is  it  necessary  to  say  that  the 
party  could  be  punished  under  each  statute  for  the  same 
importation-  of  merchandise.  That  is  a  veiy  different  ques- 
tion from  the  one  presented,  and  which  I  have  been  consid- 
ering. The  same  act,  committed  under  different  circum- 
stances, may  be  the  subject  of  different  degrees  of  punish- 
ment, as  an  assault,  and  an  assault  with  intent  to  kill ;  but,  it 
by  no  means  follows  that  the  party  is  punishable  by  the  inflic- 
tion of  each  penalty. 

But,  independently  of  the  above  views,  there  is  also  an- 
other upon  which  I  am  of  opinion  that  the  judgment  below 
must  be  reversed. 

By  the  19th  section  of  the  Act  of  1842,  the  punishment  is 
inflicted  for  smuggling  goods  subject  to  duty,  and  which 
should  have  been  invoiced ;  and  for  making,  or  passing  or 
attempting  to  pass  at  the  Custom-House,  false,  forged  or 
fraudulent  invoices.  • 

The  Act  of  Congress  of  the  1st  of  March,  1823,  (3  U.  S. 
Stat,  at  Large,  729,)  requires  that  an  invoice  shall  be  deliv- 
ered to  the  Collector  when  an  entry  of  goods  is  made  at  the 
CoBtom-House,  giving  to  him,  in  certain  cases,  a  limited  dis- 
cretion as  to  the  time  when  it  is  to  be  produced ;  and  it  is 
against  the  smuggling  of  goods  which,  if  regularly  imported, 
should  have  been  accompanied  with  this  invoice,  and  against 
the  fabrication  of  fraudulent  invoices,  that  the  19th  section 
of  the  Act  of  1842  is  directed. 

Now,  the  Act  of  1821  refers  to  a  different  class  of  importa- 
tions. No  formal  entry  by  the  importer  need  be  made  at  the 
ofiice,  fWT  need  the  goods  he  accompanied  toith  an  invoice. 
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All  that  is  necessary  is  the  delivery  of  the  manifest  pre- 
scribed by  the  Act,  at  the  oiBce  of  the  Collector,  or  of  his 
deputy,  nearest  the  boundary  line,  or  nearesC  the  road  or  waters 
by  which  the  goods  have  been  brought,  together  with  the 
verification  of  the  same.  Upon  this  being  done,  the  duties 
are  paid  or  secured.     The  Act  dispenses  with  the  invoice. 

If,  in  view  of  the  Act  of  March  1st,  1823,  which  requires 
that  an  invoice  should  accompany  the  entry  of  goods  at  the 
Custom-IIouse,  there  could  be  any  doubt  that  the  construc- 
tion I  have  put  upon  the  Act  of  1821  is  correct,  all  doubt  is 
removed  by  the  Act  of  March  3d,  1823,  which,  though  passed 
after  the  Act  of  March  1st,  1823,  yet  substantially  re-enacts 
the  Ist  section  of  the  Act  of  1821,  and  changes  the  penalty, 
thereby  re-affirming  that  Act,  which  dispenses  vrith  the  in- 
voice. 

It  is  apparent  that  an  essential  element  to  constitute  the 
offence  under  the  19th  section  of  the  Act  of  1842  is  want- 
ing, in  the  importation  of  goods  provided  for  in  the  Act  of 
1821.  There  is  nothing  in  the  latter  Act  requiring  that  they 
should  be  invoiced.  The  system  is  a  distinct  one,  applicable 
to  the  frontiers  adjacent  to  foreign  territories. 

I  am  constrained,  therefore,  to  differ  from  the  Court  be- 
low, and  to  reverse  the  judgment  there  rendered. 

Judgment  reversed,  and  venire  de  novo. 


'  Ekastus  "Wilbur  v8,  Mather  Beecher, 

The  invention  covered  by  Montgomery  and  Harris'  patent  of  the  12th  of  August, 
1840,  for  an  "  improvement  in  the  miU  for  breaking  and  grinding  baric,"  is  a 
multiplication  of  the  grinding-chambers  and  apparatus  in  a  mill  of  a  given  size, 
and  which  may  still  be  driven  by  the  same  power  as  a  mill  of  a  single 
chamber. 

It  appearing  that  a  mill  constructed  according  to  the  specification  of  the 
patent,  with  three  grinding-chambers,  would  grind,  when  not  in  yery  rapid 
operation,  say  at  a  speed  of  50  or  60  reyolutions  in  a  minute,  a  cord  of  bark 
an  hour  through  the  day,  being  double  the  quantity  ground  by  the  old 
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single-chainbered  mill :  Held,  that  that  was  evidence  enough  of  the  utility  of 
the  inventioii. 

On  the  point  of  the  utilitj  of  an  ioTention,  the  question  is  not,  whether  the 
machine  invented  is  the  best  one  known  to  the  community,  nor  whether  it  does 
its  work  better  or  faster  than  any  other  machine  in  the  same  department  of 
labor,  but  whether  it  is,  to  a  certain  degree,  useful. 

In  this  case,  the  thing  discovered  and  described  was  the  formation  of  grinding- 
diambers,  by  the  combination  of  movable  conical  rings  with  stationary  cylin- 
ders, these  two  parts  being  severally  brought  together  and  fastened  by  cross- 
bars ;  the  particular  description  in  the  specification  showed  a  mill  with  three 
grinding-chambers ;  but  the  claim  was  to  the  combination  of  stationary  cylin' 
dera  with  one  or  more  movable  conical  rings,  thus  allowing  both  cylinders  and 
rings  to  be  multiplied  to  any  extent,  or  the  mill  to  be  limited  to  two  cylinders 
and  one  ring :  Held^  that  any  further  particular  description  in  the  specification 
was  unnecessary,  in  order  to  enable  a  mechanic  of  ordinary  skill  to  make  a 
mill  with  more  chambers  than  three. 

A  bark-mill  that  multiplies  the  grinding-chambers  by  a  combination  of  movable 
conical  rings  with  stationary  cylinders  is  an  infringement  of  Montgomery  and 
Harris'  patent. 

The  shape  of  the  grinding-chambers  and  the  form  of  the  teeth  in  the  mill  are  no 
part  of  tlie  patented  combination,  and,  therefore,  although  the  defendant's 
mill,  by  a  change  in  those  points,  grinds  better  and  faster  than  the  patented 
mill,  yet,  if  it  contains  the  combination  of  the  movable  conical  nuts  with  the 
stationary  cylinders,  it  is  still  an  infringement 

The  case  of  ParkJiunt  v.  Kineman^  (1  Blatchf,  C.  C.  R.  488,)  cited  and  applied. 

The  plaintiff,  in  a  patent  suit  for  making  and  selling,  is  entitled  to  the  actual 
damages  he  has  sustained  by  the  infringement,  or,  in  other  words,  to  the  profits 
the  defendant  has  made  thereby ;  for  the  law  presumes,  that  if  the  defendant 
bad  not  put  his  machines  into  the  market,  the  demand  would  have  been  for  the 
plaintiffs,  and  he  would  have  received  the  profits. 

The  difference  between  the  actual  cost  of  making  a  machine  and  its  sale  price  is 
not  all  nominal  profit ;  but  the  jury  must  take  into  account  the  interest  on 
capital,  the  risk  of  bad  debts  and  the  expenses  of  selling,  in  arriving  at  the 
defendant's  profits. 

(Befure  KxLSOif,  J.,  Northern  District  of  New  York,  October  20th,  1850.) 

This  was  an  action  on  the  case,  tried  before  Nelson,  J., 
for  the  infringement  of  Letters  Patent  granted  to  Kichard 
Montgomery  and  Lewis  W.  Harris,  of  Sangerfield,  Oneida 
County,  New  York,  on  the  12th  of  August,  1840,  for  an 
"  improvement  in  the  mill  for  breaking  and  grinding  bark." 
The  plaintiff  was  the  assignee  of  the  patent  for  the  State  of 
New  York. 

At  the  trial,  the  plaintiff  gave  in  evidence  the  patent,  with 
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the  specifications  and  drawings  thereto  annexed,  from  which 
it  appeared  that  the  bark-mill  described  and  claimed  in  the 
specification  was  composed  of  alternate  stationary  and  mov- 
able rings,  placed  concentrically,  the  opposing  surfaces  of  the 
rings  being  provided  with  teeth ;  that  the  movable  rings  were 
connected  together,  and  to  a  central  shaft  with  which  they 
revolved,  by  transvei'se  arms  or  cross-bars ;  and  that  the  sta- 
tionary rings  were  also  connected  to  each  other  by  transverse 
arms.  The  rings,  as  connected  and  combined,  formed  a  com- 
munity of  grinding-chambers,  consisting  of  two  or  any  greater 
number,  an  increase  in  the  number  of  chambers  to  any  extent 
being  effected  by  multiplying  the  number  of  rings,  and  con- 
necting and  combining  them  in  the  manner  described  in  the 
specification.  The  plaintiff  also  gave  evidence  tending  to 
show  the  novelty  and  utility  of  the  invention,  the  sufiiciency 
of  the  specification,  and  the  manufacture  and  sale  by  the 
defendant,  in  the  State  of  New  York,  of  a  large  number  of 
bark-mills  alleged  to  be  an  infringement. 

The  bark-mills  made  and  sold  by  the  defendant  were  con- 
structed, some  with  four,  but  most  of  them  with  six  grinding- 
chambers,  formed  by  alternate  stationary  and  movable  rings, 
arranged  and  combined  in  the  manner  described  in  the  said 
specification ;  but  the  teeth  in  the  defendant's  mills  varied  in 
some  particulars  from  the  teeth  described  in  the  specification, 
and  the  chambers  and  stationary  rings  in  the  defendant's 
mills  differed  somewhat  in  shape  from  those  in  the  patented 
mill. 

The  defendant  introduced  evidence  designed  to  show  that 
the  specification  did  not  sufiiciently  describe  the  manner  of 
constructing  a  bark-mill  with  any  other  munber  of  grinding- 
chambers  than  three.  So  much  of  the  specification  as  is 
material,  and  the  principal  points  made  and  evidence  given, 
are  stated  in  the  charge  to  the  jury. 

In  charging  the  jury,  Nelson,  J.,  remarked  as  follows : 
The  improvement  which  has  been  patented  to  Montgomery 
and  Harris  has  been  described  in  the  specification  which 
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accompanies  the  patent,  and  it  is  necessary  for  us  to  look  into 
that,  in  the  first  instance,  with  a  view  to  ascertain,  as  nearly 
as  possible,  the  thing  which  has  been  discovered,  and  the 
property  in  which  is  secured  to  the  patentees.  The  law 
requires  that  the  applicant  for  a  patent  shall  set  forth  in  his 
specification  a  description  of  his  invention,  sufiiciently  full 
and  particular  to  enable  any  intelligent  mechanic  to  make  a 
machine  from  such  description. 

The  patentees  in  this  case  begin  by  stating  in  their  specifi- 
cation, in  very  general  terms,  the  nature  of  the  improvement 
which  they  have  discovered.  They  say :  "  The  nature  of  our 
invention  consists  in  providing  a  mode  of  breaking  and  grind- 
ing bark  and  other  substances  of  a  like  character,  by  means 
of  hollow,  stationary  cylinder,  and  one  or  more  revolving 
conical  nuts,  placed  concentrically,  in  connection  with  teeth 
and  pickers,  the  whole  constructed,  arranged  and  combined 
as  hereinafter  particularly  described."  They  then  go  on  in 
their  specification  and  describe  the  material  parts  of  'the  ma- 
chinery of  the  milL  First,  the  outer  cylinder  or  shell  of  the 
mill ;  next,  another  cylinder,  which  is  also  stationary,  and  is 
the  second  in  the  models  which  have  been  shown,  there  being 
teeth  on  the  inside  of  the  outer  cylinder,  and  on  the  inside 
and  outside  of  the  inner  cylinder ;  next,  a  movable  conical 
nut  or  ring,  with  teeth  on  the  outside  and  inside ;  and  then 
another  conical  nut,  which  is  solid,  and  has  teeth  on  its  out- 
side, and  through  the  centre  of  which  a  shaft  passes,  which 
is  connected  with  the  driving  power.  The  patentees  then 
give  a  description  of  the  teeth  which  are  used  on  these  sta- 
tionary cylinders,  and  on  the  movable  conical  rings.  They 
also  describe  the  cross-bars  or  pieces  that  hold  firmly  together 
the  stationary  cylinders,  and  the  cross-bars  that  hold  together 
firmly  the  movable  conical  grinders.  All  this,  taken  together, 
]>erfects  the  mill,  and  produces  the  combination  which  the 
patentees  allege  they  have  discovered,  and  which  they  design 
to  describe  in  their  specification. 

They  next  set  out  their  claim,  which  is  the  most  material 
part  of  the  specification,  especially  when  taken  in  connection 
with  the  particular  description  previously  given.     The  claim, 
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in  the  language  of  the  patentees  themselves,  is  as  follows  : 
"  What  we  claim  as  our  invention,  and  desire  to  secure  by 
Letters  Patent,  is  the  combination  of  tlie  conical  nuts,  one  or 
more,  with  the  cylinders,  placed  concentrically  as  herein 
mentioned  and  described,  and  constructed,  arranged  and  con- 
nected in  the  manner  herein  described,  and  provided  with 
teeth  and  pickers  arranged  as  is  also  herein  mentioned  and 
set  forth."  The  claim  in  substance  is  this — the  combination 
of  the  conical  nuts,  one  or  more,  with  the  cylinders,  placed 
concentrically  as  described  in  the  specification,  and  furnished 
with  teeth  and  pickers  on  their  surfaces. 

Now,  the  first  question  is,  What  is  the  thing  that  has  been 
invented  by  the  patentees?  Because,  unless  we  ascertain 
intelligibly  what  the  machine  is  which  it  is  claimed  has  been 
discovered,  we  shall  be  altogether  disqualified  for  determin- 
ing whether  or  not  it  has  been  infringed  or  violated  by  the 
operatioii  of  the  defendant's  mill.  The  claim  is  exceedingly 
plain,  and  is  very  distinctly  and  clearly  expressed.  It  is  sim- 
ply the  combining  together  of  the  stationary  cylinders  and 
the 'movable  conical  rings,  there  being  teeth  on  the  sides  of 
both,  and  that  combination  being  sustained  by  the  cross-bars 
to  which  the  movable  parts  and  the  stationary  parts  are  sev- 
erally attached,  so  that,  on  applying  the  driving  power  to  the 
shaft,  the  grinding  is  eflFected  in  the  grinding-chambers  formed 
by  the  surfaces  of  the  nuts  and  cylinders. 

It  is  proper  to  inquire  what  the  purpose  is  of  this  combi- 
nation, and  what  useful  object  was  intended  to  be  obtained 
by  it  Obviously,  it  seems  to  me,  to  increase  the  grinding 
apparatus  in  a  machine  of  a  given  size,  and  which  may  still 
be  driven  by  the  same  power  as  before.  This  is  the  new  and 
valuable  idea  which  has  occurred  to  the  patentees,  which  they 
have  reduced  to  practice,  and  which  is,  in  their  descrip- 
tion, embodied  in  a  working  machine.  This  is  manifest  on 
looking  at  the  old  mill,  an^  comparing  it  with  the  new  mill 
of  the  patentees.  There  was  but  one  grinding-chamber  in 
the  old  mill,  while  one  of  the  simplest  forms  of  the  mill  dis- 
covered and  reduced  to  practical  operation  by  the  patentees, 
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contains  two  grinding-chambers,  which  are  formed  by  insert- 
ing a  movable  conical  nut  between  an  outer  and  an  inner  Bta- 
tionary  cylinder.  It  was  the  multiplication  of  these  cham- 
bers and  of  the  grinding  apparatus  or  machinery,  that  was 
discovered  by  the  patentees,  and  which  it  is  agreed  was  never 
before  known  or  put  in  practice. 

As  to  the  utility  of  the  invention,  I  do  not  understand  that 
it  is  called  seriously  in  question.  An  invention  must  not 
only  be  one  that  can  be  reduced  to  practice,  but  it  must  be 
one  of  some  utility.  It  appears,  fi*om  the  testimony  in  this 
case,  that  the  mill  of  the  patentees,  formed  by  the  multipli- 
cation of  the  grinding-chambers,  particularly  the  mill  with 
the  three  chambers,  described  in  the  specification  and  shown 
in  the  drawings,  will  grind,  when  not  in  very  rapid  operation, 
say  at  a  speed  of  fifty  or  sixty  revolutions  in  a  minute,  a  cord 
of  bark  an  hour  through  the  day ;  and  the  witness  did  not 
doubt,  that  with  an  increased  velocity,  it  would  grind  more. 
It  grinds,  moreover,  double  the  quantity  ground  by  the  old 
mill.  This  is  evidence  enough  of  the  utility  of  the  inven- 
tion. The  question  is  not,  whether  the  machine  invented  is 
the  best  one  known  to  the  community,  nor  whether  it  does  its 
work  better  or  faster  than  any  other  machine  in  the  same 
department  of  labor.  But,  if  it  be  to  a  certain  degree  useful, 
and  be  original  with  the  patentee,  it  belongs  to  him  alone, 
whether  it  does  less  or  more  work. 

It  has  been  insisted,  on  the  part  of  the  defendant,  and  that 
view  was  taken  by  some  of  the  experts  whom  he  called,  that 
the  specification  in  question  here  is  not  sufliciently  full  and 
particular  to  enable  a  mechanic  of  ordinary  skill  to  make  a 
mill  with  grinding-chambers  multiplied  beyond  the  number 
particularly  enumerated  in  the  specification,  which  is  limited 
to  three.  But  several  of  the  experts  who  have  been  exam- 
ined on  the  part  of  the  plaintiff  say,  that  there  is  no  diffi- 
culty in  constructing  a  mill  with  any  number  of  grinding- 
chambers,  from  the  description  in  the  specification.  Some 
of  the  witnesses  for  the  defendant,  who  were  examined  par- 
ticularly in  respect    to  this   point  of   the  case,  obviously 
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labored  under  a  misapprehension  as  to  the  extent  of  the 
questions  that  were  put  to  them.  They  failed  to  compre- 
hend the  principle  on  which  these  questions  are  put  to  ex- 
perts, and  they,  therefore,  failed  to  respond  intelligibly.  Mr. 
Pond,  a  witness  for  the  defendant,  of  great  intelligence,  and 
of  long  practical  experience  in  this  branch  of  business,  would 
not  say  that,  after  reading  the  specification,  he  could  not 
make  a  mill  with  the  grinding-chambers  multiplied  to  any 
given  number.  But  he  undertook  to  give  a  legal  construc- 
tion to  the  specification  for  himself,  and,  assuming  his  con- 
struction to  be  sound,  and  predicating  upon  it  the  answer  he 
gave,  he  said  he  could  not  make  such  a  mill  if  he  were  to 
follow,  throughout  its  structure,  the  particular  and  identical 
description  in  the  specification  ;  and  this  was  the  view  taken 
by  another  witness.  The  point  is  thus  made  one  of  some 
importance. 

What  is  the  thing  discovered  and  described?  It  is  the 
fonnation  of  grinding-chambers,  by  the  combination  of  mov- 
able conical  rings  with  stationary  cylinders,  these  two  parts 
being  severally  brought  together  and  fastened  by  cross-bars. 
The  description  in  the  specification  shows  a  mill  with  three 
grinding-chambers.  How  will  you  add  another  chamber  ? 
The  patentees  evidently  had  in  their  minds  the  idea  of  mul- 
tiplying the  chambers,  because  they  suggest  the  use  of  sta- 
tionary cylinders  and  one  or  more  movable  conic^al  rings, 
thus  allowing  both  cylinders  and  rings  to  be  multiplied  to 
any  extent,  or  the  mill  to  be  limited  to  two  cylinders  and  one 
ring.  Where  was  the  necessity  of  their  adding  the  descrip- 
tion of  another  stationary  cylinder  just  like  the  one  described 
in  the  specification,  and  of  another  conical  ring  just  like  the 
one  they  hdve  described,  and  directing  the  ring  and  cylinder 
to  be  put  into  the  mill  concentrically,  so  as  to  obtain  two 
more  grinding-chambers  ?  There  would  be  nothing  new  in 
such  a  description.  The  specification  already  directs  how  to 
make  the  cylinder  and  the  ring,  and  how  to  combine  them 
in  order  to  produce  grinding-chambers.  A  ring  between 
two  cylinders  produces  two  chambers,  and   two  more  are 


OCTOBER,  1850.  ^  139 


Wilbur  t?.  Beeoher. 


made  by  the  addition  of  another  ring  and  another  cylinder. 
This  is  a  mere  duplication  of  parts,  and  there  is  nothing  new 
in  the  multiplication  of  the  parts.  By  taking  the  description 
of  what  has  already  been  put  together  to  form  grinding- 
chambers,  and  by  putting  the  same  together  again,  and  add- 
ing it  to  the  mill  by  the  same  connection  of  cross-bars,  you 
have  a  multiplication  of  the  grinding-cliambers. 

If  I  have  been  fortunate  enough  to  communicate  to  you 
my  ideas  in  respect  to  the  thing  really  invented  and  put  into 
practical  operation  by  the  patentees,  you  will  be  prepared 
to  take  up  the  next  subject  of  inquiry,  and  that  is,  whether 
the  defendant  has  been  guilty  of  an  infringement;  or,  in 
other  words,  whether  he  has  appropriated  to  his  own  use  and 
for  his  own  benefit,  this  new  machine  constructed  and  put 
in  operation  by  the  patentees.  As  I  have  already  stated, 
the  object  and  effect  of  the  invention  are,  an  increase  of  the 
grinding  apparatus  by  a  multiplication  of  the  grinding-cham- 
bers.  lias  the  defendant  appropriated  to  himself  this  idea  ? 
Has  he  increased  the  grinding  apparatus  in  his  mill,  by  using 
the  combination  of  the  movable  conical  rings  with  the  sta- 
tionary cylinders?  Both  parties  must  start  with  the  old 
machine,  the  Gale  mill,  which  was  the  only  mill  in  operation 
at  the  time  of  the  invention  by  the  patentees.  Montgomery 
and  Harris  being  the  first  in  point  of  time,  made  tiie  im- 
provement which  1  have  been  explaining;  that  is,  they 
increased  and  multiplied  the  number  of  the  grinding-cham- 
bers  by  a  combination  of  rings  and  cylinders.  They  thus 
made  an  advance  on  the  old  machine.  Instead  of  only  one 
grinding-chamber  in  the  mill,  you  have  two,  three,  four  or 
five,  or  any  number  you  see  fit  to  make,  by  d  multiplica- 
tion of  the  parts.  Has  the  defendant  appropriated  this  com- 
bination, in  the  mill  which  he  has  constructed  ?  Has  he 
formed  grinding-chambers  by  combining  movable  conical 
rings  with  stationary  cylinders?  If  he  has,  he  has  appro- 
priated and  adopted  the  combination  invented,  described, 
claimed  and  patented  by  Montgomery  and  Harris.  The 
defendant  has  a  mill  of  six  grinding-chambers  and  twelve 
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grinding  surfaces.  Has  he  obtained  that  by  a  multiplica- 
tion of  the  chambers,  according  to  the  combination  of  the 
patentees  ?  If  he  has,  then  he  has  been  guilty  of  an  infringe- 
ment. 

It  is  urged,  on  the  part  of  the  defendant,  that  the  shape  of 
the  grinding-chambers  in  the  defendant's  mill  is  different  from 
the  shape  of  the  chambers  in  the  plaintiffs  mill,  and  that, 
consequently,  the  combination  in  the  defendant's  mill  of  the 
running  parts  and  the  stationary  parts  which  form  the  cham- 
bers, is  different  from  the  combination  of  those  parts  in  the 
plaintiff's  mill.  It  will  be  quite  obvious,  however,  to  any  per- 
son of  ordinary  understanding,  who  will  look  at  these  various 
mills,  and  at  the  principle  on  which  they  are  constructed,  that 
this  grinding-chamber,  though  made  of  various  shapes,  will 
still  produce  a  useful  result.  A  particular  shape  may  and 
probably  will  enable  one  machine  to  operate  more  advantage- 
ously than  another.  A  mill  with  grinding  surfaces  of  one 
particular  shape  may  grind  faster  and  better  than  a  mill  with 
surfaces  of  another  shape.  But  a  mill  that  does  not  grind  so 
fast  or  so  well  as  another,  because  it  has  chambers  of  a  differ- 
ent shape,  will  not,  therefore,  cease  to  be  useful.  This  is 
demonstrated  by  the  evidence  in  this  case.  The  chamber  in 
the  plaintiff's  mill  has  one  receding  side  formed  by  tlie  mov- 
able conical  nut,  and  one  upright  side  formed  by  the  station- 
ary cylipder.  The  evidence  shows  that  the  mill  thus  con- 
structed is  a  useful  and  valuable  mill.  In  the  defendant's 
mill,  botli  the  surfaces  of  the  chamber  are  receding,  as  well 
that  of  the  cylinder  as  that  of  the  ring.  Thus,  a  larger  open- 
ing is  made  to  let  in  the  bark,  and  it  is  very  likely  that  this 
is  an  improvement,  and  that  its  effect  is  to  aid  in  feeding  the 
mill  and  in  increasing  its  grinding  capacity.  In  every  new 
invention,  the  particular  machine,  when  first  reduced  to  prac- 
tice, is  measurably  in  an  imperfect  state.  But  the  idea  of 
the  inventor  is  complete.  There  is,  however,  in  the  execu- 
tion and  mechanical  construction,  which  go  to  embody  the 
original  idea  in  a  machine  for  practical  use,  a  degree  of  im- 
perfection which,  from  a  want  of  experience,  always  attends 
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the  first  construction.  In  the  two  machines  in  question  here, 
the  shape  of  the  grinding-chamber  is  different  in  this  respect 
only,  that  in  the  plaintiff's  one  of  its  sides  is  upright  and  one 
recedes,  while  in  tlie  defendant's  both  of  its  sides  recede.  A 
person  using  the  combination  discovered  and  put  into  use  by 
the  patentees,  may,  by  experience  in  its  practical  operation, 
see  where  it  can  be  altered,  and  may  call  in  a  mechanic  and 
have  the  alteration  made,  which  may  improve  the  machine. 
This  is  a  necessary  consequence  of  the  practical  use  of  the 
machine  by  a  man  of  ordinary  skill  and  judgment.  But 
there  is  no  novelty  or  invention  in  such  alteration. 

An  illustration  of  this  is  to  be  found  in  a  case  recently 
tried  before  me  in  the  city  of  New  York,  involving  the  title 
to  a  most  useful  machine  called  a  burring  machine,  for  the 
purpose  of  cleaning  wool  or  cotton,  and  separating  the  dirt 
and  foul  stuff  from  the  fibre.  This  had  before  been  done  by 
hand,  at  great  expense.  But  a  machine  was  invented  where- 
by the  whole  operation  was  performed  by  covering  a  cylinder 
with  a  common  card  of  leather,  furnished  with  teeth  formed 
with  a  hook  on  the  outside  and  a  slot  below.  As  the  cylinder 
revolved,  the  wool  or  cotton  being  brought  close  to  it,  was 
caught  by  the  hooked  teeth  and  drawn  into  the  slot,  in  such 
maimer  that  the  fibre  went  to  the  bottom  of  the  slot,  while 
the  dirt  remained  on  the  top  of  the  tooth.  There  was  then  a 
beater,  which  iTibbed  along  the  surface  of  the  cylinder  and 
brought  off  the  dirt,  and  the  operation  was  complete.  There 
was  such  demand  for  the  machines  that  the  business  of 
constructing  them  became  extensively  profitable.  In  the 
suit  of  which  I  have  spoken,  the  defendant  had  originally 
been  in  partnership  with  the  inventor  in  constructing  the 
machines,  and,  after  the  partnership  expired,  continued  to 
construct  them  without  any  right  or  license.  When  prose- 
cuted by  the  inventor,  he  set  up,  among  other  things,  by  way 
of  defence,  that  he  had  changed  the  form  of  the  hooked  teeth, 
and  had  altered  the  shape  of  the  slots  between  the  teeth. 
This,  he  insisted,  was  a  great  improvement.  He  had  taken 
the  whole  of  the  patentee's  machine,  and,  slightly  altering  it, 
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claimed  the  right  to  use  it,  and  thus  to  absorb  the  whole  of 
the  invention.*  But,  if  any  such  doctrine  were  to  be  incor- 
porated into  the  patent  law,  and  to  be  administered  by  Courts 
and  juries,  as  that  such  an  alteration  would  be  a  defence  to  a 
charge  of  infringement,  no  patent  of  any  machine,  however 
useful,  would  be  worth  the  parchment  on  which  it  is  written. 
But  this  is  not  the  law.  A  difference  merely  in  shape  is  a 
difference  in  degree  only,  and  not  in  the  thing  itself.  In  this 
case,  the  grinding-chamber — the  space  through  which  the 
bark  enters — is  more  open  in  one  mill  than  in  the  other.  But 
there  is  nothing  new  in  this  particular  shape,  because  the 
shape  of  the  grinding-chamber  is  no  part  of  the  combination 
patented. 

The  same  observations  are  equally  applicable  to  the  shape 
of  the  teeth.  Their  shape,  whether  they  be  straight  or  slant- 
ing, is  no  part  of  the  patented  combination.  Either  form 
will  work  very  well,  though  the  one  may  be  better  and  more 
perfect  than  the  other.  But  the  form  of  the  teeth,  whether 
straight  or  slanting,  is  not  new.  Teeth  of  both  shapes  are 
found  in  many  grinding-mills,  and  neither  party  can  claim 
either  form  as  new. 

The  novelty  of  the  patentee's  machine  consists,  then,  in 
the  combination  of  the  movable  conical  nuts  with  the  station- 
ary cylinders,  by  which  means  the  patentees  are  enabled  to 
multiply  the  grinding-chambers  in  a  mill  to  any  given  num- 
ber. The  teeth  were  old.  The  mere  form  of  the  grinding 
eurfaces  was  not  new.  But  this  multiplication  of  the  grind- 
ing-chambers, in  the  manner  described,  appears  to  have  been 
never  before  known.  That  is  the  novelty  and  all  the  novelty 
there  is  in  the  matter.  As  to  the  subsidiary  parts,  such  as 
the  peculiar  shape  of  the  chambers  and  the  peculiar  form  of 
the  teeth,  they  are  incidental.  But  no  one  has  a  right,  with- 
out the  authority  of  the  patentees,  to  use  the  combination  of 
the  two  parts  that  go  to  form  the  grinding-chambers.      If 


•  The  case  referred  to  is  that  of  Parkhwnt  v.  Kinsman^  (1  Blatehf.  C.  C,  i?. 
488.) 
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you  shall  think  that  that  combination  is  incorporated  in  the 
machine  of  the  defendant,  the  plaintiff  wiU  be  entitled  to 
your  verdict  But  if  you  shall  think  otherwise,  youi'  verdict 
will  be  for  the  defendant. 

If  the  defendant  has  been  guilty  of  violating  the  plaintiflPs 
rights,  the  rule  on  the  question  of  damages  is,  that  the  plain- 
tiff is  entitled  to  all  the  actual  profits  which  the  defendant 
has  made  by  the  use  of  the  principle  of  the  plaintiffs  com- 
bination. In  other  words,  the  plaintiff  is  entitled  to  all  the 
damages  which  he  has  sustained  by  reason  of  the  use  which 
the  defendant  has  made  of  the  plaintiffs  property.  This  is, 
in  effect,  the  same  thing,  because  the  law  presumes  that  if 
the  defendant  had  not  put  his  machines  into  the  market,  the 
demand  would  have  been  for  the  plaintiffs,  and  that  he 
would  have  i-eceived  the  profits  on  the  machines  which  have 
been  made  and  sold  by  the  defendant.  Vindictive  or  exem- 
plary damages  are  not  allowed. '  The  jury  are  confined  to  the 
actual  damages,  and  the  law  has  provided  that  the  Court  may 
increase  those  damages  in  proper  cases. 

There  are  some  data  in  this  case  which  you  can  take  as 
guides  to  the  amount  of  damages.  It  is  stated  by  one  wit- 
ness, that  fi'om  the  year  1843  to  this  time,  a  period  of  some 
seven  years,  the  defendant  has  cast  six  hundred  and  thirty- 
two  mills ;  that  the  average  cost  of  those  mills  to  the  de- 
fendant was  $20  apiece  ;  and  that  they  sold  at  retail  for  $45 
each,  and  at  wholesale  for  $37  and  $40  6ach.  But  the  dif- 
ference between  $20  and  $45  on  each  mill  is  not  all  of  it 
nominal  profit.  The  interest  on  capital,  the  risk  of  bad 
debts  and  the  expenses  of  selling  the  mills,  are  all  to  be 
taken  into  account  in  arriving  at  the  profits  which  the  de- 
fendant has  made.  The  right  of  the  plaintiff  accrued  in 
August,  1845,  and  the  suit  was  commenced  in  June,  1849. 
The  jury  should  confine  their  inquiiy  on  the  subject  of  dam- 
ages to  that  period,  about  four  years,  and  to  the  profits  which 
the  defendant  derived  from  sales  of  his  mills  within  that 
period. 
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The  jury  found  a -verdict  for  tlie  plaintiff  for  $7,200,  which 
was  reduced  by  the  Court,  by  consent  of  the  plaintiff,  to 
$6,000. 

The  defendant  afterwards  moved,  on  a  case,  for  a  new 
trial,  on  the  ground  of  errors  in  the  charge  of  the  Court,  and 
of  the  excessiveness  of  the  damages.  But  the  motion  was 
denied. 

Samuel  Stevens,  Samuel  Blatchford  and  Levi  D,  Carpen- 
ter, for  the  plaintiff. 

Joshua  A.  Spencer  and  William  BaJeer,  for  the  defendant. 


John  Gibson  vs.  William  W.  Cook.     In  Equity. 

To  enable  an  assignee  of  a  patent  to  dertre  any  benefit  from  a  subsequent  exten- 
sion of  the  patent  bj  Act  of  Congress,  there  must  be  an  express  provision  in 
the  assignment  looking  to  such  renewal. 

Under  §  11  of  the  Patent  Act  of  Jnly  4tb,  1836,  (5  U.  8,  Stat,  at  Large,  121,) 
the  assignment  of  an  exclusive  right  in  the  patent  within  a  given  territory 
must  not  only  be  in  writing,  but  must  be  recorded  within  three  months  after 
its  execution,  to  defeat  the  title  of  a  subsequent  purchaser  without  notice  and 
for  a  valuable  consideration. 

Within  the  three  months,  an  unrecorded  prior  assignment  would  prevail ;  but 
it  must  be  an  assignment  in  writing,  that  may  be  recorded  within  the  time 
limited. 

An  interest  in  a  grant  of  a  future  term  of  a  patent  not  yet  in  esse,  is  not  the 
subject  of  assignment  at  common  law,  or  within  the  sense  of  §  11  of  the  Act 
of  July  4th,  1838,  and  the  right  to  such  an  interest,  when  stipulated  for,  rests 
only  in  contract. 

As  between  the  right  of  a  person  holding  a  contract  for  such  an  interest,  and 
the  right  of  a  hand-fide  purchaser,  for  a  valuable  consideration  and  without 
notice,  of  the  same  interest  in  the  future  term,  after  its  grant,  the  latter  must 
prevail. 

The  party  setting  up  such  a  contract  by  way  of  equitable  defence  to  the  legal 
title  to  the  same  interest,  must  deny  that  the  plaintiff  is  a  hand-fide  purchaser 
for  a  valuable  consideration  without  notice,  and  must  assume  the  burthen  of 
impeaching  the  legal  title. 

(Before  Nelson,  J.,  Northern  District  of  New  York,  November  2l8t,  1860.) 
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This  was  an  application  for  a  provisional  injunction  against 
the  defendant  for  an  alleged  infringement  of  the  Woodworth 
patent,  in  using  six  Woodworth  machines,  without  license, 
since  the  27th  of  December,  1849.  The  plaintiff  was  the 
assignee  of  the  re-issued  patent  of  July  8th,  1845,  for  the 
Congressional  extension  of  seven  years  from  the  27th  of  De- 
cember, 1849,  (see  Wilson  v.  Rousseau^  4  How.  646,)  for  the 
county  of  Washington,  New  York,  within  which  the  alleged 
infringement  took  place.  The  patentee's  rights  to  the  terri- 
tory in  question  were  assigned  by  him  to  James  G.  Wilson^ 
on  the  9th  of  July,  1845,  and  by  Wilson  to  the  plaintiff,  on 
the  12th  of  November,  1846. 

In  opposition  to  the  motion,  the  defendant  relied  upon  an 
assignment  or  license  to  him  from  the  patentee,  William  W. 
Woodworth,  administrator,  &c.,  executed  on  the  4th  of  July, 
1843,  by  which  he  was  authorized  to  construct  and  use  six 
Woodworth  machines  in  the  county  of  Washington.  The 
question  in  the  case  involved  the  operation  and  effect  of  this 
license. 

The  license  was  given  during  the  running  of  the  seven 
years'  extension  of  the  patent,  granted  under  the  18th  section 
of  the  Patent  Act  of  July  4th,  1836,  and  which  prolonged 
its  term  from  December  27th,  1842,  to  December  27th,  1849. 
(See  Wilson  v.  liovsseau^  4  How,  646.)  The  license  recited 
the  issuing  of  the  original  patent,  and  its  extension  for  seven 
years  from  the  27th  of  December,  1842,  and  then,  in  apt  and 
proper  words,  granted  to  the  defendant  and  his  assigns  the 
right  to  construct  and  use,  dwring  the  saAd  extermon^  six  plan- 
ing machines  in  the  said  county  of  Washington,  but  in  no 
other  place  within  the  United  States  ot  their  territories.  It 
authorized  him  and  his  assigns  to  prosecute  parties  guilty  of 
an  infringement  by  constructing  or  using  the  Woodworth 
machine  within  the  assigned  territory ;  and  mutual  stipula- 
^  tions  followed,  by  which  Woodworth  vested  the  defendant 
with  an  eotclusive  right  to  construct  and  use  the  six  machines, 
daring  the  term  aforesaid^  and  the  defendant  bound  himself 
not  to  exceed  that  number.  The  license  wound  up  with  the 
10 
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following  provision :  "  It  is  understood  that  the  said  Cook 
has  all  the  rights  I  have  in  the  county  of  Washington,  under 
said  patent,  to  use  six  machines,  and  no  more." 

Besides  the  question  arising  on  the  face  of  the  license,  the 
defendant  set  up  that  there  was  a  mistake  in  not  inserting  in 
the  license  a  provision  looking  to  a  further  extension  of  the 
patent  by  Act  of  Congress,  the  parties  having  actually  agreed 
that  the  assignee  should  have  the  benefit  of  any  such  further 
extension.  The  facts  in  relation  to  this  point  sufficiently 
appear  from  the  opinion  of  the  Court. 

Azor  Tdber  and  Rodman  Z.  Joice^  for  the  plaintiff. 

Samuel  Stevens,  for  the  defendant. 

Nelson,  J.  It  is  quite  obvious,  from  a  perusal  of  the  pro- 
visions of  the  written  instrument  of  tlie  4th  of  July,  1843, 
under  which  the  defendant  derived  his  right  to  use  the  ma- 
chines in  question,  that  the  position  taken  in  opposition  to  the 
motion  for  an  injunction  has  no  foundation  in  that  instru- 
ment. That,  in  express  words,  limits  the  grant  to  tlie  period 
of  the  extended  term  then  nmning,  which  was  all  the  right 
that  belonged  to  Woodworth  at  the  time  within  the  given 
territory.  Even  the  additional  or  contingent  right  of  exten- 
sion under  the  18th  section  of  the  Act  of  1836,  no  longer 
remained,  as  but  one  extension  is  provided  for  by  that  sec- 
tion. The  possibility  of  a  renewal  of  the  patent  by  Act  of 
Congress  existed;  but,  for  the  purpose  of  enabling  the  as- 
signee to  derive  any  benefit  in  that  event,  an  express  pro- 
vision should  have  been  inserted  in  the  grant  or  assignment, 
looking  to  such  a  renewal.  {Wilson  v.  Rousseau,  4  How, 
646,  685,  686.)  Unless  there  be  such  a  stipulation,  showing 
that  a  renewal  was  contemplated,  the  Court  is  boimd  to  con- 
strue the  instrument,  and  each  and  all  of  its  provisions,  as 
relating  to  the  existing  right  in  respect  to  which  the  parties 
were  contracting  with  one  another.  This  is  the  natural  pre- 
sumption, arising  from  the  usual  and  ordinary  course  of  deal- 
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ing,  and  should  govern  in  the  construction  of  the  contract, 
unless  it  is  otherwise  clearly  expressed. 

Assuming,  however,  that  the  written  instrument  imports  no 
grant  of  a  right  to  the  use  of  the  machines  beyond  the  ex- 
tended term,  still  the  defendant  insists  that  such  was  the 
actual  agreement  and  understanding  of  the  parties ;  that  the 
omission  to  insert  the  stipulation  arose  out  of  a  mistake  or 
misapprehension  of  the  purport  of  the  instrument ;  that  he  is 
entitled  to  have  it  reformed  and  a  clause  to  the  effect  claimed 
inserted,  so  that  he  may  be  protected  in  the  enjoyment  of  the 
right  during  the  term  as  renewed  by  Act  of  Congress ;  and 
that,  being  entitled  to  the  relief  in  Equity,  on  a  direct  appli- 
cation for  that  purpose,  it  is  competent  for  him  to  set  up  this 
ground  by  way  of  equitable  defence  to  the  motion  for  an 
injunction.  {Hunt  v^  Rousmaniere^  8  Wheat  174 ;  Joynes 
V.  Statham^  3  Atk.  388 ;  Garrard  v.  Grvalvag^  2  SwaaisU 
244 ;  Clark  v.  Grants  14  YeB.  519 ;  GiUsspie  v.  Moon^  2 
Johns.  Ch,  R,  585,  598  ;  Clowes  v.  Higginaon^  1  Ves.  dh  B. 
524 ;  1  Story's  Eq.  Jur.,  §  161 ;  Ifewl.  on  Contr,,  344.) 

Upon  this  view  of  the  law,  the  defendant  has  produced  his 
own  affidavit,  and  another  by  Mr.  Boyd,  who  was  present 
when  the  contract  was  made  with  Woodworth  for  the  use  of 
the  six  machines,  and  was  consulted  in  respect  to  it,  going  to 
show  that  it  was  the  understanding  of  the  parties  at  the  time, 
that  the  defendant's  right  to  the  use  of  the  machines  was  to 
continue,  notwithstanding  a  second  extension  of  the  patent 
should  take  place. 

Whether  this  ground  may  or  may  not  be  set  up  by  way  of 
equitable  defence  to  the  relief  sought  by  the  plaintiff,  is  a 
question  I  do  not  intend  to  examine ;  for,  in  my  view  of  the 
case,  conceding  the  position  'to  be  well  foimded,  it  will  not 
avail  the  defendant 

The  11th  section  of  the  Act  of  July  4th,  1836,  (5  U.  S. 
Stat,  at  Largey  121,)  provides,  that  every  patent  shall  be 
assignable  in  law,  either  as  to  the  whole  interest  or  any  un- 
divided part  thereof,  by  an  instrument  in  writing ;  and  that 
the  assignment,  and  also  every  grant  and  conveyance  of  the 
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exclusive  right  to  make  and  use,  &c.,  the  thing  patented, 
within  any  specified  part  of  the  territory  of  the  United 
States,  shall  be  recorded  in  the  Patent  Office  within  three 
months  from  its  execution.  The  4th  section  of  the  Act  ©f 
Februaiy  2l8t,  1793,  (1  U.  S.  Stat  at  Large,  322,)  contained 
substantially  the  same  provision.  The  4:th  section  of  the  Act 
of  April  10th,  1790,  (1  U.  S,  Stat,  at  Large,  111,)  strongly 
implies  that  the  assignment  must  be  in  writing,  as  otherwise 
it  is  declared  to  be  no  defence  to  an  action  for  an  infringe- 
ment ;  though  there  was  no  provision  in  that  Act  for  record- 
ing the  assignment. 

Under  the  11th  section  of  the  Act  of  1836,  the  assignment 
or  grant  of  an  exclusive  right  in  the  patent  within  a  given 
territory,  must,  therefore,  not  only  te  in  writing,  but  must 
be  recorded  within  the  three  months,  t(^  defeat  the  right  of  a 
subsequent  purchaser  without  notice  and  for  a  valuable  con- 
sideration. In  order  to  guard  against  an  outstanding  title  of 
over  three  months'  duration,  the  purchaser  need  only  look  to 
the  records  of  the  Patent  Office.  Within  that  period,  he 
must  protect  himself  in  the  best  way  he  can,. as  an  tmrecord- 
ed  prior  assignment  would  prevail ;  but  it  must  be  an  assign- 
ment in  writing,  that  may  be  recorded  within  the  time 
limited. 

That  the  chief  object  of  the  section  requiring  the  assign- 
ment to  be  recorded  is  the  protection  of  honA-Jide  purchasers, 
is  manifest,  though  not  specially  declared,  as  is  usual  in  regis- 
try acts ;  as  it  cannot  readily  be  perceived  that  any  other 
benefit  can  be  derived  from  the  requirement.  No  reason  can 
be  given  why  the  assignment  should  not  be  valid  as  between 
the  parties,  without  being  recorded.  It  is  only  when  the 
rights  of  third  persons  are  concerned,  that  the  step  becomes 
important,  in  guarding  against  frauds.  {Brooks  v.  Byavn, 
2  Story,  525  ;  PiU%  v.  Whitman,  2  Story,  609,  614 ;  CurtU 
on  Pat,  §  190.) 

The  instrument  containing  the  grant  in  this  case  falls  with- 
in a  class  required  to  be  recorded,  as  the  grant  conveyed  an 
exclusive  right  under  the  patent  to  construct  and  use,  and  to 
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grant  to  others  to  construct  and  use,  the  six  machines,  within 
a  specified  territory.  It  was  a  grant  to  this  extent  to  the 
grantee  and  his  assigns^  clearly  importing,  therefore,  not 
only  an  exclusive  right  to  construct  and  use  the  machines 
himself,  but  to  vend  to  others  the  right  to  construct  and  use 
them,  as  he  might  think  most  advisable  for  his  interest. 

Now,  the  assignment  from  Woodworth  to  Wilson,  which 
was  after  the  surrender  of  the  patent  and  its  re-issue  on  an 
amended  specification,  was  made  on  the  9th  of  July,  1845. 
Wilson's  assignment  to  the  plaintiff  was  made  on  the  12th"^of 
November,  1846,  and  embraced  the  territory  within  which 
the  defendant  sets  up  a  prior  contract  of  assignment  of  the 
exclusive  right  to  use  hjs  six  machines.  If  this  assignment 
to  the  defendant  had  been  in  writing,  it  would  not  have  de- 
feated the  right  of  the  plaintiff,  unless  recorded  within  the 
three  months ;  and  surely,  not  being  in  writing,  and  therefore 
not  in  a  condition  to  be  recorded,  it  cannot  help  the  case  out 
of  the  difliculty.  The  defendant's  title  is  in  the  predicament 
of  that  of  a  grantee  of  land,  where  there  has  been  an  omis- 
sion or  misdescription  of  a  portion  of  the  premises  intended 
to  be  conveyed.  A  subsequent  iond-Jide  purchaser  for  a 
valuable  consideration  takes  the  title ;  and,  although  the 
party,  as  between  himself  and  his  grantor,  might  be  entitled 
to  have  the  deed  reformed  and  the  true  description  inserted, 
he  cannot  be  thus  entitled  to  the  prejudice  of  the  after 
acquired  title. 

But,  it  may  be  said  that  the  clause  omitted  in  the  assign- 
ment, having  relation  to  a  grant  of  a  future  term  of  the  pat- 
ent, not  yet  in  esse,  was  not  an  assignment  or  grant  within  the 
meaning  of  the  11th  section  of  the  Act  of  1836,  that  section 
having  relation  to  an  interest  in  an  existing  patent ;  and  that, 
therefore,  the  stipulation  for  this  future  contingent  interest, 
if  in  writing,  need  not  have  been  recorded  in  the  Patent 
Oftice.  The  interest  in  respect  to  which  the  parties  were 
contracting,  not  being  in  existence  at  the  time,  was  doubtless 
not  the  subject  of  assignment  or  grant  at  common  law,  nor 
within  the  sense  of  this  section  of  the  Act.     The  right  could 
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rest  only  in  contract.  Admitting  this  to  be  the  correct  view 
of  the  stipulation,  still  I  do  not  see  how  it  can  help  the  de- 
fendant. For,  if  the  Court  should  proceed  and  reform  the 
contract,  and  cause  the  provision  to  be  inserted  in  the  assign- 
ment of  the  4th  of  July,  1843,  it  would  not  affect  the  interest 
in  the  renewed  patent  in  this  territor}',  which  had  already 
passed  by  assignment  to  the  plaintiff.  As  the  right  would 
rest  only  in  contract,  even  after  the  instrument  had  been 
reformed,  the  interest  of  the  assignee  would  still  remain  un- 
affected, imtil  an  actual  assignment  was  enforced  in  Equity 
in  pursuance  of  the  agreement.  In  order  to  effect  this,  it 
would  be  necessary  to  make  the  plaintiff  here  a  party,  the 
legal  title  being  in  him,  and  the  question  would  then  be  pre- 
sented betvveen  the  right  of  a  person  holding  a  contract  for 
the  interest  in  question,  and  that  of  a  subsequent  honA-fide 
purchaser  for  a  valuable  consideration.  I  need  scarcely  add 
that,  in  this  posture  of  the  case,  the  latter  must  prevail. 
(1  Storjfs  Eq.  Jur.,  §  64  c,  and  cases  there  died.)  Besides, 
Courts  of  Equity  will  not  interfere  to  correct  a  mistake  in  a 
written  instrument,  to  the  prejudice  of  a  hond-Jlde  purchaser, 
as  he  has  at  least  an  equal  right  to  protection  with  the  party 
laboring  under  the  mistake.  (1  Fonbl.  Eq.^  B.  1,  ck,  1,  §  7 
amd  notes  ;  Stcgd.  on  Vend.,  ch.  3,  p.  143  ;  Warrick  v.  War- 
rich,  3  Aik\  291 ;  Maiden  v.  Menill,  2  Ath,  8, 13  ;  1  Storxfs 
Eq.  Jut,,  §§  108, 139,  165.) 

The  defendant,  in  order  to  have  secured  himself  against  the 
title  of  a  hond-fide  purchaser,  should  have  procured  a  refor- 
mation of  his  contract,  and  an  assignment  of  it,  prior  to  the 
assignment  to  Wilson,  under  whom  the  plaintiff  claims,  and 
have  recorded  the  same  in  the  Patent  OfBce  within  the  three 
months.  To  reform  the  contract  now,  and  award  to  him  the 
benefit  of  the  omitted  clause,  by  directing  an  assignment,  or, 
what  would  be  equivalent,  allowing  him  to  avail  himself  of 
this  matter  by  way  of  equitable  defence,  would  not  only  con- 
travene the  effect  of  the  recording  Act,  but  operate  as  a  direct 
fraud  upon  the  plaintiff.  This  view  alone  seems  conclusive 
against  the  ground  of  defence  set  up  in  answer  to  the  motion. 
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The  mere  right  tx)  an  asBignment  would  be  of  no  avail, 
whether  in  writing  or  otherwise,  even  though  enforceable  in 
Equity  against  the  original  party  and  his  personal  representa- 
tives. If  it  would,  greater  effect  must  be  given  to  it  as 
respects  the  title  of  a  purchaser  without  notice,  than  to  an 
actual  unrecorded  assignment  of  the  interest — a  proposition 
for  which  no  one  will  contend. 

I  have  assumed  all  along  that  the  plaintiff  is  a  hond-jide 
purchaser  of  the  interest  claimed  in  the  patent.  That  fact 
has  not  been  controverted  by  the  defendant;  and,  as  the 
question  in  the  case  is  presented  by  way  of  equitable  defence 
to  the  title  shown  in  the  biU,  the  denial  was  necessary  to  com- 
plete the  ground  of  defence.  Otherwise,  the  title  stands  as 
averred  in  the  bill,  the  burthen  lying  upon  the  defendant  to 
impeach  it. 

I  am  satisfied,  therefore,  that  the  ground  set  up  in  oppo- 
sition to  the  motion  for  an  injunction  cannot  avail  the  de- 
fendant, inasmuch  as  the  equity  shown  is  not  superior  to  that 
of  the  plaintiff.  And  besides,  if  it  were  admitted,  it  would, 
in  effect,  override  the  rights  of  thevparties  as  settled  by  the 
provision  of  the  Act  of  1836  requiring  the  recording  of  ex- 
clusive grants  in  a  given  territory,  and  of  assignments  of  the 
whole  or  portions  of  the  interest  in  the  patent 

Injunction  granted. 


William  W.  Woodwobth  and  John  Gibson 
"WiLLLoc  W.  Cook.    In  Equity. 

A  license  given  by  W.,  the  patentee,  to  (/.,  to  use  six  patented  planing  ma- 
chineSf  recited  that  C.  desired  a  license  to  use  the  machines  in  a  certain- 
coanty  "on  the  conditions  hereiDafter  mentiontd,"  and  then  granted  to  0. 
permission  to  use  the  six  machines  within  the  county,  "and  also,  within 
said  limits,  to  dispose  of  the  plank  or  other  things  dressed  and  prepared  on 
the  said  machines ;  "  it  further  provided  that  W.  should  not  permit  any  other 


152  NORTHERN  DISTRICT  OF  NEW  YORK, 

Woodworth  v.  Cook. 

person  than  C.  to  use  the  machines  within  the  county,  and  that  0.  should 

'  not  ose  more  than  six  machines  there,  "  nor  use  any  such  machines,  nor  sell 
and  dispose  of  any  plank  or  other  thing  dressed  and  prepared  in  such  ma- 
chines, anywhere  else  within  the  United  States ;  *'  and  it  concluded  thus :  "  It 
is  understood  that  said  C.  has  all  the  rights  I  (W.)  have  in  said  county,  under 
said  patent,  to  use  six  machines,  and  no  more : "  Held,  that  the  sale  of  the 
products  of  the  machines  was  restricted  within  the  county,  and  that  there 
was  nothing  in  the  prior  clauses  of  the  license  necessarily  repugnant  to  the 
last  one. 

But,  where  it  appeared  that  the  actual  agreement  between  W.  and  G.  at  the 
time  was,  that  G.  was  not  to  be  restricted  as  to  place  in  selling  the  dressed 
plank,  and  that  the  last  clause  in  the  license  was  especially  inserted  for  that 
purpose,  a  Court  of  Equity  would,  probably,  on  a  proper  application,  direct 
the  contract  to  be  reformed  by  the  insertion  of  a  clause  to  the  effect  claimed. 

If  so,  it  seems  to  be  an  established  rule  in  Equity,  that  the  matter  entitling  the 
party  to  an  amendment  of  his  contract  may  be  set  up  by  way  of  defence  to  a 
proceeding  to  enforce  a  specific  performance  of  the  contract,  where  the  clause 
omitted  through  mistake  or  accident  would,  if  found  in  the  instrument,  consti- 
tute a  ground  of  defence. 

But  such  a  defence  cannot  be  set  up  where  the  rights  of  a  bond-fide  purchaser 
have  intervened,  which  would  or  might  be  seriously  prejudiced  by  giving  effect 
to  the  defence. 

Under  the  license  in  this  case,  W.,  on  a  breach  by  C.  of  the  condition  as  to  the 
sale  of  the  products  of  the  machines,  had  a  right  to  avoid  the  contract,  and  to 
be  remitted  to  his  original  rights,  and  to  prosecute  C.  for  an  infringement  of 
the  patent.  , 

But  C.  also  is  remitted  to  his  original  position  and  rights ;  for  the  contract  must 
be  avoided  altogether,  if  at  all. 

And  C.  may  set  up  any  right  he  had  prior  to  the  license,  to  use  the  machines;  as, 
for  instance,  where  the  right  granted  by  the  license  was  for  an  extension  of  the 
patent  under  §  18  of  the  Patent  Act  of  July  4tb,  1886,  he  may  set  up  a  right, 
under  the  decision  in  WiUon  v.  Rdueaeau^  (4  How.  646,)  to  use  the  machines 
as  having  been  in  use  when  the  first  term  of  the  patent  expired. 

In  a  suit  in  Equity  against  C,  to  take  advantage  of  a  i)reach  of  said  condition  of 
the  license,  W.  is  properly  joined  as  a  plaintiff  with  6.,  although  the  latter 
owns  the.  whole  of  the  beneficial  interest  in  the  subject-matter;  because  W. 
was  a>  party  to  the  license,  and,  for  aught  that  appears,  is  yet  the  owner  of  a 
•portion  of  the  interest  in  the  patent,  and,  as  such,  interested  in  upholding  it, 
.and  nuiy  be  interested  indirectly  in  the  infringement  itself. 

^(Before. Nklson,  J.,  Northern  District  of  New  York,  November  21st,  1860.) 

'The  bill  in  this  case  was  filed  in  June,  1847,  and  set  forth 
rthe  granting  of  the  Woodworth  jpatent,  its  extension  for  seven 
jears  fjom  the  27th  of  December,  1842,  and  its  re-issue  on 
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the  8th  of  July,  1845.  (See  Wilson  v.  Rousseau^  4  How. 
646.)  It  also  set  forth  that,  on  the  25th  of  November,  1845", 
the  plaintiff  Woodworth,  the  patentee  of  the  re-issued  pat- 
ent, conveyed  to  the  plaintiff  Gibson  the  exclusive  right  to 
the  patent  during  the  extension,  for  the  city  and  county  of 
Albany,  N.  Y.,  except  the  right  to  use  two  machines  in 
Watervliet  in  that  county ;  that  on  the  same  day,  James  G. 
Wilson,  who,  on  the  9th  of  July,  1845,  had  become  the 
assignee  of  the  right  under  Woodworth  for  the  territory 
specified  in  the  conveyance  next  mentioned,  conveyed  to  the 
plahitiff  Gibson  all  the  right  to  the  patent,  during  the  exten- 
sion, for  the  State  of  New  York,  excepting  the  exclusive 
right  to  run  seven  machines,  in  six  specified  places,  (none  of 
them,  however,  in  the  county  of  Washington,  N.  Y.,)  in 
addition  to  the  two  machines  in  Watervliet,  before  excepted ; 
that  the  defendant  had  had  in  operation  for  some  time  three 
Woodworth  machines  at  Whitehall,  Washington  county,  N. 
Y.,  and  dressed  large  quantities  of  lumber  with  them,  and 
sold  it  in  Albany  and  Troy,  and  had  had  and  still  had  de- 
positaries in  those  cities  and  elsewhere,  for  the  sale  of  such 
dressed  lumber;  that  the  plaintiff  Gibson  had  a  large  and 
expensive  establishment  at  Albany  for  running  and  making 
the  Woodworth  machines  and  selling  them  and  the  lumber 
dressed  by  them,  and  his  licensees  had  large  establishments 
of  the  same  kind  at  Troy  and  other  places  in  the  State  of 
New  York,  the  whole  being  of  the  value  of  not  less  than 
$200,000;  4hat  the  operations  of  these  establishments  *had 
been  materially  injured  by  the  defendant's  acts,  and  that  the 
defendant  claimed  the  right  to  do  as  he  had  done,  under  a 
license  fi-om  the  plaintiff  Woodworth,  given  on  the  4th  of 
July,  1843. 

The  license,  which  was  set  forth  in  the  bill  and  was  under 
seal,  was  executed  by  both  Woodworth  and  the  defendant, 
recited  that  the  defendant  desired  a  license  to  construct 
and  use  the  Woodworth  machines  in  the  county  of  Washing- 
ton, "  on  the  conditions  hereinafter  mentioned,"  and  then  gave 
the  defendant  permission  to  construct  and  use  six  of  the 
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planing  machines  in  the  county  of  Washington,  N".  T.,  and 
not  elsewhere,  during  the  extension,  "  and  also,  within  said 
limits,  to  dispose  of  the  plank  or  other  things  dressed  and 
prepared  in  the  said  machines."  The  license  then  provided 
that  Woodwoilh  should  not  permit  any  other  person  than  the 
defendant  to  construct  or  use  the  machine  within  tlie  county 
of  Washington,  and  further,  that  the  defendant  "  shall  not, 
nor  wdll,  during  the  term  aforesaid,  construct  or  use  more 
than  six  machines  as  aforesaid  within  the  limits  above  men- 
tioned, nor  construct  or  use  any  such  machines,  nor  sell  and 
dispose  of  any  plank  or  other  thing  dressed  and  prepared  in 
such  machines,  anywhere  else  within  the  United  States  and 
the  territories  thereof."  The  .license  concluded  as  follows : 
"  It  is  understood  that  said  Cook  has  all  the  rights  I  have,  in 
the  county  of  AVashington,  under  said  patent,  to  use  six 
machines,  and  no  more." 

The  bill  claimed  that  the  defendant,  by  vending  the  pro- 
ducts of  his  machines  out  of  the  county  of  AVashington,  had 
violated  the  conditions  and  covenants  of  his  license  and  for- 
feited all  his  rights  under  it.  JThe  bill  further  set  forth  that, 
on  the  20th  of  August,  1846,  the  plaintiff  Woodworth,  by  an 
instrument  in  writing,  authorized  and  empowered  the  plain- 
tiff Gibson,  in  the  name  of  Woodworth  or  otherwise,  to 
prosecute  the  defendant  for  the  violation  of  the  covenant  and 
condition  in  the  said  license  contained,  and  to  recover  from 
him  such  damages  as  he  was  liable  to  pay  therefor,  and  to 
restAiin  him  from  further  violating  his  covendnt,  and  to 
receive  to  his  OKvn  use  all  damages  that  might  be  recovered. 
The  bill  prayed  for  an  accoimt  of  profits,  and  an  injunction 
against  the  further  use  of  the  machines,  and  that  the  license 
might  be  annulled. 

The  answer  admitted  the  running  of  three  Woodworth 
machines  by  the  defendant  at  Whitehall,  and  the  sale  by 
him,  out  of  the  county  of  Washington,  of  the  lumber  dressed 
by  them.  It  insisted  that  the  plaintiff  Gibson  could  not  have 
been  injured  by  the  defendant's  operations,  unless  the  lum- 
ber dressed  by  the  defendant  would  otherwise  have  gone 
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to  the  machines  of  Gibson  to  be  dressed ;  that  the  defendant 
had  a  right  to  sell  his  dressed  lumber  wherever  he  tliought 
proper;  that,  in  March,  1838,  he  and  his  brother  acquired 
a  right,  through  several  mesne  conveyances,  by  deed  from 
William  Woodworth,  to  iise  two  of  the  Woodworth  planing 
machines  in  Washington  county,  for  the  residue  of  the  origi- 
nal fourteen  years,  and  that  they  at*the  same  time  bought  two 
of  the  machines  and  put  them  in  use  at  Whitehall,  and  had 
used  them  there  ever  since  ;  that,  at  the  time  the  license  of 
the  4th  of  July,  1843,  was  executed,  it  was  actually  agreed 
between  the  plaintiff  Woodworth  and  the  defendant,  that  the 
latter  should  possess  the  right  to  vend  the  products  of  the  six 
machines  without  any  restriction  as  to  place,  and  the  parties 
intended  that  the  license  should  so  provide,  and  understood 
that  it  did,  and  the  last  clause  in  it  was  inserted  to  effect  that 
object ;  that  the  defendant  had  a  right,  at  all  events,  to  use 
the  two  machines  so  purchased  by  him  and  his  brother,  and 
to  sell  anywhere  the  lumber  dressed  by  them ;  that  the  re- 
striction insisted  on  by  the  plaintiffs  was  in  restraint  of  trade, 
and  void ;  that  the  patent  did  not  grant  to  the  patentee  the 
exclusive  right  of  selling  the  products  of  the  machines,  and 
he  had  no  right  to  restrict  their  sale  ;  that  this  Court  had  no 
jurisdiction  of  the  case  ;  tliat  the  bill  did  not  show  any  joint 
interest  of  the  plaintiffs  in  the  relief  prayed  for;  and  that 
they  had  a  perfect  remedy  at  law. 

There  was  a  replication  to  the  answer,  and  the  case  was 
heard  on  pleadings  and  proofs.  The  material  parts  of  the 
evidence  are  stated  in  the  opinion  of  the  Court. 

Asor  Taber  and  Hodman  Z.  Jo  ice,  for  the  plaintiffs.  I. 
The  objections  to  the  bill,  as  set  forth  in  tlie  answer,  are  un- 
tenable. 1.  This  Court  has  exclusive  jurisdiction  of  the  sub- 
ject-matter of  the  bill.  The  objection  taken  is  that,  if  the  bill 
18  founded  on  the  forfeiture  or  the  breach  of  any  covenant, 
this  Court  has  no  jurisdiction.  The  answer  is,  that  we  are  to 
consider  the  covenant  as  broken  and  set  asidd,  and  the  bill 
as  a  bill  for  infringement,  founded  on  the  patent.    Of  a  bill 
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complaining  of  the  unauthorized  use  of  a  patent  right,  and 
praying  an  account  and  injunction,  a  State  Court  has  no  juris- 
diction, even  by  consent.  {Act  of  July  ^th,  1836,  §  17, 
5  U.  S,  Stat  at  Large^  124 ;  Dudley  v.  Mayhew^  3  Cmnst  9.) 
2.  Woodworth,  the  patentee,  is  properly  joined  as  plaintiff 
with  Gibson,  his  assignee  for  the  territory  where  the  injury  is 
alleged  to  have  been  done ;  the  lumber  dressed  by  the  de- 
fendant's machines  having,  contrary  to  the  license  from 
Woodworth,  been  sold  in  Gibson's  territory.  {Act  of  July 
Uh,  1836,  §  14 ;  Whittemore  v.  Cutter,  1  OaU.  429,  430 ; 
Woodworth  v.  WUaon,  4  How.  712,  716.)  3.  The  plaintiffs 
have  not  an  adequate  remedy  at  law.  They  pray  that  the 
defendant's  license  be  declared  void,  and  for  an  account  and 
an  injunction ;  for  all  of  which  they  have  a  manifest  right  to 
come  into  a  Court  of  Equity. 

n.  The  planing  of  limiber  in  Whitehall,  for  sale  elsewhere, 
was  contrary  to  die  terms  and  true  meaning  of  the  license. 
The  last  sentence  of  the  instrument  does  not  contradict  the 
prior  explicit  restriction  as  to  disposing  of  the  dressed  lumber. 
Whatever  was  authorized  to  be  done  by  the  last  sentence,  was 
to  be  done  "in  the  county  of  Washington."  It  expressly 
relates  to  v^ng  the  machines,  and  was  inserted  for  abundant 
caution,  to  show  that  Woodworth  reserved  no  rights  to  him- 
self in  the  county.  To  allow  such  a  general  expression  to 
overrule  an  explicit  condition  not  mentioned  or  referred  to  in 
it,  would  violate  the  fundamental  rules  of  construction.  {Co. 
Liu.,  147  a;  Story  on  Contr.,  M  ed.  §  639.) 

III.  The  allegation  in  the  answer,  that  the  parties  intended 
by  the  contract  something  different  from  what  is  expressed 
in  it,  is  nugatory,  and  the  oral  evidence  giveji  in  its  support 
should  be  rejected.  1.  Parol  evidence  is  inadmissible  to  add 
to,  defeat  or  vary  the  terms  of  a  written  instrument,  espe- 
cially where,  as  in  the  present  case,  an  instrument  in  writing 
is  required  bylaw  to  give  effect  to  the  contract.  {Act  of  July 
Uh,  1836,  §  11 ;  3  Stark.  Ev.,pt.  4,  pp.  100-102  ;  1  Phia. 
Ev.,  C.  &  H.  ed.,  559  ;  Rv^  v.  Ja^kaon,  4  Brown  Ch.  Caa. 
514 ;  Sherman  v.  Mayor,  c&c,  of  New  York,  1  Comat.  316  ; 


NOVEMBER,  1860.  167 


Woodwoith  t;.  Cook. 


Norton  v.  Woodruffs  2  Id,  153,)  2.  The  construction  of  a 
written  contract,  or  the  presumption  arising  from  it,  can  no 
more  be  varied  by  parol  evidence,  than  can  its  terms.  {Creery 
V.  HoUey,  14  Wend.  26,  30 ;  HuU  v.  Adams,  1  IliMy  601.) 

3.  There  is  no  pretence  of  any  latent  ambiguity  in  the  instru- 
ment. If  there  be  any  ambiguity,  it  is  patent,  and  cannot  be 
explained  by  oral  evidence.    {Story  on  Contr.,  2d  ed.,  §  677.) 

4.  If  there  was  any  mistake  or  fraud  in  the  license,  Cook 
should  have  filed  his  bill  against  Woodworlh,  to  be  relieved 
from  his  contract,  or  to  reform  it  according  to  the  intention 
of  the  parties*  He  cannot  be  permitted  to  claim  under  it  as 
it  is,  and  then,  when  sued  for  its  violation,  alter  some  of  its 
provisions  by  parol  evidence.  5.  Especially  can  he  not  be 
permitted  to  do  this  against  Gibson,  an  innocent  third  per- 
son, who,  on  the  faith  of  the  records  of  the  Patent  Office, 
has  for  years  conducted  his  business  under  the  patent,  and 
has  incurred  the  expense  of  this  prosecution. 

IV.  The  license  was,  by  its  terms,  granted  on  certain  con- 
ditions, one  of  which  has  been  violated  by  Cook.  The  viola- 
tion of  this  condition  was  a  forfeiture  of  the  license.  {Story 
on  Contr.,  §§  28,  29 ;  Com.  Dig.,  Condition,  B.  and  6^.) 

Samuel  Stevens,  for  the  defendant.  I,  The  defendant  had 
a  right  to  use,  without  restriction,  the  two  machines  bought 
by  him  in  1838 ;  and  the  plaintiffs  can,  in  any  event,  reach 
only  the  third  machine. 

II.  The  license  does  not  restrict  the  defendant  as  to  the 
place  of  selling  the  lumber  dressed  in  the  machines.  And, 
even  if  it  does,  it  is  not  a  condition  on  which  his  title  depends, 
but  merely  a  covenant,  for  a  breach  of  which  the  parties 
injured  must  obtain  relief  by  damages.  Courts  will  not 
create  a  condition  by  construction,  when  the  consequence  is 
to  be  a  forfeiture ;  but  will  sometimes  construe  a  condition  to 
be  a  covenant,  in  order  to  avoid  a  forfeiture. 

III.  But,  if  the  license  does  restrict  the  place  of  sale,  the 
proofs  show  that  there  was  a  mistake  in  the  contract,  and  that 
the  agreement  was,  there  shoidd  be  no  restriction. 
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IV.  The  Court  will,  therefore,  in  a  suit  in  Equity,  give 
such  a  construction  to  the  license  as  the  parties  intended  it  to 
receive ;  especially  will  they  do  so  where  a  different  decision 
will  work  a  forfeiture.  {Hunt  v.  Rournianiere^  8  Wheat. 
174.) 

V.  The  bill  is  defective  for  the  reasons  set  forth  in  the 
answer. 

Nelson,  J.  1.  The  evidence  is  very  strong  in  this  case  to 
show  that,  according  to  the  actual  agreement  between  the 
patentee  and  the  defendant  at  the  time  of  the  assignment  of 
the  4:th  of  July,  1843,  the  latter  was  to  possess  the  right  not 
only  to  construct  and  use  the  six  machines  within  the  terri- 
tory mentioned,  but  also  to  vend  their  products,  without  any 
restriction  as  to  place.  The  deposition  of  Mr.  Boyd  is  very 
particular  and  explicit  on  this  point.  It  was  the  subject  of 
discussion  in  the  negotiation,  and  was  deemed  a  very  material 
part  of  the  contract  on  the  part  of  the  defendant ;  so  much 
so,  that  he  refused  to  become  the  purchaser  if  restricted  in 
the  exercise  of  this  right,  as  provided  for  in  one  of  the  clauses 
in  the  assignment.  To  remove  the  objection  and  give  the 
unrestricted  right  of  sale,  the  last  clause  was  interlined  at  the 
bottom  of  the  instrument,  as  follows :  "  It  is  imderstood  that 
said  Cook  has  all  the  rights  I  have  in  the  county  of  Wash- 
ington, under  the  said  patent,  to  use  six  machines,  and  no 
more." 

Upon  this  evidence,  assuming  that  the  clause  thus  inserted 
has  not  the  effect,  when  taken  in  connection  with  other  parts 
of  the  contract,  to  give  the  unrestricted  right  of  sale,  accord- 
ing to  any  legal  interpretation  of  the  instrument,  a  Court  of 
Equity  would  probably,  on  a  proper  application,  direct  the 
contract  to  be  reformed,  by  the  insertion  of  a  clause  to  the 
effect  claimed ;  and,  if  so,  it  seems  to  be  an  established  rule  in 
Equity,  that  the  matter  thus  entitling  the  party  to  an  amend- 
ment of  his  contract  may  be  set  up  by  way  of  equitable  de- 
fence against  a  proceeding  involving  the  rights  of  the  parties 
under  the  instrument,  and  which  would  not  be  maintainable 
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if  the  claiise  in  question  had  fohned  a  part  of  the  contract. 
In  other  words,  it  may  be  set  up  by  way  of  defence  to  a  pro- 
ceeding to  enforce  a  specific  performance  of  the  contract, 
where  the  clause  omitted  through  mistake  or  accident  would, 
if  found  in  the  instrument,  constitute  a  groimd  of  defence. 
{Com,  Dig.^  Chancery^  2  C.  16 ;  Joynes  v.  Statham^  3  Atk. 
388  ;  Pitcaim  v.  Ogboume^  2  Ves,  Sr.  375  ;  Zegal  v.  Miller, 
Id.  299  ;  Mason  v.  Armitage,  13  Ves.  25  ;  Flood  v.  Fhilay^ 
2  Ball  i&  Beat.  15  ;  Gillespie  v.  Moon,  2  Johns.  Ch.  Ji.  585 ; 
JPrice  V.  Dyer,  17  Ves.  357 ;  1  Story's  Eq.  Jur.,  §  161.) 

I  am  inclined  to  think,  notwithstanding  the  insertion  of 
the  last  clause  in  the  agreement,  that,  taking  the  whole  in- 
strument together,  and  giving  to  each  and  all  of  its  provisions 
a  consistent  interpretation,  the  sale  of  the  products  of  the 
machines  was  restricted  within  the  limits  of  tlie  comity  with- 
in which  their  operation  was  confined;  and  that  there^iS 
nothing  in  the  restrictive  clause  necessarily  repugnant  to  the 
one  relied  on  by  the  defendant  as  qualifying  it.  It  is  not  to 
be  denied,  however,  that  unless  the  view  taken  by  the  de- 
fendant as  to  the  eflFect  of  the  qualif}- ing  clause  is  the  correct 
one,  it  is  diflicult  to  perceive  its  object  or  materiality,  as  that 
clause,  if  confined  simply  to  the  number  of  machines  to  be 
used,  would  be  but  a  repetition  of  what  had  already  been 
fully  provided  for.  The  defendant's  view,  tlieref ore,  though 
not  sustainable  upon  any  proper  legal  interpretation  of  the 
instrument,  tends  to  confirm  the  evidence  as  to  the  mistake 
or  misapprehension  of  the  effects  of  it,^  claimed  in  the 
answer. 

Upon  the  whole,  I  should  be  disposed  to  acquiesce  in  the 
ground  and  principle  of  the  defence  thus  set  up,  were  it  not 
for  the  consideration  that  the  rights  of  a  hon  -Jide  purchaser 
have  intervened,  which  would  or  might  be  seriously  preju- 
diced by  allowing  the  contract  to  be  reformed  at  this  late 
day,  or  by  giving  effect  to  the  defence,  which  would  be  the 
same  thing.  Wilson  and  Gibson  having  purchased  all  the 
right  of  the  patentee  within  the  State  of  New  York,  subject 
to  certain  previous  grants,  and,  among  others,  the  one  in 
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question,  and  paid  for  the  same  a  valuable  consideration,  the 
enlargement  of  the  defendant's  contract  beyond  what  ap- 
peared upon  the  face  of  it,  to  the  prejudice  of  these  subse- 
quently acquired  rights,  would  be  unjust  and  inequitable,  and 
constitutes  ground  that  must  prevent  the  interference  of  the 
Court.  In  the  aspect  of  the  case  in  which  the  relief  is  prayed 
for  against  the  terms  of  a  written  instrument,  these  assignees 
are  to  be  regarded  as  honA-fide  purchasers,  and  as  presenting 
at  least  an  equal  equity  against  the  correction  of  the  mistake, 
to  their  prejudice,  with  that  presented  by  the  defendant  in 
f aVor  of  it.  The  authorities  on  this  point  were  referred  to  in 
the  case  of  Gibson  v.  Cook^  {ante^  p.  144.) 

That  the  unrestricted  sale  of  the  products  of  the  machines 
*  operated  in  the  territory  in  question  would  not  be  prejudicial 
to  the  rights  of  these  assignees,  is  a  proposition  I  cannot 
assume  or  admit.     It  is  manifest  that  a  right  to  vend  the 
products  in  the  markets  at  the  cities  below  on  the  Hudson 
Eiver,  would  seriously  affect  the  value  of  the  machines  in 
operation  in  those  cities,  and,  of  course,  the  price  of  the 
rights  under  the  patent.     If  so,  then  the  rights  of  the  as- 
signees, as  horvdL-fide  purchasers,  intervene,   and,  upon  the 
principles  above  stated,  forbid  the  interference  of  the  Court. 
2.  I  am  inclined  to  think  that  the  assignment  from  Wood- 
worth  to  Cook,  according  to  the  fair  import  of  its  terms,  was 
made  upon  the  express  condition  that  he  should  observe 
strictly  the  limitation  in  regard  to  the  sales  of  the  products 
of  the  machines  ;  and  that,  on  a  breach  of  the  condition,  the 
patentee  had  a  right  to  avoid  the  contract  and  to  be  remitted 
to  his  original  rights.     This  would  seem  to  be  not  only  the 
intention  of  the  parties  in  inserting  the  condition,  but  also 
the  legal  effect  and  operation  of  the  stipulation ;  and  upon 
this  view  the  bill  has  been  framed. 

It  is  to  be  observed,  however,  that  the  defendant  is  also 
remitted  to  his  original  position  and  rights  under  the  Wood- 
worth  patent,  as  the  contract  must  be  avoided  altogetlier,  if 
at  all.  It  cannot  be  obligatory  upon  the  one  party  and  not  upon 
the  other.     The  bill  assumes,  and  properly,  as  its  foundation, 
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that  the  contract  has  been  rendered  null  and  inoperative  by 
the  breach  of  the  condition ;  and  that,  since  the  breach,  the 
defendant  has  been  running  the  machines  in  violation  of  the 
patent.  In  this  view  of  the  case,  he  may  well  set  up,  as  he 
has  done  in  the  answer,  any  right  belonging  to  him,  as  it 
respects  the  use  of  the  said  machines,  prior  to  the  assignment 
in  question. 

It  seems  that  two  of  these  machines  were  constructed  and 
used  under  a  right  acquired  from  the  original  patentee  during 
the  first  term,  and  were  in  use  at  the  expiration  of  that  term. 
According,  therefore,  to  the  case  of  Wilson  v.  Rousseau^  (4 
Sow,  646,)  the  defendant  had  a  right  to  continue  in  the  use 
of  them,  notwithstanding  the  first  extension.  This  ground 
affords  a  complete  answer  to  the  charge  of  infringement  as  it 
respects  these  two  machines. 

3.  Woodworth,  the  patentee,  is,  we  think,  properly  joined 
with  Gibson  as  a  plaintiff.  He  being  a  party  to  the  assign- 
ment, it  was,  perhaps,  necessary  to  make  him  a  party  to  the 
suit,  in  order  to  take  advantage  of  the  breach  of  the  condi- 
tion, notwithstanding  the  whole  of  the  beneficial  interest  is  in 
Gibson.  Besides,  for  aught  that  appears,  he  is  yet  the  owner 
of  a  portion  of  the  interest  in  the  patent,  and,  as  such,  inter- 
ested in  upholding  it ;  and  he  may  be  interested  indirectly  in 
the  infringement  itself. 

There  must  be  a  decree  for  the  plaintiffs,  and  a  reference 
to  a  Master  to  take  proof  of  the  loss  of  profits  sustained  on 
account  of  the  infidngement,  upon  the  principles  above 
stated. 


11 
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Douglass  Prentiss 
Charles  W.  Brennan.    In  Equity. 

Under  §  11  of  the  Judiciary  Act  of  1789,  (1  U.  8.  Stat,  at  Large,  78,)  ooDBtnied 
in  connection  with  Art.  8,  sec.  2,  of  the  Constitution  of  the  United  Scales,  it  is 
not  sufficient  to  give  jurisdiction  of  a  suit  to  a  Circuit  Court,  that  one  of  the 
parties  to  it  is  an  alien. 

The  controversy,  in  order  to  give  jurisdiction,  must  be  one  in  which  a  citizen  of 
a  State  and  an  alien  are  parties. 

Where  the  pUintiff  was  a  native  of  New  Torlc,  but  had  resided  in  Canada  and 
been  in  business  there  for  thirty  years  before  bringing  his  suit,  and  resided 
there  when  he  brought  his  suit,  and  had  takeu  the  oath  of  allegiance  there  to 
the  Queen  of  Great  Britain,  and  the  defendant  was  a  cidzen  of  Canada  and  a 
subject  of  .the  Queen  of  Great  Britain :  Htlel,  that  this  Court  had  no  jurisdic- 
tion of  the  case. 

Though  the  plaintiff  might,  for  some  purposes,  be  regarded  as  a  citizen  of  the 
United  States,  he  was  not  a  citizen  of  the  State  of  New  Torls,  which  was  essen- 
tial to  give  jurisdiction. 

(Before  Nelsov,  J.,  Northern  District  of  New  York,  February  7tb,  1651.) 

The  plaintiff  filed  his  bill  in  this  case  against  the  def  end- 
.ant  for  the  settlement  of  a  partnership  account,  claiming  a 
large  balance  due  to  him  from  the  firm,  charging  that  the 
defendant  had  wrongfully  taken  possession  of  the  partnership 
books,  papers  and  effects,  and  had  absconded  with  them  from 
Kingston,  in  the  Province- of  Canada,  where  the  partnership 
business  had  been  carried  on,  into  the  State  of  New  York, 
and  praying  for  an  account  and  an  injunction,  &c. 

The  bill  described  the  plaintiff  as  of  the  city  of  Kingston, 
in  the  Province  of  Canada,  and  a  citizen  of  the  State  of  New 
York,  and  the  defendant  as  a  citizen  of  the  Province  of 
Canada,  and  a  subject  of  the  Queen  of  Great  Britain.  The 
defendant  put  in  a  plea  to  the  jurisdiction  of  the  Court,  set- 
ting forth  that  the  plaintiff  was  then,  and  had  been  for  more 
than  twenty  years  preceding,  a  resident  of,  and  located  and 
domiciled  in  Kingston,  in  the  Province  of  Canada  West,  and 
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not  in  the  State  of  New  York,  or  in  any  one  of  the  United 
States,  and  had  become  a  naturalized  citizen  of  the  Province 
aforesaid,  and  had  taken  the  oath  of  all^iance  to  tlie  Sov- 
ereign of  Great  Britain.  The  plea  was  verified  by  the  oath 
of  the  defendant. 

Upon  the  facts  set  forth  in  the  plea,  supported  by  affida- 
vits, a  motion  was  now  made  by  the  defendant  to  vacate  an 
order  allowing  a  writ  of  ne  exeat,  made  by  Nelson,  J.,  on  the 
filing  of  the  bill  and  on  affidavits  showing  a  case  for  the  writ, 
and  to  discharge  the  writ  issued  by  virtue  of  the  order.  The 
principal  ground  of  the  motion  was,  that  this  Court  had  no 
jurisdiction  of  the  case,  on  account  of  the  residence  and 
character  of  the  parties.  The  affidavits  on  the  part  of  the 
plaintiff  diowed  that  he  was  a  native  of  the  State  of  New 
York,  but  that,  some  thirty  years  before,  he  removed  to 
Kingston,  in  the  Province  of  Canada,  and  had  since  that 
time  been,  a  resident  of  that  place,  engaged  in  mercantile 
business,  and  had  taken  the  oath  of  allegiance  there,  in  order 
that  he  might  be  enabled  to  purchase  and  hold  real  estate  in 
said  Province. 

Albertvs  Perry,  for  the  defendant. 

Seldh  Mathews,  for  the  plaintiff. 

Nelson,  J.  The  second  section  of  the  third  article  of  the 
Constitution  of  the  United  States  provides,  that  the  judicial 
power  of  the  United  States  shall  extend,  among  other  things, 
to  controversies  between  a  State,  or  the  citizens  thereof,  and 
foreign  States,  citizens  or  subjects ;  and  the  11th  section  of 
the  Judiciary  Act  of  1789,  (1  U.  8.  Stat,  at  Large,  78,)  in 
carrying  into  effect  this  provision,  declares  that  the  Circuit 
Courts  shall  have  original  cognizance,  concurrent  with  the 
Courts  of  the  several  States,  of  all  suits  of  a  civil  nature,  at 
common  law  or  in  Equity,  where  the  United  States  are  plain- 
tiffs or  petitioners,  or  an  alien  is  a  party,  &c. 

This  Act  is  defective  in  respect  to  the  jurisdiction  conferred 


164  NOETHEEN  DIBTEICT  OP  NEW  YORK, 

Prentiss  «.  Breiman. 

ujx)ii  the  Circuit  Courts  in  the  case  of  aliens,  as  it  would 
seem,  from  its  language,  tliat  it  might  be  sufficient  to  give 
jurisdiction  to  the  Court,  if  one  of  the  parties  was  an  alien. 
Construing  it,  however,  in  connection  with  the  provision  of 
the  Constitution,  there  can  be  no  difficulty  as  to  the  meaning 
intended  by  Congress.  The  controversy,  in  order  to  give 
jurisdiction,  must  be  between  a  State,  or  a  citizen  thereof, 
and  a  foreign  State,  or  a  citizen  or  subject  thereof ;  that  is, 
speaking  with  reference  to  individual  parties,  the  suit  must 
be  one  in  which  a  citizen  of  a  State  and  an  alien  are  parties. 
{J(ic1c8on  V.  Twentymariy  2  Peters,  136.) 

The  objection  to  the  jurisdiction  in  the  present  case,  is,  that 
the  plaintiff  is  not  a  citizen  of  any  particular  State,  and  that 
this  is  essential  to  bring  the  case  within  tlie  provisions  of  the 
Constitution  and  of  the  Act  of  Congress  made  in  pursuance 
thereof.  If  it  had  been  shown  that  the  plaintiff  had  returned 
to  the  State  of  New  York,  and  was  a  resident  therein  at  the 
time  of  filing  the  bill,  he  would  then  have  become  redinte- 
grated an  American  citizen,  and  entitled  to  the  privileges 
belonging  to  that  character ;  and  then,  being  a  resident  of 
the  State,  he  would  have  been  a  citizen  thereof.  But  his 
residence  and  domicil  are  in  the  Province  of  Canada,  and 
not  in  this  State ;  and  hence,  though  for  some  purposes  he 
may  still  be  regarded  as  a  citizen  of  the  United  States,  he  is 
not  a  citizen  of  the  State  of  New  Yerk,  which  is  essential  to 
give  jurisdiction.  {Jlepbum  v.  EU^ey,  2  Cranch,  445 ;  Cor- 
poration of  New  Orleans  v.  Winter,  1  WTieat.  91 ;  Oassies 
V.  BdUon,  6  Peters,  761 ;  Brown  v.  Keene,  8  Peters,  112 ; 
Picquet  v.  Swan,  5  Mason,  35 ;  Case  v.  Clarke,  Id.  70 ; 
Wilson  V.  The  City  Bank,  3  Sumn,  422 ;  Catlett  v.  Paoijic 
Ins.  Co.,  1  Paine  C.  C  B.  594 ;  Lessee  of  Cooper  v.  Oal- 
braith,  3  Wash.  C.  C.  B.  546.)  The  language  of  the  Consti- 
tution is  explicit,  that  the  controversy  must  be  between  a 
State,  or  the  citizens  thereof,  and  foreign  States,  citizens  or 
subjects ;  and  the  above  cases  will  show  that  the  interpreta- 
tion is  in  conformity  therewith. 

A  person  may  be  a  citizen  of  the  United  States^  and  not  a 
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citizen  of  any  particular  State.  This  is  the  condition  of  citi- 
zens residing  in  the  District  of  Columbia,  and  in  the  Terri- 
tories of  the  United  States,  or  who  have  taken  up  a  residence 
abroad,  and  others  that  might  be  mentioned.  A  fixed  and 
permanent  residence  or  domicil  in  a  State  is  essential  to  the 
character  of  citizenship  that  will  bring  the  case  within  the 
jurisdiction  of  thfe  Federal  Courts,  as  will  appear  from  the 
cases  already  referred  to. 

As  I  am  satisfied  that  this  Court  has  no  jurisdiction  in  the 
case,  and  that  the  bill  must  eventually  be  dismissed  on  that 
ground,  the  writ  of  ne  exeat  heretofore  issued  ought  not  to  be 
continued.  The  rule  entered  granting  the  writ  must  there- 
fore be  vacated,  and   the  defendant   be  discharged  from 


custody. 


Edwin  C.  LrrxLE  and  Oliver  Soovtll 

vs. 

Anthony  Gould  and  othebs.    In  EQunr. 

Tbe  provision  of  the  22d  aeeiion  of  the  6th  Article  of  the  Constitution  of  the 
State  of  New  Toric,  adopted  in  1840,  that  aU  '*  judicial  decisions  shall  be  free 
for  publication  bj  any  person,"  is  not  reppgnant  to  the  Constitution  and  laws 
of  the  United  States. 

Nor  is  the  2d  section  of  the  Act  of  the  Legislature  of  the  State  of  New  TorlE, 
passed  April  9th,  1850,  {LawB  of  1650,  chap.  245,)  which  provides  that  "  the 
copyright  of  any  notes  or  references  made  by  the  State  Reporter  "  to  any  of 
the  Reports  of  the  decisions  of  the  Court  of  Appeals  '*  shall  be  vested  in  the 
Secretary  of  State  for  the  benefit  of  the  People  "  of  the  State,  inconsistent 
with  the  sud  provision  of  the  Constitution  of  the  State  of  New  Yoric. 

The  various  Acts  passed  in  relation  to  the  publication  of  the  Reports  of  the 
Court  of  Appeals  of  the  State  of  New  Torlc,  reviewed. 

The  word  **  notes  '^  in  the  said  Act  of  1850,  comprises  the  summary  of  the  points 
decided  by  the  Court  which  immediately  follows  the  title  of  the  suit  in  each 
case  reported,  and  the  foot-notes  in  the  volume  of  Reports,  and  the  statement 
of  the  arguments  of  counsel. 

The  abstracts  of  the  pleadings  and  the  statements  of  facts,  which  form  the  basis 
of  the  decisions  reported,  are  neither  **  notes  "  nor  '*  references." 

The  "  notes  and  references  "  intended  by  the  Act  do  not  embrace  such  original 
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notes  and  references  as  the  Reporter  maj  see  fit,  of  his  own  accord,  to  super- 
add to  what  would  otherwise  be,  in  themaeWes,  complete  Reports  of  the  cases 
reported  by  him. 

As  to  what  is  covered  by  the  word  **  references  '*  in  the  Act,  guere. 

In  pursuance  of  law,  the  State  Reporter,  the  Secretary  of  State  and  the  Gomp. 
troUer  of  the  State  of  New  Torlc,  contracted  with  L;  that  he  should,  during 
the  term  of  five  years,  publish  the  decisions  of  the  Ck>urt  of  Appeals,  and 
have  the  exclusive  benefit  of  the  copyright  to  be  taken  out  in  behalf  of  the 
State,  of  the  notes  and  references  and  other  matter  furnished  by  the  State 
Reporter  connected  with  such  decisions,  which  contract  was  therein  declared 
to  be  an  assignment  and  transfer  to  L.  of  the  copyright  of  the  matter  so  pub- 
lisbed.  The  contract  was  made  after  the  passage  of  said  Act  of  1850.  The 
Reporter  was  a  salaried  oflBcer,  appointed  by  the  State  authorities,  under 
laws  which  declared  that  he  should  have  no  pecuniary  interest  in  his  Reports, 
but  that  they  should  be  published  by  contract,  and  that  it  should  not  be 
lawful  for  the  Reporter,  or  any  other  person  within  the  State,  **  to  secure  or 
obtain  any  copyright  for  sud  Reports  of  judicial  decisions,"  but  that  the 
same  niight  be  published  by  any  person.  After  said  contract  was  made,  the 
Reporter  prepared  a  volume  of  said  Reports,  and  the  necessary  steps  to 
obtain  n  copyright  for  it  under  the  Acts  of  Congress  were  taken  in  the  name 
of  the  Secretary  of  State  of  the  State  of  New  Tork,  in  trust  for  said  State. 
This  volume  was,  during  the  five  years,  printed  and  published  by  L.  under 
his  contract.  Subsequently,  and  during  the  five  years,  G.  reprinted  and  pub- 
lished the  volume :  ITeld^  on  a  motion  by  L.  for  a  provisional  iigunction,  that 
he  was  entitled  to  such  an  injunction  restraining  G.  from  publishing  or  selling 

^  any  copies  of  the  Reports  of  cases  argued  and  determined  in  said  Court, 
already  published  or  to  be  thereafter  published  by  L.  in  pursuance  of  his  con- 
tract, containing  any  of  the  head-notes  or  summary  statements  of  points 
decided,  or  any  foot-notes,  copied  or  taken  or  colorably  altered  from  any  book 
80  published  by  L. 

Considerations  stated,  in  regard  to  the  granting  of  provisional  injunctions. 

(Before  Conklino,  J.,  Northern  District  of  New  York,  February  2Yth,  1851.) 

This  was  a  motion  for  a  provisional  injunction,  founded 
upon  a  bill  and  affidavits.  The  plaintiffs  claimed  the  exclu- 
sive right  to  print,  publish  and  sell  a  book  entitled  "  Reports 
of  Cases  argued  and  determined  in  the  Court  of  Appeals  of 
the  State  of  New  York,  with  Notes  and  References  and  an 
Index,  by  George  F.  Comstock,  Counsellor  at  Law,  Vol.  IIL'' 
They  alleged  that  this  right  had  been  violated  by  the  defend- 
ants, and  prayed  an  injunction  to  restrain  its  further  infringe- 
ment. 

The  bill  set  forth  that,  in  pursuance  of  an  Act  of  the 
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Legislature  of  the  State  of  New  York,  passed  May  12th, 
1847,  {Laws  of  1847,  ohap.  280,  §  73,)  Mr.  Comstock  was 
duly  appointed  Reporter  of  the  decisions  of  the  Court  of 
Appeals,  under  the  oflScial  denomination  of  "  State  Report- 
er," and  that  he  immediately  entered  upon  the  execution  of 
his  office ;  that,  on  the  1st  day  of  September,  1850,  he  pre- 
pared the  volume  in  question,  the  contents  whereof  were 
summarily  described  in  the  bill ;  that,  by  the  laws  of  the 
State  of  New  York,  the  State  Reporter  was  constituted  a 
public  officer,  and  was  entitled  to  a  salary  in  full  compen- 
sation for  his  services  as  such  Reporter ;  that  the  original 
manuscript  matter  composed  and  written  by  him  in  virtue  of 
his  appointment,  became  the  property  of  the  People  of  the 
State  of  New  York,  and  that  they  were  the  legal  assigns  of 
Mr.  Comstock  of  all  such  original  manuscript ;  that,  by  the 
laws  of  the  State  of  New  York,  the  Reports  prepared  by  the 
State  Reporter  were  required  to  be  published  under  his 
supervision,  by  contract  to  be  entered  into  by  him,  in  con- 
junction with  the  Secretary  of  State  and  the  Comptroller  of 
the  State  of  New  York,  with  such  person  as  should  agree  to 
publish  and  sell  the  Reports  on  the  most  advantageous  terms 
to  the  public,  and  at  a  price  not  exceeding  three  dollars  for  a 
volume  of  five  hundred  pages,  and  to  furnish  to  the  Secretary 
of  State  sixty-four  copies  of  each  volume  of  the  Reports, 
bound  in  leather ;  that,  in  pui^suance  of  such  law,  on  the  20th 
day  of  April,  1850,  a  contract  was  entered  into  by  Mr.  Com- 
stock, State  Reporter,  Christopher  Morgan,  Secretary  of 
State,  and  Washington  Hunt,  Comptroller,  with  the  plain- 
tiffe,  whereby  it  was  agreed  that  the  plaintiflFs  should,  during 
the  next  ensuing  five  years,  publish  the  decisions  of  the 
Court  of  Appeals,  and  have  the  exclusive  benefit  of  the 
copyright  to  be  taken  out  in  behalf  of  the  State,  "of  the 
notes  and  references  and  other  matter  furnished  by  the  Re- 
porter connected  with  said  decisions,"  which  contract  was 
therein  declared  to  be  "an  assignment  and  transfer  of  the 
copyright  of  the  matters  so  published  "  to  the  plaintifFs ;  and 
that  the  plaintiffs  agreed  to  publish  such  decisions  in  the  man- 
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ner  and  on  the  terms  required  by  law  and  specified  in  the 
contract,  and  to  deliver  the  number  of  copies  required  by 
law,  and  ten  additional  copies  to  the  Reporter,  for  exchanges, 
and  that  they  would  at  all  times  keep  the  work  on  sale  at  a 
price  not  exceeding  two  dollars  and  fifty  cents  per  copy.  The 
plaintiffs  further  averred  that,  by  an  Act  of  the  Legislature 
of  the  State  of  New  York,  passed  April  9th,  1850,  it  was 
provided  that  the  copyright  of  any  notes  and  references  made 
by  the  State  Reporter  to  the  Reports  of  the  judicial  decisions 
of  the  Court  of  Appeals  should  be  vested  in  the  Secretary  of 
State,  for  the  benefit  of  the  People  of  the  State ;  that,  on 
the  20th  day  of  November,  1850,  a  printed  copy  of  the  title 
of  the  book  in  question  was  deposited  in  the  Ofiice  of  the 
Clerk  of  the  District  Court  of  the  United  States,  according 
to  law ;  that  the  plaintiffs,  by  virtue  of  their  contract  with 
the  State,  were  vested  with  the  sole  right  to  publish  the  origi- 
nal matter  composed  by  Mr.  Comstock  and  contained  in  the 
volume  in  question,  and  were  entitled  by  law  to  be  protected 
in  the  enjoyment  of  that  right ;  that,  on  the  21st  day  of  No- 
vember, 1850,  and  in  pursuance  of  their  contract,  the  plain- 
tiffs printed  and  published  the  work,  and  caused  to  be  inserted 
and  printed,  on  the  proper  page  of  each  copy  thereof,  the 
words,  "  Entered,  according  to  Act  of  Congress,  in  the  year 
1850,  by  Christopher  Morgan,  Secretary  of  State,  in  trust  for 
the  State  of  New  York,  in  the  Clerk's  Oflice»of  the  District 
Court  of  the  United  States  for  the  Northern  District  of  New 
York ; "  that,  within  three  months  from  such  publication, 
they  delivered  a  copy  thereof  severally  to  the  Clerk  of  the 
District  Court,  the  Librarian  of  the  Smithsonian  Institution 
and  the  Librarian  of  the  Congress  Library;  and  that  they 
had  at  all  times  kept,  and  still  had  on  sale,  a  sufficient  num- 
ber of  copies  of  the  work  for  the  use  of  the  public,  at  the 
stipulated  contract  price ;  and  that,  with  full  knowledge  of 
the  facts  set  forth  in  the  bill,  and  without  the  consent  of  the 
plaintiffs,  the  defendants  had  caused  the  work  to  be  printed 
and  published,  and  had  sold  many  copies,  and  had  on  hand 
many  copies  thereof. 
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Accompanying  the  bill  was  an  aiBdavit  made  by  one  of 
the  plaintiffs,  verifying  an  original  letter  thereto  annexed, 
bearing  date  October  16th,  1850,  and  addressed  to  the  Gov- 
ernor and  Secretary  of  State  of  the  State  of  New  York,  by 
the  defendants,  in  which  they  avowed  that  they  had  com- 
menced the  printing,  and  were  about  to  publish  an  edition  of 
the  work  in  question,  describing  it  by  its  full  title.  The  let- 
ter concluded  as  fallows :  "  This  notice  is  given,  to  the  end 
that  you  may  resort  to  any  legal  measures  for  the  purpose  of 
restraining  our  action,  which  you  may  be  advised  to  take ; 
and,  in  case  you  omit  so  to  do  forthwith  upon  the  receipt  of 
this  notice,  we  will  give  the  same  in  evidence  on  any  motion 
you  may  subsequently  make  for  an  injunction  or  other  process 
against  us." 

No  formal  answer  had  been  put  into  the  bill,  but  an  affida- 
vit sworn  to  by  "William  Gould,  one  of  the  defendants,  .was 
read  in  opposition  to  the  motion,  in  which  it  was  stated  that, 
after  the  sending  of  their  letter  to  the  Governor  and  Secret- 
tary  of  State,  they  proceeded  with  their  enterprise  therein 
mentioned,  and  prosecuted  the  same  in  the  city  of  Albany, 
where  the  plaintiffs  and  the  State  Officers  also  resided,  with- 
out being  notified  by  either  of  any  objection  to  the  further 
prosecution  of  their  undertaking ;  that  the  defendants  were 
•  abundantly  able  to  pay  many  times  the  amount  of  any  dam- 
ages which  could  lawfully  be  awarded  against  them  for  the 
supposed  injury  complained  of  by  the  plaintiffs ;  that  their 
books  would  furnish  the  ready  means  of  ascertaining  the  num- 
ber of  copies  of  Comstock's  Reports  which  they  might  sell ; 
that  the  sale  of  their  edition  would  be  almost  entirely  defeat- 
ed, and  irreparable  injury  would  be  done  to  them,  should  an 
injunction  be  now  allowed,  while  no  damage  not  suscepti- 
ble of  ascertainment  and  compensation  would  accrue  to  the 
plaintiffs  from  the  denial  of  an  injunction ;  that  they  were 
advised  by  their  counsel  and  believed  they  should  be  able  to 
show  that  Mr.  Comstock  was  not  lawfully  appointed  State 
Reporter,  and  that  the  People  of  the  State  of  New  York  did 
not  become  his  assigns ;  that  the  plaintiffs  were  not  the  legal 
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assigns  of  the  copyright  of  the  book  in  question  ;  that  only  a 
single  number  of  the  volume  described  in  the  bill  had  yet 
been  published  by  the  plaintiffs ;  that  Christopher  Morgan, 
Secretary  of  State,  was  not  the  author  or  the  legal  assign  of 
the  author  of  the  work ;  that  the  defendants  had  acted  in  the 
premises  in  good  faith,  under  the  belief  that  they  had  the 
constitutional,  legal  and  equitable  right  to  do  what  they  had 
done ;  and  that,  as  they  were  advised  by  their  counsel  and 
believed,  they  had  a  good  and  substantial  defence  on  the 
merits  to  all  the  matters  contained  in  the  bill. 

John  C.  SpenceTy  Nicholas  HiU^  Jr.^  and  John  K.  Porter y 
for  the  plaintiffs. 

Azor  Tobber  and  Otia  Allen,  for  the  defendants. 

ObNKLiNO,  J.  To  maintain  the  denial  by  the  defendants 
of  the  plaintiffs'  title,  their  counsel  rely  mainly  upon  a  pro- 
vision contained  in  the  Constitution  of  the  State  of  New 
York. 

By  the  Constitution  and  laws  of  the  United  States,  authors 
are  invested  with  the  exclusive  right  and  liberty,  for  a  lim- 
ited period,  of  printing,  re-printing,  publishing  and  vending 
their  books;  and  this  right  is  extended  to  their  executors, 
administrators  and  assigns.  The  right  is  held  to  belong  to' 
the  reporters  of  judicial  decisions  in  common  with  other 
authors,  to  the  extent  of  their  authorship  in  the  composition 
of  their  works.  It  does  not  comprise  the  written  opinions  of 
the  judges,  because  of  these  the  reporter  is  not  the  author, 
and  it  has  been  said  by  the  Supreme  Court  of  the  United 
States  that  the  judges  of  that  Court  cannot  confer  on  the 
reporter  of  its  decisions  any  copyright  in  the  written  opinions 
delivered  by  them. 

Under  this  well-known  state  of  the  law  of  the  land,  as  de- 
clared in  the  Constitution  and  Statutes  of  the-  United  States, 
and  by  the  authoritative  interpretations  they  had  received, 
the  People  of  the  State  of  New  York  saw  fit,  in  1846,  by  the 
22d  section  of  the  6th  article  of  the  Constitution  adopted  in 
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that  year,  to  ordain  as  follows :  "  The  Legislature  shall  pro- 
vide for  the  speedy  publication  of  all  statute  laws,  and  of 
such  judicial  decisions  as  it  may  deem  expedient.  And  all 
laws  and  judicial  decisions  shall  be  free  for  publication  by 
any  person."  According  to  the  interpretation  given  by  the 
counsel  for  the  defendants  to  the  second  member  of  this  sec- 
tion, its  direct  and  sole  design  was,  so  far  as  judicial  decisions 
are  concerned,  to  secure  to  all  persons  the  right  to  do  pre- 
cisely what  the  Court  is  now  called  upon  to  restrain  the  de- 
fendants from  doing — the  right  to  re-print  and  sell,  ad  liH- 
turn,  any  volume  of  Beports  published  in  pursuance  of  any 
law  of  the  State  enacted  in  obedience  to  the  injunction  con- 
tained in  the  first  branch  of  this  section.  The  counsel  insist, 
therefore,  that  the  Act  of  April  9th,  1850,  mentioned  in  the 
bill  of  complaint,  purporting,  to  a  limited  extent,  to  invest 
the  Secretary  of  State,  for  the  benefit  of  the  People  of  the 
State,  with  the  copyright  of  Reports  to  be  prepared  by  the 
State  Reporter,  is  unconstitutional  and  void. 

One  of  the  answers  given  to  this  objection  is,  that  the  ex- 
pression "judicial  decisions,"  occurring  in  the  last  member 
of  this  section  of  the  Constitution,  does  not  admit  of  being 
restricted  to  the  sense  thus  ascribed  to  it ;  but  that  the  pro- 
vision embraces,  by  its  very  terms,  "  all "  judicial  decisions, 
whether  required  hj  law  to  be  published  or  not,  and  would 
extend,  therefore,  to  the  Repoi-ts  which  have  been,  and  are 
likely  to  continue  to  be,  published,  of  the  decisions  of  other 
Courts  of  the  State  of  New  York,  as  well  as  to  the  Reports 
now  in  controversy.  •  And  it  is  rightly  argued  that,  if  this  is 
the  true  construction,  and  if  it  is  true,  also,  that  the  absolute 
common  right  intended  to  be  secured  was  that  of  re-printing 
Reports  prepared  and  published  by  others,  it  would  follow 
that  this  provision  of  the  Constitution  of  the  State  of  New 
York  is  repugnant  to  the  Constitution  and  laws  of  the  United 
States,  and,  therefore,  void  ;  for,  it  is  undeniable  that  a  State 
cannot  in  any  form  interfere  in  this  respect  with  the  rights 
of  private  persons.  For  this  reason,  unless  this  interpreta- 
tion of  the  language  of  the  State  Constitution  is  unavoidable, 
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it  ought  to  be  rejected ;  and,  after  carefully  considering  the 
ingenious  argument  of  the  counsel  for  the  defendants,  de- 
signed to  show  that  the  judicial  decisions  referred  to  in  the 
last  member  of  the  section  under  considciration,  are  such 
only  as  shall  be  designated  by  the  Legislature  for  publicsr 
tion  in  obedience  to  the  first  part  of  the  section,  I  am  of 
opinion  that  this  proposition  cannot  be  maintained.  It  is 
inconsistent  with  the  phraseology  actually  used,  and  with  the 
omission  of  words  which,  if  such  an  interpretation  had  been 
intended,  would  naturally  have  been  employed.  The  words 
"  all  judicial  decisions  "  must  be  held  to  mean  what  they 
naturally  import — ^not  all  stich  judicial  decisions  only  as  the 
Legislature  should  direct  to  be  published,  which  is  what  they 
do  not  import.  It  follows,  then,  that  if  the  license  de- 
signed to  be  secured  to  all  persons,  extends  to  the  re-printing 
of  all  Reports  prepared  and  published  by  others,  notwith- 
standing a  copyright  may  be  asserted  therein  by  the  author, 
this  provision  is  obnoxious  to  the  objection  that  it  transcends 
the  limits  of  State  authority,  and  is,  consequently,  invalid. 
It  is  necessary,  therefore,  as  already  observed,  to  seek  for  it 
some  other  interpretation  which,  while  consistent  with  the 
language  of  the  provision,  and  with  its  spirit,  so  far  as  that 
can  be  discerned,  shall  be  consistent  also  with  the  Constitu- 
tion and  laws  of  the  United  States;  and,  in  my  judgment, 
there  is  no  serious  difficulty  in  finding  such  an  interpreta- 
tion, although  it  may  be  no  easy  task  to  discover  the  precise 
nature  of  the  evil  against  which  the  provision  was  designed 
to  guard. 

On  looking  into  the  proceedings  of  the  Convention,  I  ob- 
serve that  this  section  was  pr6posed  by  a  member,  after  the 
adoption,  on  the  same  day,  of  a  resolution  to  arrest  all  fur- 
ther debate  on  the  Article  relating  to  the  Judiciary,  and, 
having  been  decided  by  the  President  to  fall  within  the 
scope  of  this  resolution,  the  vote  upon  it  was  taken  imme- 
diately, without  explanation  or  debate,  and  it  was  adopted  by 
a  majority  of  twenty-seven.  Its  language  is  mandatory,  and 
it  is  addressed  to  the  Legislature.     It  directs,  (1.)  That  pro- 
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vision  shall  be  made  by  law  for  the  speedy  publication  of  aU 
statute  laws,  and  of  sv^h  judicial  decisions  as  the  Legislature 
may  deem  expedient ;  and  (2.)  That  all  laws  and  judicial  de- 
cisions shall  be  free  for  publication  by  any  person.  This  last 
direction  is  obviously  intended  to  promote  and  extend  the 
design  of  the  first.  This  design  was  expressed  in  the  section 
as  originally  proposed  and  adopted,  by  the  addition,  to  what 
now  stands  as  the  first  sentence,  of  the  words,  "  so  as  to  ren- 
der the  same  easy  of  acquisition  by  the  People ; "  and  then 
followed,  separated  only  by  a  semi-colon,  the  words  which 
now  stand  as  the  second  sentence.  The  words  just  quoted 
were  expunged  in  the  process  of  final  revision,  doubtless 
because  they  were  seen  to  be  wholly  unnecessary,  the  object 
being  too'  apparent  to  require  elucidation,  and  a  period  was 
substituted  for  the  semi-colon.  I  have  narrated  the  history 
of  this  section,  not  because  it  appears  to  me  to  shed  much 
light  upon  the  question  under  consideration,  but  because  it 
is  relied  on  by  the  counsel  for  the  defendants  to  support  the 
interpretation  on  which  they  insist.  A  deliberate  review  of 
their  argument  on  this  point  has  failed  to  convince  me  of  its 
soundness.  The  just  view  of  the  subject  appears  to  me  to 
be  this.  The  first  part  of  the  section  having  peremptorily 
enjoined  the  speedy  publication  of  the  more  authoritative 
and  important  judicial  decisions  of  which  it  most  concerned 
the  public  to  be  speedily  apprised,  the  rest  was  left  to  private 
enterprise ;  but,  lest  some  impediment  should  be  thrown  in 
the  way,  (not  by  the  claim  on  the  part  of  the  author  to  copy- 
right, which  was  beyond  the  power  of  the  Convention,)  but 
by  the  Legislature  or  the  Courts,  or  in  some  other  way  not, 
easily  divined,  it  was,  by  the  second  part  of  the  section, 
'ord^ed  that  no  such  restriction  should  be  imposed,  and  it 
was  made  the  duty  of  the  Legislature,  if  necessary,  to  see 
that  this  should  not  be  done.  In  other  words,  it  was  de- 
clared, not  that  when  one  person  had  performed  the  labor  of 
preparing,  and  incurred  the  expense  of  printing  from  manu- 
script, a  volume  of  Reports,  any  other  person  should  be  at 
liberty,  in  spite  %f  the  author  or  his  assignee,  to  intercept 
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and  appropriate,  or  destroy,  the  just  rewards  of  the  enter- 
prise, by  rapaciously  seizing  upon  the  book  and  re-printing 
it,  but  that  the  right  to  engage  in  such  original  enterprises 
should  remain  common  to  all.  Assuming  this,  as  I  feel  war- 
ranted in  doing,  to  be  the  just  interpretation  of  this  constitu- 
tional provision,  I  dismiss  it  from  further  consideration. 

But  it  is  further  objected  by  the  counsel  for  the  defend- 
ants, that,  conceding  the  validity  of  the  Act  of  April  9th, 
1850,  in  virtue  of  which  the  copyright  of  the  book-  in  ques- 
tion is  claimed  by  the  plaintiffs,  still  the  defendants  are  not 
chargeable  with  any  infringement  of  this  right,  because,  as 
they  argue,  the  book  does  not  contain  anything  which  can 
properly  be  denominated  "notes  or  references,"  to  which 
alone  a  copyright  in  behalf  of  the  People  of  the  State  of 
New  York  is  asserted  by  the  Act.  The  answer  given  to  this 
objection  by  the  learned  counsel  for  the  plaintiffs  is,  that  the 
prohibition  contained  in  this  Act  against  the  securing  or 
taking  by  any  person  of  a  copyright  for  the  Reports  of  cases 
decided  by  the  Court  of  Appeals,  with  the  exception  therein 
mentioned,  is  in  conflict  with  the  provisions  of  the  Constitu- 
tion and  laws  of  the  United  States  securing,  absolutely,  to 
authors  and  their  assignees,  the  exclusive  right  to  the  fruits 
of  their  intellectual  labors.  But  to  this  it  may  be  replied, 
that  Mr.  Comstock  having  consented  to  accept  and.  hold  his 
office,  and  to  prepare  the  book  in  question  for  the  press, 
under  a  law  of  the  State  expressly  declaring  that  he  should 
have  no  pecuniary  interest  in  the  work,  and  that  no  copy- 
right should  be  tdcen  therefor,  except  to  a  limited  extent  by 
the  Secretary  of  State,  for  the  benefit  of  the  People  of  the 
State,  must  be  considered  as  having  surrendered  his  rights 
as  author,  and  was  incompetent  to  confer  them  on  another ; 
or,  it  may  be  said — which,  however,  would  be  little  else 
than  the  assertion  of  the  same  principle  in  a  different  form — 
that  the  rights  and  disabilities  of  his  office  being  prescribed 
by  law,  are  to  be  regarded  as  conditions  of  the  tenure  by 
which  it  was  held,  which  were  binding  upon  him,  and  which 
a  Coiirt  of  justice  ought  not  to  aid  him  iif  violating.    But  it 
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is  to  be  further  observed,  that  the  enjoyment  of  the  right  in 
question  is  by  law  made  to  depend,  except  in  the  case  of  an 
unpublished  manuscript,  upon  the  condition  of  taking  certain 
steps  demonstrative  of  the  author's  intention  to  insist  upon 
his  rights  in  this  respect,  and  adapted  to  convey  notice  to 
all  others  of  such  intention,  and  that,  if  he  omits  this  pre- 
caution, he  is  to  be  deemed  to  have  abandoned  his  claim  to 
protection.  Now,  in  the  present  case,  the  author  has  not 
complied  with  this  condition.  It  is  said,  indeed,  that  Mr. 
Morgan  is  the  assignee  of  the  rights  of  the  author,  and,  as 
such,  has  taken  the  required  measures  for  their  security. 
But  Mr.  Morgan  acted,  throughout,  in  a  fiduciary  and  repre- 
sentative character,  as  the  agent  of  the  People  of  the  State  of 
New  York,  and  in  execution  of  a  trust  imposed  upon  him  by 
law.  And  it  thence  follows,  I  think,  that  he  could  not  in 
that  character  acquire,  and  that  he  was  therefore  incompetent 
to  convey  to  the  plaintiffs,  any  rights  cognizable  in  a  judicial 
tribunal,  except  those  of  which,  according  to  the  terms  of 
the  laws  under  which  he  acted,  he  was  to  become  the  recipi- 
ent. To  this  extent,  however,  it  may  be  assumed,  as  I  do  not 
understand  it  to  be  denied,  that  he  might  lawfully  act,  and 
that  liis  acts  ought  to  be  held  valid  and  effectual  by  this 
Court,  provided  the  laws  under  which  he  acted  are,  as  I  hold 
them  to  be,  not  inconsistent  with  the  Constitution  of  the 
State  of  New  York.  It  becomes  necessary,  therefore,  in  the 
next  place,  to  ascertain  the  limits  of  the  authority  vested  in 
the  Secretary  of  State,  in  trust  for  the  People,  by  the  Act  of 
April  9th,  1850  ;  and,  for  this  purpose,  before  proceeding  to 
notice  more  particularly  the  provisions  of  this  Act,  I  propose 
to  advert  to  some  antecedent  enactments  relating  to  the  sub- 
ject 

At  the  session  of  the  Legislature  next  after  the  adoption 
of  the  Constitution,  an  Act  was  passed  providing  for  the 
appointment,  by  the  Governor  and  Lieutenant-Governor,  of 
a  Reporter  of  the  decisions  of  the  Court  of  Appeals,  to  be 
denominated  "  State  Eeporter,"  who  should  hold  his  office  for 
three  years,  unless  sooner  removed  by  the  concurrent  vote  of 
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both  branches  of  the  Legislature.  This  Act  (Act  of  May 
12th,  1847,  chap.  280,  §§  73,  74,)  contains  the  following  en- 
actment :  "  The  Reporter  shall  have  no  pecuniary  interest  in 
such  Repoii;s,  but  they  shall  be  published  by  the  Secretary  of 
State,  under  the  supervision  of  the  Reporter,  by  contract  to 
be  entered  into,  pursuant  to  the  provisions  of  the  Act,  entitled 
^  An  Act  in  relation  to  the  public  printing,'  passed  March  5, 
1846.  Such  contract  shall  be  made  with  the  person  who,  in 
addition  to  f ui-nishing  the  said  Secretary  sixty-four  copies  of 
each  volume  of  said  Reports,  bound  in  leather,  as  soon  as  may 
be  after  the  same  is  prepared,  shall  agree  to  publish  and  to 
sell  them  at  the  lowest  price  by  the  number  and  volume, 
according  to  the  pages  therein  contained  ;  such  Reports  shall 
be  published  in  numbers  every  second  month.  And  the  Re- 
porter shall  prepare  for  each  volume  such  digests  and  tables 
of  contents  as  are  usually  prepared  for  similar  Reports.  If 
the  Reporter  shall  neglect  to  discharge  his  duty  faithfully,  it 
shall  be  the  duty  of  the  said  Court  to  report  that  fact  to  the 
Legislature,  to  the  end  that  he  may  be  removed  from  office. 
The  Reporter  shall  not  practise  as  an  attorney,  counsellor  or 
solicitor  in  any  Court."  Of  the  copies  to  be  delivered  to  the 
Secretary  of  Stute,  the  Act  requires  one  copy  to  be  by  him 
delivered  to  the  clerk  of  each  county  of  the  State.  It  was 
under  this  Act  that  Mr.  Comstock,  as  alleged  in  the  bill,  was, 
on  the  27th  day  of  December,  1847,  appointed  State  Report- 
er. By  another  Act,  passed  on  the  same  day,  the  salary  of 
this  officer  had  been  fixed  at  the  sum  of  $2,000. 

By  an  amendatory  Act  passed  April  11th,  1848,  the  mode 
of  appointing  the  State  Reporter  was  changed  by  the  associa- 
tion of  the  Attorney-General  with  the  Governor  and  Lieu- 
tenant-Governor for  that  purpose,  and  it  was  again  enacted 
that  the  Reporter  should  "  have  no  pecuniary  interest " 
in  the  Reports  to  be  prepared  by  him  as  such  Reporter, 
but  that  the  same  should  "  be  published  under  the  super- 
vision of  the  Reporter,  by  contract  to  be  entered  into  by  the 
Reporter,  Secretary  of  State  and  Comptroller,  with  the  per- 
son or  persons  who,  in  addition  to  furnishing  the  said  Sec- 
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retary  of  State  with  sixty-four  copies  of  each  volume,  shall 
agree  to  publish  and  sell  the  said  Reports  on  terms  the  most 
advantageous  to  the  public,  and  at  a  rate  not  exceeding  the 
price  of  three  dollars  for  a  volume  of  five  hundred  pages, 
regard  being  had  to  the  proper  execution  of  the  work."  The 
3d  section  of  this  Act  is  as  follows :  "  §  3.  It  shall  not  be 
lawful  for  the  Reporter,  or  any  other  person  within  this  State, 
to  secure  or  obtain  any  copyright  for  said  Reports,  notes  or 
references,  but  the  same  may  be  published  by  any  persons." 
It  may  not  be  amiss  here  also  to  recite  the  remaining  pro- 
visions of  this  Act.  They  are  conta-ined  in  the  4th  section, 
and  are  as  follows:  "As  often  as  the  Reporter  shall  have 
prepared  for  publication  sutiBcient  of  the  said  Reports,  with 
notes  and  references,  to  constitute  two  hundred  and  fifty  pages 
of  the  usual  size  of  law  Reports,  he  shall  cause  the  same  to 
be  published  in  pamphlet  form,  with  such  headings  as  will 
appear  in  the  bound  volumes,  and  shall  furnish  a  copy  thereof 
to  each  coimty  clerk's  office  at  the  expense  of  the  State,  and 
keep  the  same  on  sale  at  contract  prices  for  all  persons  who 
may  want  to  purchase  ;  such  printing  to  be  done  by  the  per- 
son who  shall  contract  to  publish  the  Reports  under  this  Act, 
at  and  in  proportion  to  the  prices  stipulated  in  his  contract." 
{Act  of  April  ll^A,  1848,  cJiap.  224.) 

The  only  remaining  enactments  which  it  is  necessary  to 
notice,  are  contained  in  an  Act  to  amend  that  last  cited,  the 
third  section  of  which  is  thereby  declared  to  be  amended  so 
as  to  read  as  follows :  "  §  3.  It  shall  not  be  lawful  for  the 
Reporter,  or  any  other  person  within  this  State,  to  secure  or 
obtain  any  copyright  for  said  Reports  of  the  judicial  decisions 
of  the  Court  of  Appeals,  but  the  same  may  be  published  by 
any  person."  The  Act  further  provides :  "  §  2.  The  copy- 
right of  any  notes  or  references  made  by  the  State  Reporter 
to  any  of  said  Reports  shall  be  vested  in  the  Secretary  of 
State,  for  the  benefit  of  the  People  of  this  State."  {Act  of 
April  9thy  1850,  chap.  245.) 

Now,  the  question  is  whether,  according  to  the  proper -con- 
struction of  the  words,  "  any  notes  or  references  made  by  the 
12 
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State  Eeporter  to  any  of  said  Reports,"  contained  in  the  last- 
mentioned  Act,  these  words  comprise  any,  and,  if  so,  what, 
portion  or  portions  of  the  volume  in  controversy.  The  coun- 
sel for  the  defendants  strenuously  .insist  they  are  referjible 
exclusively  to  such  original  notes  or  references  as  the  State 
Reporter  might  see  fit,  of  his  own  accord,  to  superadd  to  what 
would  otherwise  be  in  themselves  complete  Reports  of  the 
cases  by  him  reported ;  and  the  example  of  the  late  Mr.  Jus- 
tice Cowen,  while  Reporter  to  the  Supreme  Court  of  the 
State  of  New  York,  to  whom  the  profession  were  so  much 
indebted  for  the  learned  essays  with  which  his  great  industry 
and  love  of  jurisprudence  impelled  him  to  accompany  his 
Reports,  is  adduced  as  an  example. 

Tlie  words  "notes  or  references,"  as  we  have  seen,  first 
occur  in  the  Act  of  April  11th,  1848,  chapter  224.  By  the 
3d  section  of  that  Act,  the  State  Reporter  and  all  other  per- 
sons are  expressly  forbidclen  "  to  secure  or  obtain  any  copy- 
right for  said  Reports,  notes  or  references ;  "  and  the  4th  sec- 
tion directs  the  immediate  publication  of  the  Reports,  from 
time  to  time,  as  often  as  "  the  said  Reports,  with  notes  and 
references,"  shall  be  sufficient  to  make  two  hundred  and  fifty 
pages.  Now,  it  is  to  be  observed,  that  the  words  in  question, 
in  the  sense  in  which  they  are  understood  by  the  counsel  for 
the  defendants,  import  nothing  that  has  ever  been  supposed 
to  pertain  to  the  business  of  reporting  judicial  decisions,  and 
nothing,  therefore,  which  a  Reporter  has  ever  done  except  at 
his  own  option  merely.  It  is  what  few  Reporters  have  in  fact 
done  to  any  considerable  extent,  and  what  others  have  alto- 
gether omitted.  There  is  nothing  in  either  of  the  Statutes 
relative  to  the  subject,  expressive  of  any  design  to  exact  this 
kind  of  labor  of  the  Reporter,  and  nothing  in  any  other  part 
of  them  indicative  of  any  expectation  that  he  would  engage 
in  it.  It  was  what  the  State  Reporter  might,  perhaps,  law- 
fully do,  to  a  moderate  extent,  if  he  should  see  fit,  but  what 
he  certainly  was  at  liberty  to  omit  at  his  pleasure,  and  what 
it  could  not  therefore  reasonably  be  assumed  he  was  likely 
lo  undertake.    It  was  what,  if  he  should  perform  it,  would 
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be  the  fruits  of  his  extraordinary  labor,  and  that  to  the  pecu- 
niary profits  of  which,  therefore,  he  would  in  justice  be  ex- 
clusively entitled.  Without  stopping,  then,  to  inquire  whether 
the  Xegislature  had  the  power,  is  it  probable  that  it  enter- 
tained the  design  to  deprive  him  of  the  reward  due  to  his 
enterprise  and  learning  ?  And,  having  done  this  by  the  pro- 
hibition contained  in  the  3d  section  of  the  Act,  is  it  probable 
that  it  would  have  been  assumed,  as  it  seems  to  have  been 
done  in  the  next  succeeding  section,  that  the  Reporter  would 
nevertheless  gratuitously  accompany  his  reports  with  such 
notes  or  references?  I  am  of  opinion  that  these  questions 
must  be  answered  in  the  negative  ;  and,  unless  the  words  in 
question  are  to  receive  a  different  interpretation  in  tlie  Act  of 
April  9th,  1850,  which,  to  the  extent  of  its  provisions,  must 
govern  the  rights  of  the  plaintiffs,  so  far  as  they  depend  on 
State  legislation,  it  follows  that  the  rights  with  which  the  Act 
invests  the  Secretary  of  State,  are  not  restricted  to  the  narrow 
limits  insisted  on  by  the  counsel  for  the  defendants.  The  two 
acts  being  in'panri  materia^  the  presumption  is  strong  that  the 
words  "  notes  or  references  "  were  not  designed  to  be  used  in 
different  senses.  But,  in  truth,  the  interpretation  which  they 
appear  to  me,  as  I  have  already  stated,  to  require  in  the  Act 
of  184:8,  is  fortified,  in  its  application  to  them,  in  the  Act  of 
1850.  This  Act  declares,  that  the  copyright  of  any  notes  or 
references  made,  &c.,  shall  be  vested  in  the  Secretary  of 
State,  for  the 'benefit  of  the  People.  Now,  bearing  in  mind 
the  nature  of  the  notes  or  references  of  which  the  words  of 
the  Act  are  supposed  by  the  defendants'  counsel  to  be  de- 
scriptive, and  the  improbability  that  the  Reporter  would  even 
take  the  trouble  to  make  them  at  all,  is  it  to  be  imagined  that 
the  Legislature  thought  it  worth  while,  to  say  nothing  of  the 
injustice  of  doing  so,  solemnly  to  claim  them  as  the  property 
of  the  State  ?  I  think  not ;  and  it  follows,  therefore,  that 
these  words  were  intended  to  designate  some  portion  or 
portions  of  the  Reports,  constituting  an  essential  ingre- 
dient of  their  integral  composition,  and  which  the  State  Re- 
porter, as  such,  was  therefore  bound  to  supply.     The  next 
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question,  then,  is,  What  part  or  parts  of  the  Reports  are  to  be 
considered  as  comprised  by  these  words  ?  And  herein  lies 
the  chief  difficulty  of  determining  their  true  interpretation. 

The  word  note  has  macny  significations.  Among  the  fifteen 
definitions  given  of  it  by  Webster,  the  greatest  lexicographer 
of  the  English  language  that  has  yet  appeared,  the  twelfth  is 
this :  "  Annotation ;  commentary ;  as  the  notes  in  Scott's 
Bible ;  to  write  notes  on  Homer.''  This  is  the  definition 
insisted  on  by  the  defendants'  counsel,  but  which,  for  the 
reasons  already  assigned,  I  hold  to  be  inadmissible.  The 
third  definition  given  by  Dr.  Webster  is  this  :  "  A  short  rcr 
mark  ;  a  passage  or  explanation  in  the  margin  of  a  book ;  ^ 
and  his  fourth  definition  is  this  :  "  A  minute,  memorandum 
or  short  writing,  intended  to  assist  the  memory."  These  are"* 
all  the  definitions  which  it  is  pertinent  to  notice,  and  the  two 
last  mentioned  furnish,  in  my  opinion,  the  proper  guide  in 
determining  the  scope  of  the  word  note  in  the  statute.  That 
it  comprises  the  summary  of  the  points  decided  by  the  Court, 
which  immediately  follows  the  title  of  the  suit  in  each  case 
reported,  and  the  foot-notes,  in  the  volume  in  question,  is  in- 
dubitable. Does  it  embrace,  also,  the  arguments  of  counsel  ? 
The  process  by  which  this  portion  of  the  report  of  a  case  is 
prepared,  is  well  known.  The  arguments  are  unwritten,  and 
addressed  to  the  Court  ore  tentis,  and  a  minute  or  memoran- 
dum, or  short  writing,  intended  to  assist  the  njemory  of  the 
Reporter,  is  made  by  him  at  the  time,  from  which  he  con- 
structs the  arguments  which  ultimately  appear  as  one  of  the 
constituent  elements  of  his  Report.  I  am  of  opinion,  there- 
fore, that  they  ought  to  be  adjudged  to  fall  within  the  scope 
of  the  expressioB^  "  any  notes  made  by  the  Reporter."  The 
only  remaining  portions  of  tlie  matter  contained  in  the  book 
in  question,  (which  I  understand  to  be,  in  fact,  the  ^rst  part 
of  Volume  III.  of  Comstock'f  Reports,  this  being  all  that 
I  have  seen,  and  all  that  the  defendants  in  their  affidavit 
admit  to  have  been  published,)  that  are  susceptible  of  being 
made  the  subject  of  copyright,  even  independently  of  the 
State  law,  are  the  abstracts  of  the  pleadings  and  statements 
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of  facts,  which  form  the  basis  of  the  decisions  reported. 
These  can,  in  no  proper  sense,  be  denominated  notes^  nor  ^m 
I  able  to  perceive  that  they  fall  under  the  denomination  of 
"references."  If  the  book  contains  anything  embraced  by 
this  latter  word,  it  is  the  table  of  contents,  entitled  "  cases 
reported,"  wiiich  consists  of  the  titles  of  the  suits  comprised 
in  the  book,  with  references  to  the  several  particular  pages 
where  the  cases  are  to  be  severally  found.  This  constitutes 
but  a  very  inconsiderable  portion  of  the  work ;  and,  as  it 
would  be  iilappli  cable  to  a  re-print,  unless  its  pages  corre- 
sponded exactly  with  those  of  the  original,  I  presume  it  has 
not  been  appropriated  by  the  defendants,  though  I  have  not 
"seen  their  book. 

'  It  appearing,  from  this  review  of  the  course  of  State  legis- 
lation, that  £^  copyright  in  the  work  in  dispute  was  reser^^ed 
to  the  People  of  the  State,  and  the  authority  to  secure  it  for 
their  benefit  vested  in  Mr.  Morgan,  the  next  question  for  con- 
sideration is,  whether,  in  virtue  of  the  contract  with  the 
plaintiffs^  set  forth  in  their  bill  of  complaint,  they  obtained 
such  a  title  to  the  subject  of  the  controversy  as  is  requisite  to 
enable  them  to  maintain  their  suit. 

In  some  of  the  English  cases  to  which  I  am  referred,  it  is 
said  that,  to  entitle  a  plaintifE  to  an  injunction,  in  a  case  of 
this  nature,  he  must  establish  a  valid  legal  title  to  the  copy- 
right Undoubtedly,  when  he  relies  upon  a  legal  title,  he  is 
bound  to  set  it  forth,  and  it  must  appear  to  be  at  least  primd 
facie  valid.  But,  it  has  also  been  held,  that  there  are  cases 
in  which  an  equitable  title  is  suflScient  to  entitle  its  possessor 
to  protection  in  this  form.  In  the  present  case,  an  agreement 
has  been  entered  into  between  the  plaintiffs  and  certain 
officers  of  the  State,  designated  by  \gkW  forlhat  purpose,  the 
author  of  the  work  in  question  and  the  Secretary  of  State 
being  of  the  number,  by  which  it  is  stipulated  that,  upon  the 
terms  therein  mentioned,  the  plaintiffs  shall  have  the  exclu- 
sive right  to  the  publication  of  the  decisions  of  the  Court 
of  Appeals,  and  to  the  benefit  of  the  copyright  to  be  taken 
out  in  behalf  of  the  State  therefor,  during  the  period  of  five 
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yedre.  By  an  Act  of  the  Legislature  then  recently  passed^ 
it  was  declared  that  the  copyright  of  certain  specified  por- 
tions of  the  Reports  of  such  decisions  should  be  vested  in  the 
Secretary  of  State,  for  the  benefit  of  the  People  of  the  State. 
With  respect  to  the  particular  manner  in  which  this  right 
should  be  made  advantageous  to  the  People,  the  Act  was  not 
explicit.  This  was  left,  therefore,  measurably,  to  the  discre- 
tion of  the  Secretary.  He  and  his  associates  were,  however, 
expressly  required  by  law  to  see  that  the  Reports  were 
speedily  published  and  exposed  to  sale  at  a  price  not  exceed- 
ing three  dollars  per  volume.  Perhaps  they  would  have 
been  authorized  to  contract  for  their  publication  and  sale  at 
that  price,  on  condition  that  the  publisher  would  pay  a  cer- 
tain sum  to  the  State  for  the  privilege,  provided  a  suitable 
person  could  have  been  found  willing  to  become  a  party  to 
such  a  contract.  But  they  saw  fit,  and  in  strict  accordance 
with  the  policy  adopted  by  the  Legislature,  of  providing  a 
suflicient  supply  of  the  Reports  at  moderate  prices,  so  to  use 
the  copyright  as  to  make  it  conducive  to  that  end,  by  offering 
to  confer  the  emoluments  arising  therefrom,  for  a  portion  of 
the  period  during  which  it  was  to  continue,  on  the  publisher 
who  would  agree  to  furnish  the  required  supply  of  the  Re- 
ports at  the  lowest  prices.  The  plaintiffs  having,  as  it  is  to 
be  presumed,  offered  the  most  favorable  terms,  the  contract 
was  made  with  them,  they  stipulating  to  publish  and  sell  the 
Reports  at  the  very  low  rate  of  two  dollars  and  fifty  cents  for 
a  volume  of  five  hundred  pages. 

It  is  objected,  that  this  contract  was  entered  into  before 
the  book  in  controversy  was  prepared  for  the  press.  But, 
from  the  nature  of  the  case,  this  could  not  have  been  other- 
wise without  incurring  delays  subversive  of  the  policy  of  the 
laws  under  which  the  agents  of  the  State  were  acting.  It 
seems  clear,  therefore,  without  pursuing  the  subject  further, 
that  these  gentlemen,  in  entering  into  this  contract,  acted  in 
strict  accordance  with  the  laws  of  the  State,  and  that  the 
plaintiffs  are  justly  entitled  to  all  the  benefits  arising  from  it 
which  the  State  could  confer.    If  it  is  not  valid  and  effectual 
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to  the  extent  contended  for  bythe  plaintiffs,  it  is  altogether 
nugatory,  and  tiie  plaintiffs  must  seek  redress,  not  from  a 
judiciaf  tribunal,  for  the  violation  of  their  copyright,  but 
from  the  State,  for  the  breach  of  its  plighted  faith.  It  is 
true  they  are  not  the  assignees  of  the  entire  privilege  reserved 
by  the  State,  of  asserting  a  copyright  to  the  volumes  of  the 
Eeportg  to  be  prepared  by  the  State  Reporter,  as  they  shall 
be  successively  issued  from  the  press,  through  all  future 
time ;  but,  to  the  beaeficial  interest  in  the  copyright  of  the 
volumes  to  be  published  during  the  stipulated  term  of  five 
years,  it  was  designed  to  give  them  a  perfect  title.  So  far  as 
this  could  be  done  by  the  supreme  authority  of  the  State,  it 
has  been  done ;  and  I  am  not  aware  of  any  grounds  on  which 
I  should  be  warranted  in  deciding  that  it  has  not  been  done 
effectually.  If  it  has  not  been,  it  jnust  be  because  the  sub- 
ject is  not  in  its  nature  susceptible  of  municipal  regulation. 
But,  in  the  compact  between  the  State  and  the  State  Re- 
porter, by  which  the  latter  relinquishes  and  iJie  former 
aflsumes  the  copyright  in  the  Reports,  I  can  discern  nothing 
inconsistent  vrith  the  Constitution  and  laws  of  the  United 
States.  It  may  be  regarded  as  an  assignment  by  operation 
of  law.  Can  it  be  successfully  contended,  that  the  exclusive 
right  guaranteed  by  the  laws  of  the  Union  has  in  this  in- 
stance become  extinct  ?  If  not,  it  must  have  vested  in  the 
St^te,  and  passed  temporarily  to  the  plaintiffs,  who  alone,  at 
the  present  time,  are  competent  to  enforce  it.  Assuming 
this  to  be  so,  I  think  it  follows  that  the  plaintiffs  have  shown 
themselves  to  be  in  possession  of  a  title  to  the  work  in  ques- 
tion, of  which  this  Court  is  bound  to  take  cognizance.  In- 
deed, there  is  no  want  of  precedent  in  our  own  Courts  on 
this  point,  if  it  were  necessary  to  invoke  it.  Thus,  in  the 
case'of  Folsom  v.  Ma/rsh^  (2  Storyy  100,)  which  was  a  bill  in 
Equity  to  restrain  the  infringement  of  Dr.  Sparks'  copyright 
in  the  writings  of  Washington,  the  interest  claimed  by  the 
plaintiffs  was  described  in  the  bill  to  consist  in  their  having 
'<  assumed  a  part  of  the  risk  and  responsibility  of  publishing 
the  said  work ; "  and  tiiie  suit  was  maintained,  and  a  perpetual 
injunction  awarded. 
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Under  this  view  of  the  substantial  merits  of  the  contro- 
versy, it  remains  only  to  determine  whether  an  injunction 
ought  to  be  withheld  for  the  reasons  so  earnestly  addressed 
by  the  learned  counsel  for  the  defendants  to  the  discretion  of 
the  Court.  It  certainly  must  be  conceded  that  the  case  in- 
volves questions  by  no  means  entirely  free  from  obscurity 
and  doubt ;  and  if,  as  the  counsel  seem  to  suppose,  this  ingre- 
dient of  itself  always  constitutes  a  conclusive  objection  to 
the  grant  of  a  provisional  injunction  to  restrain  an  alleged 
piracy  of  a  copyright,  the  only  duty  which  would  remain  to 
me,  after  making  this  concession,  would  be  the  simple  denial 
of  the  motion.  But  it  is  for  the  express  purpose  of  resolv- 
ing doubts  with  respect  to  the  rights  and  responsibilities  of 
parties,  that  Courts  are  instituted  ;  and,  even  on  a  motion  of 
this  nature,  it  is  not  every  kind  or  degree  of  doubt  that  will 
absolve  a  Judge  from  the  responsibility  of  deciding  questions 
presented  for  his  consideration,  much  less  from  the  labor  of 
investigation  and  reflection.  It  must,  at  least,  be  a  serious 
doubt,  which  remains  after  the  faithful  application  of  his 
faculties  to  its  solution.  If  it  were  otherwise,  this  form  of 
redress  would  be  illusory.  Doubts  affecting  a  plaintiflPs 
title  may  arise  either  from  uncertainty  with  respect  to  the 
facts,  or  with  respect  to  the  law  on  which  the  title  depends. 
In  the  present  case,  I  do  not  understand  that  there  is  any 
dispute  concerning  the  facts — certainly  none  respecting 
which  there  is  any  probability,  not  to  say  possibility,  that 
any  conflicting  evidence  could  be  adduced.  There  is  noth- 
ing, therefore,  which  it  would  be  proper  to  submit  to  the 
decision  of  a  jury.  The  questions  on  which  the  rights  of 
the  parties  depend  are  questions  of  law,  arising  mainly  out  of 
certain  provisions  contained  in  the  Constitution  and  stat- 
utes of  the  State  of  New  York,  and  these  questions  the  Court 
is  bound,  at  some  stage  of  the  controversy,  to  decide.  But 
it  is  objected  that  they  are  new,  never  having  been  settled 
by  acquiescence,  or  hi/  the  adjudication  of  any  Court.  An 
injunction  in  a  case  of  this  kind,  it  is  said,  has  never  been 
granted  in  England  without  a  trial  at  law ;  and  it  is  broadly 
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intimated  that  to  do  it  in  this  caee  would  be  iniquitous.  It 
would,  it  is  argued,  be  to  prejudge  the  case,  to  decide  it,  and 
to  award  execution  before  trial.  These  are  grave  objections, 
and,  if  well  founded,  certainly  ought  to  be  held  to  be  deci- 
sive. But  it  is  because  these  questions  have  never  before 
been  judicially  determined,  that  they  are  now  before  this 
Court  for  decision ;  and,  with  respect  to  the  practice  of  Eng- 
lish Courts  of  Chancery,  of  sending  pure  questions  of  law  to 
be  settled  in  a  suit  at  law,  the  adoption  of  this  practice  by 
the  Circuit  Courts  of  the  United  States  would,  for  obvious 
reasons,  be  an  absurdity.  As  to  the  assertion  that,  to  allow 
an  injunction  now,  would  be  to  decide  the  cause  without  a 
trial,  it  is  proper  to  remind  the  counsel  that  the  case  has 
already  been  elaborately  argued  ;  and  it  is  easy  to  see  that  its 
legal  features  are  not  likely  to  be  essentially  changed  by  the 
substitution  of  a  formal  answer  for  the  affidavit  of  one  of  the 
defendants.  The  parties,  therefore,  have  already  had  a  trial 
of  the  only  kind  they  ever  can  have  while  the  question  is  not, 
as  it  would  be  on  a  final  hearing,  whether  the  defendants 
should  be  perpetually  enjoined,  but  whether  this  shall  be 
done  temporarily,  leaving  them  at  liberty,  if  they  see  fit,  to 
re-argue  the  case  on  a  final  hearing. 

If  any  additional  reasons  were  wanting  why  I  should  not 
hold  myself  at  liberty  fastidiously  to  decline  the  responsi- 
bility of  giving  effect  to"  the  conclusions  at  which  I  have, 
however  doubtingly,  arrived,  by  granting  an  injunction,  such 
reasons  might  easily  be  found  in  the  demerits  of  the  defend- 
ants. There  can  be  no  injustice  in  assuming  that  they  have 
acted  with  full  knowledge  of  all  the  facts  detailed  in  tJie  biU 
of  complaint.  Their  extraordinary  letter,  already  mentioned, 
shows  this.  They  are  chargeable,  therefore,  not  only  with  a 
wilful  and  apparently  very  discreditable  encroachment  upon 
the  rights  of  the  plaintiffs,  but  with  openly  arraying  them- 
selves against  the  supreme  authority  of  the  State.  There 
may  possibly  be  circumstances,  growing  out  of  a  spirit  of 
rivalry  between  the  parties,  affording  some  palliation  for 
conduct  apparently  so  unjust  and  audacious;  but  of  this  I 
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know  nothing,  and  it  may  at  least  be  safely  asBumed  that 
they  can  fumish  no  shadow  of  justification  to  the  defend- 
ants. 

I  am  of  opinion,  therefore,  that  the  plaintiffs  are  entitled 
to  an  injunction,  restraining  the  defendants,  their  agents,  ser- 
vants and  workmen,  until  the  further  order  of  the  Court, 
from  further  printing,  publishing,  selling,  or  otherwise  dis- 
posing of  any  copy  or  copies  of  the  Reports  of  cases  argued 
and  determined  in  the  Court  of  Appeals  of  the  State  of  New 
York,  already  published  or  to  be  hereafter  published  by  the 
plaintiffs  in  pursuance  of  their  contract  with  the  State,  set 
forth  in  their  bill,  containing  any  of  the  head-notes  or  sum- 
mary statements  of  points  decided,  or  any  arguments  of  coun- 
sel, or  any  foot-notes,  copied,  taken  or  colorably  altered  from 
any  book  so  published  by  the  plaintiffs. 


Obadiah  H;  Plait  vs,  Chattncst  Jeboms. 

J,,  for  the  acooramodatiOQ  of  If.,  accepted  a  draft  drawn  bj  M.,  payable  to  hia 
own  order.  In  a  suit  againet  J.  on  the  drafts  brought  by  P.,  to  whom  M.  trans* 
ferred  it  before  due,  J.  set  up  that  his  acceptance  waa  obtained  by  IVaud : 
Seld,  that  a  receipt  signed  by  Iff.,  ezpreasfng  a  eonitideration  for  the  transfer 
of  the  aooeptance  to  P.,  was  not  competent  evldenee  against  J.,  to  prore  the 
payment  of  yalne  by  P.  for  the  acceptance. 

Before  the  draft  was  passed  to  P.,  it  was  put  by  H.  into  the  hands  of  one  B.,  to 
negotiate.  B.  inquired  of  J.  as  to  the  draft,  who  said  it  was  a  busiuess  draft 
and  would  be  paid*  at  maturity.  Afterwards,  and  before  taking  the  draft,  P. 
applied  to  B.  to  know  what  J.  had  said  about  tlie  draft,  and  was  told,  and  then 
took  the  di!aft :  fftld,  thai  P.  could  not  be  in  any  mora  faTonble  position,  as 
regarded  the  ioquiries  he  made  of  B.,  than  if  he  had  made  them  of  J.  himself, 
in  which  case  he  would  have  been  bound  to  disclose  to  J.  any  knowledge  he 
had  that  J.  had  been  defrauded  in  giving  the  acceptance. 

BM  fartiber,  that  if  P.,  when  be  applied  to  B.,  knew  that  J.  had  been  defrauded 
In  giving  the  aoceptanoe,  such  knowledge  would  affect  his  title  to  the  drafts 

(B^ore  Nelsor,  J.,  Sonthem  District  of  New  Tork,  April,  1861.) 
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This  was  an  action  by  endorsee  against  acceptor,  on  the 
following  draft : 

«  $1,678  73.  Poughkeepsie,  K  T.,  March  Ist,  1844 

Five  months  after  date,  pay  to  my  ord^r,  at  the  Union 
Bank  in  the  city  of  New  York,  sixteen  hundred  and  seventy- 
eight  73-100  dollars,  for.  value  received,  and  place  to  the 
account  of  Tour  obed't  servant, 

Mr.  Chauncey  Jerome,  Franklin  Merrill. 

New  Haven,  Ct. 

(Endorsed,) 

Franklin  Merrill. 

Pay  N.  G.  Ogden,  Esq.,  Cashier, 

O.  H.  Piatt." 

The  draft  was  accepted  by  Jerome.  At  the  trial,  before 
Nelson,  J.,  in  May,  1849,  it  appeared  that  the  draft  in  ques- 
tion and  several  others  were  accepted  by  Jerome  under  an 
arrangement  with  Merrill,  which  was  set  forth  in  a  receipt 
given  by  Merrill  to  Jerome  at  the  time,  as  follows :  "  Ee- 
ceived,  New  York,*  March  1st,  1844,  of  Chauncey  Jerome, 
the  following  notes,  which  I  receive  as  advances  to  raise 
money  on  for  my  own  business,  to  purchase  wool  before  the 
clip,  if  deemed  proper,  and  funds  or  wool  I  agree  to  put  in 
his  hands  before  the  following  notes  and  acceptances  fiiU  due, 
and  agree  to  see  the  said  Jerome  harmless  from  all  trouble 
for  so  doing,  and  have  given  die  said  Jerome  a  writing  from 
H.  Martin  <&  Co.,  that  this  matter  is  guaranteed  by  them, 
that  the  wool  or  money  shall  be  in  his  hands  in  season  to 
raise  or  take  up  the  notes  and  acceptances.  I  alto  agree  to 
take  Ae  same  up  myself.  Franklin  MerrilL''  To  this  re* 
ceipt  was  annexed  a  list  of  notes  and  acceptances  amoimting 
to  $17,800,  among  which  was  the  one  in  suit,  and  under  the 
list  was  written :  ^  The  above  notes  and  acceptances  I  receive 
as  advancement  on  wool,  and  agree  to  save  Mr.  Jerome 
harmless,  and  am  to  take  up  the  paper  myself.  Franklin 
Merrill."  The  draft  in  suit  was  transferred  to  the  plaintiff 
on  the  4th  of  April,  1844.    He  on  that  day  deposited  it  in 
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the  Phoenix  Bank,  New  York,  for  collection,  where  it  re- 
mained till  maturity,  when  it  wa3  protested  for  non-payment, 
and  returned  to  the  plaintiff. 

The  defendant  insisted  that  the  acceptance  was  without 
consideration,  and  for  a  particular  purpose,  namely,  to  pur- 
chase wool,  under  the  agreement  above  set  fortli.  He  also 
introduced  evidence  to  show  that  the  acceptance  was  pro- 
cured from  him  by  fraud  on  the  part  of  Merrill.  The  evi- 
dence went  to  show,  among  other  things,  that  the  firm  of  H. 
Martin  &  Co.,  mentioned  in  the  above  agreement,  was  insol- 
vent and  irresponsible  at  the  time ;  that  a  guaranty,  signed 
"Henry  Martin  &  Co.,"  which  was  given  to  Jerome,  was 
signed  by  one  of  that  firm  without  the  assent  or  authority  of 
his  partners  ;  and  that  that  fact  was  known  to  Merrill  at  the 
time.  The  guaranty  was  as  follows :  "  Mr.  Chauncey  Jerome, 
Sir :  Any  arrangement  which  you  and  ]^r.  Franklin  Merrill 
may  enter  into  in  regard  to  your  making  advances  to* Merrill 
we  will  hold  ourselves  responsible  for,  that  the  advances  shall 
be  met  as  may  be  agreed  upon  between  you  and  him.  New 
York,  March  4th,  1844.     Henry  Martin  &  Co." 

The  plaintiff,  then,  for  the  purpose  of  rebutting  tlie  defence, 
offered  in  evidence  a  receipt  given  by  Merrill  to  him,  as  fol- 
lows :  "  Eeceived  of  O.  H.  Piatt  his  receipt  in  full  for  an  ac- 
count of  Four  Hundred  Dollars,  due  Reynolds,  Piatt  &  White 
for  professional  services  ;  also  a  deed  of  one  hundred  and  sixty- 
eight  acres  of  land  in  Jackson,  Mississippi,  from  said  Piatt, 
at  a  valuation  of  six  hundred  and  twenty-eight  dollars  twen- 
ty-one cents,  and  six  hundred  dollars  in  cash,  for  which  I 
have  placed  in  his  hands  and  sold  to  him  a  di-aft  upon  Chaun- 
cey Jerome,  New  Haven,  for  sixteen  hundred  and  seventy- 
eight  dollars  and  seventy-three  cents,  at  five  months,  dated 
March  Ist,  1844,  and  accepted  by  him,  payable  to  my  order, 
and  endorsed  by  me,  which  draft  is  fair  business  paper. 
Dated  April  4th,  1844.  Franklin  Merrill."  The  defendant 
objected  to  the  admission  of  the  receipt  in  evidence,  but  it 
was  admitted,  and  the  defendant  excepted.  The  plaintiff  also 
showed,  that  in  March  and  April,  1844,  he  was  an  attorney 
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and  counsellor  at  law,  in  the  State  of  New  York,  and  that^ 
when  the  above  receipt  was  given,  he  had  an  account  against 
Merrill  for  professional  services  rendered  to  Merrill  in  New 
York  in  January,  1844.     Merrill  died  in  the  winter  of  1844. 

The  plaintiff  further  insisted  that  he  took  the  paper  on  the 
faith  and  strength  of  representations  made  by  the  defendant 
in  relation  to  it.  For  this  purpose,  he  introduced  as  a  wit- 
ness one  Burr,  who  testified  that  he  was  a  broker ;  that,  be- 
tween the  15th  and  20th  of  March,  1844,  he  had  in  his  hands 
for  negotiation  the  draft  in  question,  with  a  number  of  other 
drafts  and  notes  against  Jerome,  amounting  in  all  to  $9,500, 
all  of  which  he  had  received  from  Merrill ;  that  he  at  that 
time  went  to  Jerome  with  the  draft,  and  presented  it  to  him, 
and  he  said  it  was  a  business  transaction,  and  all  right,  and 
that  they  were  all  genuine  business  notes ;  that  he  told  Je- 
rome he  wanted  to  know  if  it  was  all  regular,  that  he  might 
negotiate  it ;  and  he  replied  that  it  was,  that  it  was  a  regular 
business  transaction,  that  the  draft  was  a  business  draft  and 
was  all  right,  and  would  be  paid  at  maturity,  Jerome  having 
taken  the  draft  into  his  hands  and  examined  it  before  he  an- 
swered ;  that  the  witness  returned  all  the  drafts  to  Merrill, 
having  failed  to  negotiate  them  ;  and  that,  on  or  before  the 
Ist  of  April  following,  the  plaintiff  called  on  the  witness,  and 
inquired  of  him  in  relation  to  his  said  conversation  with 
Jerome  about  the  draft,  and  the  witness  stated  to  him  the 
substance  of  said  conversation.  ^ 

The  defendant  then  introduced  evidence  to  show,  that  the 
plaintiff,  when  he  made  the  inquiry  he  did  of  Burr,  and  when 
he  took  the  draft,  knew  that  a  fraud  had  been  committed  by 
Merrill  on  Jerome,  in  procuring  the  acceptance.  Henry 
Martin,  who  signed  the  guaranty,  testified  that,  a  short  time 
after  he  signed  it,  he  became  uneasy  about  it,  from  what  he 
heard  of  Merrill,  and  said  so  to  Merrill ;  that  Merrill  then 
took  him  to  the  plaintifPs  oflice,  and  Merrill  and  the  plaintiff 
went  into  a  room  by  themselves,  and  were  there  together  for 
some  time ;  that,  when  they  came  out,  the  plaintiff  said  the 
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guaranty  was  not  binding  on  the  firm,  and  that  that  wae  ten 
or  fifteen  days  after  the  witness  signed  the  guaranty. 

The  Court  charged  the  jury  that,  as  to  the  fraud  alleged 
by  the  defendant,  it  appeared  that  he  was  to  be  indemnified 
by  the  firm  of  H.  Martin  &  Co.,  but  that  that  house  was  not 
responsible,  and  the  indemnity  given  was  void  and  did  not 
bind  the  firm ;  that  there  was  ground,  therefore,  for  saying, 
not  only  that  the  acceptance  was  without  consideration,  but 
that  there  was  fraud ;  that,  in  this  aspect  of  the  case,  the  bur- 
then would  be  thrown  upon  the  plaintiff,  to  show  that  the 
paper  came  to  him  bond  fide  and  for  a  consideration ;  that 
the  plaintiff  had  set  up,,  as  one  ground  in  answer  to  the  fraud, 
that  he  paid  a  consideration  for  the  draft,  and  in  that  respect 
complied  fully  with  the  rule  of  law ;  that,  in  this  view,  he 
had  given  in  evidence  the  receipt  from  Merrill  to  him  ;  that 
it  appeared,  that  on  the  day  of  the  date  of  the  receipt  the 
draft  was  in  the  plaintiff's  possession,  and  was  deposited  by 
him  on  that  day  in  the  bank  for  collection;  that  putting 
together  those  facts,  with  the  fact  that  the  plaintiff  had  an 
account  for  professional  services,  as  mentioned  in  the  receipt, 
the  Court,  though  entertaining  doubts  on  the  point,  was  in- 
cluied  to  think  the  receipt  admissible  evidence,  and  entitled 
to  such  weight  as  the  jury  saw  fit  to  give  it ;  that,  as  to  the 
proof  of  consideration  given  by  the  plaintiff,  the  account  and 
land  and  cash,  if  they  actually  existed  and  were  received 
by  Merrill,  constituted  a  valuable  consideration,  within  the 
meaning  of  the  rule  of  law  requiring  proof  of  consideration 
where  paper  has  been  procured  by  fraud ;  that  the  plaintiff 
further  insisted,  that  he  took  the  paper  on  the  faith  of  repre- 
sentations made  by  Jerome,  and  was,  therefore,  not  bound  to 
prove  a  consideration  for  it,  although  it  was  originally  ob- 
tained from  Jerome  by  fraud ;  that  this  point  depended  on 
the  testimony  of  Burr;  that  it  was  undoubtedly  true,  that 
notwithstanding  the  draft  was  originally  procured  by  fraud, 
and  under  circumstances  which  would  exonerate  the  acceptor 
from  payment  of  it,  unless  it  were  in  the  hands  of  a  bond  fide 
purchaser,  yet  if,  at  the  time,  the  party  taking  it  inquired 
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of  Jerome  as  to  its  character,  with  a  view  to  take  it,  it  be- 
came Jerome  to  put  himself  on  his  rights;  that  if  he  was 
then  satisfied  there  was  fraud,  he  should  have  taken  that 
ground  ;  and  that,  if  he  had  not  discovered  the  fraud,  still  if 
he  chose  to  represent  the  paper  as  good  paper,  he  would  be 
bound  bj  the  paper,  the  same  as  if  no  fraud  existed  in  its 
concoction,  because  the  party  who  inquired  was  about  to  take 
it,  and  his  representations  were  sufficient  to  induce  him  to 
take  it ;  that,  in  such  case,  the  person  taking  it  would  be 
entitled  to  recover,  although  he  did  not  show  affirmatively 
that  he  paid  full  value  for  it ;  that  if  the  plaintiff  was  privy 
to  the  original  fraud  in  procuring  the  draft,  he  could  not 
recover,  but  that  he  would  not  be  afFected  by  any  knowledge 
he  might  have  acquired  of  Merrill's  fraud  before  he  pur- 
chased the  draft  and  before  he  made  the  inquiries  of  Burr. 

The  jury,  after  being  out  some  time  and  being  unable  to 
agree,  came  into  CJourt  and  requested  further  instructions. 
They  inquired  whether  it  was  important  for  the  plaintiff  to 
make  any  other  proof  of  the  payment  of  a  consideration 
than  the  receipt  of  Merrill,  and  if  the  Court  considered  that 
good  evidence  to  prove  it.  The  Court  replied,  that  the  re- 
ceipt was  evidence  of  the  payment  of  the  consideration.  The 
jury  further  inquired  whether,  if  they  believed  that  the  plain- 
tiff did  not  pay  a  full  consideration  for  the  di'aft,  they  were 
at  liberty  to  find  such  an  amount  as  they  might  believe  he 
did  pay.  The  Court  replied,  that  if  the  plaintiff  had  a  right 
to  recover  at  all,  he  had  a  right  to  recover  the  full  amount. 
The  jury  then  further  inquired  whether,  in  case  they  believed 
the  receipt  was  true,  still  if  they  believed  that  the  plaintiff 
knew  when  he  took  the  draft  that  it  had  been  dishonestly 
obtained,  they  should  then  find  for  the  plaintiff  or  for  the 
defendant.*  The  Court  replied  that,  independently  of  the 
evidence  of  Burr,  such  knowledge  on  the  part  of  the  plain- 
tiff would  be  fatal  to  his  recovery  ;  but  that  it  would  not  be, 
if  the  jury  believed  the  evidence  of  Burr  that  Jerome  made 
the  representations  alleged,  and  that  the  plaintiff  took  the 
draft  on  the  faith  of  them. 
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,  The  defendant  excepted  to  the  several  points  of  the  charge. 
The  jury  found  for  the  plaintiff,  for  the  amount  of  the  draft, 
with  interest.  The  defendant  now  moved  for  a  new  trial,  on 
a  case. 

Seth  P,  Staples  and  George  C.  Ooddard^  for  the  defendant 

John  E.  BurriUy  Jr.^  for  the  plaintiff. 

IfELSON,  J.  1.  I  am  of  opinion  that  an  error  was  commit- 
ted in  admitting  the  receipt  of  Merrill,  of  the  4rth  of  April, 
1844,  as  evidence  of  the  payment  of  value  for  the  accept- 
ance in  question  by  the  plaintiff  at  the  time  of  the  transfer 
to  him.  It  would  have  been  evidence  against  Merrill,  but 
was  not  as  against  a  third  person,  in  a  case  where  the  fact 
became  material.  The  question  here  was,  whether  or  not  the 
plaintiff  had  actually  advanced  money  or  property,  or  had- 
cancelled  an  indebtedness  from  Merrill  to  him,  as  a  consid- 
eration for  the  transfer  of  the  acceptance,  with  a  view  to 
show  that  he  was  a  honA  fide  holder  for  value.  The  fact, 
when  material,  must  be  made  out,  like  ?iny  other  fact  in  a 
cause,  by  competent  evidence.  Now,  the  receipt  given  by 
Merrill  is  of  no  higher  evidence  than  his  admission  or  state- 
ment not  under  oath,  which  would  clearly  have  been  inad- 
missible, as  it  respected  any  one  but  himself.  I  entertain  no 
doubt,  on  reflection,  that  I  erred  in  the  ruling  at  the  trial  on 
this  branch  of  the  case. 

2.  I  think  an  error  was  committed,  also,  in  the  ruling  that 
knowledge,  on  the  part  of  the  plaintiff,  of  the  fraud  commit- 
ted by  Merrill  in  procuring  the  acceptance  from  the  defend- 
ant, would  not  affect  his  title  to  the  same,  if  such  knowledge 
was  acquired  before  he  made  the  inquiries  of  Burr  and  re- 
ceived from  him  the  information  given  by  the  defendant 
as  to  the  character  of  the  acceptance.  This  was  carrying 
the  protection  of  the  holder,  imder  the  circumstances  stated, 
too  far — further  than  policy  or  justice  requires,  even  in  re- 
spect to  commercial  paper.     The  plaintiff  cannot  claim  to  be 
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in  a  more  favorable  position,  as  it  respects  the  inquiries  made 
by  Burr,  than  if  he  had  himself  applied  to  the  defendant  for 
the  purpose  of  ascertaining  the  character  of  the  acceptance ; 
and  then,  if  he  had  been  aware  that  a  fraud  had  been  com- 
mitted upon  the  defendant  in  the  procurement  of  the  paper, 
by  Merrill,  he  would  have  been  bounds  in  good  faith  and  fair 
dealing,  to  disclose  the  fact,  so  that  the  defendant  might, 
when  he  answered  his  inquiries,  be  fully  possessed  of  all  the 
circumstances  attending  the  acceptance  of  the  paper. 

If  the  plaintiff  knew  that  a  fraud  had  been  committed  in 
procuring  the  acceptance,  he  might  well  have  supposed  that, 
when  the  defendant  confirmed  it,  on  the  application  of  Burr, 
he  was  not  aware  of  the  fact  And,  indeed,  from,  the  testi- 
mony of  Martin,  the  plaintiff  had  reason  to  believe  that  when 
Burr  applied  to  the  defendant  for  the  information,  the  latter 
had  no  knowledge  of  the  fraud  committed  upon  him.  The 
plaintiff  became  advised  of  the  fraud  about  the  middle  of 
March,  for  he  gave  the  advice  to  Martin,  professionally,  that 
the  guaranty  delivered  to  the  defendant,  to  indemnify  him 
and  keep  him  harmless  against  the  acceptance,  was  good  for 
nothing.  Burr  did  not  make  his  inquiries,  according  to  the 
evidence,  till  a  period  somewhat  later.  At  all  events,  the 
plaintiff  had  no  reason  to  suppose  that  the  defendant,  when 
he  confirmed  the  paper  to  Burr,  knew  what  he,  the  plaintiff, 
did,  namely,  that  the  guaranty  was  worthless. 

For  the  reasons  above  given,  and  upon  a  careful  considera- 
tion of  the  case,  I  am  entirely  satisfied  that  it  was  not  prop- 
erly submitted  to  the  jury ;  and,  from  iheir  inquiries,  and  the 
response  of  the  Court,  it  is  obvious  that  the  errors  led  to  the 
verdict  that  was  given.  There  must,  therefore,  be  a  new 
trial,  with  costs  to  abide  the  event 
18 
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Alfred  Hall  vs.  John  Wiles. 

Where  a  patent  contains  several  claims,  and  the  invention  covered  bj  one  of 
them  is  not  new,  the  patentee  may,  under  the  7th  and  9th  sections  of  the  Act 
of  March  3d,  1837,  (5  U.  S.  Stat,  at  Large^  198,  194,)  maintain  an  action  for 
the  infringement  of  the  patent,  so  far  as  regards  the  valid  claims,  although  he 
did  not,  before  the  commencement  of  the  actiou,  make  or  record  a  disclaimer 
of  so  much  of  the  thing  patented  as  he  claimed  without  right ;  but  he  will  not 
be  entitled  to  costs. 

Under  the  9th  section  of  the  Act,  the  question  whether  there  has  been  unreason- 

'  able  negligence  or  delaj  on  the  part  of  the  patentee  in  entering  such  difldnhn^ 
er,  is  a  question  which  goes  to  his  right  of  action. 

A  disclaimer  is  necessary  only  where  the  thing  claimed  without  right  is  a  mate- 
rial and  substantial  part  of  the  thing  patented. 

Where  the  thing  claimed  without  right  is  a  part  of  a  machine,  if  it  is  not  an 
essential  part,  and  was  not  introduced  into  the  patent  through  the  wilful 
default  of  the  patentee,  or  with  intent  to  defraud  or  mislead  the  public,  the 
want  of  a  disclaimer  in  regard  to  it  affords  no  ground  for  invalidating  the 
patent. 

Wlierc  one  part  of  a  combination  is  new,  the  combination  is  a  new  one,  though 
the  other  parts  of  the  combination  may  be  old. 

A  formal  change,  such  as  a  change  of  proportions,  a  mere  change  of  form,  or  a 
different  shape,  is  not,  within  the  meaning  of  the  patent  law,  a  change  sufficient 
to  support  a  patent;  but  the  improvement  upon  the  old  contrivance  must 
embody  some  originality,  and  something  substantial  in  the  change,  producing 
a  more  useful  effect  and  operation. 

In  determining  the  question  of  patentability,  the  jury  have  a  right  to  take  into 
consideration,  in  connection  with  the  change,  the  result  which  has  been  pro- 
duced ;  because  the  result,  if  greatly  more  beneficial  than  it  wab  with  the  old 
contrivance,  reflects  back,  and  tends  to  characterize  in  some  degree  the  impor- 
tance of  the  change. 

In  this  case  it  was  Rtld^  that  the  thing  patented,  namely,  a  carriage  in  a  brick- 
press,  was  not  a  combination  of  materials,  within  the  doctrine  of  the  patent 
Jaw,  and  that  the  principle,  that  unless  the  defendant  had  taken  the  whole  of 
the  combination  he  was  not  liable,  did  not  apply. 

The  rule  of  law  as  to  damages,  when  an  infringement  is  made  out,  is,  to  give  to 
the  plaintiff  the  actual  loss  he  has  sustained,  and  nothing  more.  Exemplary 
or  vindictive  damages  cannot  be  given. 

In  this  case  it  was  Htld^  that  the  plaintiff  was  entitled,  if  his  case  was  made  out, 
to  the  profits  on  all  the  machines  sold  by  the  defendant. 

(Before  Nblson,  J.,  Southern  District  of  New  York,  April  17th,  1851.) 
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Tms  was  an  action  on  the  case,  tried  before  Nelson,  J.,  for 
the  infi-ingement  of  Letters  Patent  granted  to  the  plaintijff  on 
the  3d  of  September,  1842,  for  an  "  improvement  in  the  con- 
struction of  the  brick-press."  *  The  points  raised  on  the  trial 
are  stated  in  the  charge  of  the  Couii;. 


*  The  specification  was  as  follows :  **  Be  it  known,  that  I,  Alfred  Hall,  of 
Cleveland,  in  the  county  of  Cuyahoga,  and  State  of  Ohio,  have  invented  a  new 
and  useful  Iniproveuient  in  the  machine  for  moulding  bricks,  and  I  do  hereby 
declare,  that  the  following  is  a  full,  dear  and  exact  description  thereof,  refer- 
ence being  had  tb  the  accompanying  drawing,  making  a  part  of  this  specifica- 
tion, in  which  Fig.  1  is  an  isometrical  projection,  Fig.  2  is  a  longitudinal  vertical 
section. 

**  The  nature  of  my  invention  consists  in  constructing  a  moulding  machine,  to 
be  attached  to  a  common  tempering  tub,  with  revolving  knives,  of  the  usual 
construction,  from  which  the  mortar  is  conducted  directly  into  the  moulds,  into 
wliich  it  is  forced  by  the  press.  To  this  machine,  an  apparatus  is  affixed  for 
removing  the  moulds,  and,  when  obstructed  by  stones,  &c.,  to  relieve  them  there- 
from. The  frame  of  the  machine  consists  of  four  upright  posts,  (^,)  framed 
into  two  sills,  (a)  and  cap-pieces,  (a  1,)  which  are  connected  by  cross-ties,  (a  2,) 
forming  a  stout  frame  of  proper  proportions  for  containing  the  machinery.  To 
each  of  the  caps  (a  1)  are  attached  metallic  plates,  {B^)  on  the  inside  near  the 
centre  of  the  frame.  From  the  lower  part  of  these  plates  flanges  project,  which 
embrace  the  caps  and  serve  to  steady  them :  these  plates  have  shoulders  at  (6,) 
turning  inward,  from  which  to  the  top  they  ai'e  vertical.  They  are  wide  enough 
to  form  the  sides  of  the  hopper,  and  contain  the  pressing  apparatus  hereafter 
described.  A  grating,  (^1,)  which  forms  the  bottom  of  the  hopper,  is  attached 
to  the  plates  (B)  at  the  shoulder,  (^,)  just  high  enough  to  clear  the^moulds.  The 
bars  of  this  grating  correspond  with  the  partitions  in  the  moulds,  and  must  be 
varied  for  every  different  kind  of  brick  ;  they  are  chamfered  off  on  their  upper 
edges,  and  serve  to  direct  the  clay  into  the  mould;  the  back  piece  of  this 
grating  rises  at  (6  1,)  (see  Fig.  2,)  to  the  press  platen,  to  prevent  the  escape  of 
the  mortar ;  there  is  also  a,  similar  projection  (b  2)  at  the  front  of  the  grate, 
having  on  its  upper  edge  an  apron,  (b  3,)  which  rests  in  the  epout  of  the  tem- 
pering machine,  (shown  in  dotted  lines,)  and  directs  the  mortar  into  the  ma- 
chine. The  platen  (G)  is  the  segment  of  a  cylinder,  its  lower  surface  being 
fitted  to  the  grate  and  projection,  (6  1 ;)  it  does  not  extend  quite  out  to  the 
plates,  (jS,)  but  has  a  projecting  flange  (c)  at  each  end,  around  the  periphery, 
and  down  the  under  side,  made  of  metal,  which  shuts  out  the  mortar  from  the 
end  of  the  cylinder  segment ;  on  each  end  of  this  platen  an  iron  cross-brace  is 
let  in,  (lettered  c  2 ;)  its  inner  end  has  a  hole  through  it  on  which  the  platen 
turns  on  its  shaft  or  fulcrum,  {e  3  ;)  from  these  braces,  near  the  periphery  of  the 
platen,  studs  (e  4)  project,  which  extend  out  through  the  plates,  (j9,)  slots  (6  4) 
being  cut  in  them  for  the  studs  to  play  in ;  these  slots  are  covered  when  the 
platen  is  thrown  back,  by  brass  segment  slides,  (c  0,)  which  are  pushed  forward 
from  the  platen  by  means  of  springs,  (e  6,)  which  bear  against  studs  projecting 
from  the  side  of  the  slides  let  into  its  ends ;  when  the  platen  is  forced  down, 
these  segments  strike  tlie  grate  and  are  stopped,  the  spring  yielding  for  that 
purpose.  The  platen  thus  constructed  turns  on  its  shaft,  (c  8,)  whicii  has  its 
bearings  in  the  plates  (B)  Iby  means  of  a  segment  rack  {e  7)  outside  the 
plates  on  each  side,  with  which  it  is  connected  by  the  fshaft  and  studs  dbovc 
named ;  the  teeth  on  these  racks  mesh  into  pinions  (d)  on  a  shaft,  {d  1,)  which 
has  its  bearings  in  the  plates  over  the  platen ;  on  one  end  of  the  shaft  {d  1) 
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In  charging  the  jury,  Nelson,  J.,  remarked  as  follows : 

The  patentee's  description  of  his  invention  sets  it  forth 
with  great  particularity  and  clearness,  and  models  have  been 


there  is  a  large  hand-wheel,  (2),)  bv  which  the  platen  is  put  in  motion ;  be- 
tween the  caps  (a  1^  of  the  frame  above  mentioned,  a  carriage  (B)  is  placed ; 
it  is  Ibnned  of  two  side  frames,  of  a  T  shape,  firmlj  braced,  the  liorizontal  part 
extending  out  about  tiie  length  of  the  caps,  and  the  vertical  nearly  down  to  the 
bottom,  of  the  frame ;  these  T  frames  are  connected  by  a  brace  (not  shown  in 
the  di-awing)  running  from  one  to  the  other.  Ju8t  under  the  grating,  three 
horizontal  rollers  (e)  are  placed,  having  their  journals  turn  in  bearings  on  the 
upper  side  of  the  T  frames  of  the  carriage ;  to  these  frames,  on  each  side  of  the 
roller,  slots  (el)  are  affixed  in  the  upper  side ;  on  these  the  moulds  slide ;  this 
carriage  is  sustained  in  the  frame  at  the  rear  end,  on  a  cross-piece  (a  3)  which 
is  suspended  to  the  end  of  the  cap  (a  1)  that  projects  over  the  post  (A)  by  a 
rod  (a  4)  at  each  end,  which  can  be  drawn  up  by  a  screw  below  the  cross- 
piece  ;  the  carriage  is  steadied  by  a  pivot  {e  2)  projecting  from  each  side,  near 
the  end  that  turns  in  the  posts  of  the  frame,  and  at  the  other  end  by  studs, 
(«  3 ;)  these  are  necessary,  as  the  carriage  is  made  smaller  than  the  space  be- 
tween the  sides  of  the  frame,  so  as  to  give  a  free  passage  to  any  dirt  that  may 
collect  on  the  machine,  which  would  tend  to  clog  its  operation,  (see  section  1.) 
At  the  front  end  of  ifie  carriage  are  jointed  stout  connecting-rods,  {e  4,)  which 
extend  down  to  a  revolving  shaft  (e  6)  which  turns  in  bearings,  {e  6,)  attached 
to  the  front  posts  of  the  frame,  and  which  are  also  connected  to  the  cap  by 
rods  (el)  running  from  the  cap  to  the  bearings,  («  6  ;)  on  the  upper  side  of  this 
shaft  are  short  projections,  to  which  the  connecting-rods  are  coupled,  and  by 
which  this  end  of  the  carriage  is  supported ;  on  the  end  of  the  shaft  {e  6)  a 
lever  (e  8)  is  put,  which  exetnds  up  and  rests  against  a  pin  in  the  frame  near 
the  lever.  It  will  readily  be  seen,  that  by  bringing  the  lever  forward,  the  end 
of  the  carriage  resting  on  the  shaft  will  be  lowered  down  ;  on  each  side  of  the 
carriage  an  iron  rail  (e  9)  is  affixed,  extending  from  the  rear  end  to  the  rollers ; 
this  rail  rises  a  little  above  the  side-pieces,  which  are  cut  out  on  their  upper 
edge,  away  from  it,  except  at  the  points  of  attachment,  so  as  to  allow  any  dirt 
that  may  get  upon  the  rail  to  fall  through  without  clogging  the  machine;  a 
wheel  (/)  runs  on  each  side  of  these  rails,  which  are  connected  by  an  axle  or 
movable  carriage,  (F,)  formed  of  a  square  straight  piece  of  wood ;  a  piston 
(/  1)  is  attached  to  the  back  of  this  carriage,  which  curves  down  and  runs  for- 
ward horizontally  under  the  centre  of  the  machine,  just  below  the  cross-piece 
connecting  the  sides  of  the  cairiage,  against  which,  or  a  friction  roller  which 
may  be  attached  thereto,  it  bears  when  in  motion ;  on  the  under  side  of  thia 
piston  a  rack  is  formed,  which  meshes  into  a  segment  rack  (/  2)  on  a  shaft, 
which  has  its  bearings  in  tlie  lower  end  of  the  vertical  pieces  of  the  carriage 
above  named ;  to  the  end  of  the  shaft  (/  3)  a  lever  (/  4)  is  affixed;  which 
rises  up  beside  the  shaft,  {d  1,)  so  as  to  be  convenient  to  work  by  the  operator; 
the  mould:<,  ((?,)  which  are  like  those  now  in  use  in  other  machines,  are  put 
into  the  machine  opposite  that  on  which  the  wheel  (i>)  is ;  they  are  prevented 
from  being  pushed  too  far  through  by  a  spring,  (^,)  which  guides  them  in 
entering  the  machine ;  they  are  forced  under  the  grating  by  the  movable  car- 
riage, (^  acted  on  by  the  lever,  (/  4 ;)  when  this  machine  is  attached  to  a 
•"  tempeSg  machine,"  it  receives  the  mortar  directly  from  it  into  the  grating, 
and  into  th.e  moulds  underneath  it;  the  hand-wheel  is  then  turned,  which 
^brings  down  the  platen  and  forces  the  mortar  into  the  moulds ;  the  lever  (/  4) 
is  then  brought  forward,  and  the  empty  mould  which  is  placed  forward  in  tho 
.grating  between  the  full  mould  and  the  movable  carriage,  and  forced  und^r  the 
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produced  which  render  it  perfectly  intelligible.  After  de- 
scribing the  various  parts  of  this  machine,  the  patentee  closes, 
as  is  usual,  with  a  specification  of  the  particular  things  which 
he  claims  to  have  invented. 

The  first  is,  the  segment  slides,  acted  on  by  springs,  in 
combination  with  the  platen  and  hopper,  constructed  and 
arranged  as  described  in  the  specification.  The  object  of 
this  contrivance  is,  to  close  the  slot  in  the  end  of  the  press 
which  was  before  open,  and  through  which"  the  shaft  of  the 
press  moves,  in  order  to  prevent  the  mortar  from  being  pressed 
out  of  the  aperture.  ,  The  patentee  next  claims  the  combi- 
nation of  the  carriage  E,  suspended  at  its  rear  end  in  the 
frame,  with  the  connecting-rods  and  shaft  for  freeing  the 
machine  from  obstructions.  He  claims,  also,  the  construction 
of  the  carriage  E  so  as  to  free  itself  from  dirt — meaning  aU 
the  parts  used  by  him,  in  the  construction  of  this  carriage, 
to  effect  the  purpose  intended — ^that  is,  to  free  it  from  dirt, 
which  seems  to  have  been  a  difficult  thing  in  these  machines ; 
and  he  claims,  also,  the  carriage  E,  thus  arranged,  in  com- 
bination with  the  movable  carriage  F,  constructed  in  the 


grating,  the  full  mould  being  driven  out  on  the  opposite  side,  the  weight  of  the 
mortar  in  the  tempering  machine,  at  the  same  time,  raises  the  platen  by  its  pres- 
sure upon  it  till  the  segment  (e  1)  strike  against  the  springs,  (6  5,)  whicli  prevent 
the  platen  from  receding  too  far.  If,  when  tiie  full  mould  is  being  forced  out,  a 
stone  or  other  obstruction  stops  its  motion,  the  lever  (/  4)  is  drawn  forward, 
and  the  carriage  on  which  the  mould  rests  is  lowered  till  the  difficulty  is  over- 
come, when  it  is  again  raised  to  its  place ;  over  the  platen,  and  between  it  and 
the  shaft,  {d  1,)  a  brace  (A)  runs  across  from  one  side  platen  to  the  other,  on  the 
under  side  of  which  a  scraper  (h  2)  is  affixed,  that  fits  close  to  the  circular  side 
of  the  platen,  and  serves  to  free  it  from  the  mortar  that  adheres  to  it  when  run 
down ;  just  oyer  the  scraper  a  board  (hi)  is  placed,  the  lower  edge  of  which 
rests  on  the  scraper,  its  upper  edge  projecting  up  towards  the  "  tempering  mo- 
chiiie,"  at  an  angle  of  about  46^  ;  this  forms  the  upper  part  of  the  hopper,  and 
confines  the  mortar  while  the  press  acts. 

'*  What  I  chum  as  my  invention,  and  desire  to  secure  by  letters  patent,  are  the 
segment  slides  (e  5)  acted  on  by  springs,  in  combination  with  tiie  platen  and 
hopper,  constructed  and  arranged  as  herein  set  forth. 

'■^  I  further  claim  the  combination  of  the  carriage  (E)  suspended  at  its  rear 
end  with  the  connecting-rods  (e  4)  and  shaft,  {e  6,)  for  freeing  the  machine  from 
obstructions,  substantially  as  before  specified.  Lastly,  I  claim  the  construction 
of  the  carriage  (E)^  so  as  to  free  itself  from  dirt,  that  is  to  say,  the  pivots  and 
studs  for  steadying  the  carriage,  the  slatted  top  and  railway,  set  ofif  from  the  car- 
riage, &c.,  and,  in  combination  therewith,  the  movable  carringe  {F)  constructed 
and  operated  as  herein  described." 
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mode  pointed  out  in  the  specification.  These  are  the  things 
he  claims,  each  of  which  he  supposes  to  be  an  improvement 
on  all  prior  machines  in  use. 

As  to  the  first  claim,  the  defendant  insists  that,  whether 
original  or  not,  the  contrivance  is  destitute  of  utility,  and 
could  not  be  carried  into  practical  effect,  and  was  abandoned 
by  the  patentee  immediately.  The  defendant's  counsel 
assume  the  fact  to  be  proved,  and  then  insist  that,  as  this 
claim  is  invalid,  either  from  want  of  originality  or  utility,  the 
whole  patent  becomes  void.  This  is  a  question  of  law  for 
the  Court  to  decide.  It  is  argued  by  the  defendant  tliat,  in 
order  to  have  saved  the  patent,  the  patentee  should  have  dis- 
claimed this  part  of  his  patent,  under  the  7th  and  9th  sections 
of  the  Act  of  March  3d,  1837,  (5  U.  S.  Stat  cut  Large,  193, 
194,)  and  that,  as  he  has  failed  to  make  this  disclaimer  and  to 
record  it,  this  suit  cannot  be  maintained,  and  the  wliole  pat- 
ent is  void.  Though  there  is  some  evidence  going  to  show 
that  this  contrivance  may  be  new,  and  may  not  have  been 
used  before,  yet,  perhaps,  the  weight  of  it  is  that  it  is  useless 
or  could  not  be  operated.  I  have  examined  the  provisions  of 
the  statute,  and  am  of  opinion  that  this  suit  may  be  main- 
tained under  the  two  sections  referred  to,  notwithstanding  a 
disclaimer  of  the  first  claim  has  not  been  made  or  recorded  ; 
but  the  plaintiff  will  not  be  entitled  to  costs.  The  provision 
in  the  9th  section,  that  no  costs  shall  be  recovered  unless  a 
disclaimer  of  all  that  part  of  the  thing  patented  which  is 
claimed  without  right,  is  entered  before  the  commencement 
of  the  suit,  certainly  shows  that  the  action  may  be  main- 
tained for  other  parts  of  what  is  patented.  If  the  disclaimer 
was  entered  in  the  Patent  Office  before  the  suit  was  insti- 
tuted, the  plaintiff  recovers  costs  in  the  usual  way,  indepen- 
dently of  any  question  of  disclaimer.  But  if,  in  tlie  progress 
of  the  trial,  it  turns  out  that  a  disclaimer  ought  to  have  been 
made  as  to  part  of  what  is  claimed,  the  plaintiff  may  recover, 
but  will  not  be  entitled  to  costs. 

Another  question  arises  under  the  9th  section — whether 
there  lias  been  unreasonable  negligence  or  delay  in  entering  a 
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disclaimer.  That  is  a  question  which  goes  to  the  right  of 
action.  If  the  delay  shows  great  negligence,  the  jury  may 
say  that  the  patent  is  void.  The  provision  in  question  applies 
only  in  the  case  where  the  part  claimed  by  the  patentee,  of 
wJiich  he  is  not  the  inventor,  is  a  material  and  substantial 
part  of  the  thing  patented.  A  disclaimer  is  necessary,  there- 
fore, only  where  the  thing  claimed  without  right  is  a  material 
and  substantial  part  of  the  jnachine  invented.  The  question 
as  to  the*  disclaimer  in  this  case  is,  therefore,  of  no  impor- 
tance in  the  determination  of  the  rights  of  the  parties,  unless 
the  slides  and  springs  claimed  in  the  first  claim  are  described 
as  a  material  and  essential  part  of  the  machine,  or  imless 
they  were  introduced  into  the  description  through  the  wilful 
default  of  the  plaintiff,  or  with  intent  to  defraud  or  mislead 
the  public.  If  you  find  that  these  slides  and  springs  are  not 
essential  to  th€5  machine,  and  were  not  introduced  into  the 
patent  through  such  wilful  default  or  intent  to  defraud  or 
mislead  the  public,  the  want  of  a  disclaimer  in  regard  to 
them  affords  no  ground  for  invalidating  the  patent. 

As  to  the  second  claim.  If  the  carriage  E,  which  is  one 
part  of  the  combination  as  arranged  by  the  patentee,  is  a  new 
and  useful  improvement,  the  combination  of  that  with  the 
oonnecting-rods  and  shaft,  for  letting  it  down  and  freeing  it 
from  obstructions,  will  be  maintained,  though  the  latter  may 
be  old.  Because,  one  part  of  the  combination  being  new, 
the  imiting  that  with  an  old  contrivance  makes  the  combina- 
tion necessarily  a  new  one. 

I  pass  now  to  the  third  claim,  and  to  the  re^l  point  in  con- 
troversy. The  arrangement  of  the  carriages  E  and  F  is  a 
distinct  and  independent  claim — a  material  and  substantial 
one — and  one  without  which  the  substratum  of  tlie  invention 
would  fail.  This  briugs  the  case  very  much  to  tlie  point, 
whether  the  carriage  E,  constructed  as  it  is  described  in  tlie 
specification,  is  of  itself  a  new  improvement,  in  view  of  the 
carriages  which  had  been  in  use  prior  to  the  invention  of  the 
plaintiff.  It  is  necessary  that  it  should  be  new,  in  order  to 
uphold  the  third  claim  ;  and  that,  if  maintained,  will  uphold 
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the  Becond.  The  question  is  one  of  fact  A  great  deal  of 
evidence  has  been  given  on  both  sides,  all  bearing  on  the 
point ;  and,  except  that  there  are  some  legal  principles  bcM*- 
ing  on  the  question  of  fact,  and  as  to  which  the  Court  may 
aid  you,  it  is  a  question  which  must  be  determined  by  the 
good  sense  and  sound  judgment  of  the  jury.  Of  course,  the 
question  is  not,  whether  the  plaintiffs  was  the  first  bed  or  car- 
riage that  had  ever  been  used ;  because,  it  is  admitted  that 
carriages  and  beds  had  before  been  used.  But  the  queetioft 
is,  whether  the  plaintiflPs  carriage,  as  constructed  by  him,  is 
a  substantial  improvement,  for  the  purpose  for  which  it  is 
used,  on  all  previous  carriages.  A  formal  change,  such  as  » 
change  in  proportions,  a  mere  change  of  form,  or  a  different 
shape,  is  not  a  change  within  the  meaning  of  the  law.  An 
improvement  upon  an  old  contrivance,  in  order  to  be  of  suffi- 
cient importance  to  be  the  subject  of  a  patent,  must  embody 
some  originality,  and  something  substantial  in  the  change^ 
producing  a  more  useful  effect  and  operation.  And,  in  de- 
termining this  question,  the  jury  have  a  right  to  take  into 
consideration,  in  coimection  with  the  change,  the  result  which 
has  been  produced.  Because,  the  result,  if  gi'eatly  more 
beneficial  than  it  was  with  the  old  contrivance,  reflects  back, 
and  tends  to  characterize,  in  some  degree,  the  importance  of 
tiie  change. 

I  do  not  agree  with  the  counsel  for  the  defendant,  that  the 
carriage  E,  as  constructed  by  the  patentee,  is  to  be  regarded 
as  embracing  a  combination  of  materials,  within  the  doctrine 
of  the  patent  law,  and  that,  unless  the  defendant  has  taken 
the  whole  of  the  combination,  he  is  not  liable.  My  opinion 
is,  that  that  principle  does  not  apply. 

If  the  carriage  E,  as  constructed  by  the  plaintiff,  is  not  n 
substantial  improvement  upon  all  previous  constructions,  he 
is  not  entitled  to  recover.  But,  if  you  arrive  at  the  conclu- 
sion that  that  carriage  is  a  substantial  improvement  upon  ail 
previous  constructions,  then  the  question  is,  whether  the  car- 
riage used  by  the  defendant  is  identical  with  that  of  the 
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plaintiff.    If  it  is,  it  is  an  infringement,  and  the  plaintiff  is 
entitled  to  recover. 

The  rule  of  law  as  to  damages,  when  an  infringement  is 
made  out,  is,  to  give  to  the  plaintiff  the  actual  loss  which  he 
has  sustained,  and  notliing  more.  Exemplary  or  vindictive 
damages  cannot  be  given.  If  the  damages  are  insufficient, 
tliere  is  a  provision  of  law  authorizing  the  Court  to  treble 
them.  The  plaintiff  is  entitled,  if  his  case  is  made  out,  to 
the  profits  on  all  the  machines  sold  by  the  defendant. 

The  jury  found  a  verdict  for  the  plaintiff  for  $1,000  dam- 
ages.* 

Francia  B.  Cutting^  for  the  plaintiff. 

Seth  P.  Staples  and  Ambrose  L,  Jordwii^  for  the  defendant. 


The  United  States 

V8, 

Thomas  C.  Butler  and  others.    In  Equtty. 

Where,  on  the  filing  of  a  bill  to  remove  an  incumbrance  on  land,  so  that  it  may 
be  sold  under  the  plaintiff  *8  judgment,  a  receiver  is  appointed  of  the  rents  and 
profits  of  the  land,  they  are,  in  equity,  subject  to  the  lien  and  claim  of  the 
judgment,  the  same  as  the  land  itself. 

Where  the  parties  to  such  a  suit  settle  it,  the  plaintiff  getting  rid  of  the  in  cum  ^^ 
branee  by  paying  to  its  holder  a  certain  sum,  and  the  land  being  thus  left  sub- 
ject only  to  his  judgment,  the  result  is,  in  legal  effect,  the  same,  as  it  respects 
the  lien  of  the  judgment,  as  if  a  decree  were  to  be  made  in  the  suit  that,  on 
payment  of  the  sum,  the  prior  incumbrance  should  be  discharged. 

On  the  payment  of  such  sum  by  the  plaintiff,  under  a  decree,  the  land  and  the 
rents  and  profits  would  be  applicable  to  the  plaintiff's  judgment;  and,  the 
incumbrance  being  disposed  of  by  settlement,  the  land  and  the  rents  and  profits 
that  have  accrued  become  subject  to  the  judgment. 

*  A  motion  for  a  new  trial  in  this  case  was  subsequently  made  before  Judges 
Nbuon  and  Bktts,  on  the  ground  of  alleged  errors  in  the  charge,  but  it  was 
denied. 
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Nor  does  the  fact  that  the  land  is  then  sold  under  the  judgment,  and  satisfaction 
entered  of  the  judgment,  that  being  done  in  pursuance  of  an  agreement  with 
the  defendant  in  the  judgment,  affect  the  right  of  the  plaintiff  to  those  rents 
and  profits.  They  are,  in  equity,  immediately  applicable  to  the  judgment 
when  the  right  under  the  incumbrance  is  disposed  of ;  and  the  agreement  to 
enter  the  satisfaction  after  selling  the  land  and  applying  the  proceeds,  will  be 
construed,  upon  a  fair  interpretation,  to  intend  that  the  rents  and  profits  which 
have  accrued  and  are  in  the  hands  of  the  receiver  shall  also  be  applied  on  the 
judgment. 

(Before  Nelson,  J.,  Southern  District  of  New  York,  May  17th,  1851.) 

This  was  a  demurrer  to  a  supplemental  bill.  The  facts 
were  these :  In  December,  1816,  tlie  plaintiifs  recovered  a 
judgment  against  the  defendant  Thomas  C.  Butler,  in  the 
District  Court  of  the  United  States  for  the  Southern  District 
of  New  York,  for  a  large  amount.  The  judgment  was  recov- 
ered on  duty  bonds,  on  which  Butler  and  also  one  Mintum 
and  one  J.  Sturgis  were  sureties  for  others.  On  the  12th  of 
August,  1816,  Butler  and  wife  executed  to  J.  Sturgis  a  mort- 
gage, covering  certain  houses  and  lots  in  the  city  of  New 
York,  to  secure  the  payment  of  $27,000,  without  interest,  ih 
one  year  thereafter.  The  mortgage  was  given  to  indemnify 
J.  Sturgis  against  liability  on  the  said  bonds. 

On  the  31st  of  March,  1823,  there  was  upwards  of  $30,000 
due  on  the  judgment  against  Butler,  and  on  that  day  the 
original  bill  in  this  cause  was  filed,  to  remove  the  said  mort- 
gage as  an  incumbrance  upon  the  lots,  so  that  they  could  be 
sold  under  the  said  judgment.  J.  Sturgis  had  paid  nothing, 
as  surety,  to  the  Government  Butler  put  in  an  answer  to 
the  original  bill,  admitting  that  the  mortgage  was  given  to  J. 
Sturgis  for  the  purpose  of  raising  money  to  pay  the  bonds  or 
the  judgments  recovered  upon  them  ;  that  he  had  so  advised 
the  Attorney  of  the  United  States  ;  and  that  he  had  received 
no  consideration  from  J.  Sturgis  for  the  same.  J.  Sturgis 
also  answered  the  original  bill,  alleging,  among  other  things, 
that  Butler  was  indebted  to  him  at  the  time  of  giving  flie 
mortgage  ;  that  it  was  not  given  solely  to  indemnify  him'  as 
surety  to  tlie  plaintiffs  on  tibe  bonds ;  that  he  had  assigned 
the  mortgage  to  secure  the  sum  of  $15,000  due  and  owing  to 
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the  firm  of  Sturgis  &  Burrows,  in  Savannah,  Georgia ;  and 
that  Butler  had  admitted  to  him  that  funds  had  been  put  into 
his  hands  by  Mintum  &  Champlin,  the  principal  debtors  in 
the  bonds,  to  satisfy  them,  and  had  stated  that  he  would  be 
kept  harmless. 

On  the  11th  of  February,  1825,  a  sxipplemental  bill  was 
filed,  making  Burrows,  the  surviving  partner  of  Sturgis  & 
Burrows,  a  defendant,  and  praying  a  discovery  as  to  the 
assignment  of  the  mortgage,  and  that  it  might  be  delivered 
up  and  cancelled.  Burrows  answered,  setting  up  a  large  in- 
debtedness of  J.  Sturgis  to  him  and  his  partner,  and  alleging 
that  the  assignment  of  the  mortgage  to  them  was  made  in 
part  satisfaction  of  the  same. 

Eeplications  were  filed  to  the  original  and  supplemental 
bills,  and  proofs  were  taken  in  the  case,  and  it  was  brought 
to  a  hearing,  and,  on  the  20th  of  June,  1826,  an  order  was 
made  referring  the  case  to  a  Master,  to  take  and  state  an 
account  between  the  defendants  Butler  and  J.  Sturgis.  On 
the  7th  of  June,  1827,  a  further  order  was  entered,  appoint- 
ing Thomas  C.  Bolton,  the  Master,  a  receiver  of  the  rents 
and  issues  of  the  premises  covered  by  the  mortgage.  Before 
the  Master  completed  the  reference,  and  on  the  25th  of  July, 
1830,  an  order  was  entered  discharging  him  as  Master  and 
receiver,  and  appointing-  in  his  place  Murray  Hoffman,  who 
was  authorized  to  receive  the  balance  of  money  in  the  hands 
of  Bolton,  and  deposit  it  in  the  New  York  Life  Insurance 
and  Trust  Company.  Hoffman  continued  as  such  receiver 
down  to  the  sale,  hereafter  mentioned,  of  the  mortgaged 
premises. 

By  an  Act  of  Congress,  passed  March  24th,  1834,  (6  U.  S. 
Stat  at  Large,  555,)  the  Secretary  of  the  Treasury  was  au- 
thorized to  compromise  the  bonds  and  judgments,  with  the 
parties  liable  on  them,  and  particularly  with  Mintum,  surviv- 
ing partner  of  Mintum  &  Champlin,  the  principal  debtors. 
An  arrangement  was  accordingly  made,  by  which  Burrows, 
the  surviving  partner  of  Sturgis  &  Burrows,  in  consideration 
of  $6,000,  assigned  the  mortgage  to  the  plaintiffs;   and  it 


204  SOUTHERN  DISTBICT  OF  NEW  YORK, 

The  United  States  v,  Butler. 

was  further  agreed,  on  the  12th  of  June,  1834,  between  the 
Secretary  and  Minturn,  by  way  of  compromising  and  settling 
all  the  claims  of  the  United  States  upon  the  late  firm  of  Min- 
turn &  Champlin  and  their  sureties,  that  Mintum  should  pro- 
cure to  be  assigned  to  the  United  States  the  mortgage  given 
by  Butler  to  J.  Sturgis,  in  order  to  clear  the  premises  from 
embarrassment,  so  that  they  could  be  made  available  towards 
the  payment  of  the  judgment  against  Butler,  and,  in  consid- 
eration of  the  assignment  having  been  made,  the  plaintiffs 
stipulated  to  release  all  the  judgments,  (there  having  been 
separate  judgments  against  the  principal  debtors  and  each  of 
the  sureties,)  and  to  discharge  them  of  record,  as  soon  as  the 
mortgaged  premises  should  be  sold  under  the  mortgage,  or 
otherwise  disposed  of.  The  premises  were  sold  under  the 
judgment  against  Butler,  on  the  10th  of  March,  1838,  and 
purchased  by  John  Eathbone  for  $25,500,  which  was  much 
less  than  the  amount  then  due  on  the  judgment,  and  the 
mortgage  was  assigned  to  him  as  a  muniment  of  title.  Satis- 
faction of  the  several  judgments  was  entered  of  record  on 
the  4th  of  August,  1840. 

The  supplemental  bill  which  was  now  filed  set  forth  the 
above  facts,  and  alleged  that  Hoffman,  the  receiver,  had  in 
his  hands  $9,000 ;  that  a  large  sum  of  money,  far  exceeding 
the  sum  in  the  hands  of  the  receiver,  remained  due  on  the 
judgment  against  Butler,  over  and  beyond  the  amount 
brought  by  the  sale  of  the  mortgaged  premises ;  and  that  the 
defendants  Laird  M.  II.  Butler  and  Jonas  Butler  claimed  the 
fimds  in  the  receiver's  hands,  under  an  assignment  of  some 
interest  in  the  lots  fix>m  T.  C.  Butler,  but  the  bill  charged 
that  it  was  made,  if  at  all,  during  the  pendency  of  the  suits 
against  T.  C.  Butler  and  the  others,  and  of  which  these  de- 
fendants were  chargeable  with  notice.  The  bill  also  set 
forth  various  judgments  recovered  by  the  plaintiffs  against 
T.  C.  Butler  for  debts  due  from  him  individually,  and  which 
remained  unpaid,  and  were  a  lien  on  the  lots  covered  by  the 
mortgage,  or  on  T.  C.  Butler's  equity  of  redemption  in  them. 
The  bill  prayed  that  the  siun  in  the  receiver's  hands  might 
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be  directed  to  be  paid  over  to  the  plaintiffs  on  the  balance 
remaining  upon  the  first-mentioned  judgment  against  T.  C. 
Butler,  or  upon  those  last  named. 

To  this  supplemental  bill  T.  C.  Butler  and  L.  M.  H.  Butler 
demurred. 

Edward  Sandfordy  for  the  defendants. 

Benjamin  K  Butler^  for  the  plaintiffs. 

Nelson,  J.  The  answer  of  Thomas  C.  Butler  to  the  origi- 
nal bill  admits  that  the  mortgage  was  given  to  Sturgis  for 
the  benefit  of  the  plaintiffs,  that  is,  for  the  purpose  of  raising 
money  to  pay  the  judgments  recovered  on  the  Custom-lTouse 
bonds,  and  was,  therefore,  properly  no  real  incmnbrance  on 
the  premises,  as  respected  the  judgment  against  Butler.  So 
far  as  his  interest  was  concerned,  therefore,  they  might  have 
been  sold  at  once  under  the  judgment,  and  the  proceeds 
applied  in  payment.  The  sale,  however,  was  emban'assed  by 
fhe  interest  in  the  mortgage  set  up  by  Sturgis,  the  mortgagee, 
and  by  Sturgis  &  Burrows,  the  assignees  under  him.  But  as, 
on  the  filing  of  the  bill  to  remove  this  incumbrance,  a  re- 
ceiver had  been  appointed,  for  the  purpose  of  securing  the 
rents  and  profits  pending  tlie  litigation,  that  they  might  be 
applied  towards  the  satisfaction  of  the  judgment,  if  neces- 
sary, they  are,  in  equity,  to  be  deemed  subject  to  the  lien  and 
claim  by  virtue  of  the  judgment,  the  same  as  the  premises 
themselves. 

The  rents  and  profits  thus  accruing  would  have  been  ap- 
plied to  the  judgment,  together  with  the  proceeds  of  the  sale, 
if  the  proceedings  in  Equity  had  gone  to  a  final  decree  in 
favor  of  the  plaintiffs.  Certainly,  there  would  have  been  no 
ground  for  any  other  disposition,  as  it  respected  Butler  or 
those  coming  in  under  him,  as  he  had  admitted  that  the 
premises  were  subject  to  the  lien  of  the  judgment,  from  the 
time  it  was  docketed,  free  from  the  mortgage.  The  litigation 
with  him,  as  it  respected  the  mortgage,  and  the  right  of  ap- 
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plying  the  premises  to  the  satisfaction  of  the  judgment,  ended 
on  the  coming  in  of  his  answer.  It  continued  only  in  respect 
to  the  claim  of  Sturgis  and  his  assignees.  If  they  had  suc- 
ceeded in  establishing  the  mortgage,  and  if  the  premises  had, 
on  being  sold,  turned  out  to  be  insufficient  to  satisfy  that 
security,  perhaps  they  would,  it  being  the  first  lien,  have  been 
entitled,  in  equity,  to  have  the  rents  and  profits  accruing 
and  in  the  hands  of  the  receiver  applied  to  its  payment. 
Tliat  was  a  question,  however,  between  the  plaintiffs  and 
those  parties. 

Has,  then,  the  settlement  made  with  Mintum  and  the 
assignees  of  the  mortgage  in  any  way  affected  the  right  of 
tlie  plaintiffs  to  this  fund  ?  I  do  not  see  how  this  can  be. 
The  parties,  instead  of  carrying  on  the  litigation  to  a  final 
determination,  preferred  to  settle  it;  and  the  plaintiffs,  by 
paying  the  sum  of  $6,000,  got  rid  of  the  mortgage  incum- 
brance, and  the  premises  were  thus  left  subject  only  to  die 
lien  of  their  judgment.  In  legal  effect,  the  result  is  the 
same,  as  it  respects  the  lien  of  the  judgment,  as  if  a  decree 
had  been  made,  on  the  coming  in  of  the  Master's  report,  that, 
on  payment  of  such  sum,  the  prior  incumbrance  should  be 
discharged.  On  the  payment  of  that  sum,  the  premises  and 
the  rents  and  profits  that  had  accrued  and  were  in  the  hands 
of  the  receiver,  would  have  been  applicable  to  the  judgment 
of  the  plaintiffs  against  Butler.  The  mortgage  having  been 
got  rid  of  by  the  settlement,  everything  was  accomplished 
that  would  have  been  by  a  decree  to  the  effect  above  stated. 
The  land  and  the  rents  and  profits  that  had  accrued  became 
subject  to  the  judgment ;  and,  this  is  what,  as  is  apparent,  was 
intended  by  the  parties,  in  their  arrangement. 

Neither  does  the  entry  of  satisfaction  of  the  judgment 
after  the  sale  in  any  way  affect  the  right  of  the  plaintiffs  to 
the  rents  and  profits.  They  were  in  Court,  awaiting  the  result 
of  the  litigation,  to  be  applied  to  the  judgment;  and,  in 
equity,  were  immediately  applicable,  when  the  right  under 
the  mortgage  was  disposed  of.  Besides,  the  whole  scope  of 
the  settlement  clearly  shows,  tliat  it  was  intended  by  all 
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parties  concerned,  that  the  premises  covered  by  the  mort- 
gage, and  the  rents  and  profits  that  had  accrued  and  of  right 
belonged  to  the  judgment  creditors,  should  be  applied  to  the 
plaintiffs'  demand.  Butler  had  nothing  to  say  in  the  matter, 
as  he  had  admitted  this  right  in  his  answer. 

I  am  satisfied,  therefore,  that  there  is  sufficient  equity  in 
the  bill  to  entitle  the  plaintiffs  to  this  fund,  and  that  the  de- 
murrer should  be  overruled. 


The  United  States 
Edward  F.  Douglass,  James  Clements  and  Thomas  Benson. 

Where,  on  a  joint  indictment  against  three  for  murder,  one  of  them  is  tried  sepa- 
rately, it  is  not  competent  for  him  to  gi^e  in  evidcDce  a  conversation  between 
the  other  tiro,  when  they  were  alone,  inculpating  themselves  and  exculpating 
him  from  all  participation  in  the  crime. 

The  cases  of  JPowdl  v.  Harper^  (5  Garr,  <k  P,  690,)  and  of  Dot  v.  Hodden,  (3 
2>0M^.  310,)  commented  on  and  explained. 

What  is  direct  evidence,  and  what  circumstantial  evidence. 

In  a  case  of  circumstantial  evidence,  the  jury,  in  order  to  convict,  must  find  thO 
circumstances  to  be  satisfactorily  proved  as  facts,  and  must  also  find  that  those 
facts  clearly  and  unequivocally  imply  the  guilt  of  the  accused,  and  cannot  be 
reasonably  reconciled  with  any  hypothesis  of  his  innocence. 

Where  a  person  is  present,  actually  or  constructively,  at  a  murder,  aiding  and 
abetting  it,  that  is  sufficient,  both  at  common  law  and  under  the  statutes  of  the 
United  States,  to  warrant  his  conviction  under  an  indictment  charging  him 
with  the  murder,  though  containing  no  count  charging  him  with  only  being 
present  at  the  murder,  aidmg  and  abetting  it. 

•Hie  Acts  of  Congress  of  April  80th,  1T90,  (1  U.  8,  Slat  ai  Large,  114,  §  10,) 
and  of  March  8d,  1826,  (4  /J.  116,  §  4,)  do  not  make  the  aiding  and  abetting 
an  act  of  murder  by  personal  presence  and  assistance,  a  separate  and  distinct 
offence. 

A  qualified  peremptory  challenge  in  a  criminal  case,  that  is,  a  right  to  set  aside  a 
juror  without  challenging  him  for  principal  cause  or  to  the  favor,  and  to  have 
him  finally  excluded  from  the  jury  unless  the  panel  is  exhausted  by  the  chal> 
lenges  of  the  prisoner,  exists  in  favor  of  the  Government  in  the  Courts  of  the 
United  States.    Per  Nelson,  J. 

This  is  the  settled  doctrine  of  the  common  law,  and  was  recognized  by  the 
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Supreme  Court  of  the  United  States  in  The  United  Statee  ▼.  Marchatd,  (12 
WheaL  4H0,    P«r  Nelsow,  J. 

The  Act  of  July  20th,  1840,  (5  U.  8.  Stat,  at  Large^  894,)  applies  only  to  the 
mode  of  selecting  the  jury,  that  is,  by  ballot,  lot  or  otherwise,  as  prescribed  by 
the  State  laws,  and  does  not  affect  the  questions  involved  in  the  right  of  chal- 
lenging the  jurors  called,  whether  peremptorily  or  for  cause.  Those  questions 
stand  upon  the  common  law,  except  where  regulated  by  Act  of  Congress.  Per 
Nelson,  J. 

Tlie  Act  of  July  20th,  1840,  (5  XT.  ^.  Slat,  at  Large^  394,)  manifests  a  purpose  to 
conform  the  regulations  in  regard  to  the  designation  and  empftnclling  of  jurors 
in  the  Courts  of  the  United  States,  so  far  as  may  be  practicable,  to  the  existing 
laws  of  the  particular  States.    Per  Betts,  J. 

It  is  a  well-settled  principle,  in  the  jurisprudence  of  the  United  States,  that  rules 
of  State  practice  acted  upon  by  the  Courts  of  the  United  States  in  a  State,  as 
obligatory  upon  them,  have  the  efficacy  of  rules  adopted  by  express  order  of 
those  Courts.    Per  Betts,  J. 

The  right  to  a  qualified  peremptory  challenge  in  a  criminal  case  did  not  belong 
to  the  Crown,  at  common  law.  It  rested  wholly  upon  a  construction  of  the 
statute  of  33  Edw.  I.    Per  Betts,  J. 

The  case  of  The  United  States  v.  Marehant^  (12  Wheat,  480,)  did  not  involve  any 
question  as  to  the  right  of  Che  Government  with  regard  to  challenges  of  jurors. 
Per  Betts,  J. 

The  laws  of  the  State  of  New  York  do  not  allow  to  the  prosecution,  in  a  crimi- 
nal case,  such  qualified  peremptory  challenge,  and  the  practice  of  the  Courts 

^  of  the  United  States  has  always  been,  to  conform  in  all  respects,  in  trials  by 
jury,  as  nearly  as  practicable,  to  the  laws  of  the  State  in  which  they  sit.    Per 

BETT8,  J. 

The  Attorney  for  the  United  States  is  bound  to  assign  and  substantiate  his  chal- 
lenge when  it  is  made,  and  before  other  jurors  can  be  drawn.    Per  Betts,  J. 
(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  June  2d,  1851.) 

Tins  was  a  joint  indictment  against  three  persons  for 
murder  upon  the  high  seas.  The  prisoners  were  tried  at 
New  York,  before  Mr.  Justice  Nelson  and  Judge  Betts,  in 
May,  1851,  and  found  guilty.  Douglass  was  tried  sepa- 
rately. Clements  and  Benson  were  tried  together.  Before 
sentence,  a  motion  for  a  new  trial  was  made  before  boUi 
Judges,  upon  their  minutes  of  the  trial  and  the  charge  of 
the  presiding  Judge  to  the  jury.  The  indictment,  in  every 
count,  charged  the  murder  of  the  deceased  by  each  of  the 
prisoners.  There  was  no  count  charging  either  of  the  pris- 
oners with  only  being  present  at  the  murder,  aiding  and 
abetting  it.    The  points  urged  as  grounds  for  a  new  trial 
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were  these :  Ist,  That  the  Court  erred  in  allowing  the  Dis- 
trict Attorney  to  exercise  a  qualified  peremptory  challenge 
by  excluding  individual  jurors  from  the  jury  imtil  the  panel 
i^ould  be  exhausted,  without  making  any  challenge  to  such 
jurors  for  principal  cause  or  to  the  favor ;  2d,  That  Douglass 
ought  to  have  been  allowed  to  prove  a  conversation  between 
Benson  and  Clements  when  they  were  alone,  inculpating 
themselves  and  exculpating  Douglass  from  all  participation 
in  the  crime ;  3d,  That  the  Court  erred  in  not  charging  the 
jury  that  the  evidence  was  purely  circumstantial ;  4th,  That 
the  Court  erred  in  not  charging  the  jury  that  the  evidence 
must  exclude,  to  a  moral  certainty,  every  hypothesis  but  that 
of  guilt,  before  a  conviction  could  be  had,  and  that  the 
Court  misdirected  the  jury,  in  instructing  them  that  they 
could  convict  the  prisoners  if  the  circumstantial  evidence 
was  found  to  be  more  consistent  with  their  guilt  than  with 
.their  innocence ;  5th,  That  the  Court  erred  in  charging  the 
jury  that  mere  presence,  actual  or  constructive,  at  the  mur- 
der, aiding  and  abetting  it,  was  sufficient  to  warrant  a  con- 
viction under  the  indictment.  The  facts  of  the  case,  so  far 
as  they  are  necessary  to  be  stated,  sufficiently  appear  in  the 
opinions  of  the  Judges. 

Zorenso  B.  Shepard  and  George  K  BettSy  for  the  prisoners. 

Ogden  Hqffnum  and  WiUi^^  M.  Eva/rts^  for  the  United 
States. 

Nblsok,  J.  The  motion  for  a  new  trial  made  in  this  case 
is  denied.  But  it  is  proper  to  say,  that  the  Judges  do  not 
idtogether  agree  in  respect  to  the  point  made  as  to  the  right 
of  the  Government  to  a  qualified  peremptory  challenge — 
that  is,  the  right  to  set  aside  a  juror  without  cause,  and  to 
have  him  finally  excluded  from  the  jury  imless  the  panel  is 
exhausted  by  the  challenges  of  the  prisoner.  If  the  jury-list 
is  exhausted  before  the  panel  is  completed,  it  is  admitted 
that  the  juror  thus  set  aside  must  be  called  and  must  serve, 
14 
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unless  he  is  challenged  by  the  Government  for  cause.  This 
qualified  right  of  challenge  without  cause  is  the  settled  doc- 
trine of  the  common  law,  and  has  been  recognized  by  the 
Supreme  Court  of  the  United  States  in  the  case  of  The  Uni- 
ted States  V.  Marcha^it^  (12  Wheat,  480,)  and  has  been  prac- 
tised upon  in  some  of  the  Circuits.  The  doubt  that  is  sug- 
gested in  regard  to  it  arises  under  the  Act  of  July  20th,  1840, 
(5  U,  S,  Stat,  at  Large,  394,)  which  provides  for  the  designa- 
tion of  jurors  to  serve  in  the  Federal  Courts,  by  ballot,  lot  or 
otherwise,  according  to  the  mode  of  selecting  them  in  the 
States  where  such  Courts  are  held ;  and,  for  this  purpose, 
those  Courts  ai-e  empowered  to  make  rules  and  regulations 
for  conforming  the  designation  and  empanelling  of  jurors  to 
the  laws  and  usages  of  the  States  as  they  may  exist  at  the 
time.  A  rule  to  this  effect  has  been  adopted  in  this  District. 
My  brother  Betts  thinks  that  the  Act  of  1840  adopts,  to- 
gether with  the  mode  of  selecting  and  empanelling  tlie  jury, 
the  law  of  the  State  regulating  the* right  of  challenge,  which 
would  exclude  the  qualified  right  of  peremptory  challenge 
that  belongs  to  the  Government  at  common  law.  Such  is 
the  law  of  the  State.  But  my  own  opinion  is,  that  the  Act 
of  1840  applies  only  to  the  mode  and  manner  of  drawing  or 
selecting  the  jury,  that  is,  by  ballot,  lot  or  otherwise,  as  pre- 
scribed by  the  State  laws,  and  does  not  affect  the  questions 
involved  in  the  right  of  challenging  the  jurors  called,  whether 
peremptorily  or  for  cause ;  apd  that  those  questions  stand 
upon  the  common  law,  except  where  regulated  by  Act  of 
Congress. 

In  tlie  present  case,  the  panel  was  completed  before  the 
jury-list  was  exhausted,  and  before  the  privilege  of  perempi- 
tory  challenge  belonging  to  the  prisoners  was  exhausted. 
The  question,  therefore,  in  this  particular  case,  is  one  of  no 
substantial  importance  in  the  fair  and  proper  administration 
of  justice.  Great  liberality  was  extended  by  the  Court  to 
both  sides  in  forming  the  panel,  with  a  view  to  the  selection 
of  an  impartial  and  intelligent  jury,  and  such  was  eminently 
the  character  of  the  one  obtained. 
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Beti'S,  J.  The  Judges  dififer  in  opinion  upon  the  first  point 
urged  as  a  ground  for  a  new  trial,  and  concur  in  regard  to  all 
the  others.    ' 

Upon  the  second  point,  we  think  there  was  no  foundation 
in  law  for  admitting  the  evidence  offered.  The  general  prin- 
ciple laid  down  by  text-writers  is  explicitly  against  it,  {Best 
on  Ev,  96,  50  Law  Library^  new  series^  79,)  and  so  is  the 
reason  of  the  thing.  Mere  assertions  by  one  pei*son,  affect- 
ing the  guilt  or  innocence  of  another,  show  no  such  privity 
ivith  the  latter  as  to  become  evidence  for  or  against  him. 
The  case  of  Powell  v.  Harper^  (5  Carr  cfe  P,  590,)  is  too 
loose  a  statement  to  be  entitled^  to  reliance,  if  it  intends  to 
declare  any  such  doctrine ;  and,  in  so  far  as  it  admits  the 
naked  declaration  of  a  person  not  on  trial,  that  he  stole  cer- 
tain property,  to  be  evidence  against  anoUier  that  he  received 
it  knowing  it  to  be  stolen,  it  is  against  the  well-established 
rules  of  law.  Some  feature  in  the  case  is  undoubtedly 
dropped  in  the  report  of  it.  The  case  of  Doe  v.  Hodden^  (3 
Doug.  310,)  cited  for  the  prisoners,  turned  on  a  dift'erent 
point.  The  declarations  offered  in  evidence  were  offered  to 
vitiate  an  act  done  by  the  party  making  them  and  show  it 
corrupt  and  void,  that  act  being  introduced  as  the  ground  of 
right  by  the  lessor  of  the  plaintiff. 

The  third  point  made  rests  upon  a  misconception  of  the 
character  of  the  evidence.  It  was  not  wholly  circimistantial. 
A  very  large  and  most  important  part  of  it  was  direct  and 
positive.  The  murder  of  the  deceased,  the  report  of  a  mus- 
ket, the  cry  of  murder  by  the  deceased,  the  presence  of  the 
prisoner  on  deck  at  the  time,  armed  with  muskets  and  other 
deadly  weapons,  and  the  violent  interference  of  two  of  them 
to  prevent  the  officers  of  the  vessel  from  going  to  the  rescue 
of  the  dying  man,  are  facts  directly  proved.  Such,  also,  was 
the  fact  of  the  muskets  coming  clandestinely  to  the  posses- 
sion of  the  prisoners.  The  only  fact  important  to  their  con- 
viction of  the  murder,  which  depended  upon  presumptive 
proof,  was,  whether  the  three  concurred  in  the  felonious  acts 
out  of  which  the  death  of  the  deceased  arose. 
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The  fourth  point  is  not  supported  by  the  terms  of  the 
charge.  It  was  delivered  in  writing,  and  is,  accordingly, 
easily  compared  with  the  doctrine  contended  for  by  the  pris- 
onei's'  counsel.  We  think  that  the  clear  and  unmistakable 
import  of  it  is,  that  the  jury,  in  order  to  convict,  must  find 
the  circumstances  to  be  satisfactorily  proved  as  facts,  and 
must  also  find  that  those  facts  clearly  and  unequivocally 
imply  the  guilt  of  the  prisoners,  and  cannot  be  reasonably 
reconciled  with  any  hypothesis  of  their  innocence.  This  is 
the  plain  bearing  of  the  instructions,  and  if,  in  particular 
sentences,  expressions  of  a  wider  and  looser  bearing  occur, 
yet,  in  others,  the  language  is  explicit  and  pointed  to  that 
effect,  and  the  whole  charge  is  reconcilable  only  upon  the 
idea  that  the  jury  must  find  that  the  circumstances  remove 
all  reasonable  doubt  of  the  guilt  of  the  prisoners. 

We  think  that  the  fifth  point  cannot  be  maintained.  At 
common  law,  every  person  present  at  a  murder,  willingly 
aiding  or  abetting  its  perpetration,  is  guilty  of  murder,  and 
may  be  indicted  and  convicted  as  principal  in  the  first  degree. 
The  Acts  of  Congress  of  April  30th,  1790,  (1  IT.  S.  Stat,  at 
Large,  114,  §  10,)  and  of  March  3d,  1825,  (4  Id.  115,  §  4,)  in 
which  aiders  and  abettors  are  named,  do  not  make  the  aiding 
and  abetting  an  act  of  murder  by  personal  presence  and 
assistance,  a  separate  and  distinct  offence.  The  more  proba- 
ble interpretation  of  those  terms  is,  that  they  apply  to  acces- 
sories before  the  fact.  There  is  certainly  no  fair  ground  to 
infer  that  they  were  employed  in  the  statutes  to  distinguish 
such  aiders  and  abettors  from  the  principal  murderer. 
( Whart.  Crim.  Law,  224.)  We  therefore  think  the  indict- 
ment is  good  in  charging  the  prisoners  with  the  murder  by 
doing  acts  aiding  and  abetting  its  perpetration  in  their  pres- 
ence. {Tlie  United  States  v.  MagiU,  1  Wash.  C.  C.  B.  463  ; 
The  United  States  v.  Ross,  1  OaU.  624.) 

As  the  first  point  involves  an  inquiry  into  the  practice 
of  the  Court,  of  much  weight  and  some  difficulty,  it  is 
proper  to  set  forth  more  at  large  the  considerations  which 
influence  the  minds  of  the  Judges  in  the  opinions  they  adopt 
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in  respect  to  it  The  presiding  Judge  holds  that,  as  the  mat- 
ter is  not  expressly  regulated  by  Act  of  Congress,  the  Courts 
of  the  United  States  must  resort  to  the  common  law  to  ascer- 
tain what  the  rule  is  in  regard  to  the  right  of  the  Govern- 
ment to  challenge  jurors  in  capital  cases.  He  construes  the 
Act  of  July  20th,  1840,  (5  U.  S.  Stut.  at  Large,  394,)  as  ex- 
tending no  further  than  the  Judiciary  Act  of  1789,  and 
regards  its  provisions  as  limited  to  the  mode  and  manner  of 
obtaining  the  general  panel  of  jurors  to  serve  in  Court,  and 
as  not  governing  the  method  of  empanelling  them  in  a  spe- 
cific case  on  trial.  He  also  holds,  that  the  common  law  prac- 
tice of  permitting  the  Crown  to  have  jurors  set  aside  without 
challenging  them,  till  the  whole  panel  is  exhausted  'by  the 
challenges  of  the  prisoner  or  the  acceptance  of  jurors  called, 
must  be  regarded  as  the  rule  in  the  Courts  of  the  United 
States.  I  maintain  a  different  view.  We  concur  in  the  opin- 
ion that,  under  the  terras  of  the  Judiciary  Act  of  1789, 
(1  U,  S.  Stat,  at  Large,  88,  §  29,)  the  State  law  was  made  the 
rule  of  the  Courts  of  the  United  States  only  in  respect  to  the 
mode  of  designating  the  jurors,  and  that,  in  other  respects, 
the  common  law  was  followed.  (The  United  States  v.  The 
Insurgents,  2  Dallas,  335.)  But  I  think  that  the  Act  of  May 
13th,  1800,  (2  ZZ  S.  Stat,  at  Large,  82,)  and  the  Act  of  July 
20th,  1840,  (5  U.  S.  Stat,  at  Large,  394,)  are  more  extensive 
enactments,  and  manifest  a  plain  purpose  to  conform  the 
regulations  in  regard  to  jurors  in  the  Courts  of  the  United 
States,  so  far  as  may  be  practicable,  to  the  existing  laws  of 
the  particular  States. 

The  29th  section  of  the  Judiciary  Act  of  1789  required  the 
juiK>rs  to  be  designated  by  lot  or  otherwise,  according  to  the 
mode  of  forming  juries  in  the  States  respectively,  to  which 
language  the  Act  of  May  13th,  1800,  added  the  words, 
**  therein  now  practised ;  "  thus  making  the  State  practice  of 
that  day  the  rule  governing  the  Courts  of  the  United  States 
in  designating  jurors.  The  Act  of  July  20th,  1840,  annexes 
to  the  addition  made  by  the  Act  pf  1800,  the  words,  "  and 
hereafter  to  be  practised  therein,"  and  more  distinctly  indi- 
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cates  the  intention  of  Congress  to  bring  the  whole  Bystem  sub- 
stantially within  the  regulatious  of  the  State  laws,  by  declar- 
ing first,  that  the  jurors  shall  have  the  like  qualifications  and 
be  entitled  to  the  like  exemptions  as  State  jurors  "  now  have 
and  are  entitled  to,  and  shall  hereafter,  from  time  to  time, 
have  and  be  entitled  to ; "  and  secondly,  by  adding,  "  and, 
for  this  purpose,  the  "  "  Courts  "  of  the  United  States  "  shall 
have  power  to  make  all  necessary  rules  and  regulations  for 
conforming  the  designation  and  empanelling  of  juries,  in 
substance,  to  the  laws  and  usages  now  in  force  "  in  the  States. 
Though  it  is  not  claimed  for  this  language  that  it,  in  express 
terms,  conforms  the  entire  regulations,  both  in  obtaining 
jurors  and  in  empanelling  juries,  to  the  laws  and  usages  of 
the  States,  yet  it  is  most  significant  to  show,  that  the  State 
laws  and  usages  were  looked  to  as  the  leading  and  main 
authority  in  both  respects.  And,  moreover,  it  denotes  the 
competency  of  the  Courts  of  the  United  States  to  regulate 
the  subject  by  adopting  express  rules  to  that  end.  It  is  a 
well-settled  principle,  in  the  jurisprudence  of  the  United 
States,  that  rules  of  State  practice  acted  upon  by  the  Courts 
of  the  United  States  in  a  State  as  obligatory  upon  them,  have 
the  efficacy  of  rules  adopted  by  express  order  of  those  Courts. 
{Fullerton  v.  Bank  of  the  United  States^  1  Peters^  604.) 
Accordingly,  the'  uninterrupted  usages  of  the  Courts  of  the 
United  States  in  this  District,  for  over  fifty  years,  to  conduct 
criminal  trials,  especially  in  the  organization  of  juries,  con- 
formably to  the  State  laws,  is  high  evidence  of  an  explicit 
adoption  of  that  practice. 

Independently,  however,  of  these  considerations,  I  tWnk 
that  the  right  claimed  by  the  Attorney  for  the  United  States 
in  this  case  was  not  maintainable  upon  any  doctrine  of  the 
common  law.  There  is  no  evidence  that  the  Crown  ever  pos- 
sessed or  claimed  that  right,  except  under  the  provisions  of 
the  Act  of  33  Edw.  I.  The  prerogative  right  on  the  part  of  the 
King,  prior  to  this  Act,  was  to  challenge  jurors  peremptorily, 
without  restriction  of  numbers,  which  in  effect  gave  the 
Crown  the  power  of  selecting  juries  in  capital  cases.     {Co, 
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Litt.,  156  b  ;  Hawk.  P.  CI,  h.  2,  ch.  43,  sec.  2 ;  Ba^.  Ab., 
Jwries^  E.  10 ;  Com.  Dig.^  Challenge^  G.  1 ;  Joy  on  Confes- 
sions^ 143,  24  Law  Library^  new  series^  84 ;  Chitty^s  Cr.  Z., 
434 ;  2  Hale's  P.  C,  271.)  This  was  the  evil  which  Parliar 
ment  intended  to  remedy  by  the  Act  of  33  Edw.  I.  {Co, 
LitLy  156  b,)  Bacon  gives  the  Act  at  large,  {Ab.^  Juries^  E. 
10,)  and  these  motives  for  its  passage  are  assigned  by  Baron 
Gilbert.  He  also  adds,  that  it  is  the  established  practice  of 
the  Courts,  in  the  construction  of  the  Act,  that  the  King 
need  not  show  any  cause  of  his  challenge  till  the  whole  panel 
be  gone  through.  That  this  is  a  practice  of  the  English 
CJourts,  resting  not  on  the  common  law,  but  wholly  upon  the 
construction  of  the  statute,  is  still  more  definitely  settled  by 
the  decisions  of  the  King's  Bench  in  Rex  v.  Parry ^  (7  Cart. 
c6  P.  836,)  and  in  Regina  v.  Frost,  (9  Id.  129,  136,)  made 
upon  the  provisions  of  the  Act  of  6  Geo.  IV.,  re-enacting  in 
Bubstance  the  Act  of  33  .Edw.  I. 

Mr.  Justice  Story,  in  The  United  States  v.  J/arcAa/i^,  (12 
Wheat,  480,)  would  also  seem,  on  a  fair  construction  of  his 
language,  to  place  the  right  of  the  Crown  to  this  mode  of 
challenge,  upon  the  uniform  practice  which  has  prevailed  in 
the  English  Courts  since  the  statute  of  33  Edw.  I. ;  but  the 
reasoning  of  the  learned  Judge,  collateral  to  the  point  under 
consideration  by  the  Comt,  even  if  it  amounts  to  a  recog- 
nition of  the  English  practice  as  a  doctrine  of  the  common 
law,  cannot  avail  as  a  judgment  of  the  Court  on  the  subject. 
The  point  raised  upon  the  certificate  of  division  of  opinion, 
and  determined  by  the  Supreme  Court,  related  solely  to  the 
right  of  two  or  more  persons,  jointly  charged,  in  the  same 
indictment,  with  a  capital  offence,  to  be  tried  severally,  sepa- 
rate and  apart — an  inquiry  apparently  in  no  way  involving 
the  prerogative  or  authority  of  the  Government  in  respect  to 
its  challenges  of  jurors  on  such  trial.  And,  even  if  the  very 
accomplished  jurist  who  drew  up  the  opinion  of  the  Court 
had  explicitly  pronounced  the  privilege  now  claimed  on  the 
part  of  the  United  States  to  be  a  common  law  right,  the  dec- 
laration could  not,  in  a  different  case,  carry  the  authority  of 
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a  judicial  decision,  though  it  would  command  all  the  consid- 
eration which  the  Buggeetions  of  a  Judge  so  acute,  laborious 
and  exact,  upon  questions  of  common  law,  always  merit  and 
receive. 

The  point  in  question  was  directly  raised  in  the  Pennsylva- 
nia Circuit,  before  Judges  Baldwin  and  Hopkinson,  in  1830, 
in  the  case  of  The  United  States  v.  Wilson^  (1  Baldw,  78, 
82.)  The  District  Attorney  challenged  a  juror  peremptorily* 
His  right  to  do  so  was  denied  by  the  coimsel  for  the  prisoner* 
The  Court  observed,  that  they  had  known  no  case  where  the 
right  now  claimed  had  been  allowed  to  the  prosecution ;  that 
they  would  not  be  the  first  to  do  it  in  a  capital  case,  unless  it 
was  clearly  established ;  but  that,  on  examining  the  opinion 
of  the  Supreme  Court,  in  the  case  of  I%e  United  States  v* 
Marchanty  12  Wheat,  480,)  they  did  not  feel  themselves  at 
liberty  to  refuse  the  qualified  right  of  challenge  claimed  by 
the  United  States. 

.  It  was  upon  reading  these  cases  on  the  trial  of  the  indict- 
ment against  the  prisoners,  that  this  Court  permitted  the  exer- 
cise of  a  like  challenge,  and  the  presiding  Judge  considers 
the  law  on  the  subject  settled  by  these  cases.  I  dissent  from 
that  opinion,  and  think  that  the  Court  committed  an  error  on 
the  trial  in  allowing  the  challenges  of  the  District  Attorney. 

The  cases  in  Pennsylvania,  which  were  referred  to  on  tihe 
fu-gument,  throw  no  additional  light  on  the  subject.  Those 
oases  do  not  appear  to  harmonize  in  principle  with  each  other, 
on  the  question  of  the  right  of  challenge,  while,  in  one  partic- 
ular, they  strongly  corroborate  the  view  I  have  taken  against 
the  existence  in  the  States  of  any  common  law  right  to  such 
challenge.  In  Commonwealth  v.  Zisher,  (17  Serg.  d&  JRawle^ 
15^,)  the  Coui-t  deny  that  such  a  right  of  challenge  exists  in 
Pennsylvania.  In  the  subsequent  case  of  Commonwealth  v. 
Joliffe^  (7  WattSy  585,)  that  decision  is  treated  as  having  been 
incautiously  made,  and  it  is  held  that  the  statute  in  force  in 
Pennsylvania  is  substantially  the  same  as  that  of  33  Edw.  L, 
and  that  tliere  is  no  reason  why  it  should  not  receive  the 
same  construction.     Whichever  decision  is/ adopted  as  the 
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correct  expoflition  of  the  law,  the  doctrine  that  this  mode  of 
challenge  is  not  a  common  law  right,  is  not  afiFected  by  it,  any 
further  than  as  the  general  reasoning  of  the  Court  in  the  last 
case  conflicts  with  the  principle  involved  in  the  doctrine. 
And  I  most  confidently  insist,  that  no  act  of  a  State  Legisla- 
ture and  no  decision  of  a  State  Court  can  be  shown,  mani- 
festing an  intention  to  set  up,  in  the  United  States,  a'privi- 
lege  to  the  prosecution  in  -capital  cases,  in  respect  to  the 
organization  of  the  jury,  greater  than  is  enjoyed  by  the 
accused  ;  and  further,  that  it  was  the  palpable  purpose  of  the 
Acts  of  Edw.  I.  and  Geo.  IV.,  to  bring  the  right  of  the 
Crown  within  a  narrower  restriction,  and  only  to  give  the 
King  and  the  prisoner  coequal  rights  of  challenge  for  cause. 
Under  the  English  practice,  and  that  proposed  to  be  sanc- 
tioned in  the  United  States,  a  way  is  open  for  most  unreason- 
able advantages  in  favor  of  the  Government  against  the  pris- 
oner. Suppose  the  panel  to  consist  of  eighty  jurors,  (the 
number  returned  in  the  present  cases,)  and  that  it  should  so 
chance  that  one-half  of  the  whole  number  are  men  free  ofi 
impeachment  by  challenge  for  principal  cause  or  favor,  yet 
ao  circumstanced  as  to  have  naturally  strong  prepossessions 
in  support  of  the  prosecution — ^for  instance,  that  they  are 
shipowners,  shipmasters  and  others,  so  connected  with  mari- 
time business  as  to  feel  honestly  but  deeply  convinced  that 
every  act  of  a  sailor  at  sea,  tending  to  put  in  peril  the  lives 
of  the  oflicers,  or  the  vessel  or  cargo,  should  be  regarded  with 
the  greatest  distrust  of  his  motives,  and  as  justly  requiring, 
at  the  hands  of  the  seaman,  most  satisfactory  evidence  of  his 
innocence,  and  that  circumstances  which,  m  other  relations, 
would  be  regarded  as  slight  or  insigm'ficant,  should  carry  a 
weighty  import  when  brought  to  bear  against  a  sailor.  The 
other  half  of  the  panel  may  be  drawn  from  the  ordinary 
employments  of  life,  and  be  in  no  way,  by  their  business, 
associations  or  prepossessions,  unfavorably  impressed  respect- 
ing the  character  and  integrity  of  seamen  as  a  class.  On 
empanelling  the  juiy,  the  District  Attorney  may  set  aside 
every  one  of  the  foi*ty  who  would  deal  dispassionately  with 
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the  case,  and  drive  the  prisoner  to  exercise  his  peremptory 
challenges  and  those  for  cause  upon  the  forty  who  stand  natu- 
rally in  a  relation  of  distrust,  if  not  of  hostility,  towards 
him.  This,  to  the  extent  supposed,  is  put  as  an  extreme  case. 
But  it  marks  distinctly  the  principle,  and  shows  that  the 
Government  may  be  enabled  to  force  upon  the  panel  men 
who,  unless  constrained  by  overpowering  evidence  for  the 
defence,  would  be  ready  to  refuse  the  prisoner  the  benefit  of 
an  acquittal  under  almost  any  circumstances,  and  might  even 
be  inclined,  upon  testimony  faintly  criminating  him,  to  ren- 
der against  him  a  verdict  of  con\dction. 

The  whole  theory  of  criminal  jurisprudence  looks  to  plac- 
ing the  advantage,  if  one  accompanies  the  case,  on  the  side 
of  the  accused ;  and  I  think  that,  after  the  efforts  almost  uni- 
versally put  forth  in  the  United  States  to  strengthen  and  ex- 
tend such  privilege,  particularly  to  a  person  on  trial  for  his 
life,  we  are  taking  a  long  step  backwards,  in  setting  up  the 
practices  of  the  English  assizes,  originating  in  an  age  of 
colder  sympathy  for  human  life  than  pervades  our  era  and 
the  jurisprudence  of  the  United  States.  Accordingly,  I 
regard  it  as  far  more  consonant  with  the  spirit  of  our  institu- 
tions and  the  rules  of  criminal  law  sanctioned,  by  them,  for 
this  Court  to  adhere  to  the  humane  and  guarded  practice  adopt- 
ed in  this  State,  than  to  recur  to  one  drawn  from  an  English 
statute,  (by  means  of  a  construction  wearing  more  the  appear- 
ance of  maintaining  a  royal  prerogative  against  the  will  of 
the  Legislature,  than  of  securing  to  a  prisoner  the  pittance  of 
favor  accorded  by  it,)  which  dates  back  to  about  the  year  1300, 
to  the  reign  of  a  monarch  who,  in  advance  of  the  sentiment 
of  his  age,  made  most  meritorious  efforts  to  reform  the  con- 
dition of  the  law  in  his  realm,  both  civil  and  criminal. 

The  legislation  of  the  Stat«  of  New  York  shows  conclu- 
sively how  the  rule  is  accepted  here,  and  may,  with  great 
force,  be  claimed  as  declaratory  of  the  true  import  of  the 
English  statutory  law  on  the  subject.  At  all  events,  it  fixes 
definitively  the  law  governing  the  State  Courts  in  this  respect 
As  early  as  1786  it  was  enacted  that,  in  all  cases  where  the 
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Attorney-General  of  this  State,  in  behalf  of  this  State,  or  he 
who  shall  in  any  case  prosecute  for  the  people  of  this  State, 
shall  challenge  any  juror  as  not  indifferent,  or  for  any  other 
cause,  he  who  shall  make  any  such  challenge  shall  imme- 
diately assign  and  show  the  cause  of  such  challenge,  and  the 
tnith  thereof  shall  be  inquired  of  and  tried  in  the  same  man- 
ner as  the  challenges  of  other  parties  are  or  ought  by  law  to 
be  inquired  of  and  tried.  (1  Jones  <&  VaricJ^s  La%08^  311, 
§  22 ;  1  Greenleafs  Laws,  269,  §  22.)  This  statute  was 
included  in  the  revision  of  1801,  (1  Kent  cfe  Rode.  Z.,  385, 
§  25,)  and  in  that  of  1813,  (1  R.  Z.,  334,  §  25,)  and  was  pre- 
served in  the  Kevised  Statutes,  (1  R.  S,,  734,  §  11.)  If  the 
English  statute  of  33  Edw.  I.  was  ever  in  force  in  tliis  colony 
or  State,  it  was  specifically  repealed  by  the  Acts  of  1786  and 
1788,  (1  Jones  cfe  Varie/c's  Laws,  312,  §  27;  2  Id.  282, 
§  37 ;)  and  then  the  common  law,  as  modified  by  the  laws 
and  usages  of  the  State,  and  not  as  altered  by  acts  of  Par- 
liament, would  govern  the  method  of  conducting  criminal 
trials  and  selecting  jurors.  (1  Kenfs  Comm.,  472,  473,  and 
notes.) 

The  practice  of  the  Courts  of  the  United  States  has  always 
been  to  conform  in  all  respects,  in  trials  by  jury,  as  nearly 
as  practicable,  to  the  laws  of  the  State  in  which  they  sit. 
{Conk.  Tr.,  1st  ed,,  298.)  On  the  trial  of  Col.  Burr,  Ch.  J. 
Marshall  said  :  "  The  United  States  have  precisely  the  same 
rights  as  the  prisoner  has,  and  make  the  same  challenges  for 
a  good  cause."  (1  Burros  Trial,  425.)  The  counsel  for  the 
Government  argued  for  the  right  of  the  Government  to  chal- 
lenge jurors  for  cause.  Mr.  Martin,  for  Col.  Burr,  insisted 
that  the  United  States  had  no  right  to  disqualify  jurors  for 
the  prisoner.  Ch.  J.  Marshall  replied  :  "  Certainly,  the  coun- 
sel for  the  United  States  may  challenge  for  cause."  {Id. 
424.)  And,  under  those  rulings  of  the  Court,  the  counsel 
proceeded  immediately  to  try  the  cause  of  challenge.  These 
proceedings  manifest  most  clearly  that  the  challenges  were 
received  and  disposed  of  by  the  Circuit  Court  pursuant  to 
the  laws  of  the  State  or  the  practice  of  the  State  Courts,  and 
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that  no  reference  was  had  to  the  English  practice  under  the 
statute  of  33  Edw.  I. 

To  the  like  effect  were  the  proceedings  in  Jones  v.  Van 
Zandt,  (2  JfcZedn,  611.)  The  action  was  in  the  name  of  an 
individual,  but  was  treated,  under  a  statute  of  Ohio,  as  a 
criminal  prosecution,  atid  the  question  was  made  as  to  the 
right  of  the  Government  to  challenge  jurors,  and  the  right 
was  upheld  and  exercised  in  conformity  with  the  State  law. 

Upon  the  foregoing  considerations,  I  am  of  opinion  tiiat 
the  Attorney  for  the  United  States  had  no  right  to  a  peremp- 
tory challenge,  and  was  bound  to  assign  and  substantiate  his 
challenge  when  it  was  made,  and  before  other  jurors  could 
be  drawn.  * 

New  trial  denied. 


Samuel  Grant  vs.  Hugh  Maxwell. 

The  proTiso  to  the  6lBt  section  of  the  Act  of  March  2d,  1799,  (1  U.  S.  8t*at,  ai 
Large^  673,)  which  declares  "  that  it  shall  be  lawful  fur  the  President  of  the 
United  States  to  cause  to  be  established  fit  and  proper  regulations  for  estimat- 
ing the  duties  on  goods,  wares  and  merchandise  imported  into  the  United 
States,  in  respect  to  which  the  original  cost  shall  be  exhibited  in  a  depreciated 
currency  issued  and  circulated  under  authority  of  any  foreign  Government,'* 
is  not  repealed  by  the  Act  of  May  22d,  1846,  (9  U.  S.  StaL  at  Large^  14,) 
which  prescribes  the  rates  at  which  certain  foreign  coins  shall  be  estimated  in 
computations  at  the  Custom-House. 

Notwithstanding  the  Act  of  May  22d,  1846,  an  importer  of  foreign  goods  is 
entitled,  under  the  proviso  to  the  61st  section  of  the  Act  of  1799  and  «the 
Treasury  Instructions  issued  for  carrying  the  same  into  effect,  to  enter  his 
goods  on  paying  duties  only  upon  their  cash  value  in  the  country  of  their  pur- 
chase ;  and  is  entitled,  in  order  to  fix  that  value,  to  have  the  paper  or  nominal 
value  at  which  they  were  purchased  and  invoiced,  reduced  to  its  specie  value 
in  such  country  at  the  time  of  the  purchase,  and  to  enter  the  goods  on  that 
valuation. 

Where  goods  were  purchased  in  Austria,  in  1860,  and  imported  into  New  York, 
and  the  invoice  and  entry  set  forth  the  purchase-price  in  paper  florins,  and 
they  were  paid  for  in  paper  currency,  and  it  appeared  that  the  paper  florin  was 
depreciated  in  Austria,  at  the  date  of  the  purchase  of  the  goods,  below  th« 
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▼alue  of  the  silver  florin,  although  it  was  the  legal  currency  in  Austria,  and 
was  a  legal  tender  at  its  nominal  value :  Held  that,  although  the  Act  of  May 
22d,  1846,  directed  the  florin  of  the  Austrian  Empire  to  be  estimated  at  forty, 
eight  and  one-half  cents,  yet,  under  the  proviso  to  the  61st  section  of  the  Act 
of  1799,  and  the  Treasury  Instructions  in  regard  to  invoices  made  out  in  a 
fordgn  depreciated  currency,  the  goods  were  chargeable  with  duty  only  on 
their  value  in  silver  florins,  after  allowing  for  the  depreciation. 

(Before  KELaoM  and  Bbttb,  JJ.,.6outhem  District  of  New  York,  June  2d,  1851.) 

This  was  an  action  against  the  Collector  of  the  port  of  New 
York,  to  recover  back  an  excess  of  duties  paid  on  goods  pur- 
chased in  Austria  on  two  different  days  in  May,  1850,  and 
shipped  from  Trieste  to  New  York.  The  invoice  and  entry 
set  forth  the  purchase-price  of  the  goods  in  paper  florins,  and 
they  were  paid  for  in  paper  currency.  It  appeai'ed  upon  the 
trial,  by  oral  testimony,  and  also  by  the  official  certificate  of 
the  United  States  Consul  at  Trieste,  that  the  paper  florin  was 
depreciated  in  Austria,  at  the  two  several  dates  of  the  pur- 
chase of  the  goods,  18  J  and  19f  per  cent,  below  the  value  of 
the  silver,  florin.  It  was  further  proved,  that  the  legal  cur- 
rency in  Austria  at  those  dates  was  paper  money,  estimated 
in  florins,  and  made  by  law  a  legal  tender  at  its  nominal 
value.  The  plaintiff  claimed,  that  the  duty  on  the  goods 
should  be  paid  upon  their  value  in  silver  florins.  A  verdict 
was  taken  for  the  plaintiff,  subject  to  the  opinion  of  the  Court 
on  a  case  to  be  made. 

John  S.  JHcOuUoh,  for  the  plaintiff. 

J.  Preacott  HM^  {pistHct  Attorney^  for  the  defendant. 

Betts,  J.  By  the  Act  of  Congress  of  the  22d  of  May,  1846, 
(9  U,  S.  Stat,  at  Large,  14,)  it  is  enacted  that,  in  all  computa- 
tions at  the  Custom-House,  the  foreign  coins  and  money  of 
account  therein  specified,  shall  be  estimated  at  certain  specified 
rates,  and,  among  others,  "  the  florin  of  the  Austrian  Empire 
and  of  the  city  of  Augsburg,  at  forty-eight  and  one-half 
cents."    The  Act  also  declares,  that  all  laws  inconsistent  with 
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it  are  thereby  repealed.  For  the  defendant  it  is  urged,  that 
he  was  bound,  by  the  terms  of  the  Act,  in  charging  duties 
on  the  goods  in  question,  to  rate  the  florin  of  the  invoice  at 
forty-eight  and  a  half  cents,  without  regard  to  its  specie  value 
or  depreciation.  The  plaintiff,  on  the  other  hand,  claims 
that  the  goods'  are  subject  to  duty  only  upon  their  cash  value 
abroad,  and  that  he  is  entitled,  in  order  to  fix  that  valhe,  to 
have  the  paper  or  nominal  value  at  which  they  were  pur- 
chased and  invoiced,  reduced  to  its  specie  value  in  Austria, 
and  to  enter  the  goods  on  that  valuation. 

The  purpose  of  the  Government,  in  all  its  laws  imposing 
ad  valorem  duties  on  foreign  merchandise  imported  into  this 
country,  has  been  to  take  the  true  value  of  the  goods  in  the 
country  which  produced  them  or  in  which  they  were  ob- 
tained, ascertained  by  the  actual  purchase-price  or  by  their 
iilarket  value,  as  the  basis  upon  which  such  duties  are  to  be 
computed.  This  is  manifested  in  the  various  revenue  laws 
introducing  from  time  to  time  new  provisions  to  enable  the 
collectors  to  fix  the  foreign  value  correctly  and  to  render 
duties  uniform.  The  oaths  exacted  to  invoices  and  on  en- 
tries, and  the  enlarged  powers  conferred  on  appraisers,  to- 
gether with  the  early  regulation  by  law  of  the  value  of 
foreign  currencies,  with  the  methods  of  determining  their 
depreciation,  are  all  designed  to  accomplish  that  end.  The 
enactments  for  this  purpose  are  found  in  the  Acts  of  July 
4th,  1789,  August  10th,  1790,  March  2d,  1799,  March  3d, 
1801,  March  Ist,  1823,  May  19th,  1828,  July  14th,  1832, 
August  30th,  1842,  and  July  30th,  1846.  (1  U,  S,  Stat  at 
Large,  24, 180,  627  ;  2  Jd.  121 ;  3  Id.  729  ;  4  Id.  270,  583 ; 
5  Id.  548 ;  9  Id.  42.)  The  invoice  value  of  merchandise 
must  be  expressed  in  money,  and  the  invoice  and  entry  must 
particularly  specify  in  what  money  the  goods  are  bought  and 
valued.  {Act  of  March  2rf,  1799,  1  U.  S.  Stat,  at  Large, 
655,  §  36.)  And  they  must  be  invoiced  in  the  currency  of 
the  country  whence  they  are  imported,  without  respect  to 
the  intrinsic  value  of  the  money  or  the  standard  of  the 
.United  States  fixed  for  its  value.    {Act  of  March  8d,  1801, 
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2  Id,  121,  §  2.)  Still,  the  actual  wholesale  cash  value  is  to 
be  ascertained  and  made  the  dutiable  basis,  notwithstanding 
any  affidavit  or  invoice  statement  or  valuation.  {Act  of  Au- 
gust 30th,  1842,  5  Id.  663,  §  16.) 

The  earlier  and  later  enactments  concur  in  enforcing  the 
one  prominent  object,  that  of  having  at  the  Custom-IIouse 
the  actual  value  in  cash  of  the  merchandise  imported,  at  the 
place  of  its  exportation.  To  make  that  purpose  effectual,  in 
addition  to  the  regulations  respecting  invoices,  entries  and 
appraisals,  Congress,  by  the  61st  section  of  the  Act  of  March 
2d,  1799,  (1  U:  S.  Stat,  at  Lwi^ge,  673,)  fixed  the  rates  at 
which  all  foreign  coins  and  currencies  should  be  estimated  in 
the  United  States,  giving  to  various  known  denominations 
of  foreign  money  a  specific  value,  and  requiring  all  other 
denominations  to  be  estimated  in  value,  as  nearly  as  might 
be,  to  such  fixed  rates  or  the  intrinsic  value  thereof,  com- 
pared with  money  of  the  United  States.  The  following  pro- 
viso was  added  to  tlie  section :  "  That  it  shall  be  lawful  for 
the  President  of  the  United  States  to  cause  to  bo  established 
fit.  and  proper  regulations  for  estimating  the  duties  on  goods, 
wares  and  merchg.ndise  imported  into  the  United  States,  in 
respect  to  which  the  original  cost  shall  be  exhibited  in  a 
depreciated  currency  issued  and  circulated  under  authority 
of  any  foreign  Government."  , 

The  main  question  submitted  to  the  Court  for  its  decision 
in  this  case  is,  whether  the  Act  of  1846  covers  the  whole  sub- 
ject, so  that  the  cost  price  of  the  goods  must  be  estimated  at 
forty-eight  and  a  half  cents  to  the  florin  stated  in  the  invoice 
or  whether  the  proviso  to  the  61st  section  of  the  Act  of 
March  2d,  1799,  operates  in  the  case,  and  entitles  the  plain- 
tiff to  enter  his  goods  on  paying  duties  upon  the  specie  or 
intrinsic  value  of  the  Austrian  florin  or  currency. 

The  Act  of  March  2d,  1799,  is  regarded  as  the  fundamen- 
tal law  in  relation  to  imposts  and  duties,  and  each  of  its  enact- 
ments is  viewed  as  independent,  forming  a  rule  upon  the 
particular  subject  which  is  not  changed  by  subsequent  legis- 
lation varying  other  provisions  of  the. Act.    The  like  doc- 
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trine  applies  to  the  succession  of  statutes  which  have  followed 
the  parent  Act.  Accordingly,  the  law  of  imposts  and  duties 
is  enforced  as  a  system  composed  of  distinct  enactments, 
passed  at  various  periods  of  time,  and  each  provision  is 
executed  as  part  of  the  system,  notwithstanding  the  change 
or  repeal  of  other  provisions  in  the  same  statute  in  relation 
to  the  denomination  of  imports  or  the  rates  of  duties  or  the 
methods  of  computing  them.  This  is  sometimes  effected  by 
virtue  of  a  saving  clause  appended  to  the  new  Act,  (Act  of 
July  14^,  1832,  ^U.S.  Stat,  at  Large^  583,  §  1 ;)  and  some- 
times by  declaring  all  provisions  of  any  former  law  incon- 
sistent with  the  Act  last  passed  to  be  repealed,  {Act  of  Au- 
gust SOth,  1842,  5  Id.  566,  §  26,  and  Act  of  July  30M,  1846, 
9  M  44,  §  11 ;)  and,  again,  by  the  decisions  of  the  Ck>iuiB 
on  the  effect  of  subsequent  enactments.  Anterior  to  the  pas- 
sage of  the  Act  of  May  22d,  1846,  the  Treasury  Department 
had  treated  the  proviso  to  the  61st  section  of  the  Act  of 
March  2d,  1799,  as  continuing  in  force,  and  duties  were 
levied  in  conformity  to  its  provisions.  {Treasury  Instruo- 
tiona  to  Collectors,  May  14^A,  1831 ;  Id.  October  IQth,  1832 ; 
Id.  April  Uh,  1840 ;  Id.  August  20^A,  .1845.)  .The  latest 
Instructions  from  the  Secretary  of  the  Treasury,  dated  Octo- 
ber 12th,  1849,  direct  that  bonds  taken  for  the  production  of 
consular  certificates  of  the  value  of  depreciated  currencies 
must  be  strictly  enforced ;  which  imports  the  continuing 
operation  of  the  proviso,  in  the  judgment  and  practice  of  the 
Executive  Department,  because  the  consular  certificates  come 
into  existence  and  have  validity  solely  under  the  powers  given 
by  that  proviso.  The  61st  section  of  the  Act  of  March  2d, 
1799,  fixed  the  value  of  certain  foreign  coins  or  currencies. 
So,  subsequently,  did  the  1st  section  of  the  Act  of  March  3d, 
1801,  (2  U.  S.  Stat,  a^  Large,  121 ;)  and  similar  provisions 
were  re-enacted  in  the  Act  of  June  28th,  1834,  (4  Id.  700,) 
in  the  Act  of  March  3d,  1843,  (5  Id.  625,)  and  in  the  Act  of 
May  22d,  1846,  (9  Id.  14,)  the  last  two  Acts  being  framed  in 
like  terms,  and  declaring  that  all  laws  inconsistent  therewidi 
are  thereby  repealed. 
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It  is  plain,  upon  this  summary  statement  of  the  course  of 
legislation  and  practice  on  the  subject,  that  the  proviso  to 
the  Olst  section  of  the  Act  of  March  2d,  1799,  is  to  be  re- 
garded as  repealed  only  in  the  contingency  that  it  stands 
opposed  to  subsequent  Acts  of  Congress,  and  especially  to 
the  Act  of  May  22,  1846.  The  reason  for  its  preservation 
and  enforcement,  as  a  means  to  secure  importers  against  the 
payment  of  ad  valorem  duties  on  amounts  beyond  the  fair 
value  of  the  merchandise  imported,  is  the  same  at  the  present 
time  as  when  it  was  enacted.  What,  then,  does  the  proviso 
require  ?  Clearly,  not  a  disregard  of  the  valuation  of  foreign 
currency  designated  by  statute ;  but  only  a  method  of  de- 
termining whether  that  assumed  value  remains  unchanged, 
and  whether  the  actual  value  corresponds  with  the  nominal 
rate.  The  invoice  must  be  expressed  in  the  currency  of  the 
country  from  which  the  goods  are  exported  or  in  which 
they  are  produced.  The  nominal  currency  will  necessarily 
very  often  give  the  cost  or  market  value  very  wide  of  the 
true  value.  In  the  case  before  the  Court,  it  is  proved  beyond 
question  that  the  goods  imported  are-  rated  nearly  twenty 
jper  cent,  above  their  actual  value  in  Austria,  and  beyond 
their  real  cost  to  the  importer.  This  disaccordance  is  forced 
on  him  by  the  imperative  direction  of  the  revenue  laws.  He 
must  invoice  the  goods  at  the  cost  or  value  expressed  in  the 
currency  of  Austria,  although  they  are  obtained  at  one-fifth 
less  than  tliat  amount  in  specie,  and,  without  the  aid  of  the 
proviso,  he  will  be  precluded  from  showing  the  acftual  cost  or 
value. 

It  seems  to  us  that  the  proviso  does  not  in  any  way  contra- 
dict the  statute  of  1846.  It  supplies  the  Custom-House  with 
a  means  of  levying  duties  on  invoices  in  conformity  with 
the  general  provisions  and  scope  of  the  revenue  laws,  and 
helps  to  carry  out  the  intention  of  Congress,  by  keeping  the 
fluctuations  of  nominal  values  to  the  standard  of  specie  val- 
ues, in  transactions  in  foreign  currencies.  Congress  does  not 
make  the  foreign  currencies  named  in  the  statute  receivable 
in  the  United  States  at  the  values  affixed  to  them.  Had 
15 
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that  been  so,  the  merchant  might  be  considered  as  protected 
by  the  opportunity  of  paying  duties  in  the  currency  of  his 
invoices.  The  proviso  looks  to  a  remedy  for  the  injury  that 
might,  without  its  aid,  be  sustained  by  importers  under  a  stat- 
utory regulation  of  foreign  coins  and  currencies,  bringing 
them  in  accord  with  United  States  currency,  and  yet  leaving 
their  nominal  rates  to  act  as  a  measure  of  value  of  merchan- 
dise in  the  country  where  it  is  purchased. 

We  think  that  there  is  no  incompatibility  or  inconsistency 
between  the  Acts  subsequent  to  the  Act  of  1799  upon  this 
subject  and  the  proviso,  and  that  accordingly,  neither  by 
the  terms  of  the  Act  of  1846  or  of  those  antecedent  to  it, 
nor  by  legal  implication,  is  the  proviso  to  the  61st  section  of 
the  Act  of  1799  repealed  or  its  legal  operation  suspended. 
The  business  of  the  country  was  conducted  on  that  under- 
standing of  the  law  antecedently  to  1846,  and  collectora  and 
the  Treasury  Department  unitedly  admitted  importations 
and  charged  duties  in  conformity  with  regulations  adopted 
by  authority  of  the  proviso.  The  proviso  was  repugnant  to 
the  enacting  clause  of  the  61st  section  of  the  Act  of  1799, 
precisely  as  it  is  to  a  like  designation  of  the  value  of  foreign 
currencies  by  the  Act  of  1846.  That  section,  in  nearly  iden- 
tical language,  declared  the  value  of  various  denominations 
of  foreign  moneys ;  but  the  proviso,  referring  to  the  depre- 
ciation of  foreign  currencies  in  which  the  original  cost  of 
goods  was  exhibited,  would  necessarily  include  those  speci- 
fied in  the*enacting  clause,  equally  with  those  not  named. 
There  was  no  less  necessity  for  the  interposition  of  the  Presi- 
dent in  relief  of  the  merchant,  when  his  invoices  were  made 
up  in  a  currency  which  had  depreciated  after  its  valuation 
had  been  once  determined  by  Congress,  than  where  no  rate 
of  valuation  had  been  established  by  law.  The  proviso  is 
accordingly  framed  to  apply  to  all  importations,  when  tlie 
invoice  is  exhibited  in  a  depreciated  currency  issued  and 
circulated  under  the  authority  of  a  foreign  Government,  and 
necessarily  embraces  equally  those  currencies  whose  value 
has  been  once  fixed  by  Congress,  and  those  which  have 
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never  been  recognized  by  our  laws.  The  Treasury  Circular 
of  August  20th,  1845,  regards  the  proviso  as  in  the  alterna- 
tive. Its  directions  relate  to  invoices  made  out  in  a  foreign 
depreciated  currency,  <??•  in  a  currency  the  value  of  which  is 
not  fixed  by  the  laws  of  the  United  States. 

This  is,  we  think,  the  correct  reading  and  exposition  of  the 
proviso  to  the  61st  section  of  the  Act  of  1799.  Congress  has 
since,  from  time  to  time,  ascertained  the  existing  v^lue  of 
various  foreign  coins  and  currencies,  and  declared  them  by 
Statute.  This  relieved  the  Treasury  Department  from  keep- 
ing on  foot  a  train  of  investigations,  at  every  importation^ 
respecting  the  value  of  the  currency  in  which  the  invoice  was 
exhibited.  The  statute  value  was  adopted  as  the  real  one, 
for  tlie  time  being.  But  it  was  manifest  that  such  valuations 
must  be  liable  to  change,  from  the  adulteration  of  coins  or 
the  emission  of  paper  or  base  currencies  abroad ;  and  it  was 
consonant  with  the  general  course  of  legislation  in  relation  to 
the  revenue,  that  a  means  should  be  supplied  the  Executive 
Department  to  maintain  uniformity  in  imposts  and  dutieSj 
without  delaying  the  business  of  the  country  or  enforcing 
hardships  or  inequalities  upon  importers  until  special  legis- 
lation could  be  interposed  to  remove  the  difficulty.  The 
proviso  supplied  such  means ;  and,  as  its  operation  was  so 
appropriate,  as  well  as  effectual  and  just,  we  must  conclude 
it  to  have  been  the  purpose  of  Congress  to  retain  it  in  force, 
when  they  have  not  in  express  terms  rescinded  it  or  passed 
any  enactment  necessarily  repugnant  to  it.  On  the  contrary, 
it  seems  to  us  that,  as  the  proviso  is  essentially  prospective, 
^nd  contemplates  a  state  of  things  which  may  come  into  ex- 
istence at  a  future  period,  the  Act  of  May  22d,  1846,  instead 
of  being  construed  as  repealing  it,  ought  to  be  understood  as 
upholding  and  sanctioning  the  powers  conferred  by  it  on  the 
President 

Judgment  must,  therefore,  be  entered  for  the  plaintiff,  on 
the  verdict 
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Ex  parte  William  S.  Humphrey. 

The  30th  section  of  the  Judiciary  Act  of  September  24th,  1789,  (1  U.  8.  Stair  at 
Large^  88,)  gives  authority  to  this  Court  to  compel  witnesses  to  attend  before 
a  Commissioner  for  examination  de  bene  «m«,  in  the  same  manner  us  to  compel 
them  to  appear  and  testify  in  Court  And,  upon  due  proof  of  serrice  of  a 
subptBna  upon  a  witness,  requiring  bis  attendance  before  a  Commisdoner,  and 
the  certificate  of  the  Commissioner  that  the  witness  did  not  attend  before  him, 
it  is  proper  that  an  attachment  should  issue  against  the  witness. 

But  that  statute  does  not  apply  to  a  witness  who  is  casually  absent  from  home, 
although  he  is  found  at  a  place  more  than  one  hundred  miles  from  the  place 
of  trial  of  the  cause,  unless  he  is  about  going  to  sea,  or  is  aged,  infirm,  &c. 

Where  an  attachment  is  issued  against  such  a  witness,  the  question  of  the  author- 
ity of  the  Commissioner  and  of  the  regularity  of  the  proceedings  before  him, 
is  properly  brought  before  the  Court  by  affidavit. 

(Before  Betts,  J.,  Southern  District  of  New  York,  June  9th,  1861.) 

WnxiAM  S.  HuMPHEEY  WES  brought  before  this  Court  upon 
a  writ  of  attachment  issued  against  him,  for  his  refusal  to 
obey  a  subpoena  from  this  Court,  requiring  him  to  appear  and 
testify  before  a  United  States  Commissioner  in  the  city  of 
New  York,  under  the  30th  section  of  the  Judiciary  Act  of 
1789,  (1  U,  S.  Stat,  at  La/rge^  88,)  as  a  witness  de  bene  esse  in 
a  suit  pending  in  the  Circuit  Court  for  the  District  of  Massa- 
chusetts. The  witness  had  been  duly  subpoenaed  and  had 
failed  to  attend.  But  it  also  appeared,  by  his  own  affidavit, 
that  he  resided  in  Massachusetts,  about  fifty  miles  from  Bos- 
ton, and  was  temporarily  in  New  York  on  business,  and  pur- 
posed returning  to  his  family  and  place  of  residence  within  a 
few  days. 

Seih  P.  Staples  objected,  that  the  witness  could  not  be 
compelled  to  appear  before  the  Commissioner  to  give  his 
deposition ;  but  that  the  proper  course  was  to  take  his  testi- 
mony on  commission. 

Oeorge  Oifford,  contrd. 
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Betts,  J.  The  30tli  section  of  the  Judiciary  Act  of  1789 
gives  authority  to  this  Court  to  compel  witnesses  to  attend 
before  a  Commissioner  for  examination  de  bene  esse,  in  the 
same  manner  as  to  compel  them  to  appear  and  testify  in 
Court  And,  upon  due  proof  of  service  of  a  subpoena  upon  a 
witness,  requiring  his  attendance  before  a  Commissioner,  and 
the  certificate  of  the  Commissioner  that  the  witi^ess  did  hot 
attend  before  him,  it  is  proper  that  an  attachment  should 
issue  against  the  witness.  But  that  statute  does  not  apply  to 
a  witness  who  is  casually  absent  from  home,  although  he  is 
found  at  a  place  more  than  one  hundred  miles  from  the  place 
of  trial  of  the  cause,  unless  he  is  about  going  to  sea,  or  is  aged, 
infirm,  &c.  In  the  present  case,  the  contempt  of  Court  im- 
puted to  tlie  witness  in  disobeying  the  subpoena  [is  pui'ged. 
He  could  not  rightfully  be  subjected  to  an  examination  de 
iene  esse  under  the  statute.  The  question  of  the  authority  of 
the  Commissioner  and  of  the  regularity  of  the  proceedings 
before  him,  is  properly  brought  before  the  Court  by  affidavit, 
and  the  witness  must  be  discharged  from* the  attachment. 


John  A.  Pitts  vs.  Joseph  IIall. 

The  presumption  of  law  is,  that  a  patentee  was  the  inventor  of  that  which  Ue 
patented,  and  the  burden  is  thrown  on  the  defendant  to  dispro^re  the  fact. 

A  person,  to  be  entitled  to  the  character  of  an  inventor,  within  the  meaning  of 
the  Act  of  Congress,  must  himself  have  conceived  the  idea  embodied  in  his 

«   improvement. 

But,  in  order  to  invalidate  a  patent  on  the  ground  that  the  patentee  did  not  con- 
ceive such  idea,  it  must  appear  that  the  suggestions,  if  any,  made  to  him  by 
others,  would  furnish  a//  the  information  necessary  to  enable  him  to  construct 
the  improvement  completely  and  perfectly. 

An  inventor  may  forfeit  his  right  to  an  invention  by  using  it  publicly,  or  by 
vending  it  to  others  to  use,  at  any  time  prior  to  the  period  of  two  years  before 
his  application  for  a  patent. 

Such  use  must  be  a  use  by  the  patentee  himself,  publicly,  in  the  ordinary  way  of 
a  public  use  of  a  machine,  and  not  a  use  for  experiment  or  trial,  with  a  view 
to  test  its  operation  or  ascertain  its  defects. 
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A  forfeiture  of  an  invention  is  not  favored  in  law ;  and,  where  tiuseia  relied  on 
OS  having  worked  a  forfeiture,  the  evidence  shoold  be  quite  clear  that  the 
uae  was  not  by  way  of  experiment,  or  for  the  purpose  of  perfecting  the 
machine. 

An  inventor  may  tibandon  his  invention,  or  dedicate  it  to  the  public,  at  any  tim^ 
before  procuring  his  patent. 

£ut  the  mere  use  or  sale  of  the  invention  by  the' patentee  within  two  years 
before  his  application  for  a  patent,  will  not  alone  or  of  itself  work  an  abandon- 
ment There  must  be,  in  addition,  some  declaration  or  act  going  to  establish 
an  intention  on  his  part  to  give  to  the  public  the  benefit  cf  his  invention. 

Declarations  of  a  determination  not  to  take  out  a  patent,  but  to  let  the  public 
have  the  invention,  will  estop  the  party  making  such  declitrations,  and  any  one 
holding  under  him,  from  afterwards  asserting  his  right  against  one  who  acts  on 
the  faith  of  them. 

But  declarations  of  an  intention  to  dedicate  an  invention  to  the  public,  will  not 
be  regarded  as  equivalent  to  an  actual  dedication.    Besides  words,  there  must 

'  be  acta,  in  order  to  fasten  on  a  patentee  the  intention  which,  in  judgment  of 
law,  will  work  an  abandonment  of  his  invention. 

Such  an  abandonment  operates  in  the  nature  of  a  forfeiture  of  a  right,  which  the 

•    law  does  not  favor,  and  must  be  made  out  beyond  all  reasonable  doubt. 

In  patent  cases,  .the  plaintiff  is  entitled  to  the  actual  damages  he  has  sustained 
•  in  consequence  of  the  infringement  of  bis  patent,  as  contradistinguished  from 
exemplary,. vindictive  and  punitive  damages. 

One  mode  of  arriving  at  the  damages  is,  to  ascertun  the  profits  which  the  plain- 
tiff derives  from  the  machines  he  makes  and  sells  and  which  have  been  made 
and  sold  by  the  defendant 

Another  mode  is,  to  ascertain  the  profits  which  the  party  infringing  has  derived 
from  the  machines ;  but  this  measure  of  damages  is  not  controlling,  and  the 
plaintiff  is  entitled  to  the  profits  he  would  have  made  if  not  interfered  with. 

The  plaintiff  is  entitled  to  interest  on  the  actual  damages,  from  the  commence- 
ment of  the  suit 

(Before  Nelson  and  Conkliko,  JJ.,  Northern  District  of  New  York,  June  19th, 
1851.) 

Tins  was  an  action  on  the  case,  tried  before  Mr.  Justice 
Nelson  and  Judge  Conklino,  for  the  infringement  of  Letters 
Patent  granted  to  Daniel  Carey,  of  Clarkson,  IST.  Y.,  June 
27th,  1846,  for  an  "  improvement  in  the  horse-power."  The 
plaintiff  was  assignee  of  the  patent,  for  the  State  of  New 
^York.  The  infringement  alleged  was  the  making  and  selling 
horse-powers  containing  the  patented  improvement.  Tliere 
was  no  dispute  as  to  the  identity  of  the  defendant's  machines 
with  that  patented.    The  grounds  on  which  the  defence  was 
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rested,  and  the  material  points  in  the  evidence,  will  suffi- 
ciently appear  from  the  charge  of  the  Coui-t. 

In  charging  the  jury,  Nelson,  J.,  remarked : 
As  to  the  particulars  of  the  improvement  invented  by 
-Carey,  we  do  not  think  it  material  to  call  your  attention  to 
them  critically,  because  they  are  not  in  controverey.  In 
very  general  terms  we  may  say,  that  the  invention  is  a  new 
arrangement  of  the  gearing  of  the  horse-power,  by  duplicat- 
ing it,  and  in  this  way  distributing  the  power  applied  to  the 
line  or  driving  shaft,  and  diminishing  the  strain  on  any  one 
part  of  it.  It  is  admitted  by  the  defendant  that  this  arrange- 
ment of  the  gearing  and  distribution  of  the  sti'ain,  in  the 
operation  of  tlie  machine,  is  new  and  useful,  and  the  proper 
subject  of  a  patent.  The  novelty  of  the  improvement,  there- 
fore, which  is  a  very  important  matter  in  most  patent  cases, 
need  not  embarrass  your  deliberations,  in  examining  the 
questions  growing  out  of  this  case. 

This  brings  us  to  the  first  question  arising  upon  the  evi- 
dence, and  that  is,  whether  or  not  Carey,  the  patentee,  was 
the  first  and  original  discoverer  of  the  improvement.  This 
is  the  most  material  question  in  the  case,  and  the  one  that 
has  been  the  most  severely  litigated.  It  is  undoubtedly  vital 
to  the  right  claimed  by  the  plaintiff,  and,  of  course,  it  is  one 
to  which  you  will  be  obliged  to  turn  your  attention  with  some 
particularity.  A  good  deal  of  evidence  has  been  given  by 
each  of  the  parties,  bearing  on  this  question,  both  by  deposi- 
tion and  by  the  examination  of  witnesses  in  Court.  Carey 
having  obtained  his  patent  from  the  Government  in  June, 
1846,  the  presumption  of  law  is  with  him.  He  is,  in  the 
first  instance,  to  be  deemed  the  inventor,  and  tlie  burden  is 
thrown  on  the  ^defendant  to  disprove  the  fact.  This  he  has 
assumed,  and  he  insists  that  the  witnesses  Daniel  Fowler 
and  Russell  Bowers,  one  or  both  of  them,  were  the  first  in- 
ventors of  this  peculiar  arrangement,  and  that  they  made  to 
Carey  the  first  suggestions  of  the  improvement,  and  of  the 
particular  combination  embodied  in  the  description  of  the 
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patent  It  is  claimed,  on  the  part  of  the  defendant,  that 
these  witnesses  prove  that  they  made  the  first  suggestions  of 
this  new  arrangement  to  Carey  as  early  as  September,  1839, 
at  a  public  house  in  Chili,  Monroe  County,  where  they  were 
at  the  time,  and  where  they  met  Carey.  You  recollect  the 
drawings  testified  to  by  them  as  accompanying  the  explana- 
tions they  made  to  him,  and  which  they  claim  to  have  been 
the  result  of  previous  consultations  between  them  about  this 
improvement,  with  a  view  to  perfect  it.  There  is  also  the 
testimony  of  Leonard  Hall,  on  this  branch  of  the  case.  He 
states  that,  in  the  spring  of  1846,  he  was  present  at  this  same 
public  house,  in  Chili,  in  company  with  Carey  and  Bowers, 
and  the  subject  of  an  improvement  on  the  old  horse-power 
came  up,  and  Bowers  mentioned  to  Carey  and  the  witness  his 
contemplated  improvement  on  the  machine,  and  took  out 
some  chalk  and  made  a  drawing  on  the  floor  and  explained  it 

In  connection  with  the  testimony  of  the  two  witnesses 
Bowers  and  Fowler,  it  is  proper  to  call  your  attention  to  a 
circumstance  wliich  should  be  taken  into  the  account  when 
endeavoring  to  ascertain  the  credit  and  weight  to  which  their 
testimony  is  entitled.  It  is,  that  Bowers  purchased  of  Carey 
two  machines  containing  the  patented  improvement,  one  in 
1844  and  one  in  1845.  And  it  appears  that  at  this  time,  or 
at  some  previous  time,  when  speaking  of  this  improvement 
of  Carey's,  he  recommended  it  highly,  as  being  by  far  the 
best  arrangement  of  the  horse-power  in  public  use,  and  stated, 
also,  that  he  intended  to  have  one  or  two  of  the  machines 
before  he  went  West  And,  while  thus  speaking  of  the  im-  • 
provement  and  recommending  it  for  its  advantages,  he  did 
not  pretend  that  he  was  the  inventor  or  had  suggested  the 
arrangement  to  Carey.  This  circumstance  is  relied  on  to 
weaken  the  effect  of  his  testimony.  It  is  for  the  jury  to  say 
what  effect  it  should  have.  He  purchased  two  or  three 
machines,  and  took  them  with  him  when  he  went  West. 

Another  fact  should  be  noticed  in  relation  to  the  testimony 
of  Fowler,  the  other  witness.  He  wrote  a  letter,  on  the  appli- 
cation of  the  plaintiff,  giving  an  account  of  the  part  he  had 
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taken  in  getting  up  this  improveratent,  and  undertook  to  give 
a  detail  of  the  interview  between  him  and  Carey  upon  this 
subject  That  letter  was  signed  by  Fowler,  on  the  applica- 
tion of  the  plaintiff.  The  witness  did  not  read  it  himself,  but 
heard  it  read  before  he  put  his  signature  to  it.  It  is  insisted 
by  the  plaintiff,  that  the  account  he  gave  in  this  letter  of  the 
part  he  took  in  the  improvement,  and  of  the  suggestions  he 
made  to  Carey  in  getting  it  up,  fell  far  short  of  the  account 
he  has  given  in  his  deposition,  and  that,  for  this  reason,  his 
testimony  going  to  detract  from  the  merit  of  Carey  should 
be  regarded  with  considerable  allowance.  It  is  for  you  to 
say  to  what  credit  the  witness  is  entitled. 

This  is  the  substance  of  the  proof  put  forth  on  the  part  of 
defendant,  to  rebut  the  presumption  of  law  ai'ising  from  the 
patent,  in  favor  of  the  claim  of  Carey,  and  to  show  that  he 
was  not  the  original  inventor,  but,  on  the  contrary,  that  he 
got  up  the  improvement  on  the  suggestion  of  Fowler  and 
Bowers. 

In  answer  to  this  view,  it  is  claimed,  on  the  part  of  the 
plaintiff,  that  Carey  made  the  improvement  himself,  in  the 
summer  and  fall  of  1842  and  the  spring  of  1843 ;  that  he 
was  engaged  for  some  time  in  the  discovery  and  in  making 
drawings  and  experiments  with  a  view  to  perfect  it ;  that  the 
result  was  due  to  his  ingenuity  and  labor  bestowed  on  the 
subject ;  and  that  he  actually  constructed  a  machine  in  the 
spring  of  1843,  completed  it  in  tTune  of  that  year,  and  put 
it  in  operation  in  the  course  of  the  fall.  It  is  insisted,  there- 
fore, for  the  plaintiff,  that  he  has  shown  that  Carey  was  the 
inventor  of  the  arrangement  which  has  turned  out  to  be  so 
highly  useful  and  profitable.  The  witnesses  relied  on  to 
maintain  this  view  of  the  case  are  Shelton,  the  brother-in-law 
of  Catey,  and  who  witnessed  the  experiments  and  trials  made 
by  him,  and  has  related  the  conversations  had  with  Carey  at 
the  time ;  Howe,  who  lived  in  his  family  from  1842  to  1847, 
and  has  detailed  his  knowledge  of  these  experiments  and 
trials ;  and  Peck  and  Thompson,  who  built  the  first  machine 
in  the  spring  of  1843. 


234  NORTHEEN  DISTRICT  OF  NEW  YORK, 

Pitts  o.HalL 

Without  going  into  the  evidence  with  any  more  particular- 
ity, we  shall  leave  this  question  with  you.  It  is  a  simple 
question  of  fact,  and  its  determination  will  depend  upon  the 
exercise  of  good  sense  and  judgment  and  an  attentive  and 
critical  examination  of  all  the  testimony  in  the  case. 

Now,  there  is  no  doubt  that  a  person,  to  be  entitled  to  the 
character  of  an  inventor,  within  the  meaning  of  the  Act  of 
Congress,  must  himself  have  conceived  the  idea  embodied  in 
his  improvement.  It  must  be  the  product  of  his  own  mind 
and  genius,  and  not  of  another's.  Thus,  in  this  case,  the 
arrangement  patented  must  be  the  product  of  the  mind  and  . 
genius  of  Carey,  and  not  of  Bowers'  or  Fowler's.  This  is 
obvious  to  the  most  common  apprehension.  At  the  same 
time,  it  is  equally  true  tnat,  in  order  to  invalidate  a  patent 
on  the  ground  that  the  patentee  did  not  conceive  the  idea 
embodied  in  the  improvement,  it  must  appear  that  the  sug- 
gestions, if  any,  made  to  him  by  others,  would  furnish  cM 
the  information  necesssary  to  enable  him  to  construct  the  im- 
provement. In  other  words,  the  suggestions  must  have  been 
sufficient  to  enable  Carey,  in  this  case,  to  construct  a  com- 
plete and  perfect  machine.  If  they  simply  aided  him  in 
arriving  at  the  useful  result,  but  fell  short  of  suggesting  an 
arrangement  that  would  constitute  a  complete  machine,  and 
if,  after  all  the  suggestions,  there  was  something  left  for  him 
to  devise  and  work  out  by  his  own  skill  or  ingenuity,  in  order 
to  complete  the  arrangement,  then  he  is,  in  contemplation  of 
law,  to  be  regarded  as  the  first  and  original  discoverer.  On 
the  other  hand,  the  converse  of  the  proposition  is  equally 
true.  If  the  suggestions  or  communications  of  another  go  to 
make  up  a  complete  and  perfect  machine,  embodying  all  that 
is  embraced  in  the  patent  subsequently  issued  to  the  party  to 
whom  the  suggestions  were  made,  tie  patent  is  invalid,  be- 
cause the  real  discovery  belongs  to  another. 

These  are  all  the  observations  I  shall  trouble  you  with  on 
the  first  branch  of  the  case.  It  is  an  important  question,  and, 
in  one  aspect  of  the  case,  puts  an  end  to  the  controversy.  It 
is  for  you  to  say,  after  weighing  carefully  the  whole  evidence, 
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who  is  entitled  to  the  merit  of  this  imi:)r6vement — who  in- 
vented and  perfected  it.  I  do  not  mean,  who  consti-ucted  the 
first  machine,  bnt  who  conceived  and  gave  practical  form 
and  effect  to  the  ingenious  arrangement  which  constitutes  the 
improvement  engrafted  on  the  old  machine. 

The  next  question  in  order,  in  the  examination  of  the  case, 
assuming  that  you  may  come  to  the  conclusion  that  Carey  was 
the  inventor,  is,  whether  or  not  he  has  forfeited  his  right  to 
the  invention,  or  has  abandoned  it  to  the  public  use.  By  the 
7th  section  of  the  Act  of  March  3d,  1839,  (5  U.  S.  Stat,  at 
Large^  354,)  it  is  provided,  tiiat  "  every  person  or  corporation 
who  has,  or  shall  have,  purchased  or  constructed  any  newly- 
invented  machine,  manufacture  or  composition  of  matter, 
prior  to  the  application  by  the  inventor  or  discoverer  for  a 
patent,  shall  be  held  to  possess  the  right  to  use,  and  vend  to 
others  to  be  used,  the  specific  machine,  manufacture  or  com- 
position of  matter  so  made  or  purchased,  without  liability 
therefo^  to  the  inventor,  or  any  other  person  interested  in 
such  invention  ;  and  no  patent  shall  be  held  to  be  invalid  by 
reason  of  such  purchase,  sale  or  use  prior  to  the  application 
for  a  patent  as  aforesaid,  except  on  proof  of  abandonment  of 
such  invention  to  the  public ;  or  that  such  purchase,  sale  or 
prior  use  has  been  for  more  than  two  yeare  prior  to  such 
application  for  a  patent."  The  right  to  an  invention  may  be 
forfeited  or  abandoned  in  two  ways :  fii-st,  by  using  or  vend- 
ing the  improvement  more  than  two  yeare  prior  to  the  appli- 
cation for  a  patent ;  and  secondly,  by  a  dedication  or  aban- 
donment of  it  to  the  public  use.  There  may  be  an  abandon- 
ment by  the  inventor  at  any  time,  even  within  the  two  years 
before  the  application  for  his  patent. 

In  the  first  place,  the  patentee  may  forfeit  his  right  to  the 
invention  if  he  constructs  it  and  vends  it  to  othere  to  use,  or 
if  he  uses  it  publicly  himself  in  the  ordinary  way  of  a  public 
use  of  a  machine,  at  any  time  prior  to  the  period  of  two  years 
before  he  makes  his  application  for  a  patent.  That  is,  he  is 
not  allowed  to  derive  any  benefit  from  the  sale  or  the  use  of 
his  machine,  without  forfeiting  his  right,  except  within  two 
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years  prior  to  the  time  he  makes  his  application.  In  this 
case,  the  application  by  Carey  was  made  on  the  28th  of  April, 
1846.  The  two  years  would  extend  back  to  the  28th  of  April, 
1844,  smd  the  sale  or  use  of  the  machine,  in  order  to  work  a 
forfeiture  of  his  right,  must  have  taken  place  anterior  to  the 
latter  period.  It  is  not  pretended  that  there  was  any  sale  of 
this  improvement  previous  to  tliat  time  ;  and  but  one  machine 
had  been  previously  constructed.  But  it  appears  that  this 
machine  was  used  by  Carey  in  1843,  in  the  business  of  thresh- 
ing. This,  unexplained,*  would  operate  as  a  forfeiture  of  the 
right.  It  is  claimed,  however,  that  the  machine  was  used  in 
the  fall  of  1843  by  way  of  experiment  and  trial,  with  a  view 
to  ascertain  whetther  it  would  meet  the  expectations  of  the 
discoverer,  and  to  enable  him  to  ascertain  any  defects  in  its 
operation  or  cosntruction,  so  that  he  could  remedy  them  before 
the  application  for  the  patent.  It  is  also  claimed  that  there 
were  defects,  and  that  material  alterations  were  made  in  the 
spring  of  1844,  in  the  construction  of  the  second  machine ; 
that  the  two  bevelled  wheels  driven  by  the  bull  pinions  were 
too  large,  so  large  that  they  were  obliged  to  be  extended  over 
the  frame,  which  threw  the  gearing,  and  the  arms  to  which 
the  horses  were  attached,  so  high  as  to  put  the  machine  out 
of  gear,  by  canting  the  machinery ;  and  that,  to  relieve  this 
defect,  the  two  bevelled  wheels  were  reduced  in  the  spring  of  • 
1844,  and  dropped  down  within  the  frame,  so  as  to  lower  the 
gearing  and  arms.  It  is  insisted,  therefore,  that  the  use  in 
tlie  fall  of  1843  was  by  way  of  trial,  and  that  the  experi- 
ments resulted  in  a  change  in  the  constiniction  of  the  machine. 
No  doubt  the  view  presented,  if  you  think  it  sustained  by  the 
evidence,  explains  satisfactorily  this  previous  use,  and  pre- 
vents its  working  a  forfeiture  of  the  right  of  the  patentee. 

On  the  other  hand,  if  the  machine  was  complete  when  it 
was  constructed  in  Juni,  1843,  and  if  the  patentee  put  it  into 
public  use,  or  put  it  in  operation  himself  publicly,  deriving 
profit  from  it,  and  having  no  view  of  further  improvements 
or  of  ascertaining  its  defects,  then,  this  use  having  occurred 
anterior  to  the  two  years,  the  effect  would  be  to  work  a  for- 
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feiture.  It  is  proper  to  say,  however,  that  this  ground  of  for- 
feiture is  not  favored  in  law,  but  is  regarded  as  being  some- 
what harsh  in  its  operation  on  individual  rights.  The  evi- 
dence, therefore,  should  be  quite  clear,  that  the  use  was  not 
by  way  of  experiment,  or  for  the  purpose  of  perfecting  the 
machine,  in  order  to  justify  the  conclusion  that  the  patentee 
had  forfeited  his  right  to  the  improvement. 

Then,  as  to  the  point  of  abandonment.  This  is  a  difficult 
question,  although  somewhat  connectefl  with  the  one  to  which 
we  have  been  directing  your  attentioli.  An  abandonment  or 
dedication  may  occur  within  the  two  years,  and  at  any  time 
down  to  the  procureriient  of  the  patent  The  mere  use  or 
sale,  however,  of  the  machine,  witliin  the  two  years,  will  not 
alone  or  of  itself  work  an  abandonment.  There  must  be 
something  more,  because  the  7th  section  of  the  Act  of  1839 
permits  the  sale  or  use  by  the  patentee  at  any  time  within 
two  years  before  his  application,  without  its  operating  to  in- 
validate his  right.  The  use  or  sale  must  be  accompanied  by 
some  declarations  or  acts  going  to  establish  an  intention  on 
the  part  of  the  patentee  to  give  to  the  public  the  benefit  of 
his  improvement.  The  question  here  is,  whether  tliere  has 
been  shown  any  such  act  or  declaration  of  Carey's  prior  to 
April,  1846.  If  the  evidence  leads  you  to  tliis  conclusion, 
then  there  has  been  an  abandonment  which  operates  as  a 
dedication  of  the  invention  to  the  public,  and  bars  the  claim 
of  any  one  under  the  patent. 

It  is  insisted,  on  the  part  of  the  defendant,  that  tlie  paten- 
tee should  be  bound  by  his  declarations ;  and  evidence  has 
been  given  that,  on  several  occasions,  he  expressed  a  deter- 
mination not  to  take  out  a  patent,  but  to  let  the  public 
have  the  invention.  Undoubtedly,  a  person  acting  on  those 
declarations,  who  has  constructed  a  machine  and  put  it  in 
operation,  would  not  be  liable  to  the  patentee,  or  to  any  one 
holding  under  him,  for  an  infringement,  because  Carey,  hav- 
ing led  the  defendant,  by  his  declarations,  to  believe  that  he 
had  a  right  to  construct  and  put  in  operation  the  machine, . 
without  exposing  hin[iself  to  responsibility,  would  be  estopped 
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from  afterwards  denying  the  license  thus  given.  But  that  is 
a  different  principle,  and  ia  founded  on  a  different  considera- 
tion, from  the  one  that  gives  to  these  declarations  of  Carey's 
the  effect  of  a  dedication  of  the  improvement  to  the  benefit 
of  the  public.  We  think  he  is  entitled  to  the  locus  penitent 
ticBj  and  that  there  must  be  something  more  than  mere  words, 
to  fasten  on  him  the  intention  which,  in  judgment  of  law, 
would  work  an  abandonment  of  his  invention.  There  must  be 
acts.  The  invention  is  the  pi'operty  of  Carey,  as  much  as  the 
stock  on  his  farm,  or  the  furniture  in  his  house,  and  the  mere 
expression  of  an  intention  not  to  take  measures  for  the  pur- 
pose of  securing  to  himself  the  exclusive  enjoyment  of  this 
property,  or  the  mere  declaration  of  an  intention  to  dedicate 
it  to  the  public,  cannot  be  regarded  as  equivalent  to  an  actual 
dedication.  This  abandonment  or  dedication,  too,  operates 
in  the  nature  of  a  forfeiture  of  a  right,  which  the  law  does 
not  favor,  and  which  should  be  made  out  beyond  all  reason- 
able doubt 

The  only  remaining  question  is  as  to  the  damages.  This 
assumes,  in  the  first  place,  that  you  will  find  that  Carey  was 
the  first  and  original  inventor ;  and,  in  the^  next  place,  that 
he  has  not  forfeited  or  abandoned  his  right  to  the  public. 
The  general  rule  is,  that  the  plaintiff,  when  he  has  established 
a  right  to  recover,  is  entitled  to  all  the  actual  damages  which 
he  has  sustained  in  consequence  of  the  infringement  of  his 
patent,  as  contra-distinguished  from  exemplary,  vindictive 
and  punitive  damages.  These  are  not  to  be  taken  into  con- 
sideration in  patent  cases. 

One  mode  of  arriving  at  the  actual  damages  is,  to  ascer- 
tain the  profits  which  the  plaintiff  derives  from  the  machines 
which  he  manufactures  ajid  sells,  and  which  have  been  made 
and  sold  by  the  defendant.  This  mode  is  founded  on  the 
presumption  of  law,  that  if  the  defendant  had  not  been 
wrongfully  concerned  in  the  manufacture  of  the  machines, 
those  persons  who  procured  them  from  him  would  have 
applied  to  the  patentee  or  assignee  for  them. 

Another  mode,  and  the  one  resoii;ed  to  partially  in  this 
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case  is,  to  ascertain  the  profits  which  the  party  infringing 
has  derived  from  the  use  of  the  invention  or  the  construction 
of  the  machines ;   because,  whatever  profits  he  has  derived 
have  arisen  from  the  wrongful  use  of   the  invention,  and 
belong  to  the  I'eal  owner  of  the  machine.    This  measure  of 
damages,  however,  is  not  controlling,  and  ought  not  to  be ; 
because,  a  party  concerned  in  infringing  a  patent  stands  in  a 
different  position  from  the  patentee,  not  having  been  previ-^ 
ously  subjected  to  the  expense  and  labor  to  which  the  latter 
is  frequently  exposed  in  the  process  of  invention  and  experi- 
ment    Hence,  the  pei-son  who  enters  upon  the  business 
without  previous  expense,  may  very  well  afford  to  sell  ma- 
chines ^t  less  profit  than  the  patentee.    The  latter  must  have 
his  profit,  not  only  for  the  expense  of  putting  in  operation 
the  improvement,  but  by  way  of  indemnity  for  the  previous 
time,  labor  and  money  which  he  has  been  obliged  to  bestow 
on  the  invention.     He  must,  therefore,  charge  a  higher  price, 
to  cover  these  greater  expenses.      Thus,  profits  which  the 
party  infringing  might  be  satisfied  with,  and  which  would 
afford  him  compensation,  would  not  afford  indemnity  to  the 
patentee.    If,  therefore,  on  looking  into  the  profits  made  by 
the  defendant,  the  jury  shall  be  of  opinion  that  they  do  not 
correspond  witli  the  fair  profits  which  the  plaintiff,  if  left 
alone,  would  have  realized,  they  are  not  bound  by  the  meas- 
ure of  the  profits  of  the  defendant,  but  have  a  right  to  look 
to  the  profits  which  the  plaintiff  or  the  patentee  would  have 
made  under  the  circumstances,  if  not  interfered  with.    It  is 
admitted  that  the  defendant  made  forty-two  machines  within 
tiie  time  for  which  the  plaintiff  is  entitled  to  recover,  if  at 
all,  and  your  inquiry  will  be  as  to  the  profits  which  the  plain- 
tiff would  have  derived  from  those  machines  if  they  had  not 
been  manufactured  by  the  defendant.     You  will  thus  ap- 
proximate to  the  actual  damages  which  the  plaintiff  has  sus- 
tained, and  you  wiU  add  interest  from  the  commencement  of 
the  suit. 

The  jury  found  a  verdict  for  the  plaintiff,  for  $2,345. 
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Sarnuel  Stevens  and  WiUiam  JF.  Cogswelly  for  the  plaintiff. 

Harvey  Humphrey^  Charles  M.  Keller  and  Samuel  Blatch- 
fordj  for  the  defendant. 


Cyrits  II.  McCoRMICK 

vs. 
William  H.  Seymour  and  Dayton  S.  Morgan. 

In  an  action  for  the  infringement  of  a  patent,  it  being  objected,  that  the  arrange- 
ment of  machinery  claimed  in  the  patent  was  so  simple  and  obvious  as  not  to 
be  the  subject  of  a  patent :  Held,  that  novelty  and  utility  in  an  improvement 
are  the  only  conditions  requisite  to  the  granting  of  a  patent. 

On  a  question  of  the  novelty  of  an  improvement  in  a  reaping  machine,  the 
inquiry  for  the  jury  is,  whether  the  alleged  prior  invention  is  identical  with  the 
plaintiff *8,  or  whether  his  involves  a  new  operation  and  produces  a  new  effect 
on  the  standing  or  tangled  grain,  in  the  use  of  the  machine. 

On  the  point  of  infringement,  the  inquiry  is,  whether  the  defendant's  machine 
involves,  in  its  construction,  some  new  idea  not  to  be  found  In  the  plaintiff's, 
or  whether  the  plan  of  the  former  is  in  substance  the  same  as  that  of  the  lat 
ter,  the  differences  introduced  in  the  former  being  merely  differences  in  things 
not  material  or  important. 

If  the  defendant  has  taken  the  same  general  plan  and  applied  it  for  the  same 
purpose,  though  he  may  have  varied  the  mode  of  construction,  he  will  only 
have  introduced  mechanical  equivalents,  and  it  will  still  be,  substantially,  and 
in  the  eye  of  the  patent  law,  the  same  thing. 

In  McOormiek^i  patent  of  October  28d,  1847,  for  improvements  in  reaping  ma- 
chines,  the  claim  of  **  the  arrangement  of  the  seat  of  the  raker  over  the  end 
of  the  finger-piece,  which  projects  beyond  the  range  of  fingers,  and  just  back 
of  the  driving-wheel,  as  described,  in  combination  with  and  placed  at  the  end 
of  the  reel,''  is  not  a  claim  for  the  seat  as  a  seal,  or  for  its  particular  mode 
and  form  of  construction,  but  is  a  claim  to  the  arrangement  and  combination 
of  machinery  described,  by  which  the  benefit  of  a  seat  or  position  for  the 
raker  on  the  machine  is  obtained. 

Since  the  Act  of  March  8d,  1839,  (5  U,  S.  Stat,  at  Large,  358,)  a  patentee  may 
make  and  vend  or  use  his  invention  within  two  entire  years  before  the  time 
when  he  applies  for  a  patent,  without  forfeiting  or  necessarily  abandoning  his 
right  to  a  patent ;  but,  if  he  either  sells  a  machine,  or  uses  one,  or  puts  one 
into  public  use,  at  any  time  more  than  two  years  before  bis  application,  it 
works  a  forfeiture  of  bis  right. 
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The  Act  Tirtually  extends  the  patentee's  privilege  to  sixteen  years  instead  of 
fourteen. 

The  mere  fact  that  an  inventor  makes  and  sells  an  invention,  or  puts  it  into  pub- 
lic use,  at  any  time  within  two  years  before  he  applies  for  a  patent,  is  not,  of 
itself,  an  abandonment,  of  the  invention  to  the  public. 

Something  more  must  be  done  witiiin  the  two  years — there  must  be  some  acts  of 
the  inventor,  indicating  an  intention  on  his  part  to  devote  his  improvement  to 
the  public  in  general — ^in  order  to  authorize  a  jury  to  come  to  the  conclusion 
that  he  has  so  abandoned  it. 

Those  who  rely  upon  the  ground  that  a  party  has  forfeited  a  legal  right  secured 
to  him  in  due  form  of  law,  for  the  purpose  of  defeating  his  enjoyment  of  that 
right,  must  make  out  the  point  clearly  and  sadsfactorily,  beyond  any  reason- 
able doubt  or  hesitation ;  because,  the  law  does  not  favor  an  abandonment, 
and  throws  upon  the  party  who  seeks  to  obtain  the  benefit  of  a  forfeiture  the 
burden  of  proving  it  beyond  all  reasonable  question. 

The  general  rule  as  to  damages  in  patent  suits  is,  that  the  plaintiff  is  entitled  to 
the  actual  damages  he  has  sustained  by  reason  of  the  infringement ;  and  those 
damages  may  be  determined  by  ascertaining  the  profits  which,  in  judgment 
of  kw,  he  would  have  made,  provided  the  defendant  had  not  interfered  with 
his  rights — ^upon  the  principle  that,  if  the  defendant  had  not  so  interfered,  all 
persons  who  bought  his  machine  would  necessarily  have  purchased  the  pat* 
entee*s. 

There  is  no  distinction,  in  regard  to  the  rule  of  damages,  between  an  infringe- 
ment of  an  entire  machine  and  an  infringement  of  a  mere  improvement  on  a 
machine,  and  the  damages,  in  the  latter  case,  are  not  to  be  limited  in  propor- 
tion to  the  value  of  the  improvement. 

The  inventor  of  an  improvement  on  an  old  machine,  who  has  a  right  to  use  the 
old  machine,  is  entitled,  under  a  patent  for  his  improvement,  to  the  benefit  of 
the  operation  of  the  machine  under  all  circumstances,  with  the  improvement 
engrafted  upon  it,  to  the  same  degree  in  which  the  original  patentee  "was  enti- 
tled to  the  old  machine. 

In  order  to  ascertain  the  nett  profits  on  the  making  and  selling  of  machines,  the 
jury  must  take  into  account,  as  making  up  the  cost  and  to  be  deducted  from 
the  sale  price,  the  cost  of  materials  and  labor,  the  interest  on  capital  used,  the 
expense  of  putting  the  machines  into  market;  such  as  agencies  and  transporta- 
tion and  insurance ;  and,  where  the  article  is  sold  on  credit,  a  deduction  must 
be  made  for  bad  debts. 

When  the  actual  damages  are  ascertained,  the  plaintiff  is  entitled  to  interest  on 
them  from  the  commencement  of  his  suit. 

The  jury  may  also  allow  to  the  plaintiff  the  damages  which  he  has  sustained 
beyond  those  arising  from  the  actual  interference  of  tbe  defendant  in  making 
and  putting  into  market  machines  which  infringe  the  patent — such  as  damages 
from  publications  by  the  defendant,  disparaging  the  plaintiff's  improvement^ 
while  engaged  in  violating  the  patent. 

(Before  Nslsok,  J.,  Northern  District  of  New  York,  Jane,  1861.) 
16 
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This  was  an  action  on  the  case,  tried  before  Mr.  Justice 
Nelson,  for  the  infringement  of  two  several  Letters  Patent 
grunted  to  the  plaintiff,  one  on  the  31st  of  January,  1845, 
and  the  other  on  the  23d  of  October,  1847,  for  improvements 
in  reaping  machines.  The  points  raised  on  the  trial  suffi- 
ciently appear  from  the  charge  of  the  Court  to  the  jury. 

In  charging  the  jury,  Nelson^  J.,  remarked  as  follows : 
The  first  patent  in  this  case,  which  is  in  question  between 
the  parties,  was  granted  to  the  plaintiff  on  the  31st  of  Janu- 
ary, 1845,  in  general  terms,  for  "  a  new  and  useful  improve- 
ment in  the  reaping  machine."  The  only  improvements 
claimed  in  this  patent,  which  it  is  insisted  have  been  in- 
fringed by  the  defendants,  are  two. 

The  first  is  the  arrangement  and  combination  of  the  bow 
and  dividing  iron,  for  separating  the  wheat  and  straw,  in  the 
process  of  reaping  or  cutting,  in  the  manner  described.  In 
speaking  of  this  improvement,  the  patentee  says,  that  he  has 
a  piece  of  scantling  some  three  feet  long  and  three  inches 
square,  made  fast  to  a  projection  of  the  platform  by  screw- 
bolts  ;  to  the  point  of  tliis  piece  of  scantling  is  made  fast,  by 
a  screw-bolt,  a  bow  of  tough  wood,  the  other  end  of  which  is 
made  fast  at  the  back  part  of  the  platform,  and  is  so  bent  as 
to  be  about  two  and  a  half  feet  high  at  the  left  reel-post,  and 
about  nine  inches  out  from  it,  with  a  regular  curve.  Then 
there  is  a  description  of  the  dividing-iron,  which  is  an  iron 
rod  of  a  peculiar  shape,  made  fast  to  the  point  of  the  scant- 
ling before  described,  by.  the  same  screw-bolt  that  holds  the 
end  of  the  bow.  From  this  bolt  the  iron  rises  towards  the 
reel  at  an  angle  of  thirty  degrees,  until  it  reaches  it,  that  is, 
until  it  extends  to  the  reel ;  then  it  is  bent,  so  as  to  pass  under 
the  reel,  as  far  back  as  the  blade  or  cutter,  and  to  fit  the 
curve  of  the  reeL  Then  there  is  a  contrivance  described  to 
adjust  this  iron  to  the  reel  as  it  is  elevated  or  depressed, 
which  is  not  material  in  this  case.  "  By  means  of  the  bow," 
says  the  specification,  "  to  bear  off  the  standing  wheat,  and 
the  iron  to  throw  the  wheat  to  be  cut  within  the  power  of  the 
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reel,"  so  that  the  wheat  may  be  caught  and  brought  to  the 
cutter  and  upon  the  platform,  "the  required  separation  is 
made  complete."  The  invention,  as  claimed  in  the  patent,  is 
substantially  this — ^the  arrangement  and  combination  of  the 
bow  and  the  dividing-iron,  for  separating  the  wheat,  in  the 
manner  described. 

On  the  part  of  the  defendants  it  is  insisted,  first,  that  this 
arrangement  and  combination  is  so  simple  and  obvious,  that 
the  claim,  even  admitting  it  to  have  been  new  and  not  before 
in  use,  is  not  the  subject  of  a  patent ;  secondly,  that  if  it 
may  be  the  subject  of  a  patent,  yet  there  was  nothing  new  in 
it,  but,  on  the  contrary,  it  had  before  been  known  and  in  pub- 
lic use ;  and  thirdly,  that  admitting  both  its  patentability  and 
novelty,  still  the  contrivance  used  by  the  defendants  for  sepa- 
rating the  wheat,  in  the  process  of  cutting  and  reaping,  is 
substantially  different  from  the  contrivance  of  the  plaintiff. 

As  to  the  first  point — whether  the  claim  in  question  con- 
stitutes the  subject-matter  of  a  patent— the  6th  section  of  the 
Patent  Act  of  July  4th,  1836,  (5  U.  S.  Stat  at  Large,  119,) 
provides,  in  substance,  that  any  person,  having  discovered  or 
invented  any  new  or  useful  art,  machine,  manufacture  or 
composition  of  matter,  or  any  new  and  useful  improvement 
on  any  art,  machine,  manufacture  or  composition  of  matter, 
not  known  or  used  by  others  before  his  discovery  or  inven- 
tion, and  not,  at  the  time  of  his  application  for  a  patent,  iri 
public  use  or  on  sale  with  his  consent,  may  make  application 
to  the  Commissioner  and  is  entitled  to  a  patent.  This  is  the 
authority  conferred  on  the  Patent-Office  for  the  granting  of 
patents  to  inventors,  and  the  Act  defines  with  gr6at  particu- 
larity and  clearness  what  constitutes  a  patentable  subject,  at 
the  same  time  declaring  what  persons  are  entitled  to  a 
patent.  Such  being  the  definition  of  a  patentable  subject, 
declared  by  the  Act  of  Congress  itself,  you  see  from  it  tfiat 
the  improvement  upon  a  machine,  which  is  the  kind  of  in- 
vention in  question  here,  must  be  new,  not  known  or  in  use 
before,  and  must  Ife  useful,  that  is,  the  person  claiming  the 
patent  must  have  found  out,  created  and  constructed  an  im:- 
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provement  which  had  not  before  been  found  out,  created  or 
constructed  by  any  other  person,  and  it  must  be  beneficial  to 
the  pubKc,  or  to  those  persons  who  may  see  fit  to  use  it. 
Novelty  and  utility  in  the  improvement  seem  to  be  all  that 
the  statute  requires  as  a  condition  to  the  granting  of  a  pat- 
ent. If  these  are  made  out  to  the  satisfaction  of  a  jury,  then 
the  subject  is  patentable,  and  the  inventor  is  entitled  to  the 
protection  and  benefit  of  tlie  statute.  Otherwise,  he  is  not. 
This  is,  perhaps,  the  only  general  definition  that  can  be  given 
of  the  subject  of  a  patent,  and  it  is  the  only  one  that  the  law 
has  given  for  our  guide.  The  two  questions,  then,  on  this 
branch  of  the  case,  are.  Was  this  contrivance,  as  constructed 
by  the  patentee,  new  and  not  before  known  ? — and,  if  so,  is  it 
useful  ?  Both  these  questions  being  answered  in  the  aflirm- 
ative,  the  case  comes  directly  within  the  definition  of  the 
statute. 

As  to  the  first  question — ^whether  this  contrivance  for  divid- 
ing the  grain  in  the  process  of  cutting  it  was  new,  or  whether 
it  had  been  before  known  and  in  public  use.  This  is  very 
much  a  question  of  fact,  depending  upon  the  evidence  pro- 
duced in  the  course  of  the  trial,  in  connection  with  the  illus- 
trations afforded  by  the  models  and  drawings  and  the  original 
machines. 

It  is  claimed  by  the  defendants,  that  this  divider  of  the 
plaintiff  is  to  be  found  in  Hussey's  machine,  patented  as 
early  as  1833.  A  small  model  of  that  has  been  produced ; 
and,  although  Ilussey,  in  his  deposition,  gives  the  entire  form 
and  structure  of  his  divider,  yet  it  requires  some  particular 
examination  to  ascertain  its  precise  character.  It  will  be 
found,  however,  to  be  simple  and  very  readily  comprehended, 
and  the  jury  are  in  full  possession  of  all  the  facts  that  are 
material  and  important  for  the  purpose  of  determining  wheth- 
er or  not  the  divider  of  Hussey  affords  reasonable  evidence 
that  there  is  nothing  new  in  the  contrivance  of  the  plaintiff. 
Hussey,  in  his  deposition,  gives  a  brief  description  of  his 
separator.  He  says  that  he  projects  the  #uter  point,  to  sepa- 
rate the  standing  wheat,  to  any  given  length,  and  that  he  sJso 
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uses  an  upright  board,  on  a  line  with  the  outside  of  the  frame 
of  the  machine,  to  prevent  the  wheat  from  rolling  or  falling 
off  or  from  the  cutters. 

Then,  there  is  the  machine  of  Mr.  Moore,  of  which  you 
have  a  model,  and  which  you  will  consider  in  connection 
with  his  evidence.  He  states  that  he  congtructs  his  separator 
with  two  horizontal  lines,  being  a  part  of  the  frame  of  the 
machine,  converging  to  a  point,  and  projecting  some  two  feet 
beyond  the  fingers;  and  that,  on  the  machine  he  built  in 
1836,  he  raised  a  third  on  the  centre  line,  corresponding,  in 
that  respect,  with  the  board  used  by  Hussey  in  1833. 

You  will  examine  these  separators  of  Hussey  and  Moore, 
in  connection  with  the  evidence,  and  look  at  the  particular 
operation  of  each  in  the  process  of  cutting,  and  ascertain,  to 
your  own  satisfaction,  whether  those  contrivances  are  identi- 
cal with  the  plaintiff 's,  or  whether  he  has  made  one  differ- 
ent from  either,  involving  a  new  operation,  and  producing  a 
new  effect  on  the  standing  or  tangled  grain,  in  the  use  of  the 
machine. 

The  next  objection  taken  by  the  defendants  is  that,  assum- 
ing the  divider  of  the  plaintiff  to  be  new  and  useful  and 
patentable,  and  that  he  is  entitled  to  the  enjoyment  of  it 
free  from  any  interference,  still  he  is  not  entitled  to  recover, 
because  the  def^dants  have  not  used  his  separator,  but  have 
used  a  different  contrivance.  This  presents  another  ques- 
tion for  you  to  determine,  on  an  examination  of  the  two  sepa- 
rators. • 

In  order  to  take  the  separator  of  the  defendants  out  of  the 
charge  of  infringement,  it  is  necessary  that  they  should  sat- 
isfy you  that  it  is  substantially  and  materially  different  from 
the  plaintiff's ;  in  other  words,  that  it  involves  some  new  idea 
in  its  construction  not  to  be  found  in  the  plaintiff 's.  If  it  is 
found  there,  of  course  it  is  an  appropriation  of  his  invention. 
If  not,  then  it  is  an  independent  improvement  and  no  viola- 
tion of  the  plaintiff 's  right. 

It  is  proper  to  observe,  in  respect  to  this  particular  ques- 
tion, that  whether  the  separator  of  the  defendants  be  or  bo 
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not  an  interference  with  that  of  the  patentee,  will  depend 
upon  this — whether  the  plan  which  the  defendants  have 
employed,  in  constracting  their  separator  and  in  dividing  the 
grain,as  or  is  not  in  substance  the  same  as  the  plaintiff's, 
and  whether  or  not  the  differences  that  have  been  introduced 
by  the  defendants  in  their  form  of  construction,  and  in  ac- 
complishing the  design  which  all  these  separators  seek  to 
accomplish,  are  merely  differences  in  things  not  material  or 
important ;  in  other  words,  whether  their  plan  is,  in  substance 
and  effect,  a  colorable  evasion  of  the  plaintiff 's  contrivance, 
or  whether  it  is  new  and  substantially  a  different  thing.  If 
the  defendants  have  taken  the  same  general  plan  and  applied 
it  for  the  same  purpose,  although  they  may  have  varied  the 
mode  of  construction,  it  will  stiU  be,  substantially  and  in 
the  eye  of  the  patent  law,  the  same  thing.  Otherwise,  it 
will  not. 

Subject  to  these  observations,  tending  to  advise  you,  as 
far  as  is  practicable,  on  so  nice  and  somewhat  metaphysical 
a  subject,  as  to  the  rules  of  law  and  general  principles  that 
should  govern  on  a  question  of  this  kind,  I  shall  leave  it  to 
you  to  determine,  on  the  evidence  and  on  an  inspection  of 
the  models,  whether  the  separator  of  the  defendants  is  sub- 
stantially different,  in  its  operation  and  effect,  fi-om  that  of 
the  plaintiff,  or  whether  it  is,  in  construction  and  operation, . 
to  all  substantial  and  i-eal  purposes,  the  same*  If  it  is,  then, 
if  you  are  with  the  plaintiff  on  tlie  two  previous  questions, 
you  willtfind  for  him  ©n  this  branch  of  the  case.  Otherwise, 
you  will  not. 

The  second  claim,  which  also  arises  under  the  patent  of 
1845,  is  for  setting  the  lower  end  of  the  reel-post  behind  the 
blade  or  cutter,  curving  it  and  leaning  it  forward  at  tlie 
top,  for  the  purpose  of  relieving  the  cutting,  which  was 
before  embarrassed  by  the  upright  post  in  front  of  the  cut- 
ter, by  which  means,  also,  the  top  of  the  post  can  be  braced 
to  the  tongue.  '  n 

The  description  in  the  patent  is  substantially  this — that  the 
reel-post  on  the  left  side  of  the  machine,  instead  of  being 
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placed  before  the  blade,  standing  perpendicularly  and 
braced  as  before,  is  set,  say  nine  inches,  behind  the  blade, 
and  so  leaned  forward  as  to  bring  the  middle  of  it,  or  point 
at  which  the  end  of  the  reel  is  supported,  to  its  former  per- 
pendicular position,  the  top  of  the  post  being  tbfereby  so 
put  forward  as  to  admit  of  its  being  braced  directly  to  the 
tongue ;  by  which  arrangement  the  patentee  is  enabled  to 
brace  the  post  firmly,  and,  the  lower  end  of  the  pos:t  being 
behind  the  blade  and  crooked  out,  and  the  end  of  the 
dividing-iron  being  also  bent  inward,  all  tendency  of  straws 
to  hang  upon  the  post  and  interfere  with  the  cutting  is  re^ 
moved. 

The  object  of  this  change  was  to  get  rid  of  the  post  in 
front  of  the  cutter,  which  prevented  the  separation  of  the 
straw,  and  also  prevented  the  grain  that  was  cut  from  falling 
on  the  platform,  the  tendency  being  to  become  entangled 
around  the  post  This  was  the  purpose,  as  declared  by  the 
patentee,  of  the  arrangement  by  which  the  post  is  carried 
behind  the  cutter,  and  yet  the  place  of  sustainuig  the  end  of 
the  reel  is  preserved. 

It  is  insisted  by  the  defendants  that  this  arrangement  is  not 
the  subject  of  a  patent,  but  is  a  very  common  device,  involv- 
ing no  skill  or  ingenuity  beyond  that  of  the  clever  mechanic ; 
that  it  would  have  suggested  itself  to  any  one  using  thd 
machine ;  and  that  it  embodies  no  inventive  mind.  It  is  also 
insisted,  by  the  defendants,  that  their  arrangement  for  sup- 
porting the  end  of  the  reel  is  not  substantially  the  ^ame  with 
the  plaintiff's,  but  is  a  new  arrangement,  not  suggested  by 
the  plaintiff 's  improvement  of  setting  the  post  back  of  the 
cutter  and  bending  it  outward  and  leaning  it  forward,  and 
that  it  does  not  embrace  the  principle  or  idea  found  in  the 
contrivance  of  the  patentee. 

I  have  already  called  your  attention  to  the  definition  of  a 
patentable  improvement,  as  given  by  the  Act  of  Congress 
itself.  It  must  possess  novelty  and  utility.  It  will  be  for 
you,  bearing  in  mind  that  definition,  to  examine  whether  or 
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not  the  plaintiff 's  arrangement  in  regard  to  the  reel-post  is  a 
patentable  improvement 

You  will  also  examine  the  models  of  the  respective  ma- 
•  chines,  and  recur  to  the  testimony  of  the  experts,  and  deter- 
mine whether  the  change  made  by  the  defendants  in  the 
mode  of  supporting  the  end  of  the  reel,  and  of  getting  rid  of 
the  upright  post  in  front  of  the  cutter,  is  a  new  contrivance, 
not  only  in  form  but  in  substance,  and  is  not  a  change  sug- 
gested naturally  from  the  contrivance  of  the  plaintiff.  If  it 
is  new,  then  it  is  no  infringement.  But,  if  it  embodies  the 
same  idea  and  its  arrangement  carries  out  the  same  idea — 
for,  this  is  the  true  view  of  the  question  involved — then  un- 
doubtedly it  is  an  infringement. 

The  general  principle  which  I  before  stated  in  respect  to 
the  dividing  apparatus  is  equally  applicable  to  the  second 
claim.  If  the  defendants  have  taken  the  same  plan  and 
applied  it  to  the  same  purpose,  it  is  in  substance  the  same 
thing,  although  they  may  have  varied  the  mode  of  construc- 
tion. It  is  then  only  what  is  called  a  mechanical  equivalent, 
another  way  of  doing  the  same  thing,  by  means  of  mechan- 
ical skill,  which,  however  meritorious  and  creditable  to  the 
mechanic,  is  not  an  invention. 

This  brings  me  to  the  third  and  last  claim,  and  probably 
the  most  important  one  in  this  controversy.  It  arises  under 
the  patent  of  October  23d,  1847.  It  is  for  an  arrangement 
of  the  seat  of  the  raker  over  the  end  of  the  finger-piece 
which  projects  beyond  the  range  of  fingers*  and  just  back  of 
the  driving-wheel,  in  combination  with  and  place'd  at  the  end 
of  the  reel,  whereby  the  raker  can  sit  with  his  back  towards 
the  team,  and  thus  have  free  access  to  the  cut  grain  laid  on 
the  platform  and  back  of  the  reel,  and  rake  it  from  thence 
on  to  the  ground  by  a  natural  sweep  of  his  body,  and  lay  it 
in  a  range  at  right  angles  with  the  swath,  thereby  avoiding 
unevenness  and  scattering  in  the  discharge  of  the  wheat,  and 
accomplishing  the  same  with  a  great  saving  of  labor.  This 
improvement  is  particularly  described  by  the  patentee,  and  it 
is  undoubtedly  important  tiiat  the  jury  should  look  into  the 
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description  which  the  plaintiff  has  given  of  this  improve- 
ment, and  ascertain  particularly  what  he  claims  he  has 
invented,  in  order  to  be  able  to  determine  whether  the 
improvement  had  or  had  not  been  before  discovered  or 
brought  into  public  use,  and,  if  new,  whether  it  has  or  has 
not  been  infringed  by  the  defendants. 

The  driving-wheel,  says  the  specification,  is  placed  further 
back  than  before,  and  back  of  the  gearing  which  operates  the 
cutter — the  gearing  which  operates  the  crank  being  placed 
forward  of  the  driving-wheel — thus  balancing  the  frame  of 
the  machine  with  the  raker  on  it,  and  making  room  for  him 
to  sit  or  stand  on  the  frame,  back  of  the  driving-wheel,  with 
his  back  to  the  horses.  The  patentee  then  places  the  reel 
further  forward  towards  the  horses  than  before,  and  makes  it 
shorter — it  having  before  projected  out  over  the  fingers.  He 
thus  makes  room  for  the  raker  to  use  his  rake  freely.  The 
effect  of  advancing  the  reel  forward  is  to  open  to  the  action 
of  the  rake  the  platform  on  which  the  grain  falls,  and,  by 
shortening  the  reel,  room  is  afforded  for  the  operations  of  the 
raker  himself.  In  consequence  of  the  reel  being,  shorter 
than  before,  a  wheel-board  is  introduced,  one  end  of  which  is 
fastened  to  the  inside  hound,  and  it  is  so  curved  as  to  force 
the  grain  upon  the  edge  of  the  swath  inward,  so  as  to  be 
caught  by  the  reel  in  its  revolutions.  The  wheel-board  also 
prevents  the  grain  from  getting  under  the  frame  and  being 
entangled  in  the  gearing  of  the  machine.  It  is  important 
that  you  should  bear  in  mind  this  description  given  by  the 
patentee  of  his  improvement,  and  carrj'  it  with  you  when  you 
are  comparing  his  arrangement  with  previous  improvements, 
with  a  view  of  determining  whether  it  is  the  same  thing  with 
them  or  substantially  diffei^ent. 

It  has  been  made  a  point,  in  the  course  of  the  trial,  that  the 
seat  of  the  raker  is  the  improvement  and  the  novelty  claimed 
by  the  patentee ;  that  not  only  the  seat  on  the  frame,  but  the 
mode  and  form  of  its  construction  is  also  part  and  parcel  of 
the  invention ;  that,  in  this  respect,  there  is  a  difference  be- 
tween sitting  and  raking,  and  standing  and  raking ;  and  that 
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the  one  does  not  necessarily  involve  the  other.  I  have  looked 
particularly  into  this  branch  of  the  case,  because  I  have  felt 
that  it  was  the  most  important  question  involved,  and  that 
the  claim  in-  respect  to  it  was  the  most  meritorious  one  on  the 
part  of  the  plaintiff— more  meritorious  than  either  of  the 
other  contrivances — if  he  be  entitled  to  any  merit  for  his 
improvements. 

Now,  in  order  to  ascertain,  with  reasonable  certainty,  what 
the  patentee  really  believed  he  had  invented,  and  for  what  he 
sought  and  obtained  a  patent,  we  must  look  into  the  descrip- 
tion of  the  thing  which  he  himself  has  given  to  the  public, 
because  there  we  must  find  his  title,  and  there  the  public 
must  look,  after  his  term  expires,  to  obtain  the  benefit  of  the 
use  of  his  machine.  From  the  description  I  have  ali'eady 
given  you,  you  see  that  the  seat  is  not  the  thing  which  he 
claims  in  his  description  to  have  invented.  The  seat  was  the 
object  and  result  he  was  seeking  to  attain,  by  the  improvement 
which  he  supposed  he  had  brought  out  What  he  invented 
was,  the  arrangement  and  combination  of  machinery  which 
he  has  described,  by  which  he  obtained  his  seaL  That,  and 
not  the  seat  itself,  constituted  the  essence  and  merit,  if  any, 
of  the  invention.  What,  then,  was  necessary,  in  order  to 
obtain  the  benefit  of  this  position  for  the  raker  ?  The  diflS- 
culty  before  was,  that  the  axle  or  shaft  of  the  reel  was  per- 
j)endicular  over  the  cutter,  and  the  reel  was  thrown  back  very 
much  over  the  platform.  It  was  also  extended  on  a  line  with 
the  cutter,  close  up  to  the  gearing,  so  that  the  end  of  the  reel^ 
extending  to  the  side  of  the  machine,  interfered  with  a  person 
placed  behind  the  horses  for  the  purpose  of  raking,  and  the 
reel,  being  too  far  back,  interfered  with  the  rake  in  its  use. 
Thus,  it  appears  that  a  seat  was  put  on  for  the  harvest  of 
1845,  and  some  two  hundred  machines  were  made  at  Cincin- 
nati for  that  harvest.  That  seat  was  put  on  without  any  change 
in  the  structure  of  the  machine,  except  to  fasten  on  the  seat, 
extending  from  the  front  to  the  back.  Those  seats  were  put 
upon  all  the  machines  that  were  made  for  the  harvest  of 
1845,  but  all  agree  that  they  went  out  of  use  generally,  so 
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great  was  the  interference  with  the  rake  and  raker,  and  it 
was  that  difficulty  and  obstiruction  that  led  to  the  subsequent 
modification  of  the  machine.  The  reel  was  d.dvanced  in  front 
of  the  cutters  and  shortened,  and  the  driving-wheel  was  put 
back  and  the  geai'ing  forward,  so  as  to  balance  the  ma- 
chine with  the  weight  of  the  raker  on  the  end  of  the  finger- 
piece. 

It  has  also  been  supposed,  that  there  was  something  in  the 
idea  that  the  patentee  in  his  claim  says :  '^  I  also  claim,  as 
my  invention,  the  arrangement  of  the  seat  of  the  raker  over 
the  end  of  the  finger-piece  which  projects  beyond  the  range 
of  fingers,  and  just  back  of  the  driving-wheel,  as  described^ 
in  combination  with  and  placed  at  the  end  of  the  reel."  He 
here  claims  the  seat  "  as  described ; "  but,  on  recurring  to 
the  description,  we  find  the  patentee  saying  that  the  driAdng- 
wheel  is  placed  further  back,  and  other  changes  are  intro 
duced,  thus  making  room  for  the  raker  to  ^t  or  stand  on  the 
frame.  It  is  this  seat,  as  thus  described,  by  which  the  raker 
may  sit  or  stand  on  the  frame  and  rake  the  wheat  from  the 
platform  with  convenience,  that  is  claimed  in  the  specifica- 
tion. 

It  is  insisted,  on  the  part  of  the  defendants,  that  there  is 
nothing  new  in  this>  because  there  is,  in  the  machine  of  Hus- 
sey,  a  seat,  or,  what  is  equivalent,  a  position  for  the  raker,  in 
which  he  may  stand  and  rake  off  tlie  grain.  The  seat^  that 
is,  the  position  on  the  platform,  is,  in  one  sense,  undoubtedly 
common  to  both.  .  But,  Hussey's  machine  has  no  reel  to  inter- 
fere with  the  i*aking,  and  the  grain,  instead  of  being  raked 
from  the  platform,  is  pushed  from  the  back  part  of  it.  The 
question  is,  whether  the  arrangement  of  the  seat — the  com- 
bination by  which  the  patentee  obtains  and  can  use  the  seat 
or  position — ^is  similar  to  or  substantially  like  the  contrivance 
in  Hussey's  machine.  That  is  the  point.  The  mere  fact  that 
a  seat  was  used  in  previous  reapers,  does  not  embrace  the 
idea  contained  in  this  patent.  That  view  could  only  be 
material  under  the  assiuned  construction  given  by  the  counsel 
for  the  defendants  to  the  patent,  that  it  is  for  a  seat.    If  that 
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were  the  thing  invented'  and  claimed  by  the  patentee,  then 
the  seat  of  Hussey  would  be  an  answer  to  the  claim. 

There  is  also  another  point  to  which  it  is  proper  to  call 
your  attention  in  this  connection,  and  which  has  been  the 
subject  of  discussion  by  the  counsel,  and  that  is,  that  Hussey, 
in  the  construction  of  his  machine  in  Ohio,  at  a  very  early 
day,  used  a  reel  in  connection  with  his  cutter  and  a  raker. 
It  is  insisted,  that  this  use  of  the  reel,  in  connection  with  a 
raker,  in  Ilussey's  machine,  before  the  discovery  of  the  plain- 
tiff, destroys  his  claim  to  originality.  In  answer  to  this,  it 
is  claimed,  on  the  part  of  the  plaintiff,  that  the  contrivance 
of  Hussey  into  which  the  reel  was  introduced,  was  substan- 
tially different  from  the  plaintiff's  contrivance.  It  seems 
that  Ilussey's  reel,  like  the  reel  of  the  plaintiff  when  his  first 
seat  was  put  on  in  1845,  interfered  with  the  raker,  so  as  to 
prevent  his  raking  the  grain  the  whole  length  of  the  platform. 
Hence,  Hussey  had  an  endless  apron,  by  which  the  grain, 
when  cut,  was  deposited  at  the  feet  of  the  raker,  so  that  he 
could  sliove  it  off  with  his  rake.  Such  was  Ilussey's  con- 
trivance for  avoiding  the  difficulty  that  existed  in  the  inter- 
ference of  the  reel  with  the  operations  of  the  raker,  by  bring- 
ing the  grain  to  the  raker  upon  an  apron,  so  that  he  should 
not  be  obliged  to  extend  his  rake  in  front  of  the  reel.  The 
next  ground  urged  by  the  counsel  for  the  plaintiff,  in  answer 
to  thk  evidence  to  destroy  the  novelty  of  his  patent,  is,  that 
Hussey  abandoned  and  gave  up  that  arrangement  of  his,  as 
an  unsuccessful  experiment,  and  that,  therefore,  the  idea 
which  may  have  been  and  probably  was  in  his  mind,  when 
he  attempted  to  get  up  this  contrivance  for  the  benefit  of  the 
raker,  was  never  completed  or  carried  into  practical  effect, 
and  that  other  contrivances  were  resorted  to  by  him,  in  place 
of  the  reel,  which  he  threw  away  and  has  not  used  since.  It 
is  not  impoitant,  however,  to  take  up  your  time  with  this  last 
suggestion,  because  it  is  clear  that  the  arrangement  of  Hus- 
sey, when  he  used  the  reel  in  connection  with  his  endless 
apron,  did  not  touch  or  reach  at  all  the  modifications  and 
alterations  subsequently  made  by  the  plaintiff  to  accomplish 
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the  same  end,  but  was  altogether  different  in  its  operation. 
Uufisey  used  the  endless  apron  to  get  rid  of  the  difficulty  which 
the  plaintiff  avoids  by  putting  his  reel  further  forward,  cut- 
ting off  the  end  of  it  and  introducing  a  wheel-board. 

Tlie  next  material  question  is,  whether  or  not  the  defend- 
ants' arrangement  of  the  seat  or  position  for  the  raker  is  like 
that  of  the  plaintiff,  and  whether  or  not  the  construction  and 
use  of  it  by  them  are  an  appropriation  of  his  contrivance  and 
an  infringement  of  his  machine.  Kow,  I  lay  aside  the  mode 
of  consti'ucting  these  respective  seats.  I  mean  their  form, 
whether  they  are  constructed  with  the  seat  extending  between 
the  legs  of  the  raker,  with  a  front  piece  to  support  him,  or 
with  no  seat  between  his  legs  and  only  a  support  around  his 
body.  •  I  lay  all  that  out  of  view,  because  I  do  not  think  the 
form  of  the  seat  is  embraced  in  the  plaintiffs  invention.  It 
may  be  of  one  form  or  of  another,  and  it  is  very  likely  that 
the  practica.1  use  of  the  machine  by  the  raker  is  the  only  true 
test  for  determining  what  form  of  seat  would  be  most  advan- 
tageous and  least  injurious.  The  raker  would  work  out  the 
best  form  of  seat,  by  actual  trial.  He  might  cushion  the- seat 
or  make  it  of  any  form  he  plea^d,  but  that  would  not  enter 
into  the  invention  or  have  anything  to  do  with  its  merits. 
The  invention  is,  the  arrangement  by  which  the  raker  can  be 
placed  where  he  is  placed,  standing  or  sitting,  and  do  his 
work.  You  will  then  take  up  the  defendants'  machines,  lay- 
ing the  seat  out  of  view,  and  see  whether  their  construction, 
arrangement  and  combination,  for  the  purpose  of  obtaining 
a  position  for  the  raker  on  the  machine,  involves  the  combi- 
nation of  the  plaintiff.  If  it  does,  then  it  is  an  infringement. 
If  it  does  not,  then  it  is  an  independent  contrivance,  and  they 
are  entitled  to  its  enjoyment. 

It  is  further  claimed,  on  the  part  of  the  defendants,  that, 
assuming  all  the  positions  taken  by  the  plaintiff  to  be  true,  and 
that  he  is  entitled  to  protection  in  the  enjoyment  of  this  im- 
provement, as  being  its  first  and  original  inventor,  yet  he  has 
forfeited  it  to  tlie  public,  or  has,  at  least,  abandoned  it  to  the 
benefit  of  the  public,  by  his  acts  and  conduct.    How,  as  there 
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is  no  disagreement  between  the  counsel  upon  the  law  applica- 
ble to  this  branch  of  the  case,  I  will  not  take  up  your  time  by 
expounding  the  Act  of  Congress  at  large,  but  will  assume 
the  law  to  be  as  it  has  been  laid  down  by  the  Court  in  this 
Circuit  Sinc^  the  Act  of  March  3d,  1839,  (5  U.  8.  Stat  at 
Large,  353,)  a  patentee  may  make  and  vend  or  use  his  im- 
provement or  invention  within  two  entire  years  before  the 
time  when  he  makes  his  application  for  a  patent,  yvithout 
forfeiting  or  necessarily  abandoning  his  right  to  a  patent 
As  I  understand  this  statute,  and  as,  1  believe,  it  has  been 
generally  construed  and  applied  thus  far  in  the  several  Cir- 
cuits, it  virtually  extends  the  patentee's  privilege  to  sixteen 
yeare  instead  of  fourteen ;  that  is,  he  may  use  his  improve- 
ment, by  making  and  using  his  machines,  and  by  vending 
and  taking  pay  for  them,  for  two  years  previous  to  his  appli- 
cation for  a  patent,  without  forfeiting  the  benefits  conferred 
upon  him  by  his  patent  But,  if  he  either  sells  a  machine  or 
uses  one,  or  puts  one  into  public  use,  at  any  time  more  than 
two  years  before  his  application,  it  works  a  forfeiture  of  his 
right. 

It  is  claimed  by  the  defendants,  first,  that  the  plaintiff  has 
forfeited  his  right  in  this  case ;  and  secondly,  that  he  has 
abandoned  it 

The  plaintiff 's  application  for  the  patent  which  was  issued 
on  the  23d  of  October,  1847,  was  made  on  the  3d  of  April, 
1847.  Any  sale,  therefore,  or  any  use  of  the  improvement, 
subsequent  to  the  3d  of  April,  1845,  is  protected  by  the 
statute  of  1839,  and  cannot  be  relied  upon  as  working  a  for- 
feiture. It  is  necessaiy,  therefore,  that  the  defendants  should 
show  a  sale  or  putting  into  public  use  of  the  patented  im- 
provement prior  to  the  3d  of  April,  1845.  That  involves  a 
question  of  fact  I  have  had  some  diflicuhy,  on  looking 
through  the  testimony,  in  ascertaining  the  precise  time  when 
the  improvement  embodied  in  the  patent  was  made  by  the 
plaintiff.  The  fexact  time  has  not  been  shown,  but  it  appears 
in  evidence,  and  I  have  looked  into  this  with  great  cai-e,  that 
this  patented  improvement  in  regard  to  the  seat,  as  claimed 
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by  the  plaintiff,  was  not  in  the  machines  constructed  for  the 
harvest  of  1845.  Those  machines  were  made  by  Brown,  by 
Magnes  and  by  Zink.  They  had  a  board  seat  put  upon  them, 
without  any  change  being  made  in  the  arrangement  of  th% 
machine  or  of  the  reel,  and  had  no  wheel-board.  That  seat 
.went  out  of  use  and  was  a  failure.  Of  course,  none  of  the 
machines  with  that  seat,  although  used  with  the  assent  of  the 
plaintiff,  come  within  the  rule  of  law  in  relation  to  the  ques- 
tion of  forfeiture,  because  they  do  not  embody  the  improve- 
ment claimed  in  the  patent,  and  it  is  that  which  must  be  put 
in  use  more  than  two  years  prior  to  the  application,  in  order 
to  work  a  forfeiture  of  the  right.  There  was  one  machine 
made  for  the  harvest  of  1845,  the  one  of  which  Chappell  and 
Bamet  gave  an  account,  that  was  carried  to  Geneseo  and 
Mount  Morris  in  July,  1845,  and  operated  there.  It  was  the 
one  which  had  a  box  upon  it,  and  it  also  had  a  seat  with  a 
front-piece,  there  having  been  no  piece  in  front  of  the  raker 
in  the  other  machines  made  for  the  harvest  of  1845.  But, 
although  the  Mount  Morris  machine  had  the  seat  thus 
arranged,  it  did  not  embrace  the  arrangement  subsequently 
made,  and  described  in  the  patent  of  1847.  It  was  merely 
one  of  the  old  machines  with  the  form  of  the  seat  changed  ; 
and,  BO  far  as  I  can  gather  the  date,  from  my  examination  of 
the  testimony,  no  machine,  with  the  ari-angement  and  combi- 
nation described  in  the  patent  of  1847,  was  put  into  use  or 
on  sale  until  the  harvest  of  1846. 

The  next  question  is  that  of  abandonment.  The  mere  fact 
of  making  and  selling  an  improvement  or  invention,  or  of 
putting  it  into  public,  use,  at  any  time  within  two  years  be- 
fore the  application  for  a  patent,  is  not,  of  itBelf ,  an  abandon- 
ment of  the  invention  to  the  public.  The  right  thus  to  use 
his  invention  before  the  granting  of  a  patent,  is  a  right  con- 
ferred on  the  inventor  by  the  Ayt  of  1839,  Something  more 
must  be  done  within  the  two  years — ^there  must  be  some  acts 
of  the  inventor,  indicating  an  intention  on  his  part  to  devote 
his  improvement  to  the  public  in  general,  in  order  to  author- 
ize the  jury  to  come  to  the  conclusion  that  he  has  so  aban- 
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doned  it  It  is  for  them  to  say  whether  the  acts  of  the  plain- 
tiff within  the  two  years,  satisfy  them  that  it  was  his  design 
and  intention  to  devote  the  invention  to  the  pnbKc  at  large, 
1^  a  gratuity,  and  without  receiving  a  consideration  for  its 
bestowal. 

It  is  proper  for  me  to  say,  also,  that  those  who  rely  upon 
the  ground  that  a  party  has  fnrfeited  a  legal  right  secured  to 
him  in  due  form  of  law,  for  the  purpose  of  defeating  his 
enjoyment  of  that  right,  must  make  out  the  point  clearly  and 
satisfactorily,  beyond  any  reasonable  doubt  or  hesitation; 
because,  the  law  does  not  favor  an  abandonment,  and  throws 
upon  the  party  who  seeks  to  obtain  the  benefit  of  a  forfeiture 
the  burden  of  proving  it  beyond  all  reasonable  question. 

I  have  thus  gone  through  with  the  three  claims,  the  divider 
ai3id  the  reel-post  in  tlie  patent  of  1845,  and  the  raker's  seat 
in  the  patent  of  1847.  If  you  are  with  the  plaintiff  on  either 
one  of  these  claims,  he  is  entitled  to  your  verdict.  You  will 
take  them  up,  one  by  one,  and  decide  whethei*  or  not  the 
plaintiff  has  made  out  his  title  to  them  as  inventions,  and  also, 
whether  or  not  the  defendants  have  violated  his  rights.  If 
yoii  find  for*  the  plaintiff  on  any  one  of  the  claims,  he  is  enti- 
tled to  your  verdict ;  and,  if  you  find  for  the  defendants  on 
all  of  them,  your  verdict  will  be  for  the  defendants. 

The  only  remaining  question  is  that  of  damages.  The  rule 
of  law  on  this  subject  is  a  very  simple  one.  The  only  diffi- 
culty that  can  exist,  is  in  the  application  of  it  to  the  evidence 
in  the  case..  The  general  rule  is,  that  the  plaintiff,  if  he  has 
made  out  his  right  to  recover,  is  entitled  to  the  actual  dam- 
ages he  has  sustained  by  reason  of  the  infringement;  and 
those  damages  may  be  determined  by  ascertaining  the  profits 
which,  in  judgment  of  law,  he  would  have  made,  provided 
the  defendant  had  not  interfered  with  his  rights.  That  view 
proceeds  upon  the  principle,  that  if  the  defendant  had  not 
interfered  with  the  patentee,  all  persons  who  bought  the  de- 
fendant's machine  would  necessarily  have  been  obliged  to  go 
to  the  patentee  and  purchase  his  machine.  And  the  profits 
that  the  patentee  might  have  made  out  of  the  machines  thus 
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unlawfully  constructed,  present,  therefore,  a  ground  that  may 
properly  aid  the  jury  in  arriving  at  the  damages  which  the 
patentee  has  sustained. 

It  has  b6en  suggested  by  the  counsel  for  tlie  defendants 
that,  inasmuch  as  the  claims  of  the  plaintiff  in  question  here 
are  simply  for  improvements  upon  his  old  reaping  machine, 
the  patent  for  which  expired  on  the  21st  of  June,  1848,  and 
not  for  an  entire  machine  and  every  part  of  it,  the  damages 
should  be  limited  in  proportion  to  the  value  of  the  improve- 
ments thus  made  ;  and  that,  therefore,  a  distinction  exists,  in 
regard  to  the  rule  of  damages,  between  an  infringement  of 
an  entire  machine  and  an  infringement  of  a  mere  improve- 
ment on  a  machine.  1  do  not  assent  to  this  distinction.  On 
the  contrary,  according  to  my  view  of  the  law  regulating  the 
measure  of  damages  in  cases  of  this  kind,  the  rule  which  is 
to  govern  is  the  same  whether  the  patent  covere  an  entire 
machine  or  an  improvement  on  a  machine.  Those  who  choose 
to  use  the  old  machine  in  this  case,  have  a  right  to  use  it  witli- 
ont  incurring  any  responsibility.  But  if  they  engraft  on  it 
an  improvement  secured  by  a  patent,  and  use  the'  machine 
with  that  improvement,  they  have  deprived  the  patentee  of 
the  fruits  of  his  invention,  the  same  as  if  he  had  invented 
the  entire  machine ;  because,  it  is  his  improvement  that  gived 
value  to  the  machine,  on  account  of  the  public  demand  for 
it  The  old  instrument  is  abandoned,  and  the  public  call  for 
the  improved  instrument,  and  the  whole  instrument,  with  the 
improvement  upon  it,  belongs  to  the  patentee.  Any  person 
has  a  right  to  use  the  old  machine,  but,  if  an  inventor  en- 
grafts upon  the  old  machine  which  he  has  a  right  to  use,  an 
improvement  that  makes  it  superior  to  anything  of  the  kind 
for  the  accomplishment  of  its  purposes,  he  is  entitled,  under 
a  patent  for  th^  improvement,  to  the  benefit  of  the  operation 
of  the  machine  under  all  circumstances,  with  the  improve- 
ment engrafted  upon  it,  to  the  same  degree  in  which  the 
original  patentee  was  entitled  to  the  old  machine.    . 

There  are  some  data  furnished  by  the  couneel  on  both 
sides,  which  it  is  proper  the  jury  sbould  take  \TXtO  view,  in 
17 
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ascertaining  the  damages^  provided  they  arrive  at  this  ques- 
tion in  the  case.  It  is  conceded  that  just  three  hundred  ma- 
chines have  been  made  by  the  defendants,  of  the  description 
to  which  I  have  called  your  attention,  and  testimony  has 
been  gone  into  on  both  sides,  for  the  purpose  of  showing 
the  cost  of  the  machines  and  the  prices  at  which  they  sold. 
In  order  to  ascertain  the  profits  accruing  to  the  party  who 
makes  machines  of  this  description,  you  must  first  ascertain 
the  cost  of  the  materials  and  labor,  and  the  interest  on  the 
capital  used  in  the  manufacture  of  the  machines.  Tou  must 
also  take  into  account  the  expense  to  which  the  manufacturer 
is  subjected  in  putting  them  into  market,  such  as  that  of 
agencies  and  transportation  and  insurance ;  and,  where  the 
article  is  sold  on  credit,  a  deduction  must  also  be  made  for 
bad  debts.  All  these  things  must  be  taken  into  account,  in 
order  to  bring  into  the  cost  every  element  that  properly  goes 
to  constitute  it  in  the  hands  of  the  manufacturer.  When 
you  have  ascertained  the  aggregate  sum  of  the  cost,  deduct 
it  from  the  price  paid  by  the  purchaser,  and  you  have  the 
net  pi-ofit  on  each  machine.  By  this  process  you  are  enabled 
to  approximate  to  something  like  the  actual  loss  that  the 
patentee  sustains,  in  a  case  where  his  right  has  been  violated 
by  persons  interfering  with  him  and  putting  into  market  his 
improvement.  There  is  considerable  difference  between  the 
witnesses  for  the  respective  parties,  in  their  testimony  as  to 
the  cost  of  constructing  the  machine.  I  believe  that  the 
witnesses  on  the  part  of  the  plaintiflE  brought  down  the  cost 
to  thirty-seven  dollars  on  each  machine,  and  stated  the  net 
profit  on  each  to  be,  on  an  average,  over  sixty  dollars ;  while 
the  witnesses  on  the  part  of  the  defendants  put  the  cost  at 
some  sixty-seven  dollars,  including  work,  labor  and  expenses, 
and  some  made  it  even  higher  than  that,  including  the  ex- 
pense of  collecting  debts  and  of  agencies.  It  appears  that 
the  machines  have  been  sold  at  prices  varying  from  one  hun- 
dred dollars,  for  cash,  up  to  one  hundred  and  twenty  dollars 
and  one  hundred  and  twenty-five  dollars,  on  credit,  dependr 
ing  somewhat  upon  the  place  to  which  they  have  been  sent. 
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Many  have  gone  to  a  considerable  distance  into  various  States, 
and  there  is  a  difference  in  the  price  of  the  machines,  whether 
they  are  bought  at  the  factory  or  at  distant  points. 

The  question  of  damages  will  depend  upon  the  good  sense 
and  sound  judgment  of  the  jury,  upon  the  facts  which  have 
been  introduced  to  show  the  loss  which  has  been  sustained 
by  the  patentee,  or,  in  other  words,  the  profits  he  would  have 
made  if  the  infringement  had  not  occurred.  The  plaintiff 
will  be  entitled,  provided,  on  an  accurate  estimate,  you  can 
arrive  at  the  actual  damages,  to  interest  on  them  from  the 
commencement  of  the  suit  in  August,  1850 ;  and,  in  addition 
to  all  this,  if  the  jury  are  satisfied  that  the  plaintiff  has  sus- 
tained damages  beyond  those  arising  from  the  actual  inter- 
ference of  the  defendants  in  making  and  putting  into  market 
similar  machines,  they  will  be  justified  in  allowing  them.  I 
allude  now  to  the  publications  by  the  defendants,  disparaging 
and  denouncing  the  improvement*  of  the  plaintiff,  in  connec- 
tion with  their  infringement  by  making  and  vending  the  arti- 
cle, and  while  they  were  thus  engaged  in  the  violation  of  the 
patent.  This  question  of  damage  is  very  much  at  large,  and 
rests  in  the  sound  discretion  of  the  jury.  It  is  always  much 
easier  to  calculate  large  profits  upon  paper  tiban  it  is  to  real- 
ize them  by  practical  experience  in  the  business  of  mankind. 
The  question,  therefore,  is  one  which  the  jury  must  decide 
with  caution,  care  and  prudence,  and  they  must  confine  the 
measure  of  damages  to  the  fair  and  actual  loss  which  the 
patentee  has,  in  their  judgment,  sustained,  on  accoimt  of  the 
infringement  by  the  defendants. 

The  jury  failed  to  agree  upon  a  verdict. 

At  the  October  Term,  1851,  at  Albany,  before  Mr.  Justice 
Nelson,  the  case  came  on  again  for  trial,  when  the  defend- 
ants moved  its  postponement  on  account  of  the  absence  of  a 
material  witness  in  regard  to  tibe  patent  of  1845,  The  Court 
holding  that  sufficient  cause  for  a  postponement  had  been 
shown,  the  plaintiff  waived  all  claim  to  recover  in  the  suit 
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upon  tho  patent  of  1845,  and  the  Court  directed  the  trial  to 
proceed  upon  the  patent  of  1847  alone.  The  evidence  given 
on  both  sides,  as  to  the  latter  patent,  was  very  much  the  same 
as  on  the  previous  trial,  and  the  charge  of  the  Court  was  sub- 
stantially the  same.  The  juiy  found  a  verdict  for  the  plain- 
tiff, for  $17,306  66.* 

Samuel  Stevens,  Charles  M.  Keller,  Edwin  W.  Stoughton 
and  Samxiel  Blatchford,  for  the  plaintiff. 

Ransom  IL  GiUet  and  Ilenry  i?.  Selden,  for  the  defend- 
ants. 


Elisha  Foote  vs.  Horace  C.  Silsby  and  others.    In  Eqihty. 

In  Footers  patent  for  an  "  improTement  in  regulating  the  draft  of  stores/'  the 
first  claim,  being  a  claim  to  **  the  application  of  the  expansive  and  contract- 
ing power  of  a  metallic  rod  by  different  degrees  of  heat^  to  open  and  close 
a  damper  wliich  governs  the  admission  of  air^into  a  stove  m  which  it  maj 
be  used,  by  which  a  more  perfect  control  over  the  heat  is  obtained  than  can  be 
by  a  damper  in  the  flue,"  is  a  claim  independent  of  any  particular  arrange- 
ment or  combination  of  machinery  or  contrivance  for  the  purpose  of  applying 
tlie  principle  to  tlie  regulation  of  the  heat  of  stoves. 

Where  a  party  has  discovered  a  new  application  of  'some  property  in  nature 
never  before  known  or  in  use,  by  which  he  has  produced  a  new  and  useful 
result,  the  discovery  is  the  subject  of  a  patent,  independently  of  any  peculiar 
or  new  arrangement  of  machinery  for  the  purpose  of  applying  the  new  prop- 
erty. 

Hence,  the  inventor  has  a  right  to  use  any  means,  old  or  new,  in  the  application 
of  the  new  property  to  produce  the  new  and  useful  result,  to  the  exclusion  of 
all  other  means. 

The  case  of  Xcilton  v.  Harford^  (  TTeAf/.  P.  C,  295,)  cited  and  approved. 

A  mere  abstract  conception  cannot  be  the  subject  of  a  patent ;  but,  when  it  is 

*  Judgment  having  been  entered  on  this  verdict,  the  defendants  carried  the 
case  by  writ  of  error  to  the  Supreme  Court,  where  it  is  reported  as  Seymour  v. 
MeCormick,  (16  Hovk  480.)  That  Court'  reversed  the  judgment,  on  the  ground 
of  misdirection  by  the  Court  below,  in  its  charge  as  to  the  rule  of  damages,  but, 
sustained  its  other  rulings. 
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reduced  to  practice,  by  any  means,  old  or  new,  resulting  usefully,  it  is  the 
subject  of  a  patent,  independently  of  the  machinery  by  which  the  application 
is  made. 

In  the  case  of  such  a  patent,  olthough  old  means  be  used  by  the  patentee  for 
giving  application  to  the  new  conception,  yet  the  patent  excludes  all  persons 
other  than  the  patentee  from  the  use  of  those  means,  and  of  all  oth^  means, 
in  a  similar  application. 

The  novelty  of  the  inrentlon  covered  by  said  first  claim,  can  be  defeated  only 
by  showing  the  prior  application  of  the  principle  of  the  expansion  and  con- 
traction of  the  metallic  rod  to  regulate  the  heat  of  a  stove,  by  means  of  the 
hfot  produced  by  the  stove  itself.  It  is  not  defeated  by  showing  a  prior  appli- 
cation of  the  expansion  and  contraction  of  a  metallic  rod  to  open  and  close  a 
damper,  where  the  metallic  rod  was  heated  indirectly  by  the  heat  of  a  furnace, 
by  being  immersed  in  hot  water. 

But  tlie  prior  application,  in  order  to  defeat  the  novelty  of  the  said  first  claim, 
need  not  have  been  made  by  the  very  best  apparatus  that  could  be  devised. 
The  question  does  not  depend  upon  the  degree  of  usefulness,  but  upon  the 
practically  useAil  and  successful  prior  application  of  the  principle. 

Where,  prior  to  the  plaintiff's  invention  of  the  application  covered  by  the  said 
first  claim,  the  principle  of  th&  expansion  and  contraction  of  a  metallic  rod 
heated  by  the  stove  itself,  had  been  applied  to  regulate  its  heat,  the  rod 
being,  however,  a  compound  rod,  composed  of  a  slip  of  brass  and  a  slip  of 
iron,  firmly  fastened  together,  and  the  motion  of  the  damper  being  produced 
through  a  deflection  of  the  rod  resulting  from  its  curvature,  caused  by  the 
unequal  dilatation,  under  a  given  degree  of  heat,  of  the  two  metals  composing 

\  it,  that  of  brass  being  greater  than  that  of  iron,  whereas,  in  the  plaintiff's 
invention,  the  motion  was  produced  by  the  direct  linear  expansion  of  a  brass 

\  rod  used,  in  connection  with  an  iron  stove :  Held,  that  the  principle  of  the 
application  of  the  expansion  and  contraction  of  the  metallic  rod  to  regulate 
the  damper,  by  causing  it  to  open  and  close  according  to  the  degrees  of  heat 
in  the  stove  itself,  as  covered  by  the  said  first  claim,  was  the  some  in  the  two 
applications. 

The  said  first  claim  does  not  involve  any  mode  or  method  of  application,  or  any 
question  of  difference  in  degree — as  that  an  apparatus  having  the  linear  expan- 
sion as  distinguished  from  curvature,  possesses  greater  power  or  can  perform 
what  the  other  cannot. 

The  third  claim  of  the  patent,  being  a  claim  to  ^'the  combination,  above  de- 
scribed, by  which  the  regulation  of  the  heat  of  a  stove  in  which  it  may  be  used 
is  effected,*'  Held  to  be  a  claim  for  a  eombinoHon,  consisting  of  four  parts, 
specifically  defined. 

Though  the  parts  separately  nay  all  be  old,  yet,  if  the  plaintiff  was  the  first  to 
combine  all  four  of  them,  for  the  pariicular  purpose  of  regulating  the  heat 
of  a  stove  by  means  of  its  own  heat,  he  is  entitled  to  be  protected  in  that 
improvement. 

The  novelty  of  the  said  third  claim  is  not  defeated  by  showing  a  prior  combi- 
nation of  the  same  four  parts,  in  which  the  expansion  and  contraction  of  the 
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metallic  rod  were  produced  by  its  immersion  in  hot  water,  and  not  directly 
by  the  heat  of  the  stove  itself  whose  heat  was  to  be  regalated. 
The  prior  combiDation,  to  defeat  the  novelty  of  said  third  claim,  must  have  been 
an  apparatus  of  practical  utility,  and  must  have  embraced  all  the  elements 
embraced  in  the  plainUff  *s  combination. 

(Before  Nelson,  J.,  Northern  District  of  New  York,  July  lOtb,  1861.) 

This  was  the  trial,  before  Mr.  Justice  Nelson,  of  a  feigned 
issue  ordered  in  this  case,  (1  Blatch,  G,  G.  B.  545,)  to  try  the 
question,  whether  the  plaintiff  was  the  original  and  first  in- 
ventor of  the  first  and  third  improvements  claimed  in  Letters 
Patent  granted  to  him  May  26th,  1842,  for  an  "  improvement 
in  regulating  the  draft  of  stoves."  The  specification  of  the 
plaintiff 's  patent,  and,  also,  descriptions  of  the  apparatus  of 
Dr.  Ure  and  of  the  egg-hatcher  of  Bonnemain,  put  in  evi- 
dence by  the  defendants,  and  referred  to  in  the  charge  of  the 
Court,  are  set  forth  at  length  in  1  Blatch,  G.  G,  B.  446  to 
454.  All  other  facts  necessary  to  an  understanding  of  the 
case  sufficiently  appear  in  the  charge  of  the  Court. 

In  charging  the  jury.  Nelson,  J.,  remarked  as  follows": 
The  patentee  in  this  case  describes  particularly,  and  with 
great  fulness,  two  modes  of  applying  the  improvement  which 
he  claims  to  have  made.  They  differ,  I  believe,  only  in  one 
respect,  and  that  consists  in  the  method  of  detaching  the  con- 
necting-rod, which  is  operated  by  the  brass  rods,  from  the 
damper,  so  as  to  prevent  all  difficulty  in  extreme  heat,  and 
give  to  the  brass  rods  full  operation  in  any  degree  of  heat 
that  may  be  applied  to  them.  After  giving  these  two  de- 
scriptions of  the  machinery  used  to  carry  out  the  improve- 
ment, the  patentee  then  specifies  the  several  improvements 
which  he  claims  to  have  invented,  as  follows :  (The  Judge 
here  read  the  four  claims  in  the  specification.) 

The  second  claim,  which  is  the  adjusting  process,  and  the 
fourth  claim,  which  is  the  detaching  process,  are  not  in  con- 
troversy between  the  parties  to  this  suit,  as  individual  claims, 
and  may  be  laid  out  of  view ;  leaving  the  first  and  the  third 
as  improvements  claimed  by  the  plaintiff  which  are  .contro- 
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verted  by  the  defendants,  and  which  present  the  two  ques- 
tions for  your  examination  and  decision.  These  questions 
are  presented  in  the  form  of  a  feigned  issue  sent  from  a 
Court  of  Equity  to  be  tried  in  a  Court  of  law  before  a  jury, 
and  it  will,  therefore,  be  necessary  for  you  to  take  them  up 
separately,  and  examine  them,  and  return  a  special  verdict  on 
each  issue,  expressing  either  affinnatively  or  negatively  your 
answer  to  each  of  the  questions. 

The  first  question  arises  on  the  first  claim  set  forth  in  the 
patent  of  the  plaintiff.  You  are  to  examine  the  evidence 
which  has  been  furnished  by  the  respective  parties,  subject  to 
the  rules  of  law  which  will  be  given  to  you,  and  to  determine 
whether  or  not  the  plaintiff  was  the  first  and  original  inventor 
of  the  improvement  covered  by  the  first  claim.  K  he  was, 
you  will  respond  in  the  aflBrmative.  If  he  was  not,  you  will 
respond  in  the  negative. 

There  has  been  some  difference  of  opinion  between  the 
counsel  for  the  respective  parties,  as  regards  the  true  con- 
struction to  be  given  to  the  first  claim,  and  it  will,  therefore, 
be  necessary  for  the  Court  to  call  your  attention  particularly 
to  this  branch  of  the  case.  It  will  be  seen  that  the  patentee, 
after  he  has  set  forth,  in  general  terms,  that  he  has  made  a 
new  and  useful  improvement  in  regulating  the  heat  of  stoves, 
has  set  forth,  with  great  particularity,  two  modes  by  which 
he  adapts  this  improvement  to  use,  through  the  arrangement 
of  various  machinery ;  and  that  then,  in  this  firct  claim,  he 
claims  the  application  of  the  expansive  and  contracting  power 
of  a  metallic  rod  by  different  degrees  of  heat,  to  open  and 
close  a  damper  which  governs  the  admission  of  air  into  a 
stove  in  which  it  may  be  used,  by  which  a  more  perfect  con- 
trol over  the  heat  is  obtained  than  can  be  by  a  damper  in 
the  flue.  Now,  it  is  the  application  of  the  expansive  and 
contracting  power  of  the  metallic  rod  to  regulate  the  heat  of 
the  stove  by  opening  and  closing  the  damper,  the  whole 
being  self-acting  in  the  admission  or  exclusion  of  air,  that  is 
specifically  claimed  in  this  part  of  the  patent ;  and,  accord- 
ing to  the  construction  that  I  give  to  it  aud  have  always 
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given  to  it,  it  is  a  claim  independent  of  any  particular 
arrangement  or  combination  of  machinery  or  contrivance  for 
the  purpose  of  applying  the  principle  to  the  regulation  of 
the  heat  of  stoves.  I  have  always  supposed,  therefore,  that 
the  peculiar  arrangement  or  construction  of  the  machinery 
used  did  not  enter  into  this  branch  of  tlie  claim.  Where  a 
party  has  discovered  a  new  application  of  some  property  in 
nature,  never  before  known  or  in  use,  by  which  he  has  pro- 
duced a  new  and  useful  result,  tlie  discovery  is  the  subject 
of  a  patent,  independently  of  any  peculiar  or  new  arrange- 
ment of  machinery  for  the  purpose  of  applying  the  new  prop- 
erty in  nature ;  and,  hence,  the  inventor  has  a  right  to  use 
any  means,  old  or  new,  in  the  application  of  the  new  prop- 
erty to  produce  the  new  and  useful  result,  to  the  exclusion 
of  all  other  means.  Otherwise,  a  patent  would  afford  no 
protection  to  an  inventor  in  cases  of  this  description;  be- 
cause, if  the  means  used  by  him  for  applying  his  new  idea 
must  necessarily  be  new,  then,  in  all  such  cases,  the  novelty 
of  the  arrangement  used  for  the  purpose  of  effecting  tlie 
application  would  be  involved  in,  every  instance  of  infringe- 
ment, and  the  patentee  would  be  bound  to  make  out,  not 
only  the  novelty  in  the  new  application,  but  also  the  novelty 
in  the  machinery  employed  by  him  in  making  the  applica- 
tion. 

To  illustrate  my  view,  I  will  call  your  attention  to  a  decis- 
ion upon  this  point  It  is  a  principle  established  in  the  case 
of  Neilson  v.  Harford^  ( Webster^s  Patent  Cases^  295,  310, 
328,)  and  is  quoted  in  Curtis  on  Patents^  §  80  :  "  Where  the 
invention  consisted  in  the  application  of  heated  air  as  a  blast 
for  fires,  forges  and  furnaces,  but  the  patentee  claimed  no 
particular  form  of  apparatus  for  heating  the  air,  but  described 
an  apparatus  by  which  it  might  be  heated,  and  the  defend- 
ant had  employed  an  apparatus  confessedly  superior  in  its 
effects  to  that  described  in  the  plaintiff's  specification,  and 
such  an  improvement  as  would  have  supported  a  patent; 
but,  as  it  involved  the  principle  of  the  plaintiff 's  invention, 
it  was  held  an  infringement."     Although  the  defendant  in 
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tliat  case  had  got  up  an  apparatus  which  was  superior  to  tlie 
apparatus  of  the  patentee,  yet,  inasmuch  as,  in  his  apparatus, 
he  was  applying  heated  air  as  a  blast  for  furnaces,  he  was  an 
infringer,  because  he  availed  himself  of  the  new  idea  of  tlie 
patentee.  In  §  81  it  is  further  laid  down :  "  In  cases  of  this 
class,  where  the  most  important  part  and  merit  of  the  inven- 
tion consists  in  the  conception  of  the  original  idea,  rather 
than  in  the  manner  in  which  it  is  to  be  carried  out  or  applied 
in  practice,  it  is  clear  that  a  principle  carried  into  practice  by 
some  means  constitutes  the  subject-matter  of  the  patent.  In- 
Tentions  of  this  class  may  have  a  character  totally  iadepen- 
dent  of  the  particular  means  by  which  they  are  applied, 
although  the  patentee  must  have  applied  the  invention  by 
some  means ;  and,  when  he  has  done  so,  the  imitating  that 
character  may  be  a  piracy  of  that  invention,  although  the 
means  may  be  very  different,  and  such  as  in  themselves  might 
constitute  a  distinct  or  substantial  invention.  The  machinery 
employed  is  not  of  the  essence  of  the  invention,  but  inciden- 
tal to  it." 

Now,  in  this  case,  as  I  understand  the  claim  of  the  paten- 
tee, he  claims  the  application  of  the  principle  of  expansion 
and  contraction  in  a  metallic  rod  to  the  purpose  of  regulating 
the  heat  of  a  stove.  That  is  the  new  conception  which  he 
claims  to  have  struck  out ;  and,  although  the  mere  abstract 
conception  would  not  have  constituted  the  subject-matter  of  a 
patent,  yet,  when  it  is  reduced  to  ♦practice  by  any  means,  old 
or  new,  resulting  usefully,  it  is  the  subject  of  a  patent,  inde- 
pendently of  the  machinery  by  which  the  application  is  made. 
I  think,  therefore,  that  in  examining  the  first  question  pre- 
,  sented  to  you,  you  may  lay  altogether  out  of  view  the  con- 
trivance by  which  the  application  of  the  principle  is  made, 
and  confine  yourselves  to  the  original  conception  of  the  idea 
carried  into  practice  by  some  means ;  but,  whether  the  means 
be  old  or  new  is  immaterial,  for,  although  old  means  be  used 
for  giving  application  to  the  new  conception,  yet  the  patent 
excludes  all  persons  other  than  the  patentee  from  the  use  of 
those  means  and  of  all  other  means  in  a  similar  application. 
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The  question,  then,  is  whether,  anterior  to  the  patent  of  the 
plaintiff,  any  person  had  discovered  the  application  of  the 
principle  in  question  to  regulate  the  heat  of  a  stove,  and  ap- 
plied it  by  some  apparatus  which  operated  usefully  to  effect 
that  object.  On  this  branch  of  the  case  you  have  the  descrip- 
tion of  the  use  of  this  principle  by  Dr.  Ure,  for  regulating 
heat  in  a  stove  or  furnace.  Two  illustrations  and  descriptions 
of  lire's  apparatus  are  furnished  by  the  defendants.  You 
have  also  the  description  and  model  of  the  application  of  the 
principle  by  Bonnemain,  called  the  egg-hatcher;  also  the 
description  of  the  application  by  Ward,  in  his  ventilator ;  and 
the  description  and  model  of  Evans'  contrivance  to  regulate 
the  admission  of  cold  water  into  a  boiler,  with  a  view  to 
regulate  the  temperature  of  the  water.  You  have  also  the 
Saxton  stove,  made  in  1838,  and  produced  in  Court,  and  the 
description  of  Dr.  Amott's  stove  improved,  and  the  various 
models  of  it  furnished  by  the  respective  parties.  In  all  these 
cases,  the  principle  of  the  contraction  and  expansion  of  a 
metallic  rod  has  been  adapted  to  the  regulation  of  heat  for 
what  is  claimed  to  have  been  a  beneficial  purpose. 

As  respects  the  various  contrivances  of  Ure,  Bonnemain 
and  Evans,  it  does  not  appear  that  any  one  of  those  persons 
ever  applied  the  principle  of  the  expansion  and  contraction 
of  the  metallic  rod  to  regulate  the  heat  of  a  stove,  by  means 
of  the  heat  produced  by  the  stove  itself,  thereby  producing  a 
self -regulator ;  and  it  is,  therefore,  quite  obvious  that  no  one 
of  them  had  reached  the  idea.  In  all  these  contrivances, 
with  the  exception  of  Ward's,  the  metallic  rod  used  to  pro- 
duce the  motion  by  which  the  damper  was  opened  and 
closed,  was  not  heated  by  the  air  of  the  furnace,  but  was 
heated  indirectly  by  the  heat  of  the  furnace,  by  being  im- 
mersed in  hot  water.  They  all,  therefore,  fell  short  of  the 
whole  idea  embraced  in  the  first  claim  of  the  patent  Ward's 
application  was  applied  to  the  ventilation  of  a  room,  and,  so 
far  as  regards  the  conception  of  the  idea  of  regulating  the 
heat  of  a  stove  by  the  use  of  an  expanding  and  contracting 
metal,  was  altogether  different  from  the  plaintiff's.    It  was  a 
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use  of  the  principle  to  regulate  a  damper,  but  it  was  not 
adapted  to  regulate  the  heated  air  of  a  stove,  which  is  the 
application  in  question  here.  In  this  respect,  therefore,  it 
was  the  same  as  Ure's,  Bonnemain's  and  Evans'. 

But,  in  the  Saxton  stove,  you  have  the  application  of  the 
principle  in  question  directly  to  tlie  regulation  of  the  heated 
air  of  the  stove,  by  the  opening  and  closing  of  a  damper  to 
admit  or  exclude  the  air  for  the  supply  of  combustion,  by  the 
use  of  a  metallic  rod  heated  by  the  heated  air  of  the  stove 
itself.  The  same  remark  may  be  made  in  relation  to  Dr. 
Arnott's  stove  improved,  if  the  counsel  for  the  defendants  are 
right  in  their  version  of  the  description  of  that  stove,  and  if 
the  model  they  have  produced  of  it  be  correct.  It  is  of  no 
great  ^moment,  however,  on  this  branch  of  the  case,  whether 
they  be  right  or  wrong,  as  the  question  will  turn  on  the  Sax- 
ton  stove,  made  in  1838. 

Now,  it  is  insisted  by  the  counsel  for  the  plaintiff,  that 
although  there  is  in  the  Saxton  stove  an  application  of  the 
principle  of  the  expansion  and  contraction  of  a  metallic  rod 
heated  by  the  stove  itself,  to  regulate  its  heat,  yet  the  rod  is 
a  compound  rod,  composed  of  a  slip  of  brass  and  a  slip  of 
iron,  firmly  fastened  together,  and  the  motion  of  the  damper 
is  produced  through  a  deflection  of  the  rod  resulting  from  its 
curvature,  caused  by  the  unequal  dilatation,  under  a  given 
degree  of  heat,  of  the  two  metals  composing  it,  that  of  brass 
being  greater  than  that  of  iron ;  that  such  an  application  is 
distinguishable  from  an  application  of  the  principle  made  by 
the  direct  linear  expansion  of  a  brass  rod  used  in  connection 
with  an  iron  stove ;  and  that,  in  that  respect,  the  improve- 
ment of  the  plaintiff  is  distinguishable  from  the  principle  or 
conception  applied  in  the  Saxton  stove.  I  lay  entirely  out  of 
view  the  machinery,  and  speak  only  of  the  idea  of  applying 
the  principle  to  regulate  the  heat  of  stoves.  Such  is  the  dis- 
tinction relied  on  to  take  the  plaintiff's  improvement  speci- 
fied in  his  first  claim  out  of  the  conception  found  in  the 
application  of  the  metallic  rod  in  the  Saxton  stove. 

It  must  be  remembered,  however,  that  in  th©  1?^^^^  ^^ 
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bi-oad  claim  is  made  to  "  the  application  of  the  expansive  and 
coDtractiug  power  of  a  metallic  rod  by  different  degrees  of 
heat,  to  open  and  close  a  damper  wliich  governs  the  admis- 
sion of  air  into  a  stove  in  which  it  may  be  used,  by  which  a 
more  perfect  control  over  the  heat  is  obtained  than  can  be  by 
a  damper  in  the  flue."  And  one  thing  must  be  admitted, 
that  in  the  Saxton  stove  the  principle  of  the  expansion  and 
contraction  of  the  metallic  rod  was  applied  in  the  regulation 
of  the  damper,  by  causing  it  to  open  and  close  according  to 
the  degrees  of  heat  in  the  stove  itself.  The  means  by  which 
Saxton  produced  this  adaptation  were  indeed  different  from 
the  means  used  by  the  plaintiff,  but  the  principle  was  the 
same.  This  is  obvious  from  the  testimony,  and  so  say  all  the 
witnesses  who  have  been  examined  on  tlie  question.  Sax- 
ton's  conception  of  the  idea  was  anterior  to  that  of  the  plain- 
tiff. He  applied  the  principle  by  means  of  a  double  bar, 
which  produced  a  curvature.  Still,  that  curvature  waa  pro- 
duced by  the  expansion  and  contraction  of  the  brass  ix)d, 
which,  being  greater  under  the  same  temperature  than  the 
expansion  and  contraction  of  the  iron  rod,  resulted  in  the 
curvature,  giving  a  motion  which  was  applied  to  the  regula- 
tion of  the  damper. 

The  plaintiff  is  presumed,  in  judgment  of  law,  although  I 
suppose  the  fact  was  otherwise,  to  have  had  a  knowledge  of 
the  Saxton  stove,  and  of  the  application  of  the  metallic  rod 
to  regulate  its  heat,  when  he  applied  the  rod  to  the  regulation 
of  the  stove  described  in  his  patent,  and  he  there  saw  the 
principle  applied  by  means  of  the  deflection  produced  by  the 
two  compound  bars,  and  of  the  motion  resulting  from  the 
curvature. 

The  difficulty  in  this  branch  of  the  case,  on  the  part  of  the 
plaintiff,  lies, in  his  claim  to  the  original  conception  of  the 
adaptation  of  the  principle  to  the  purpose.  Saxton's  stove 
having  been  anterior  in  time  to  the  plaintiff 's,  the  principle 
existed  there,  and  was  only  applied  by  the  plaintiff  in  a  dif- 
erent  mode  to  the  same  object.  The  plaintiff  used  the 
direct  action  of  expansion  and  contraction  to  regulate  the 
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stove,  whereas  the  combination  of  the  iron  rod  with  the  brass 
rod  had  been  before  used.  That  would  seem  to  be  a  different 
mode  of  applying  the  principle,  rather  than  an  original  con- 
ception of  the  idea  of  adapting  the  expansion  and  contraction 
of  the  rod  to  the  regulation  of  a  siove.  The  idea  had  been 
before  conceived  and  applied  in  the  Saxton  stove. 

I  have  very  little  more  to  say  on  this  branch  of  the  case. 
All  that  I  desire  is,  to  impress  your  minds  disthictly  with  the 
thing  that  is  claimed  by  the  patentee,  so  that  you  may  not 
confound  with  something  else  the  actual  claim  that  is  made 
in  the  first  clause  of  the  patent.  That  claim  is  not  for  any 
mode  or  method  of  applying  the  expansion  and  contraction 
of  the  metallic  rod  to  regulate  the  heat  of  the  stove,  but  it 
is  for  the  conception  of  the  idea  itself.  It  is  for  you,  bear- 
ing that  in  mind,  and  weighing  the  evidence  in  the  case,  to 
say,  whether  the  plaintiff  was  tiie  original  discoverer  of  this 
conception  or  not.  If  he  was  not,  you  will  answer  the  first 
question  in  the  negative.  If  he  was,  you  will  answer  it  in 
the  affirmative. 

I  will  now  call  your  attention  very  briefly  to  the  second 
question.  It  arises  on  the  third  claim,  which  is  in  these 
words :  "  I  also  claim  the  combination,  above  described,  by 
which  the  regulation  of  the  heat  of  a  stove  in  which  it  may 
be  used  is  effected."  This  claim  applies  to  the  apparatus 
used  by  the  patentee  in  applying  the  principle.  He  has 
given  two  descriptions  of  his  mode  of  application.  lie 
claims  that  he  is  the  inventor  of  the  apparatus  thus  de- 
scribed, and  the  claim  embraces  the  whole  of  the  apparatus 
he  has  set  forth  in  his  first  description,  and  also  the  whole  of 
the  apparatus  in  his  second  description,  the  latter  differing 
from  the  former  only  in  including  the  detaching  process  as  a 
part  of  the  combination.  This  combination  consists  of,  firsts 
the  brass  rod,  which  is  used,  as  it  expands  and  contracts  from 
the  action  of  the  heat  of  the  stove,  to  give  the  power  to  open 
and  close  the  valve ;  second^  the  apparatus  by  which  the 
motion  obtained  by  the  expansion  of  the  rod  is  increased,  in 
order  to  operate  more  effectually,  which  is  a  combination  of 
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levers ;  thirds  the  adjusting  screw,  which  is  used  to  set  the 
brass  rod,  with  the  combination  of  levers  and  the  connecting- 
rod  attached  to  the  damper,  at  a  given  degree  of  tempera- 
ture, by  which  different  degrees  of  heat  are  obtained  in  the 
operation  of  the  stove ;  thus,  if,  when  the  stove  is  cold,  you 
were  to  set  the  brass  rod  with  its  connections  so  that  the 
damper  should  be  but  just  open,  a  very  slight  degree  of  heat 
would  close  it ;  consequently,  the  stove  and  the  room  it  was 
designed  to  heat  would  be  kept  at  a  low  temperature ;  but, 
if  the  apparatus  was  set  with  the  damper  wide  open,  it  would 
require  an  extreme  degree  of  heat  to  produce  a  sufficient 
expansion  of  the  metallic  rod  to  close  it;  fourth^  the  de- 
taching process,  by  which  the  connecting-rod  is  made  to  act 
or  cease  acting  on  the  damper.  In  the  apparatus  of  the 
plaintiff,  the  connecting-rod  operates  directly  and  positively 
both  to  open  and  close  the  damper.  The  damper  is  not  closed 
by  its  own  gravity,  by  being  released  at  the  extreme  of  ex- 
pansion. 

This  is  the  combination.  There  are  four  elements  in  it, 
which  I  have  named.  The  claim  is  for  the  combination  of 
all  of  them,  not  for  any  one  of  them.  It  is  inmiaterial 
whether  or  not  the  plaintiff  was  the  inventor  of  any  one  or 
two  of  them,  or  of  any  less  than  the  combination  of  the 
whole.  They  may  all  be  old ;  and  yet,  if  the  plaintiff  was 
the  first  to  combine  all  four  of  them,  for  the  particular  pur- 
pose of  regulating  the  heat  of  a  stove  by  means  of  its  own 
heat,  he  is  entitled  to  be  protected  in  that  improvement. 

Now,  I  am  inclined  to  think,  although  the  question  has  em- 
barrassed me,  and  I  may  possibly  after  all  have  fallen  into 
an  error  in  regard  to  it,  that  the  combinations  of  Dr.  Ure 
in  the  two  instances  before  alluded  to,  and  the  models  of 
which  have  been  produced  on  the  trial,  the  egg-hatcher  of 
Bonneiiiain  and  the  contrivances  of  Evans  and  pf  Ward,  do 
not  come  up  to  the  idea  of  the  combination  described  and 
claimed  by  the  patentee  and  embraced  in  this  second  ques- 
tion. I  mean,  aside  from  the  parts  composing  the  apparatus 
used  by  these  different  persons.    As  I  have  before  said,  when 
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speaking  of  the  first  question  submitted  to  you,  the  con- 
trivances devised  by  those  persons  were  not  constructed  to 
regulate  the  damper  of  a  stove  to  be  operated  on  by  the 
heat  of  the  stove.  In  all  the  cases  mentioned,  except  that  of 
Ward,  the  metallic  rod  was  heated,  so  as  to  produce  the  con- 
traction and  expansion,  by  immersion  in  hot  water.  The 
apparatus  was  made  with  a  view  to  the  heating  of  the  metal- 
lic rods  in  hot  water,  and  not  by  the  heat  of  the  stove,  except 
through  the  medium  of  the  water  which  was  heated  by  the 
stove  or  furnace.  It  is  quite  obvious,  that  an  apparatus  to  be 
operated  on  by  the  application  of  hot  water,  is  necessarily 
different  from  an  apparatus  to  be  acted  on  by  the  heat  of  the 
stove  itself,  which  is  often  an  extreme  heat.  This  is  a  view 
altogether  independent  (rf  the  peculiar  arrangement  of  the 
apparatus. 

It  is  your  duty,  however,  to  look  into  the  arrangement  of 
the  machinery  used  by  Ure,  Bonnemain,  Evans  and  Ward,  to 
see  whether  all  the  elements  composing  the  combination  of 
the  plaintiff  are  found  in  either  of  those  contrivances — that 
is,  whether  you  find,  in  either  of  them,  the  brass  rod  operated 
on  by  the  heated  air  of  the  stove,  with  a  system  of  leverage 
to  increase  motion,  the  adjusting  screw  to  set  the  apparatus 
at  a  given  degree  of  temperature,  and  the  detaching  appara- 
tus constructed  in  the  mode  described  by  the  patentee.  It  is 
necessary  that  you  should  find  all  these ;  not  only  the  parts 
in  their  peculiar  arrangement,  but  the  combination  of  all  the 
parts  of  the  same  peculiar  arrangement  in  one  or  another  of 
these  prior  contrivances,  in  order  to  make  out,  in  judgment 
of  law,  the  identity  essential  to  overthrow  the  claim  of  nov- 
elty involved  in  the  second  question. 

In  addition  to  those  other  contrivances,  you  have  again 
the  apparatus  used  in  Saxton's  stove.  There,  there  is  a  direct 
application  of  the  principle  to  the  regulation  of  the  heat  of  a 
stove,  and  so  there  is,  also,  in  the  case  of  Dr.  Amott's  stove 
improved,  provided  you  are  satisfied  with  the  description  of 
it,  and  with  the  accuracy  of  the  model  furnished  by  the  de- 
fendants.   Tou  will,  therefore,  examine  the  machinerj'  used 
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in  Saxtoii'B  stove,  which  was  made  in  1838,  and  see  whether 
the  arrangement  and  combination  are  or  are  not  substantially 
the  same  with  those  described  in  the  plaintiff 's  patent. 

There  is  one  consideration  which  it  is  proper  you  should 
take  into  ^-iew,  because  it  may  have  some  weight  on  this 
branch  of  the  case,  as  respects  the  comparison  of  the  appa- 
ratus in  Saxton's  stove  with  the  apparatus  described  by  the 
plaintiff.  It  is  this :  In  the  Saxton  stove,  the  compound-bar 
is  used,  and  the  motion  is  obtained  from  the  curvature  which 
results  from  the  difference  of  expansion  between  the  brass 
rod  and  the  iron  rod.  In  the  plaintiff 's  stove,  the  motion  is 
produced  by  the  direct  linear  expansion  of  the  rod.  It  is, 
therefore,  proper  for  you  to  keep  this  in  view,  when  you  are 
examining  the  means  used  by  each'for  the  purpose  of  giving 
application  to  this  expansive  and  contracting  principle  of 
metals,  to  see  whether  the  means  are  the  same  or  not,  and 
whether  the  principle  can  be  adapted  and  used  by  the  same 
apparatus  when  the  metal  is  acting  by  curvature  and  when 
it  is  acting  longitudinally.  This  is  a  question  of  fact,  and  it 
has  been  so  long  before  you  and  so  frequently  referred  to 
and  explained  by  the  witnesses  and  by  the  learned  counsel, 
in  the  course  of  -the  trial  and  in  summing  up,  that  it  is  unne- 
cessary for  me  to  call  your  attention  more  particularly  to  this 
branch  of  the  subject.  All  that  I  desire  is,  to  present  the 
point  so  that  you  may  comprehend  it.  The  question  is, 
whether  the  combination  of  the  different  parts  of  the  ma- 
chinery used  by  the  patentee  for  regulating  the  heat  of  a 
stove  by  means  of  this  principle  of  the  expansion  and  con- 
traction of  a  metallic  rod  was  new  and  not  before  known,  or 
whether  the  whole  of  it  is  to  be  found  in  any  of  the  models, 
stoves  or  descriptions  which  have  been  given  in  evidence  on 
the  trial.  If  the  combination  was  new  with  the  patentee, 
then,  so  far  as  regards  tlie  second  question,  your  response 
ought  to  be  in  the  affirmative.  If  it  was  not  new,  but  was 
known  before,  either  in  a  full  description  or  in  any  of  tlie 
models  or  stoves  which  have  been  produced,  your  response 
should  be  in  the  negative. 
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Mr.  Stevens,  for  the  plaintiff,  requested  the  Court  to  charge 
as  follows : 

Ist.  In  regard  to  the  first  branch  of  the  case,  that  if  an 
apparatus  having  the  linear  expansion,  as  distinguished  from 
curvature,  possessed  greater  power,  and  if  Saxton's  stove  was 
incapable  of  performing  what  could  be  performed  by  the 
plaintiff 's,  then  the  application  of  the  principle  in  the  plain- 
tiff 's  stove  was  a  new  application. 

In  reply  to  this  request  the  Court  remarked : 
The  objection  to  that  proposition  is,  that  it  involves  a 
method  or  mode  of  application  and  the  question  of  a  differ- 
ence in  degree,  which  is  not  an  ingredient  in  and  does  not 
belong  to  the  first  question. 

Mr.  Stevens,  for  the  plaintiff,  further  requested  the  Court 
to  charge  as  follows : 

2d.  That  if  the  apparatus  by  which  Saxton  applied  the 
principle  contained  within  itself  the  elements  of  its  own 
destruction,  it  could  not  interfere  with  the  plaintiff's  rights 
under  his  third  claim. 

In-  reply  to  this  request  the  Court  remarked : 
Although  the  person  who  first  conceived  the  idea  of  apply- 
ing the  principle  to  the  regulation  of  the  heat  of  a  stove  by 
the  action  of  its  own  heat,  is  entitled  to  the  merit,  yet,  if 
that  application  was  made  in  a  way  that  was  useless^  and  if 
it  was  a  failure,  it  is  no  impediment  in  the  way  ^f ,  the  claim 
of  the  patentee;   because,  as  I  before  stated,  a  person   in 
order  to  entitle  himself  to  a  patent  for  a  new  application  of 
a  property  of  nature  to  a  useful  purpose  in  the  business 
affairs  of  life,  must  not  only  have  conceived  the  idea,  but 
must  by  some  means  have  successfully  given  application  to 
the  new  property.    In  other  woi'ds,  the  person  who  first  con- 
ceived of  the  application  of  the  expansion  and  contraction 
of  a  metallic  rod  acted  on  by  the  heat  of  a  stove,  to  regulate 
•  the  heat  of  that  stove,  must,  in  order  to  have  entitled  him- 
self to  a  patent,  have  applied  the  principle  usefully  by  some 
apparatus  or  machinery.     But  then  it  is  not  necessary,  in 
any  improvement,  that  the  application  to  the  new  and  useful 
18 
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purpose  should  be  made  by  the  very  best  apparatus  that  can 
be  devised.  The  question  does  not  depend  on  the  degree  of 
usefulness.  If  the  application  that  was  made  of  the  prin- 
ciple operated  successfully,  so  as  to  be  practically  useful, 
although  it  might  not  have  been  the  very  best,  yet  it  was  not 
a  failure. 

The  jurj'  went  out  at  12  M.  At  6  P.  M.  the  jury  came 
into  Court,  and  put  to  the  Court  the  following  question  in 
writing : 

"  Shall  the  jury  consider  the  greater  utility  of  either  appa- 
ratus, in  making  up  their  verdict  ? " 
In  reply  to  this  question,  the  Court  remarked : 
The  degree  of  utility  is  not  involved  in  the  issues.  There 
must  have  been  some  practical  utility  in  the  apparatus  set  up 
by  the  defendants  as  previously  known,  to  show  a  want  of 
novelty  in  the  plaintiff's  apparatus,  but  the  degree  of  utility 
is  not  in  question.  One  may  be  better  than  the  other,  but 
that  fact  is  not  to  be  taken  into  account.  The  one  that  is 
alleged  to  be  prior  must,  however,,hav€i  been  an  apparatus  of 
some  practical  utility  ;  but,  whether  it  was  better  or  inferior 
in  degree,  is  not  a  question. 

The  jury  then  retired  again.  But  the  Court  immediately 
sent  for  them  again,  and,  on  their  coming  into  Court,  the 
Court  remarked : 

I  have  sent  for  you  again,  gentlemen,  for  fear  that  the 
answer  I  gave  to  the^  question  you  propounded  might  lead  to 
confusion  as  respects  the  two- issues.  I  want  to  inquire  if  the 
question  you  put  was  put  with  reference  to  the  first  issue  or 
the  second  issue. 

Foreman,  The  second  issue.  We  have  agreed  as  to  the 
first  issue. 

The  Court  then  remarked : 

The  second  issue  turns  on  the  combination  and  apparatus 
of  the  plaintiff  to  regulate  the  heat  of  the  stove,  that  is,  the  ' 
claim  of  the  plaintiff  for  a  combination  of  four  elements.    He 
alleges  that  that  combination  was  new  with  him.     In  oi*der 
to  overthrow  the  claim  involved  in  the  second  issue,  you 
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must  be  Batisfied  that  the  arrangement  set  up  by  the  defend- 
ants, tending  to  disprove  the  novelty  of  the  plaintiff's  com- 
bination, was  an  apparatus  of  practical  utility.  No  matter 
whether  it  was  superior  or  inferior  to  the  plaintiff 's.  It  must 
have  been  an  apparatus  of  practical  utility,  and  must  have 
embraced  in  its  combination  all  the  elements  embraced  in  the 
plaintiff 's  combination  ;  in  other  words,  you  must  find  that  it 
contained  an  identity  of  combination. 

At  12  M.  the  next  day,  the  jury  rendered  a  verdict  in  the 
negative  on  both  issues.* 

Samuel  Stevens  and  Henry  B.  Stantoriy  for  the  plaintiff. 

Alvah  Worden^  Charles  M.  Keller  and  Samuel  Blatch- 
fard^  ioT  the  defendants. 


Samukl  R.  Tracy 
Beuben  S.  Torbey  and  Hiram  Torrey.    In  EQunr. 

Where  e  patentee  of  an  improyement  in  cultiTaton  claimed  in  his  patent  **  the 
arrangement  of  the  teeth  in  two  rows,  in  combination  with  a  pair  of  wheels 
the  treads  of  which  are  in  a  line  midway  between  the  points  of  the  two 
rows  of  teeth,  subetantially  as  deecribed,"  and,  in  his  specification ,  described 
the  nature  of  his  invention  as  consisting  in  the  arrangement  of  the  teeth  in 


*  Afterwards,  on  a  final  hearing  on  pleadings  and  proo&,  the  Court  entered 
an  interiocntory  decree  for  the  plaintiff,  notwithstandin*g  the  yerdict  on  the 
fiMgned  issues.  The  case  went  to  a  Master,  who  took  an  account  On  excep- 
tions, his  report  was  modified,  and  a  final  decree  was  entered  for  the  plaintiff. 
The  defendants  appealed  to  the  Supreme  Court,  where  the  case  is  reported  as 
SUAy  ▼.  Fo<a^  (20  Hovd.  878.)  That  Court  modified  the  decree  below  in  some 
i«rticidanL  '• 
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two  rows,  one  back  and  the  other  front,  when  this  was  combined  with  a  pair 
of  SQStaining  and  carrying  wheels  the  bearing  points  of  which  were  in  a  line 
midway  between  the  two  rowa  of  teeth,  bo  that  any  tendency  which  one  row 
of  teeth  might  have  to  cut  too  deep  was  resisted  by  the  weight  of  earth  on 
the  other  row,  the  tread  of  the  wheels  between  them  acting  as  the  fulcrum, 
80  that  the  team,  by  this  means,  was  entirely  relieved  of  any  strain  which  they 
otherwise  would  have  to  sustain  in  consequeooe  of  the  motion  of  the  beam 
up  and  down  as  the  teeth  ran  too  deep  or  too  shallow,  and  stated  that  by 
that  arrangement  the  necessity  for  guiding-handles  and  the  employment  of 
four  wheels  were  entirely  dispensed  with,  and  also  described  the  teeth  as 
seven  in  number,  arranged  in  two  straight  rows,  three  teeth  in  one  row  and 
four  in  the  other,  the  points  of  the  three  teeth  being  in  front  of  the  line  of 

j  the  wheels,  and  the  points  of  the  four  teeth  being  behind  the  line  of  the 
wheels:  Seld^  that  a  cultivator  which  differed  from  that  described  in  the 
patent  only  in  having  the  axle  of  the  wheels  thrown  forward  and  the  hind 

';    teeth  thrown  backward  so  far  that  the  tread  of  the  wheels  was  not  midway 

;  between  the  points  of  the  two  rows  of  teeth,  (which  increased  the  leverage 
behind  and  reduced  the  strain  on  the  horses  still  more  than  in  the  plaintiff's 
arrangement,)  and  in  having  the  middle  tooth  of  the  forward  three  moved 
forward,  and  the  two  middle  teeth  of  the  four  behind  also  moved  forward, 
so  that  the  two  rows  were  not  straight,  infringed  the  ly tented  combination ; 

,  that  the  infringing  maclune  contained  the  principle  and  substance  of  the  pat- 
ented invention,  merely  carrying  it  out  further  in  practice  than  had  been 
done  by  the  patentee  when  he  took  out  his  patent ;   and  that  the  infringing 

<  arrangement  was  not  in  law  even  an  improvement  on  that  of  the  patentee, 
because  it  was  only  the  result  of  practical  experience  in  the  use  of  the  paten- 
tee*s  arrangement,  and  involved  no  invention  beyond  what  was  embodied  in 
that  and  was  clearly  set  forth  in  the  specification. 

Held,  also,  that  the  ease  was  a  proper  one  for  a  provisional  injunction  ;  and  that, 
the  infringement  being  clear,  and  the  right  to  the  injunction  manifeeit,  the 
injunction  ought  not  to  be  stayed  on  the  defendant's  giving  security  to  the 
plaintiff  and  rendering  a  periodical  account  of  sales,  although  the  defendant 
was  a  man  of  pecuniary  responsibility. 

Jfeld,  also,  that  another  machine  which  differed  from  the  former  infringing 
machine  in  having  the  middle  tooth  of  the  forward  three  set  back  instead  of 
forward,  thus  bringing  the  points  of  two  teeth  forward  of  the  wheels  and 
the  points  of  five  teeth  behind  the  wheels,  infringed  the  patented  combination. 

(Before  Nelson,  J.,  Northern  District  of  New  York,  August  12th,  1861.) 

This  was  an  application  for  a  provisional  injunction  to 
restrain  the  infringement  of  a  patent.  The  plaintiff  was 
grantee  of  the  exclusive  right  for  Yates  county,  N.  T.,  under 
Letters  Patent  granted  to  Natlian  Ide,  of  Shelby,  Orleans 
county,  N.  T.,  on  the  18th  of  April,  1846,  for  an  "  improve- 
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ment  in  cultivators."  In  his  specification,  the  patentee  de- 
scribed his  cultivator  as  having  but  two  wheels,  and  set  forth 
the  nature  of  his  invention  as  follows : 

"  The  nature  of  my  invention  consists  in  the  arrangement 
of  the  cultivator  teeth  in  two  rows,  one  back  and  the  other 
front,  when  this  is  combined  with  a  pair  of  sustaining  and 
carrying  wheels  the  bearing  points  of  which  are  in  a  line 
midway  between  the  two  rows  of  teeth,  so  that  any  tendency 
which  one  row  of  teeth  may  have  to  cut  too  deep  is  resisted 
by  the  weight  of  earth  on  the  other  row,  the  tread  of  the 
wheels  between  them  acting  as  the  fulcrum,  so  that  the  team, 
by  this  means,  is  entirely  relieved  of  any  strain  which  they 
otherwise  wouldTiave  to  sustain  in  consequence  of  the  mo- 
tion of  the  beam  up  and  down  as  the  teeth  run  too  deep  or 
too  shallow.  By  this  arrangement,  the  necessity  for  guiding- 
handles,  or  the  employment  of  four  wheels,  is  entirely  dis- 
pensed with.  In  all  the  cultivators  heretofore  used  with 
which  I  am  acquainted,  when  two  wheels  oijly  have  been 
used,  the  attendant  must  guide  the  instrument  by  means  of 
the  handles,  which  is  a  very  laborious  operation,  without 
avoiding  the  strain  on  the  team  by  the  tendency  of  the  teeth 
to  run  in  or  out  of  the  earth ;  and,  when  three  or  four  wheels 
are  employed,  to  avoid  this  strain  and  relieve  the  attendant 
of  the  labor  of  guiding,  the  teeth  do  not  follow  the  slight 
irregularity  of  the  surface  of  the  ground,  for,  when  either 
the  front  or  rear  wheels  pass  over  a  slight  elevation,  the  teeth 
are  necessarily  drawn  partly  out  of  the  earth,  which  increases 
the  resistance,  and  renders  the  operation  on  the  soil  less  per- 
fect ;  but,  by  my  improved  arrangement,  all  these  difficulties 
are  avoided,  and,  as  I  employ  large  wheels,  which  extend  con- 
siderably above  the  upper  surface  of  the  frame,  by  turning 
the  whole  implement  upside  down,  it  answers  the  purpose  of 
a  cart,  in  going  to  or  from  the  field."  The  patentee  described 
the  teeth  as  seven  in  number,  arranged  in  two  straight  rows, 
three  in  one  row  and  four  in  the  other,  the  points  of  the  three 
teeth  being  in  front  of  the  line  of  the  wheels,  and.the  points 
of  the  four  teeth  being  behind  the  line  of  the  wheels ;  the 
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teeth  being  twelve  inches  in  perpendicular  height  and  fonr- 
teen  inches  long  and  curving  forward,  and  so  disposed  that 
no  two  should  work  in  the  same  furrow ;  the  horses  being 
attached  to  a  tongue.  The  patentee's  claim  was  as  follows : 
"  What  I  claim  as  my  invention,  and  desire  to  secure  by  let- 
ters patent,  is  the  arrangement  of  the  teeth  in  two  rows,  in 
combination  with  a  pair  of  wheels  the  treads  of  which  are  in 
a  line  midway  between  the  points  of  the  two  rows  of  teeth, 
substantially  as  described." 

The  defendants  were  manufacturing  and  selling,  within 
the  plaintiff's  territory,  cultivators  which  the  bill  claimed  to 
be  the  same  thing  as  Ide's.  In  the  defendants'  cultivator 
there  were  but  two  wheels,  no  guiding-handles,  and  seven 
teeth,  the  points  of  three  being  in  front  of  the  wheels  and  the 
points  of  four  behind.  But  the  defendants  threw  the  axle  of 
the  wheels  forward  and  the  hind  teeth  backward  so  far  that 
the  tread  of  the  wheels  was  not  midway  between  the  points 
of  the  two  rows  of  teeth,  and,  by  thus  increasing  the  leverage 
behind,  reduced  the  strain  on  the  horses  still  more.  They 
also  moved  forward  the  middle  tooth  of  the  forward  three 
and  the  two  middle  teeth  of  the  four  behind,  so  that  the  two 
rows  were  no  longer  straight 

Samuel  Blatchford^  for  the  plaintifF. 

Ahxih  Warden^  for  the  defendants. 

The  Court  held  that  the  defendants'  cultivator  was  an  in- 
fringement of  Ide's ;  that  the  defendants  were  using  the 
principle  and  substance  of  Ide's  invention,  merely  carrying  it 
out  further  in  practice  than  he  had  done  when  he  took  out  his 
patent ;  and  that  the  defendants'  form  of  construction  was. 
not  in  law  even  an  improvement  on  Ide's,  because  it  was  only 
the  result  of  practical  experience  in  the  use  of  Ide's,  and 
involved  no  invention  beyond  what  was  embodied  in  Ide's 
and  was  clearly  set  forth  in  his  specification. 
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The  defendants'  counsel  asked  that  the  injunction  be  stayed 
on  the  defendants'  giving  security  to  the  plaintiff  for  his  dam- 
ages and  rendering  a  periodical  account  of  their  sales  oJ  cul- 
tivators. This  application  was  based  on  the  fact  that  the 
defendants  were  men  of  pecuniary  responsibility. 

But  the  Court  refused  the  application,  on  the  ground  that 
the  infringement  was  clear  and  the  right  to  the  injunction 
manifest. 


Injunction  ordered.'* 


Ross  WmANs 
The  Schenectady  and  Troy  Kailroad  Company. 

The  claun  of  Winans^  patent,  granted  October  Ist,  1884,  for  an  "  improvement 
in  the  construction  of  care  or  carriages  intended  to  run  on  railroads/'  which 
ckim  is  **  the  before-described  manner  of  arranging  and  connecting  the  eight 
wheels,  which  constitute  the  two  bearing-carriages,  with  a  railroad  car,  so 
as  to  accomplish  the  end  proposed  bj  the  means  set  forth  or  by  any  others 
which  are  analogous  and  dependent  upon  the  same  principles,"  is  a  claim  for 
the  car  itself  constructed  and  arranged  as  described  in  the  patent,  nnd  evidence 
that  parts  of  the  arrangement  and  construction  were  before  known  docs  not 
affect  the  novelty  of  the  invention. 

The  location  of  the  trucks  relatively  to  each  other  under  the  body  of  the  car, 
as  well  as  the  near  proximity  of  the  two  axles  of  each  truck  to  each  other, 
form  an  essential  part  of  the  arrangement  of  the  patentee,  who  states,  in  his 
specification,  that  the  closeness  of  the  fore  and  hind  wheels  of  each  truck, 


*  In  the  case  of  Chamberlain  v.  Oatuon^  argued  at  the  same  time,  which  was 
a  motion  for  a  provisional  ii^unction  for  an  infringement  of  the  same  patent,  the 
defendant's  cultivator  was  like  that  of  the  Torreys,  except  that  it  had  the  middle 
tooth  of  the  forward  three  set  back  instead  of  forward,  thus  bringing  the  points 
of  two  teeth  forward  of  the  wheels  and  the  points  of  five  teeth  behind  the 
wheels.    An  injunction  was  granted  in  this  case  also. 
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taken  in  connection  with  the  use  of  two  trucks  arranged  as  remotely  from  each 
other  as  can  conveniently  be  done  for  the  support  of  the  car-body,  with  a 
view  to  the  objects  and  on  the  principles  set  forth  by  him,  is  considered  by 
him  as  an  important  feature  of  his  invention.  But  the  impn)vement  does  not 
consist  in  placing  the  axles  of  the  two  trucks  at  any  precise  distance  apart, 
or  at  any  precise  distance  from  each  end  of  the  body ;  and  the  specification 
is  sufficient,  although  it  does  not  state  in  feet  or  inches  the  exact  distance 
from  the  ends  of  the  car-body  at  wliieh  it  would  be  best  to  arrange  the  trucks, 
or  what  should  be  the  exact  distance  between  the  axles. 

The  patent,  which  was  Issued  in  1884,  had  no  drawings  originally  annexed 
to  it,  and  the  specification  contained  no  reference  to  any  drawings.  The 
patent  was  recorded  anew  in  June,  1837,  under  §  1  bf  the  Act  of  March  8d, 
1837,  (5  27.  8.  Slat,  at  Largt^  191,)  and  a  drawing  of  the  invention,  verified 
by  the  outh  of  the  patentee  under  said  §  I,  was  filed  in  November,  1838 : 
Udd^  in  an  action  for  the  infringement  of  the  patent,  that  a  certified  copy  of 
such  drawing  was  admissible  in  evidence  under  §  2  of  said  Act,  in  connection 
with  certified  copies  of  the  patent  and  specification,  and  that  the  whole  together 
were  pritfid-facU  evidence  of  the  particulars  of  the  invention  and  of  the  pat- 
ent granted  therefor. 

As  a  general  rule,  such  a  drawing  cannot  be  used  to  coiTect  any  material  defect 
in  the  specification,  unless  it  corresponds  with  a  drawing  filed  with  the  original 
specification  for  the  patent ;  otherwise,  in  case  of  discrepancy,  the  specifica- 
tion must  prevail. 

Nor  can  such  a  drawing  have  the  same  force  and  eflfbct  as  if  it  had  been  referred 
to  in  the  specification,  nor  is  it  to  be  deemed  and  taken  as  part  of  the  specifi- 
cation. 

The  specification  of  Winann^  patent  said  nothing  about  the  mode  of  attaching 
the  car  to  the  motive-power  or  to  the  next  car  in  a  train,  nor  anything  about 

;  the  use  of  side-bearings  to  prevent  the  rocking  of  the  car  from  side  to  side,  but 
the  drawing  filed  in  November,  1838,  showed  that  the  car  was  to  be  attached 
to  the  motive-power  and  to  the  next  car  in  a  train  by  its  body,  and  not  by  a 
perch  from  the  truck,  and  also  showed  a  provision  for  side-bearings :  ffeld^ 
that  the  specification  afforded  a  sufficient  description  of  the  invention  inde- 
pendently of  the  drawing,  and  that  the  mode  of  attaching  the  car  and  the  use 
of  side-beanngs  did  not  enter  into  the  essence  of  the  invention  or  constitute 
any  substantial  part  of  the  improvement.  ^ 

The  law  allows  an  inventor  a  reasonable  time  to  perfect  his  invention  by  experi- 
ment and  ascertain  its  utility,  before  it  obliges  him  to  take  out  his  patent ; 
and,  in  the  case  of  Winans'  invention,  experiments  could  be  made  only  by  puu 
ting  the  car  into  the  service  of  those  controlling  lines  of  railroads.  In  apply- 
ing the  rule,  a  jury  must  take  into  consideration  the  nature  of  the  invention, 
and  all  the  circumstances  of  the  case.  But  an  inventor  is  bound  to  act  in 
g^ood  faith,  and  must  not  su£fer  his  invention  to  be  used  except  for  the  pur- 
poses of  experiment. 

(Before  Nelson  and  Conklinq,  J  J.,  Northern  District  of  New  Tork,  September 
1st,  1861.) 
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This  was  an  action  on  the  case,  tried  before  Conklikg, 
J.,  in  June,  1850,  for  the  infringement  of  Letters  Patent  * 


*  TI16  specification  was  aa  follows : 

**  To  all  whom  it  may  concern — Be  it  known,  that  I,  Ross  Winans,  civil  engi- 
neer, of  the  city  of  Baltimore,  in  the  State  of  Maryland,  have  invented  a  new 
and  useful  improvement  in  the  construction  of  cars  or  carriages  intended  to  travel 
upon  railroads ;  which  improvement  is  particularly  adapted  to  passenger-ears,  as 
will  more  fully  appear  by  an  exposition  of  the  difficulties  heretofore  experienced 
in  the  running  of  such  cars  at  high  velocities,  wliich  exposition  I  think  it  best  to 
give  in  this  specification,  for  the  purpose  of  exeropL*fyiDg  the  more  clearly  the 
object  of  my  said  improvement. 

**  In  the  construction  of  all  railroads  in  this  country,  which  extend  to  any  con- 
siderable distance,  it  has  been  found  necessary  to  admit  of  lateral  curvatures, 
the  radius  of  which  is  sometimes  but  a  few  hundred  feet;  and  it  becomes 
important,  therefore,  so  to  construct  the  cars  tai  to  enable  ^em  to  overcome 
Ihe  difficulties  presented  by  such  curvatures,  and  to  adapt  them  for  running 
with  the  least  friction  practicable  upon  all  parts  of  the  road.  The  friction  to 
which  I  now  allude  is  that  which  arises  from  the  contact  between  the  flanches 
of  the  wheels  and  the  rails,  which,  when  it  occurs,  causes  a  great  loss  of  power 
and  a  rapid  destruction  of  or  injury  to  both  the  wheel  and  the  rail,  and  ia 
otherwise  injurious.  The  high  velocities  attained  by  the  iniprovementa  made 
in  locomotive  engines,  and  which  are  not  only  sanctioned,  but  demanded,  by 
public  opinion,  render  it  necessary  that  certain  points  of  construction  and 
arrangement,  both  in  the  roads  and  wheels,  which  were  not  viewed  as  impor- 
tant at  former  rates  of  travelling,  should  now  receive  special  attention.  The 
greater  momentum  of  the  load,  and  the  intensity  of  the  shocks  and  ooncuasionB, 
which  are  unavoidable,  even  under  the  best  constructioms  are  among  those 
circumstances  which  must  not  be  neglected,  as  the  liability  to  accident  is 
thereby  not  only  greatly  increased,  but  the  consequences  to  be  apprehended 
much  more  serious.  The  passenger  and  other  cars  in  general  use  upon  rail- 
roads have  four  wheels,  the  axles  of  which  are  placed  from  three  and  a  half  to 
five  feet  apart ;  this  distance  being  governed  by  the  nature  of  the  road  upon 
which  they  run,  and  other  considerations.  When  the  cars  are  so  constructed 
tliat  the  axles  retain  their  parallelism,  and  are  at  a  considerable  distance  apart, 
there  is  a  necessary  tendency  in  the  flanches  of  the  wheels  to  come  into  contact 
with  the  rails,  especially  on  the  curvatures  of  least  radius,  as  the  axles  tlien 
vary  more  from  the  direction  of  the  radii.  From  this  consideration,  when 
taken  alone,  it  would  appear  to  be  best  to  place  the  axles  as  near  to  each  other 
as  possible,  thus  causing  them  to  approach  more  nearly  to  the  direction  of  the 
radii  of  the  curves,  and  the  planes  of  the  wheels  to  conform  to  the  line  of  the 
rails.  There  are,  however,  other  circumstances  which  must  not  be  overlooked 
in  their  constructions.  I  have  already  alluded  to  the  increased  force  of  the 
shocks  from  obstructions  at  high  velocities ;  and,  whatever  care  may  be  taken, 
there  will  be  inequalities  in  the  rails  and  wheels,  which,  though  small,  are  nu- 
merous}, and  the  perpetual  operation  of  which  produces  effects  which  can- 
not be  disregarded.  The  greater  the  distance  between  the  axles,  while  the 
length  of  the  body  remains  the  same,  the  less  is  the  influence  of  these 
sliocks  or  concussions;  and  this  has  led,  in  many  instances,  to  the  placing 
them  in  passenger-cars  at  or  near  their  extreme  ends.  Now,  however,  a  com- 
promise is  most  commonly  made,  between  the  evils  resulting  fh>m  a  consider- 
able separaiioii  and  a  near  approach,  as,  by  the  modes  of  construction  now  in 
use,  one  of  the  advantages  must  be  sacrificed  to  the  other.  But  it  is  not  to  the 
lateral  curvatures  and  inequalities  of  the  road  alone  that  the  foregoing  remarks 
apply.    The  incessant  vibration  felt  iu  travelling  over  railroads  is  mainly  de- 
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pendent  upon  the  vertioal  motion  of  the  cars,  in  sunnounting  those  namerous 
though  minute  obstructions  which  unaToidablj  exist  The^  nearer  tlie  axles 
are  placed  to  each  other,  the  greater  is  the  effect  of  this  motion  upon  tlie  pas- 
sengers, and  the  greater  its  power  to  derange  the  machinery  and  the  road.  It 
becomes  very  important,  therefore,  both  as  regards  comfort,  safety  and  econo- 
my, to  doTise  a  mode  of  combining  the  advantages  derived  from  placing  the 
axles  at  a  considerable  distance  apart,  with  those  of  allowing  them  to  be  situ- 
ated near  to  each  other.  It  has  been  attempted,  and  with  some  success,  to  cor- 
rect the  tendency  of  the  flanches  to  come  into  contact  with  .the  rails,  on  the 
curved  and  other  parts  of  the  road,  by  making  the  tread  of  the  wheel  conical ; 
and,  if  the  travelling  upon  railroads  was  not  required  to  be  very  rapid,  this  would 
so  fkr  prove  an  effectual  corrective,  as  the  two  rails  would  find  diameters  upon 
the  wheels  which  would  correspond  with  the  dfference  in  length,  the  constant 
tendency  to  deviation  being  as  constantly  counteracted  by  this  oonstnictaon ; 
but,  at  high  velocities,  the  momentum  of  the  body  in  motion  tends  so  powerfully 
to  carry  it  in  a  right  line,  as  to  cause  the  wheel  on  the  longer  rail  to  ascend 
considerably  above  that  part  of  the  cone  which  corresponds  therewith;  the 
consequence  of  this  is,  a  continued  serpentine  motion,  principally,  but  not  en- 
tirely, in  a  lateral  .direction;  nor  ia  this  confined  to  the  curved  parts  of  the 
road,  but  it  exists  to  an  equal,  or  greater  extent,  upon  those  which  are  straight, 
especially  when  the  axles  are  near  to  each  other,  the  irregularities,  before 
spoken  of,  constantly  changing  the  direct  course  of  the  wheels,  whilst  there  is 
no  general  curvatiure  of  the  rails  to  counteract  it  To  avoid  this  effect,  and 
the  unpleasant  motion  and  tendency  to  derangement  consequent  upon  it,  an 
additional  motive  is  furnished  for  placing  the  axles  at  a  considerable  distance 
apart. 

'^  The  object  of  my  invention  is,  among  other  things,  to  moke  such  an  a^fust- 
ment  or  arrangement  of  the  wheels  and  axles,  as  shall  cause  the  body  of  the 
car  or  carriage  to  pursue  a  more  smooth,  even,  direct  and  safe  course  than  it 
does,  as  cars  are  ordinarily  constructed,  both  over  the  curved  and  straight  parts 
of  the  road,  by  the  before-mentioned  desideratum  of  combining  the  advantages 
of  the  near  and  distant  coupling  of  the  axles,  and  other  means  to  bo  herein- 
after described.  For  this  purpose,  I  construct  two  bearing-carriages,  each  with 
fbur  wheels,  which  are  to  sustain  the  body  of  the  passenger  or  other  car,  by  plac- 
ing one  of  them  at  or  near  each  end  of  it,  in  a  way  to  be  presently  described. 
The  two  wheels  on  either  side  of  these  carriages  are  to  be  placed  very  near  to 
each  other ;  the  spaces  between  their  flanches  need  be  no  greater  than  is  neces- 
sary to  prevent  their  contact  with  each  other.  These  wheds  I  connect  together 
by  means  of  a  very  strong  spring — say  double  the  usual  strength  employed  for 
ordinary  cars — ^the  ends  of  which  springs  are  bolted,  or  otherwise  secured,  to  the 
upper  side  of  the  boxes  which  rest  on  the  journals  of  the  axles ;  the  longer 
leaves  of  the  springs  being  placed  downwards,  and  surmounted  by  the  shorter 
leaves.  Having  thus  connected  two  pairs  of  wheels  together,  I  unite  them  into 
a  four-wheel  bearing-<»uTiage,  by  means  of  their  axles  and  a  bolster  of  the 
proper  length,  extending  across,  between  the  two  pairs  of  wheels,  from  the  centre 
of  one  spring  to  that  of  the  other,  and  securely  fastened  to  the  tops  of  them. 
This  bolster  must  be  of  sufficient  strength  to  bear  a  load  upon  its  centre  of  four 
or  five  tons.  Upon  this  first  bolster  I  place  another  of  equal  strength,  and  con- 
nect the  two  together  by  a  centre-pin  or  bolt  passing  down  through  them,  and 
thus  allow  them  to  swivel  or  turn  upon  each  other  in  the  manner  of  the  front 
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bolster  of  a  common  read  wagon.  I  prefer  making  these  bolsters  of  wrought  or 
cast  iron ;  wood,  however,  may  be  used.  I  prepare  each  of  the  bearing-carriages 
in  precisely  the  same  way.  The  body  of  the  passenger  or  other  cai*  I  mnlce  of 
double  the  ordinary  length  of  those  which  run  on  four  wheels,  and  capable  of 
carrying  double  their  load.  This  body  1  place  so  as  to  rest  its  whole  weight 
upon  the  two  upper  bolsters  of  the  two  beforementioned  bearing-carriages  or 
running  gear.  I  sometimes  place  these  bolsters  so  far  within  the  ends  of  the 
body  of  the  car  as  to  bring  all  the  wheels  under  it,  and,  in  this  case,  less  strength 
is  necessary  in  the  car-body,  than  when  the  bolster  is  situated  at  its  extreme  ends. 
In  some  cases,  however,  I  place  the  bolster  so  far  without  the  body  of  the  car  at 
either  end  as  to  allow  the  latter  to  bang  down  between  the  two  sets  of  wheels  or 
bearing-carriages,  and  to  run,  if  desired,  within  a  foot  of  the  rails.  When  this 
is  done,  a  strong  frame-work  projects  out  from  either  end  of  the  car  or  carriage- 
body,  and  rests  upon  the  upper  bolsters  of  the  two  bearing-carriages.  This  last 
arrangement,  by  which  the  body  of  the  car  is  hung  so  low  down,  manifestly 
afforcb  a  great  security  to  the  passengers,  exempting  them,  in  a  great  degree, 
from  those  accidents  to  which  they  are  liable  when  the  load  is  raised.  Several 
bodies  may  be  connected  or  rest  on  a  common  frame,  and  be  supported  on  the 
bearing-carriage,  in  a  manner  similar  to  that  of  a  single  body.  When  the  bc^- 
aters  of  the  bearing-carnages  are  placed  under  the  extreme  ends  of  the  body,  the 
relief  from  shocks  and  concussions,  and  from  lateral  vibrations,  is  greater  than  it 
is  when  the  bolsters  are  placed  between  the  middle  and  the  ends  of  the  body,  and 
this  relief  is  not  materially  varied  by  increasing  or  diminishing  the  length  of  the 
body,  while  the  extreme  ends  of  it  continue  to  rest  on  the  bolsters  of  the  bear* 
ing-care,  the  load  being  supposed  to  be  equally  distributed  over  the  entire  length 
of  the  body. 

'*  Although  I  prefer  the  use  of  a  single  spring  to  a  pair  of  wheels,  as  above 
described,  instead  of  the  ordinary  spring  to  each  wheel,  and  consider  it  as  more 
simple,  cheap  and  convenient  than  any  other  arrangement,  tlie  end  which  I 
have  in  view  may,  nevertheless,  be  obtained  by  constructing  the  bearing-car- 
riages in  any  of  the  modes  usually  practised,  provided  that  the  fore  and  hind 
wheels  of  each  of  them  be  placed  very  near  together ;  because,  the  closeness  of 
the  fore  and  hind  wheels  of  each  bearing-carriage,  taken  in  connection  with 
the  use  of  two  bearing-carriages  coupled  remotely  from  each  other  as  can  con- 
veniently be  done  for  the  support  of  one  body,  with  a  view  to  the  objects  and 
on  Uie  principles  herein  set  forth,  is  considered  by  roe  as  a  most  important 
feature  of  my  invention ;  for,  by  the  contiguity  of  the  fore  and  hind  wheels  of 
each  bearing-carriage,  while  the  two  bearing-carriages  may  be  at  any  dealHi* 
ble  distance  apart,  the  lateral  friction  from  the  rubbing  of  the  flanches  against 
the  rails  is  most  effectually  avoided,  whilst,  at  tlie  same  time,  all  the  advan- 
tages attendant  upon  placing  the  axles  of  a  four-wheeled  car  far  apart  are  thus 
obtained.  The  bearing  of  the  load  on  the  centre  of  the  bolster,  which  also  is 
the  centre  of  each  bearing-carriage,'likewi8e  affords  great  relief  from  the  shocks 
oocamoned  by  the  percussion  of  the  wheels  on  protuberant  parts  of  the  rails, 
or  other  objects,  and  from  the  vibrations  consequent  to  the  use  of  coned 
wheels ;  as  the  lateral  and  vertical  movementa  of  the  body  of  the  car,  resulting 
from  the  above  causes,  are  much  diminished.  The  two  wheels  on  either  side 
of  one  of  the  bearing-carriages  may,  from  their  proximity,  be  considered  as  act* 
ing  like  a  single  wheel ;  and,  as  these  two  bearing-carriages  may  be  placed  at 
any  distance  from  each  other,  consistent  wijth  the  required  strength  of  the  body 
of  the  car,  it  is  evident  that  all  the  advantage  is  obtained  which  results  from 
having  the  two  axles  of  a  four-wheeled  car  at  a  distance  from  each  other,  whilst 
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1837,  under  §  1  of  the  Act  of  March  3d,  1837,  (5  U.  S.  Stat, 
at  Large,  191,)  as  api)eared  by  a  memorandum  to  that  effect 
indorsed  upon  it  Xo  drawings  were  annexed  to  the  original 
patent,  nor  was  there  any  reference  in  the  specification  ^to 
any  drawings.  On  the  25th  of  September,  1848,  the  patent 
was  extended  for  seven, years  from  the  1st  of  October,  1848, 
as  appeared  by  a  certificate  of  extension  indorsed  on  the 
original  patent.  The  plaintiff  then  offered  in  evidence  a 
certified  copy  from  the  Patent  Office  of  the  patent ;  of  the 
specification  ;  of  the  certificate  of  extension ;  of  a  drawing 
accompanied  by  written  references  thereto,  which  di-aw- 
ing  was  not  filed  at  the  time  the  patent  was  recorded 
anew,  but  was  filed  on  the  19th  of  November,  1838 ;  and 
of  an  afiidavit  made  by  the  plaintiff  on  the  19th  of  Xo- 
vember,  1838,  and  filed  in  the  Patent  Oflice.  The  written 
references  accompanying  the  drawing  were  in  these  words : 
"  References  to  the  annexed  ditiwings  of  Ross  Winans'  im- 
provement in  the  construction  of  cars  or  carriages  intended 
to  run  on  railroads,  for  which  letters  patent  were  issued, 
dated  October  1st,  1834.  Fig.  1.  Side  view  of  an  eight- 
wheel  car.  Fig.  2.  End  view  of  the  same.  Fig,  3.  Upper 
and  lower  bolsters,  detached  from  the  body  and  bearing-car- 


itB  inoonYeiiiences  are  ayoided.  Another  advantage  of  this  car,  compared  with 
those  in  common  use,  and  which  is  viewed  by  me  as  very  important,  Is  the  in- 
creased safety  afforded  by  it  to  passengers,  not  only  from  the  diminished  liability 
to  breakage  or  derangement  in  the  frame-worlc,  but  also  from  the  less  disastrous 
consequences  to  be  apprehended  from  the  breaking  of  a  wheel,  axle,  or  other 
part  of  the  running  gear,  as  the  oar-body  depends,  for  its  support  and  safety, 
upon  a  greater  number  of  wheels  and  bearing  points  on  tl^e  road. 

**  I  do  not  claim  as  my  invention  the  tunning  of  cars  or  carriages  upon  eight 
wheels,  this  having  been  previously  done ;  not,  however,  in  the  manner  or  for 
the  purposes  herein  described,  but  merely  with  a  view  of  distributing  the 
weight  carried  more  evenly  upon  a  rail  or  other  road,  and  for  objects  distinct 
in  character  from  those  which  I  have  had  in  view,  as  hereinbefore  set  forth. 
Nor  have  the  wheels,  when  thus  increased  in  number,  been  so  arranged  and 
connected  with  each  other,  either  by  design  or  accident,  as  to  accomplish  this 
purpose. 

*'  What  I  claim,  therefore,  as  my  invention,  and  for  which  I  ask  a  patent,  is  the 
before-described  manner  of  arranging  and  connecting  the  eight  wheels,  which 
constitute  the  two  bearing-carriages,  with  a  railroad  car,  so  as  to  accomplish  the 
end  proposed  by  the  means  set  forth,  or  by  any  others  which  are  analogous  and, 
dependent  upon  the  same  principles." 
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riages.  A  A  represents  the  body  of  the  car  resting  on  the 
bearing-carriages  B  and  C,  as  exhibited  at  DD,  on  pivots 
equidistant  from  the  wheels  of  each  bearing-carriage.  II 
represents  an  npper  bolster  of  cast  iron,  separate  from  the 
body  of  the  car,  with  its  pivot  X  corresponding  with  the 
socket  Y  in  the  lower  bolster  E,  also  shown  as  separated 
from  the  bearing-carriage."  The  said  aflSdavit  was  in  these 
words :  "  State  of  Maryland,  Baltimore,  Set. :  On  this  19th 
day  of  November,  in  the  year  eighteen  hundred  and  thirtj^- 
eight,  before  me,  the  subscriber,  a  Justice  of  the  Peace  of 
the  said  State,  in  and  for  the  said  city,  personally  appeared 
Ross  Winans,  and  made  solemn  oath  tiiat  he  is  the  inventor 
of  an  improvement  in  the  construction  of  cars  or  carriages 
intended  to  run  on  railroads,  for  which  letters  patent  of  the 
United  States  were  granted  him,  dated  the  first  day  of  Oc- 
tober, 1834,  and  that  the  annexed  drawing  is,  as  he  verily 
believes,  a  true  delineation  of  the  invention,  as  described  in 
the  said  letters  patent.  Sworn  before  James  Blair,  Justice 
of  the  Peace."  The  defendant  objected  to  the  evidence 
offered,  on  the  grounds,  first,  that  it  appeared  no  drawing  was 
annexed  to  the  t)riginal  patent ;  second,  that  the  Act  of  Con- 
gress did  not  make  such  a  drawing  as  this  evidence.  The 
Court  overruled  the  objection  and  admitted  the  evidence.  It 
was  claimed  by  the  plaintiff  that  the  drawing  showed  that 
his  car  was  to  be  attached  to  the  motive-power,  and  to  the 
next  car  in  a  train,  by  its  body,  and  not  by  a  perch  from  the 
bearing-carriage  or  truck,  it  being  conceded  that  this  con- 
nection by  the  body  was  indispensable  to  the  free  action  of 
the  plaintiff's  trucks;  and  that  the  drawing  also  showed  a 
provision  in  the  arrangement  of  the  trucks  for  side-bearings, 
to  prevent  excessive  rocking  of  the  car  from  side  to  side.  It 
was  insisted  by  the  defendants  that  the  specification  was  de- 
fective in  saying  nothing  about  the  mode  of  attachment  of 
the  car  or  about  the  side-bearings;  and  that  the  plaintiff 
could  not  give  any  evidence  to  show  in  what  manner  his 
car,  as  perfected  and  used,  and  the  various  arrangements  of 
trucks  which  he  tried  while  experimenting,  were  connected 
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in  a  train  for  the  purpose  of  draught,  or  use  the  drawing  to 
show  anything  which  was  not  set  forth  in  the  specification. 
The  Court  decided  that  the  drawing  might  be  referred  to  to 
ilhistrate  the  specification,  but  not  to  enlarge  the  claim  of  the 
patent,  and  allowed  the  plaintiff  to  give  evidence  as  to  what 
was  represented  in  the  drawing  in  regard  to  a  mode  of  attach- 
ment and  to  side-bearings,  and  as  to  the  mode  of  attachment 
actually  used  in  the  car  as  perfected  and  the  various  modes 
tried  while  the  plaintiff  was  experimenting.  The  evidence 
was,  that  the  plaintiff  was  experimenting  at  Baltimore,  Md., 
to  produce  an  eight-wheeled  railroad  car,  for  about  four  years 
prior  to  October,  1834 ;  that  the  first  car  made  by  him,  the 
Columbus,  was  made  in  July,  1831 ;  that  three  oUiers  were 
made,  all  of  them  unsatisfactory,  prior  to  the  car  described 
in  the  patent,  which  was  completed  and  found  to  be  success- 
ful but  a  short  time  before  the  date  of  the  patent ;  that  one 
of  the  chief  defects  in  the  various  arrangements  of  trucks 
tried  during  the  course  of  the  experiments  was,  in  the  cars 
being  coupled  together  by  the  trucks  and  not  by  the  bodies ; 
and  that  the  car,  as  finally  successful,  and  as  shown  in  the 
drawing,  was  drawn  by  the  body.  The  car  Columbus,  made 
in  July,  1831,  had  two  trucks,  with  four  wheels  in  each,  but 
was  drawn  by  a  perch  from  one  of  the  trucks,  and  the  axles 
of  each  truck  were  too  far  apart  from  each  other,  which  de- 
fects caused  the  car  to  run  off  the  track  in  turning  curves. 

The  defendants  set  up  that  one  Conduce  Gatch,  of  Balti- 
more, was  the  actual  inventor  of  the  successful  car  made  in 
1834 ;  and  that  the  claim  of  the  plaintiff's  patent  was  void 
for  want  of  novelty.  The  various  points  raised  by  the  de- 
fendants in  connection  with  this  latter  defence,  and  the 
nature  of  the  evidence  adduced  in  its  support,  will  sufiiciently 
appear  from  the  instructions  prayed  for  by  the  defendants,  as 
hereafter  set  forth. 

After  the  close  of  the  evidence,  the  defendants  requested 
the  Court  to  charge  the  jury :  (1.)  That  the  mode  of  attach- 
ing the  car  to  the  motive-power,  or  to  other  cars  to  be  drawn 
in  trains,  formed  no  part  of  the  improvement  claimed  by 
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the  plaintiff,  and,  therefore,  could  not  be  taken  into  consider- 
ation in  determining  whether  all  or  any  part  of  the  improve- 
ment claimed  by  the  plaintiff  was  new.  The  Court  refused 
so  to  charge,  but  instructed  the  jury,  that  although  the  mode 
of  attachment  formed  no  part  of  the  improvement  claimed 
by  the  plaintiff,  yet  it  might  be  taken  into  consideration  for 
the  purpose  of  ascertaining  whether  the  plaintiff  had  com- 
plied with  the  law  by  describing  his  invention  and  showing 
how  it  was  to  be  used ;  that  the  specification  was  sufficient 
if  the  patentee  had  described  a  carriage  susceptible  of  an 
attachment  of  the  power  to  the  body,  if  the  drawing  showed 
such  mode  of  attachment ;  that  the  plaintiff  could  suffer  no 
disadvantage  from  not  having  stated  it  in  his  written  specifi- 
cation ;  and  that,  although  the  drawing  was  not  to  be  taken 
into  consideration  for  the  purpose  of  measuring  the  extent  of 
the  patentee's  claim,  yet  it  might  be  considered  in  ascertain- 
ing whether  what  he  claimed  was  -new,  if  the  jury  could  dis- 
cover that  it  had  any  bearing  on  that  point.  The  Court  also 
charged,  that  the  drawing,  of  which  a  certified  copy  had  been 
given  in  evidence,  was  to  have  the  same  force  and  effect  as  if 
it  had  been  referred  to  in  the  specification,  and  was  to  be 
deemed  and  taken  as  a  part  of  the  specification. 

The  defendants  also  requested  the  Court  to  charge :  (2.) 
That  the  remoteness  of  the  two  bearing-carriages  from  each 
other  when  attached  to  the  car,  was  not  so  expressed  or 
described  in  the  specification  as  to  constitute  any  part  of  the 
improvement  claimed  by  the  plaintiff.  The  Court  charged 
to  the  contrary  of  this  instruction. 

The  Cojirt  further  charged  that  the  improvement  claimed 
by  the  plaintiff  consisted,  1st.  Of  the  manner  of  arranging 
the  eight  wheels  into  the  two  trucks  whicJi  constituted  the 
two  bearing-carriages,  which  arrangement  included  the  bol- 
sters placed  on  the  centre  of  each  bearing-carriage,  and  the 
placing  the  axles  of  each  truck  as  near  together  as  could  be 
done  without  the  flanges  of  the  wheels  interfering  with  each 
other.  2d.  Of  the  manner  of  connecting  the  two  bearing- 
carriages  to  the  body  of  the  car  by  a  centre-pin  or  king-bqjt 
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passing  through  the  centre  of  the  upper  bolster,  which  was 
attached  to  the  body  of  the  car,  into  the  lower  bolster  ou  the 
bearing-carriage.  The  Court  also  charged  that  the  position 
of  the  trucks  at  or  near  the  ends  of  tlie  car,  was  to  be  con- 
sidered as  constituting  a  part  of  tlie  arrangement  claimed  by 
the  plaintiff  as  his  invention. 

The  defendants  also  requested  the  Court  to  charge:  (3.) 
That  if  the  jury  should  find  that  any  part  of  the  arrange- 
ment of  the  eight  wheels  into  the  two  trucks,  or  the  man- 
ner of  connecting  these  trucks  to  the  body  of  the  car,  was 
known  and  used  before  tlie  alleged  improvement  by  tJie 
plaintiff,  the  patent  was  void.  But  the  Court  refused  so  to 
charge. 

The  defendants  also  requested  the  Court  to  charge :  (4.)  That 
if  the  jury  should  find  that,  prior  to  the  alleged  invention  of  the 
plaintiff,  there  was  published,  in  any  public  work,  a  description 
of  a  car  to  run  on  railroads,  resting  on  two  bearing-carriages 
composed  of  four  wheels,  each  having  a  bolster  extending 
across  in  the  centre  between  the  two  wheels,  fastened  to  and 
forming  a  part  of  the  carriage,  and  attached  to  these  bolsters 
by  a  centre-pin  or  bolt  passing  through  the  substantial  frame 
of  the  car  in  the  centre  of  the  bolsters,  so  as  to  allow  the 
frame  of  the  carriage  to  turn  and  swivel  upon  the  bolsters  of 
the  bearing-carriages,  the  plaintiff's  patent  was  void.  (5.)  That 
if  the  jury  should  find  that  any  part  of  the  arrangement  of 
the  eight  wheels  into  bearing-carriages,  or  the  manner  of  their 
connection  with  the  frame  or  body  of  the  car,  was  described 
or  delineated  in  Chapman's  patent,  or  the  plates  accompany- 
ing it,  as  set  forth  in  the  24:th  volimae  of  the  Ejpertory  of 
Arts,  &c.,  second  series,  published  in  London  in  1814,  or  in 
Wood's  Treatise  on  Kailroads,  published  in  London  in  1825, 
at  pages  154  to  157,  or  in  tlie  plate  between  pages  294 
and  295  of  the  latter  book,  the  plaintiff's  patent  was  void. 
The  Court  declined  to  give  the  instructions  specified  in  the 
fourth  and  fifth  prayers,  in  tlie  form  therein  requested,  but 
left  it  to  the  jury  to  say  whether,  in  their  opinion,  it  had 
been  shown  that  the    alleged   invention   of   the    plaintiff 
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was  substantially  described'  in  either  of  the  books  mentioned 
in  the  fifth  prayer,  and  instructed  the  jury  that,  if  it  was  so, 
the  patent  was  void. 

The  defendants  also  requested  the  Court  to  charge:  (6.) 
That  if  the  jury  should  find  that  it  was  known  to  persons 
acquainted  with  the  science  of  mechanics  and  mechanical 
motion,  that  a  four-wheeled  carriage,  with  its  axles  in  close 
proximity,  would  traverse  a  curve  more  easily  than  if  they 
were  furtfier  apart,  then  that  part  of  the  arrangement. de- 
scribed and  claimed  in  the  specification  was  not  new,  and  the 
patent  was  void.    But  the  Court  refused  so  to  charge. 

The  defendants  also  requested  the  Court  to  charge:  (7.) 
That  if  the  jury  should  find  that  the  timber-car  found  to  have 
been  used  on  the  Baltimore  and  Ohio  Eailroad  before  the  car 
Columbus  was  built,  embraced  any  part  of  the  manner  of 
arranging  or  connecting  the  eight  wheels  to  the  body  of  the 
car,  as  claimed  in  the  plaintiff 's  specification,  his  patent  was 
void,  and  that  it  made  no  difference  that  said  timber-car  was 
only  used  temporarily  or  for  a  temporary  purpose.  (8.)  That 
if  the  jury  should  find  that  the  car  Columbus  did  not  sub- 
stantially embody  the  whole  improvement  claimed  by  the 
plaintiff,  and  shoidd  also  find  that  the  truck  of  four  wheels 
constructed  by  Mr.  Jervis  in  the  winter  of  1832  for  the  loco- 
motive Experiment,  and  put  in  use  on  the  Mohawk  and  Hud- 
son Railroad  in  April,  1832,  or  that  the  timber-car  proved 
by  Mr.  Williams  and  Mr.  Whitney  to  have  been  constructed 
and  put  in  use  on  said  road  in  April  or  May,  1832,  contained 
any  part  of  the  arrangement  or  connection  of  the  eight 
wheels  to  the  body  of  the  car  claimed  in  the  plaintiff's  speci- 
fication, his  patent  was  void.  The  Court  refused  to  give  the 
instructions  mentioned  in  the  seventh  and  eighth  prayers,  in 
the  form  therein  requested ;  but,  after  informing  the  jury 
that  unless  the  plaintiff  appeared  by  the  evidence  to  be  the 
first  inventor  of  all  that  by  his  patent  he  claimed  as  his  in- 
vention, his  patent  was  void,  and  after  submitting  to  them 
the  evidence  relative  to  the  timber-carriage  mentioned  in  the 
seventh  prayer,  and  also  that  respecting  the  four-wheeled 
19 
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truck  devised  by  Mr.  Jervis  for  the  locomotive  Experiment, 
and  the  timber-carriage  mentioned  in  the  eighth  prayer,  the 
Court  left  it  to  the  jury  to  decide  whether  or  not  it  was  shown 
by  this  evidence  that  the  plaintiff  was  not  such  inventor,  and 
declined  to  give  any  other  or  further  instructions  in  answer 
to  these  prayers. 

The  defendants  also  requested  the  Court  to  charge:  (9.) 
That  if  the  Court  should  be  of  opinion  that  the  remoteness 
of  the  two  bearing-carriages,  as  described  in  the  plaintiff's 
specification,  constituted  a  part  of  the  arrangement  of  the 
eight  wheels  into  bearing-carriages  and  the  connection  to  the 
body  of  the  car,  as  claimed  in  the  plaintiff's  specification, 
then  the  patent  was  void,  unless  the  jury  should  find  that  the 
specification  described,  with  sufficient  precision,  the  proper 
and  necessary  location  of  those  bearing-carriages  under  the 
body  of  the  car,  to  enable  a  mechanic  of  sufficient  skill  to 
construct  railroad  cars,  to  locate  the  bearing-carriages  under 
the  car  the  necessary  distance  apart,  without  any  experiment, 
invention  or  addition  of  his  own.  The  Court  gave  the  in- 
structions contained  in  tKis  prayer,  and  left  it  to  the  jury  to 
say  whether  the  plaintiff  had  not  sufficiently  indicated  the 
position  of  the  trucks  with  respect  to  the  ends  of  the  car- 
riage ;  and  remarked  that  their  distance  apart  must  depend 
on  the  length  of  the  carriage. 

The  defendants  also  requested  the  Court  to  charge :  (10.) 
That  if  the  jury  should  find  that  a  car  constructed  as  de- 
scribed in  the  plaintiff's  specification,  without  side-bearings 
at  the  ends  of  the  bolsters,  would  not  be  entirely  safe  to  pas- 
sengers, the  patent  was  void.  In  answer  to  this  prayer,  the 
Court  instructed  the  jury  that,  in  order  to  find  for  the  plain- 
tiff, the  jury  must  be  convinced  that  what  the  plaintiff  had 
patented  was  useful,  but  that  any  degree  of  utility  was  suffi- 
cient to  support  a  patent,  the  word  useful  in  the  patent  law 
being  used  in  opposition  to  frivolous  or  noxious  ;  and  that, 
with  regard  to  the  question  of  side-bearings,  although  the  jury 
should  think  it  better  to  have  longer  bearings  than  the  plain- 
tiff contemplated,  that  would  not  warrant  them  in  finding  the 
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patent  void,  if  the  invention  was  useful,  within  the  instruc- 
tions given,  as  it  was  not  necessary  that  the  thing  patented 
should  be  the  \>est  possible  thing  of  the  kind  that  could  be 
made  ;  and  the  Court  refused  to  charge  the  jury  otherwise  in 
relation  to  this  prayer. 

The  defendants  also  requested  the  Court  to  charge :  (IJ..) 
That  if  the  jury  should  find  that  the  car  Columbus  embraced 
in  substance  the '  improvements  claimed  in  the  plaintiff'^ 
specification,  and  that  said  car  was  put  into  use  by  the  Balti- 
more and  Ohio  Kailroad  Co.,  on  the  4th  of  July,  1831,  and 
that  it  was  occasionally  used  by  said  Company  from  that 
time,  by  the  consent  of  the  plaintiff,  then  the  patent  was  void. 
In  relation  to  this  prayer,  the  Court  instructed  the  jury  that 
the  law  allowed  to  an  inventor  a  reasonable  time  to  perfect 
his  invention  and  ascertain  its  utility,  before,  in  order  tQ 
secure  to  himself  its  exclusive  use,  it  obliged  him  to  take  out 
his  patent ;  that,  in  applying  this  rule,  it  was  the  duty  of  the 
]ary  to  take  into  consideration  the  nature  of  the  invention 
and  all  the  circumstances  of  the  case ;  but  that  an  inventor 
was  bound  to  act  with  sincerity  and  good  faith  towards  th^ 
public,  and  in  accordance  with  the  policy  of  the  patent  laws ; 
that  if  he  unnecessarily  deferred  his  application  for  a  patent^ 
and  suffered  his  invention  to  be  used,  except  for  the  purposes 
already  mentioned,  and  beyond  what  he  had  reason  to  believe 
necessary  for  those  purposes,  his  patent  would  be  void ;  and 
that  this  instruction  was  intended  to  embrace  the  evidence 
relating  as  well  to  the  Winchester,  Dromedary  and  Comet,  aa 
to  the  Columbus  mentioned  in  this  prayer.  And,  in  relation 
to  this  prayer,  the  Court  refused  to  give  any  further  or  other 
instruction. 

The  defendants  also  requested  the  Court  to  charge :  (13.) 
That  if  the  proximity  of  the  axles  of  the  bearing-carriages, 
and  any  particular  remoteness  of  those  bearing-carriages, 
from  each  other,  formed  any  valid  part  of  the  improvement 
claimed  by  the  plaintiff,  then,  unless  the  jury  found  that  both 
the  proximity  6f  said  axles  and  the  remoteness  of  said  bear-* 
ing-carriages  from  each  other  in  the  defendants'  cars,  wete 
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the  same  as  that  claimed  by  the  plaintiff  to  be  hie  improve- 
ment, there  had  been  no  infringement,  and  the  defendants 
were  entitled  to  a  verdict.  The  Court  instructed  the  jury, 
that  in  order  to  warrant  them  in  finding  the  fact  of  infringe- 
ment, they  must  be  satisfied,  from  the  evidence,  that  the  de- 
fendants had  used  either  the  same  thing,  or  substantially  the ' 
same  thing,  as  the  plaintiff's  invention;  and  the  Court 
refused  to  charge  otherwise  in  relation  to  this  prayer. 

The  defendants  also  requested  the  Court  to  charge :  (13.) 
That  the  patent  was  void  on  its  face,  because,  1st.  There  was 
not  in  the  specification  any  sufficiently  precise  or  certain  rule 
for  the  arrangement  and  connection  of  the  bearing-carriages 
with  the  car,  to  accomplish  the  objects  of  the  pretended 
invention.  2d.  The  end  proposed  by  the  patentee  was  stated 
in  the  specification,  but  no  means  of  accomplishing  it  were 
described,  other  than  the  application  of  known  mechanical 
principles  in  such  manner  as  would  best  accomplish  that 
end  or  object.  3d.  The  claim  was  for  an  improvement  to 
accomplish  the  "end  proposed,''  by  such  arrangement  and 
adjustment  of  things  in  use  as  would  accomplish  that  end, 
but  the  specification  left  the  rule  or  particular  manner  of 
arrangement  and  adjustment  to  be  discovered  and  ap- 
plied. 4th.  The  specification  left  the  manner  of  arrange- 
ment and  connection  of  the  bearing-carriages  or  wheels, 
for  the  accomplishment  of  the  purpose  or  end  the  pat- 
entee had  in  view,  as  much  a  matter  of  accident  or  experi- 
ment as  they  were  before  the  specification  was  written. 
6th.  The  patent  was  for  a  car  to  be  constructed  upon  such 
known  mechanical  principles  and  with  such  mechanical  ar- 
rangement as  might  be  found  necessary  to  attain  the  "  end," 
cfF  accomplish  the  purpose  stated  in  the  specification  and 
claimed,  without  describing  what  that  mechanical  arrange- 
ment or  combination  must  be.  But  the  Court  refused  so  to 
charge. 

.  The  Court  also  instructed  the  jury,  that  the  drawing — ^a 
certified  copy  of  which  had  been  given  in  evidence  by  the 
plaintiff — ^was  to  have  the  same  force  and  effect  as  if  it  had 
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been  referred  to  in  the  Bpecification,  and  was  to  be  deemed 
and  taken  as  a  part  of  the  specification.  The  Court  further 
instracted  the  jury,  that  the  application  of  a  thing  already 
known  to  a  new  and  useful  purpose,  might  be  the  subject  <if 
a  patent,  provided  the  new  use  was  not  analogous  to  the  old, 
and  required  the  exercise  of  the  inventive  faculties. 

The  jury  found  a  verdict  for  the  plaintiff,  &nd  the  defend- 
ants, upon  a  case  made,  now  moved  for  a  new  trial 

Samuel  StevenSy  for  the  defendants. 

JobKuo,  a.  Spencer  and  Samuel  JSlatchfordy  for  the  plain- 
tiff. 

Kelson,  J.  L  We  have  examined  the  various  grounds 
presented  by  the  counsel  for  the  defendants  on  the  motion 
for  a  new  trial,  and,  after  the  fullest  consideration,  are  of 
opinion  that  the  motion  must  be  denied. 

Most  of  the  exceptions  taken  at  the  trial,  and  relied  on  in 
the  argument  here,  are  founded  on  what  we  regard  as  an 
entire  misapprehension  of  the  thing  claimed  to  have  been  dis- 
covered by  the  plaintiff  and  for  which  the  patent  has  been 
issued.  This  will  be  seen  on  a  reference  to  the  instructnons 
prayed  for  by  the  defendants,  upon  which  most  of  the  ques- 
tions in  the  case  arise.  They  assume  that  if  any  material 
part  of  the  arrangement  and  combination  in  the  construction 
of  the  cars  or  carriages  described  in  the  patent  was  before 
known  or  in  public  use,  it  is  invalid ;  and  hence,  various 
parts  were  pointed  out  by  the  counsel  at  the  trial,  and  the 
Court  was  requested  to  charge,  that  if  either  of  them  was  not 
new,  the  jury  shoidd  find  a  verdict  for  the  defendants. 

Kow,  the  answer  to  all  this  class  of  exceptions  is,  that  the 
patentee  sets  up  no  claim  to  the  discovery  of  the  separate 
parts  which  enter  into  his  arrangement  in  the  construction 
of  his  cars.  These  may  be  old  and  well-known,  when  taken 
separately  and  detached,  for  aught  that  concerns  his  inven- 
.tion.    His  claim  is  for  the  car  itself  constructed  and  arrang- 
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ed  as  described  in  his  patent.  This,  we  think,  is  the  clear 
meaning  of  the  specification,  and  of  the  claim  as  pointed  out 
in  it  Proving,  therefore,  that  parts  of  the  arrangement  and 
construction  were  before  known,  amounted  to  nothing.  The 
question  was,  whether  or  not  cars  or  carriages  for  running 
on  railroads,  as  a  whole,  substantially  like  the  one  described 
in  the  patent,  had  been  before  known  or  in  public  use ;  not 
whether  ceitain  parts  were  or  were  not  substantially  similar. 
The  argument  presupposes  that  the  claim  is  for  the  discovery 
of  a  new  eombination  and  arrangement  of  certain  instru- 
ments and  materials,  by  means  of  which  a  car  is  constructed 
of  a  given  utility ;  and  that,  if  any  one  or  more  of  the  sup- 
posed combinations  turns  out  to  be  old,  the  patent  is  invalid. 
This  is  the  principle  upon  which  much  of  the  defence  has 
been  placed ;  but  no  such  claim  is  found  in  the  patent  -No 
particular  combination  or  arrangement  is  pointed  out  as  new 
or  claimed  as  such.  The  novelty  of  the  discovery  is  placed 
upon  no  such  ground.  On  the  contrary,  the  result  of  th« 
entire  arrangement  and  adjustment  of  the  several  parts  de- 
4»cril>ed,  namely,  the  railroad  car  complete  and  fit  for  use,  is 
the  thing  pointed  out  and  claimed  as  new.  This  is  the  view 
taken  of  the  patent  by  the  Chief  Justice,  in  the  case  of  the 
present  plaintiff  against  the  Newcastle  and  Frenchtown 
Turnpike  and  Eailroad  Company,  tried  before  him  in  the 
Maryland  Circuit,  and^which  was  adopted  by  the  Judge  on 
.the  trial  of  this  case. 

II.  It  was  further  insisted,  on  the  part  of  the  defendants, 
that  if  the  relative  position  of  the  two  bearing-carriages  to 
each  other  constituted  a  material  part  of  the  arrangement 
in  the  construction  of  the  car,  the  patent  was  void,  imless 
the  jury  should  find  that  the  specification  described  with 
sufficient  precision  the  location  of  these  bearing-carriages 
under  the  body  of  the  car,  so  as  to  enable  a  mechanic  of 
skill  in  the  construction  of  cars,  to  place  them  at  the  proper 
distance  apart  without  experiment  or  invention.  It  wa« 
also  contended,  that  the  remoteness  of  the  bearing-carriages 
from  each  other  was  not  so  described  in  the  specification  as 


SEPTEMBER,  1861.  295 


Winans  «.  The  Sohenectady  and  Troy  Railroad  Ca 

to  constitute  any  part  of  the  improvement.  In  respect  to 
this  branch  of  the  case,  the  Court  charged  that  the  relative 
position  of  the  bearing-carriages  to  each  other,  in  the  con- 
struction of  the  car,  was  a  material  part  of  the  arrangement 
of  the  patentee,  and  left  the  question  to  the  jury  whether  or 
not  he  had  Bufficiently  described  the  position  of  the  trucks, 
having  in  view  their  distance  apart  and  also  their  distance 
from  the  ends|)f  the  car-body,  suggesting,  at  the  same  time, 
that  their  location  must  always  depend,  in  a  measure,  on  the 
length  of  tlie  body. 

It  will  be  seen,  on  looking  into  the  specification,  that  the 
location  of  the  trucks  relatively  to  each  other  under  the  body 
of  the  car,  as  well  as  the  near  proximity  of  the  two  axles  of 
each  truck  to  each  other,  form  a  most  essential  part  of  the 
arrangement  of  the  patentee  in  the  construction  of  his  cars. 
Great  pains  are  taken  to  point  out  the  defects  in  the  existing 
four-wheel  cars,  and  the  impediments  to  be  encountered  and 
overcome  in  the  running  of  cars  upon  railroads,  as  tlie  latter 
are  usually  constructed.  The  patentee  states  that,  in  the 
construction  of  them,  especially  when  of  considerable  length, 
it  has  been  found  necessary  to  admit  of  lateral  curvatures, 
the  radius  of  which  is  sometimes  but  a  few  hundred  feet,  and 
that  it  becomes  important,  therefore,  to  so  construct  the  cars 
as  to  enable  them  to  overcome  the  difficulties  presented  by 
these  curvatures,  and  to  adapt  them  for  running,  with  the 
least  friction  practicable,  on  all  parts  of  the  road.  The  f ric 
tion  referred  to  is  that  which  arises  between  the  flanges  of 
the  wheels  and  the  rails,  causing  great  loss  of  power  and 
destruction  of  the  wheels  and  rails,  besides  other  injuries. 
For  this  purpose,  he  constructs  two  bearing-carriages,  each 
with  four  wheels,  which  are  to  sustain  the  body  of  the  pas< 
senger  or  other  car,  by  placing  one  of  them  at  or  near  each 
end  of  it,  as  particularly  described.  The  two  wheels  on  either 
side  of  the  truck  are  to  be  placed  very  near  each  other — the 
spaces  between  the  flanges  need  be  no  greater  than  is  neces- 
sary to  prevent  their  contact  with  each  other.  The  car-body 
rests  upon  bolsters  supported  on  each  of  the  two  bearing-car- 
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riages  or  four-wheeled  trucks,  the  bolsters  so  constructed  as 
to  swivel  or  turn  on  each  other  like  the  two  front  bolsters 
of  a  common  wagon.     The  body  of  the  car  may  be  made  of 
double  the  length  of  the  four-wheeled  car,  and  is  capable  of 
carrying  double  its  load.    The  truck  may  be  so  placed  within 
the  ends  of  the  car  as  to  bring  all  the  wheels  under  it ;  or, 
without  the  end,' so  as  to  allow  the  body  to  be  suspended 
between  the  two  bearing-carriages.      The  patentee  further 
states,  that  the  closeness  of-the  fore  and  hind  wheels  of  each 
bearing-carriage,  taken  in  connection  with  the  use  of  the  two 
bearing-carriages  arranged  as  remotely  from  each  other  as 
can  conveniently  be  done  for  the  support  of  the  car-body, 
with  a  view  to  the  objects  and  on  the  principles  before  set 
forth,  is  considered  by  him  as  an  important  feature  of  the 
invention ;  for,  by  the  contiguity  of  the  fore  and  hind  wheels 
of  each  bearing-carriage,  while  the  two  bearing-carriages 
may  be  at  any  desirable  distance  apart,  the  lateral  friction 
from  the  rubbing  of  the  flanges  against  the  rails  is  most 
efFectually  avoided,  while  at  the  same  time  all  the  advantages 
attendant  upon  placing  the  axles  of  a  four-wheeled  car  far 
apart  are  obtained.    The  two  wheels  on  either  side  of  the 
bearing-carriages  may,  from  their  proximity,  be  considered 
as  acting  like  a  single  wheel ;  and,  as  these  two  bearing-car- 
riages may  be  placed  at  any  distance  from  each  other,  con- 
sistent with  the  required  strength  of  the  body  of  the  car,  it 
is  apparent  that  all  the  advantages  are  obtained  which  result 
from  having  the  two  axles  of  a  four-wheeled  car  at  a  distance 
from    each    other,  while    its    inconveniences   are   avoided. 
Among  the  principles  stated  by  the  patentee  to  be  taken  into 
consideration,  in  the  construction  of  the  car  is,  that  the  great- 
er the  distance  between  the  axles,  while  the  length  of  the 
body  remains  the  same,  the  less  the  influence  of  shocks  and 
concussions  occurring  on  the  road ;  and  hence  the  relief  from 
them,  when  the  trucks  are  placed  under  the  extreme  ends  of 
the  body,  is  greater  than  when  they  are  placed  midway  be- 
tween the  centre  and  the  ends. 
It  is  apparent,  from  what  we  have  already  referred  to  in 
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the  Bpecification,  and  still  more  manifest  on  a  perusal  of  the 
whole  of  it,  that  the  improvement  in  this  part  of  the  arrange- 
ment does  not  consist  in  placing  the  axles  of  the  two  tinicks 
at  any  precise  distance  apart,  in  the  constiniction  of  the  car, 
or  at  any  precise  distance  from  each  end  of  the  body.  The 
distance  used  must  necessarily  depend  somewhat  upon  the 
length  of  the  car  and  the  strength  of  the  materials  of  which 
it  is  built,  and  hence  it  was  impracticable  to  specify  in  feet 
or  inches  the  exact  distance  from  the  ends  of  the  car-body  at 
which  it  would  be  best  to  arrange  the  tinicks.  Neither  do 
the  advantages  of  a  car  constructed  and  arranged  as  de- 
scribed, depend  upon  the  trucks  being  placed  at  a  specified 
distance  from  the  ends,  or  so  that  there  may  be  a  specified 
distance  between  the  axles.  Having  in  view  the  defects  in 
the  existing  cars,  and  other  difiicnlties  to  be  encountered, 
some  considerable  latitude  may  be  allowed  in  this  respect, 
consistent  with  the  object  sought  to  be  attained,  to  remedy 
the  defects  in  the  existing  cars.  All  the  principles  for  the 
construction  of  a  car  for  the  purpose  of  overcoming  these 
difficulties  and  remedying  these  defects,  are  particularly  set 
foith  in  the  description  given  by  the  patentee.  We  think  the 
Bpecification  suflicient,  and  that  the  Court  was  right  in  the 
opinion  expressed  on  this  branch  of  the  case.  Any  mechanic 
of  skill  could  readily  arrange  the  bearing-carriages  in  con- 
nection witli  the  body  of  the  car,  so  as  to  secure  the  advan- 
tages so  minutely  and  clearly  pointed  out,  and  which  are 
shown  to  attend  the  practical  working  of  cars  constructed  in 
the  manner  described. 

III.  The  questions  of  originality  and  of  infringement  were 
questions  of  fact,  depending  upon  the  evidence,  and  were 
properly  submitted  to  the  jury.  We  think  the  weight  of  it 
decidedly  with  the  verdict 

IV.  The  patent  in  this  case  was  originally  issued  on  the  1st 
of  October,  1834,  and  was  recorded  anew  on  the  7th  of  June, 
1837,  according  to  the  Act  of  Congress  of  the  3d  of  March, 
1837,  (5  U.  S.  Stat,  at  Large,  191.)  No  drawings  woi-e 
attached  to  the  original  patent,  nor  was  there  any  reference 
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therein  to  drawings.  On  the  26th  of  September,  1848,  the 
patent  was  extended  for  the  term  of  seven  years  from  the 
1st  of  October,  1848.  The  plaintiflF  gave  in  evidence,  at  the 
commencement  of  the  trial,  a  certified  copy  of  the  patent 
and  specification,  of  the  certificate  of  extension,  of  a  draw- 
ing witli  references  to  the  same,  and  of  an  afiiidavit  of  the 
plaintiff,  made  November  19th,  1838.  The  drawing  was  not 
filed  at  the  time  the  patent  was  recorded  anew,  but  was  filed 
on  the  19th  of  November,  1838.  The  counsel  for  the  de- 
fendants objected  to  the  evidence,  on  the  grounds :  1st  That 
it  appeared  that  no  drawing  was  annexed  to  the  original  pat- 
ent ;  and,  2d.  That  the  Act  of  Congress  did  not  make  such 
a  drawing  evidence.  The  Court  also  instructed  the  jury,  in 
summing  up  the  case,  that  the  drawing,  a  certified  copy  of 
which  had  been  given  in  evidence,  was  to  have  the  same 
force  and  effect  as  if  it  had  been  referred  to  in  the  specifica- 
tion, and  was  to  be  deemed  and  taken  as  part  of  the  specifi- 
cation. 

The  1st  section  of  the  Act  of  1837  provides  that  any  per- 
son interested  in  a  patent  issued  prior  to  the  15  th  of  Decem- 
ber, 1836,  may,  without  charge,  have  the  same  recorded  anew, 
together  with  the  descriptions,  specifications  of  claim  and 
drawings  annexed  or  belonging  to  the  same,  and  it  is  made 
the  duty  of  the  Commissioner  to  cause  the  same,  or  any 
authenticated  copy  of  the  original  record,  specification«or 
drawing  which  he  may  obtain,  to  be  transcribed  and  copied 
into  boolffl  of  record  kept  for  that  purpose ;  and  that,  when- 
ever a  drawing  was  not  originally  annexed  to  the  patent  and 
referred  to  in  the  specification,  any  drawing  produced  as  a 
delineation  of  the  invention,  being  verified  by  oath  in  such 
manner  as  the  Commissioner  shall  require,  may  be  transmit- 
ted and  placed  on  tile,  or  copied  as  aforesaid,  together  with 
the  certificate  of  the  oath,  or  such  drawings  may  be  made 
in  the  office,  under  the  direction  of  the  Commissioner,  in  con- 
formity with  the  specification.  The  2d  section  provides,  that 
copies  of  such  record  and  drawings,  certified  by  the  Com- 
missioner, or,  in  his  absence,  by  his  chief  clerk,  shall  be 
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j>rimd'facie  evidence  of  the  particulars  of  the  invention  and 
of  the  patent  granted  therefor  in  any  judicial  Court  of  the 
United  States,  in  all  cases  where  copies  of  the  original  record 
or  specification  and  drawings  would  be  evidence,  without 
proof  of  the  loss  of  such  originals.  This  section  also  pro- 
vides, that  no  patent  issued  prior  to  the  aforesaid  15th  day  of 
December,  1836,  shall,  after  the  1st  day  of  June  then  next, 
be  received  in  evidence  in  any  Court  on  behalf  of  the  paten- 
tee, unless  it  shall  have  been  so  recorded  anew,  and  a  draw- 
ing of  the  invention,  if  separate  from  the  patent,  verified  as 
aforesaid,  shall  have  been  deposited  in  the  Patent  Ofiice. 
(See,  also,  §  3  of  the  same  Act) 

It  is  quite  clear,  from  the  above  provisions  of  the  Act,  that 
the  Court  was  right  in  admitting  the  drawing  in  evidence,  in 
connection  with  the  patent  and  specification.  The  whole 
together  are  made  primA-facie  evidence  of  the  particulars 
of  the  invention  and  of  the  patent  granted  therefor.  The 
weight  to  be  given  to  the  drawings  furnished  tinder  the  Act, 
by  way  of  enlai^ng  or  explaining  the  description  as  given  in 
the  specification,  is  another  question.  That  will  depend  upon 
the  circumstances  of  each  particular  case.  As  a  general  rule, 
they  will  not  be  effectual  to  correct  any  material  defect  in  the 
specification,  unless  it  should  appear  that  they  correspond 
with  drawings  which  accompanied  the  original  application 
for  the  patent;  otherwise,  in  case  of  discrepancy  between 
iJie  drawings  and  specification,  the  latter  should  prevaiL 
Care  must  be  taken  to  avoid  imposition  by  the  use  of  the 
newly-furnished  drawings,  and,  for  this  purpose,  the  specifi- 
cation will  afford  the  proper  correction,  unless  the  plaintiff 
goes  further  and  shows  that  the  drawings  conform  to  those 
originally  filed. 

The  charge  that  the  drawing  in  this  case  was  to  have  the 
same  force  and  effect  as  if  it  had  been  referred  to  in  the 
specification,  and  was  to  be  deemed  and  taken  as  part  of  it, 
was,  perhaps,  too  strong,  as  it  respects  the  drawings  furnished 
under  the  Act  of  1837.  The  principle  is  true  as  it  respects 
those  accompanying  the  original  application  for  the  patent, 
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but  can  hardly  be  said  to  be  applicable,  to  the  full  extent 
stated,  in  the  case  of  these  newly-furnished  drawings.  The 
principle  might  open  the  way  to  imposition  and  fraoid.  As- 
suming that  there  is  nothing  but  the  oath  of  the  party  attest- 
ing that  the  drawing  affords  a  true  delineation  of  the  inven- 
tion, the  specification  should  prevail,  in  case  of  a  material 
discrepancy.  But,  admitting  the  instruction  in  this  respect 
not  to  be  strictly  correct,  and  that  too  much  weight  was  given 
to  the  drawing,  we  do  not  see  that  it  would  have  altered  the 
result.  The  specification  afforded  a  sufficient  description  of 
the  invention,  independently  of  the  drawing.  It  was  open  to 
some  question  whether  some  slight  additions  that  improved 
the  working  of  the  car,  were  embraced  in  the  specification, 
but  they  did  not  enter  into  the  essence  of  the  invention  or 
constitute  any  substantial  part  of  the  improvement  Time 
and  experience  usually  indicate  these  slight  additions  and 
alterations,  and  they  should  be  regarded  as  consequential 
results,  belonging  to  the  inventor.  It  requires  time  and  ex- 
perience usually  to  perfect  the  machine,  and  improvements 
derived  tlierefrom  are  justly  due  to  him. 

V.  We  think  that  the  Court  was  correct  in  its  instructions 
as  to  the  prior  use  of  the  car  Columbus  and  of  others  con- 
structed by  the  patentee  before  he  made  application  for  his 
patent  -  The  law  allows  the  inventor  a  reasonable  time  to 
perfect  his  invention  by  experiments;  and  these  could  be 
made,  in  this  instance,  only  by  putting  the  car  into  the  ser- 
vice of  those  controlling  lines  of  railroads.  There  were 
repeated  failui'es  in  the  experiments  tried  and  in  the  cars 
which  were  abandoned  before  the  perfection  of  the  car  de- 
scribed in  the  patent  These  experiments  and  trials  suffi- 
ciently account  for  the  previous  use  set  up  by  way  of  for- 
feiture of  the  invention. 

Upon  the  whole,  after  a  careful  examination  of  the  case, 
and  of  all  the  points  made  by  the  defendants  on  the  ail- 
ment, many  of  which  have  been  noticed  above,  we  are  satis- 
fied that  the  verdict  is  right,  and  that  a  new  trial  should  be 
denied. 
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Rbuben  R.  Finch 
Cornelius  Eikeman  and  David  L.  Seymour. 

Under  §  16  of  the  Act  of  September  24th,  1789,  (1  V,  8,  8iat.  at  Large,  82,) 

*  the  Courts  of  the  United  States  have  power,  on  the  application  of  a  party  to 
an  action,  to  require  the  production  of  books  or  writings  in  the  possession  or 
power  of  the  adverse  party,  which  contain  evidence  pertinent  to  the  issue,  only 
in  cases  and  under  circumstances  in  which  a  Court  of  Chancery,  by  the  ordi- 
nary rules  of  proceeding  in  that  Court,  would  compel  the  production  of  the 
same. 

The  authority  conferred  by  the  Act  can  be  exercised,  therefore,  only  in  cases 
where  the  relief  might  have  been  liad  by  a  bill  of  discovery,  and  as  a  substi- 
tute for  that  proceeding. 

Where,  in  an  action  at  law  for  the  infringement  of  a  patent,  the  plaintifif  applied 
to  this  Court  for  an  order  requiring  the  defendant  to  produce  his  books,  for  the 
purpose  of  enabling  the  plaintiff  to  establish  therefrom  the  quantity  and  value 
of  certain  machinery  made  by  the  defendant,  which  the  declaration  charged  to 
have  been  made  in  violation  of  the  patent :  lleldy  that  the  application  could 
not  be  granted,  because  the  direct  consequence  of  the  evidence,  if  obtained, 
would  be  to  subject  the  defendant  to  a  penalty  under  §  14  of  the  Act  of  July 
4th,  1886,  (5  CT.  8,  SUti,  at  Large,  128,)  and  the  plaintiff  had  not  relinquished 
his  claim  to  the  penalty. 

A  bill  of  discovery  will  not  be  allowed  in  any  case  where  the  discovery  will 
subject  the  defendant  to  a  penalty,  unless  the  bill  relinquishes  all  claim  to  the 
penalty. 

(Before  Nslson  and  Bbtts,  JJ.,  Southern  District  of  New  Tork,  September,  1861.) 

This  was  an  action  on  the  case,  to  recover  damages  for  the 
infringement  of  Letters  Patent  for  an  improvement  in  rail- 
road cars.  The  plaintiff  set  forth,  by  affidavit,  that  the  action 
was  bX  issue  ;  that  the  defendants  had  made  the  patented  cars 
in  whole  and  in  part,  and  had  sold  the  same  to  various  per- 
sons in  different  States,  and  had  kept  books  of  account,  in 
which  were  entered  the  numbers  of  cars  or  parts  of  cai-s  sold 
by  them  ;  and  that  the  production  of  those  books  would  show 
the  extent  of  the  damages  or  loss  sustained  by  the  plaintiff, 
for  which  the  action  was  brought.     On  this  affidavit,  the 
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plaintiff  moved,  tliat  the  defendants  be  ordered  to  produce, 
under  oath,  their  books  of  account;  that  the  plaintiff  have 
leave  to  take  copies  of  such  parts  thereof  as  related  to  the 
matters  stated  in  his  affidavit ;  and  that,  on  the  failure  of  the 
defendants  to  produce  their  books,  final  judgment  be  rendered 
against  them  in  the  action.  The  defendants,  by  affidavit, 
denied  the  infringement  complained  of,  and  set  forth  that 
they  were  iron-founders  and  machinists  by  trade,  and  kept 
only  one  set  of  books,  in  which  were  entered  all  charges  for 
goods  sold  and  work  done  in  their  line  of  business,  and  that 
they  kept  no  separate  entry  or  account  of  any  particular  jobs 
of  work  or  articles  sold. 

Betts,  J,  The. provisions  of  the  Act  of  Congress  under 
which  this  motion  is  made  are,  that  the  Courts  of  the  United 
States  shall  have  power,  in  the  trial  of  actions  at  law,  on 
motion  and  due  notice  thereof  being  given,  to  require  the 
parties  to  produce  books  or  writings  in  their  possession  or 
power,  which  contain  evidence  pertinent  to  the  issue,  in  cases 
and  under  circumstances  where  they  might  be  compelled  to 
produce  the  same  by  the  ordinary  rules  of  proceedings  in 
Chancery.  {Act  of  September  Wth,  1789,  1  Ui  S.  Stat, 
at  Zarffe,  82,  §  15.)  It  is  plain,  from  the  language  of  this 
statute,  that  Congress  did  not  intend  to  vest  in  parties  litigant 
an  unrestricted  right  to  all  written  evidence  in  the  possession 
of  an  adverse  party,  which  might  be  pertinent  to  an  issue  in 
a  trial  at  law ;  the  qualification  being  explicit,  that  the  right 
is  allowable  only  in  cases  and  under  circumstances  in  which 
the  Court  of  Chancery,  by  the  ordinary  rules  of  proceeding 
in  that  Court,  would  compel  the  production  of  books  and 
docmnents. 

We  find  no  decision  of  the  Courts  of  the  United  States 
upon  the  effect  of  this  qualifying  clause  in  the  statute.  The 
practice  in  this  Court,  so  far  as  it  has  come  to  our  knowledge, 
has  been  uniform,  to  regard  the  summary  authority  given  by 
this  statute  as  one  to  be  exercised  only  in  eases  where  the 
relief  might  have  been  had  by  a  bill  of  discovery,  and  as  a 
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substitute  for  that  proceeding.  Tliis  Act  of  Congress  was 
probably  the  earliest  regulation  of  tlie  subject,  within  the 
United  States,  by  positive  law.  The  substance  of  its  provis- 
ions has  since  been  adopted  in  most  of  the  States,  either  by 
express  legislative  enactments  or  by  rules  of  Court  author- 
ized  by  existing  laws  or  usages.  The  English  practice,  how- 
ever, obtained  in  some  of  the  States  long  after  tlie  passage  of 
this  Act,  and  the  party  claiming  to  use  the  contents  of  papers 
in  the  hands  of  his  adversary,  was  obliged  to  resort  to  a  notice, 
to  produce  them,  and,  on  non-compliance,  to  secondary  evi- 
dence of  their  contents ;  or,  under  particular  circumstances, 
he  might  have  an  order  of  the  Court  compelling  their  pro- 
duction. (1  Tidd'8  Pt,,  639 ;  1  Greenl.  Ev.,  §§  559,  560.) 
But  the  practice  in  England  and  in  the  State  Courts  did  not 
enable  one  party  to  bring  from  the  possession  of  the  other 
party,  as  a  matter  of  course,  documents  to  be  used  on  a  trial, 
nor  to  compel  the  latter  to  disclose  whether  they  were  in  his 
hands  or  under  his  control.  The  relief  proposed  to  suitors 
by  that  practice  was,  however,  more  especially  defective  in 
idfording  no  sununary  sanction  to  an  order  to  produce  papers, 
which  should  apply  to  and  affect  the  cause  itself.  The  Act 
of  Congress  remedies  this  deficiency,  by  authorizing  a  final 
judgment  or  a  judgment  of  non-suit,  as  the  case  may  require, 
so  that  the  rights  of  the  party  in  the  suit  are  made  dependent 
on  liis  compliance  witli  the  order  against  him  to  produce  the 
books  or  papers.  These  are  stringent  conditions,  and  require 
from  Courts  a  careful  consideration  of  the  provisions  of  the 
Act,  before  enforcing  them.  Th^  plain  limitation  to  the 
right  to  the  interposition  of  this  Court  by  giving  final  judg- 
ment, is,  that  the  application  by  a  party  for  the  production  of 
papers  be  one  which  a  Court  of  Equity  would  sustain  on  a 
bill  of  discovery.  The  right,  in  our  opinion,  rests  entirely  on 
that  condition. 

This  motion  demands  the  production  of  the  defendants' 
books,  to  establish  the  quantity  and  value  of  the  manufac- 
tures of  machinery  made  by  the  defendants,  which  manufac- 
ture is  charged  in  the  declaration  to  be  an  infringement  of 
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the  plaintiff's  patent.  The  effect  of  the  evidence  sought  for 
will  be  not  only  to  enable  the  plaintiff  to  recover  his  entire 
damages,  but  its  direct  consequence  will  be  to  subject  the 
defendants  to  a  penalty  of  three  times  the  amount  of  those 
damages,  under  §  14  of  the  Act  of  July  4th,  1836,  (5  U.  S. 
Stat,  at  Large,  123.)  We  think  it  against  the  rules  of  Equity, 
to  allow  a  bill  of  discovery  in  such  a  case,  unless  the  bill 
relinquishes  all  claim  to  the  penalty  which  may  be  superin- 
duced by  the  production  and  exhibition  of  the  books,  and, 
for  that  cause,  the  motion  must  be  denied.  (2  Stores  Eq. 
Juris.,  §  1494 ;  Story'e  Eq.  PI,  §  575,  and  notes  ;  2  Dan- 
ieWa  Chi  Pr.,  625,  821.) 


Heney  Coggill  and  otheks  m.  CoEiraxius  W.  Lawrence. 

In  suits  at  common  law,  in  the  Circuit  Courts  of  the  United  States,  neither 
party  can  recover  costs  upon  any  equity  in  the  case,  nor  do  those  Courts  pos- 
sess authority  to  award  them  as  an  incident  of  their  power  over  the  parties  or 
the  subject-matter  in  litigation.  They  are  purely  a  subject  of  legisIatiTO 
appointment. 

Where  an  action  was  commenced  in  a  State  Court  against  a  collector,  to  recover 
back  an  excess  of  duties  paid  on  the  importation  of  foreign  merchandise, 
and  the  action  was  removed  into  this  Court  by  the  defendant,  under  §  8  of 
the  .Act  of  March  2d,  1833,  (4  U.  8.  Stat,  at  Large,  633,)  and  the  plaintiff 
obtained  a  verdict  for  |9  60 :  JBeldy  that  the  plaintiff  was  not  entitled  to  any 
costs. 

It  was  the  intention  of  Congress  that  the  description  of  revenue  cases  mentioned 
in  §  8  of  said  Act,  should,  when  removed  into  this  Court,  after  being  com- 
menced in  a  State  Court,  be  proceeded  in,  in  all  particulars,  as  cases  originally 
commenced  in  this  Court 

Such  removal  does  not  bring  with  it  the  State  law  as  to  costs,  and,  therefore 
in  cases  of  that  kind,  the  costs  in  this  Court  are  regulated  by  §  20  of  the 
Judiciary  Act  of  September  24th,  1789,  (1  U.  &  Stat,  at  Large,  88,)  which 
allows  no  costs  to  a  plaintiff  when  he  recovers  less  than  $600,  and  provides 
that  he  may,  in  such  case,  be  adjudged  to  pay  costs,  at  the  discretion  of  the 
Court 

Where,  in  a  cause  removed  into  this  Court  under  §  8  of  said  Act  of  1833,  the 
plaintiff  obtained  a  verdict  for  %9  60 :  JleU  that  the  case  was  not  a  proper 
one  for  the  allowance  of  costs  to  the  defendant 
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Sembie^  that  cases  remoTcd  into  this  Court  from  a  State  Court,  under  §  12  of  the 
Judiciary  Act  of  September  24th,  1789,  (1  U.  S.  Slat,  at  Large,  79,)  do  not 
bring  with  them  the  State  law  of  costs,  but  are  subject  to  the  provisions,  as  to 
costs,  of  §  20  of  the  same  Act. 

(Before  Nelson  and  Bbtts,  JJ.,  Southern  District  of  New  York,  September, 
1861.) 

This  was  an  action  originally  brought  in  the  Superior  Court 
of  the  city  of  New  York,  against  the  defendant,  as  Collector 
of  the  port  of  New  York,  to  recover  the-  sum  of  $150,  as  so 
much  duty  charged  and  received  by  the  defendant  on  the 
importation  and  entry  of  foreign  merchandise  by  tlie  plain- 
tiflfe,  above  the  amount  collectable  by  law.  Under  the  pro- 
visions of  the  3d  section  of  the  Act  of  March  2d,  1833,  (4  K 
8.  Stat,  at  Zargey  633,)  the  defendant  removed  the  cause  into 
this  Court,  and,  on  a  trial  before  a  jury,  the  plaintiffs  obtained 
a  verdict  for  $9  50.  The  plaintiffs  now  moved  that  full  costs 
of  suit,  according  to  the  rate  of  costs  in  this  Court,  be  award- 
ed to  them ;  and  the  defendant  made  a  counter  application 
that  full  costs  be  adjudged  to  him. 

Betts,  J.  In  common  law  cases  in  this  Court,  neither  party 
can  recover  costs  upon  any  equity  in  the  case,  nor  does  the 
Court  possess  authority  to  award  them  as  an  incident  of  its 
power  over  the  parties  or  the  subject-matter  in  litigation.  They 
are  purely  a  subject  of  legislative  appointment.  Kneass  v. 
The  SchuyUciU  Bank,  4  Wash.  C.  C.  li.  106.)  In  that  case, 
Judge  Washington  held  tliat  there  was  no  distinction  between 
cases  over  which  a  Circuit  Court  of  the  United  States  had 
jurisdiction  because  of  the  amount  in  controversy,  and  those 
over  which  it  had  jurisdiction  because  of  the  subject-matter ; 
and,  accordingly,  he  denied  costs  to  the  plaintiff  in  a  patent 
cause  where  the  recovery  was  less  than  $500.  The  Patent 
Acts  of  April  10th,  1790,  and  February  21st,  1793,  (1  U.  S. 
Stat,  at  Large^  109  amd  318,)  did  not  grant  costs  to  plaintiffs 
in  patent  suits,  and,  accordingly,  costs  in  those  suits  were  re- 
coverable only  by  virtue  of  the  provisions  of  the  20th  section 
of  the  Judiciary  Act  of  September  24th,  1789,  (1  U.  S.  Stat. 
20 
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at  Large^  83.)  This  construction  seems  to  have  heen  acqui- 
esced in  by  Congress-,  as  it  has  since  regulated  costs  in  patent 
cases  by  express  enactment.  (Act  of  July  4^A,  1836,  6  U,  S, 
Stat,  at  Zarge,  123,  §  14.)  It  has  also  made  express  provis- 
ion in  regard  to  costs  in  suits  brought  by  the  United  States 
for  penalties,  without  respect  to  the  amount  demanded  or 
recovered.  {Act  of  May  Sth^  1792,  1  U,  S,  Sta^.  at  Zarge^ 
277,  §  5.) 

The  Act  of  Congress  of  March  2d,  1833,  (4  U.  S.  Stat:  at 
Large^  033,  §  3,)  under  which  this  cause  is  removed  into  this 
Court,  makes  no  provision  respecting  costs  to  plaintiflFs,  but, 
in  a  certain  contingency,  gives  them  to  defendants.  It  more- 
over expressly  declares,  that  a  cause  removed  from  a  State 
.  Court  by  virtue  of  the  Act,  and  entered  on  the  docket  of  the 
Circuit  Court,  shall  he  thereafter  proceeded  in  as  a  cavse 
originally  comnnenced  in  that  Court.  {Id.  §  3.)  We  are  of 
opinion  that  the  plaintiffs  cannot  recover  costs  in  this  case, 
although  it  was  originally  commenced  in  a  State  Court ;  be- 
cause costs  are  not  given  by  the  Act  authorizing  the  removal 
of  the  cause,  nor  are  they  given,  upon  a  verdict  of  like  amount, 
by  any  other  Act  of  Congress,  and  because  it  seems  to  have 
been  the  purpose  of  Congress  to  place  all  actions  against  rev- 
enue officei's,  for  acts  done  in  relation  to  the  collection  of 
imposts  and  duties,  upon  the  footing  of  causes  originally 
commenced  in  a  Circuit  Court.  In  such  cases,  no  costs  are 
allowed  to  the  plaintiff,  if  he  recovers  less  than  $500,  but  he 
may  be  adjudged  to  pay  costs,  at  the  discretion  of  the  Court. 

So,  also,  if  the  doctrine  of  Judge  Story  in  EUis  v.  Jarvis^ 
(3  Mason^  ^^7,)  in  relation  to  causes  removed  from  a  State 
Court  into  a  Circuit  Court  of  the  United  States  mider  the^ 
12th  section  of  the  Judiciary  Act  of  1789,  applies  to  causes 
removed  by  virtue  of  the  Act  of  1833,  and  they  are  to  be 
held  to  carry  with  them  the  law  of  costs  of  the  Court  in  which 
they  are  instituted,  the  plaintiffs  must  be  denied  costs  in  this 
case,  because  the  recovery,  being  under  fifty  dollars,  would 
not  cany  costs  in  the  State  Court  where  the  action  was  com 
menced.     {Laws  of  New  York  of  1849,  chap.  438,  §  304.) 
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Tlie  rule  adopted  by  Judge  Story  is  eminently  equitable,  but 
it  is  not  clear  to  our  minds  that  the  quality  attached  by  the 
12th  section  of  the  Judiciary  Act  of  September  24th,  1789, 
to  the  cases  provided  for  by  it,  that  the  cause  shall  there  jpro^ 
ceed  in  the  same  mann&r  as  if  it  had  been  hrcmght  there  by 
original  process^  does  not  bring  them  under  the  general  law 
of  costs  established  by  the  20th  section  of  the  same  Act. 

The  variance  of  phraseology  employed  in  the  3d  section  of 
the  Act  of  1833,  in  ouf  opinion,  makes  the  intention  of  Con- 
gress clear,  that  this  description  of  revenue  cases  commenced 
in  a  State  Court  must,  after  being  brought  into  this  Court,  be 
proceeded  in,  in  all  particulars,  as  cases  originally  commenced 
here,  and  will  thus  necessarily  be  subject  to  the  restrictions  as 
well  as  partake  of  theiprivileges  applicable  to  original  actions 
in  this  Court 

The  defendant  in  the  present  case  would,  by  the  State  law, 
have  been  entitled  to  costs  on  the  present  recoveiy,  had  the 
case  remained  in  the  State  Court.  Section  305  of  the  State 
Act  before  cited  provides,  that  "costs  shall  be  allowed  of 
course  to  the  defendant  in  the  actions  mentioned  in  the  last 
section,"  (which  includes  actions  for  the  recovery  of  money,) 
"unless  the  plaintiff  be  entitled  to  costs  therein."  If,  as 
before  suggested,  the  removal  of  the  cause  does  not  bring 
with  it  the  State  law  of  costs,  there  is  manifest  reason  against 
allowing  the  defendant  to  impose  the  costs  of  a  jurisdic- 
tion into  which  he  forces  an  unwilling  plaintifF,  without  the 
object  of  coiTCcting  an  erroneous  judgment  against  him, 
and,  unless  controlled  by  a  positive  law  on  the  subject,  this 
Court  would,  upon  the  equity  of  the  case,  refuse  him  cost«- 
against  such  plaintiff.  The  20th  section  of  the  Judiciary  Act 
leaves  this  matter  to  the  discretion  of  the  Court,  and,  under 
the  circumstances,  we  think  that  costs  should  be  denied  to  the 
defendant. 

There  must  be  a  judgment  for  the  plaintifE  for  $9  50,  with- 
out costs  to  either  party. 
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Phh-os  B.  Tyleb  and  Whxiam  S.  Pendleton 
Edward  F.  Hyde  and  others. 

Where  T.,  a  patentee,  and  P.,  his  assignee  of  an  undivided  interest  in  the  patent, 
brought  a  suit  in  Equity  in  the  CHrcuit  Court  of  the  United  States  in  Lou- 
isiana, under  §  16  of  the  Act  of  July  4th,  1836,  (6  U,  S.  SUU.  at  Large,  128,) 
against  D.,  the  patentee  of  a  junior  patent,  and  other  parties  claiming  under 
him,  founded  on  the  interference  of  D/s  patent  with  T/s  patent,  and  praying 
that  D.^s  patent  might  be  declared  void,  and  subscqucnllj  T.  and  P.  brought 
an  action  at  law  in  tliis  Court  for  the  infringement  of  T.*s  patent,  against  H., 
who  was  not  a  parly  to  the  suit  in  Louisiana,  but  who  owned  an  undivided 
interest  in  D.'s  patent,  by  title  derived  from  D.  after  the  commencement  of 
the  suit  in  Louisiana,  although  prior  to  the  rendition  of  any  judgment  in 
that  suit:  HdtL,  that  the  parties  to  the  suit  in  this  Court  were  virtually 
within  the  proviso  to  said  §  16,  and  that  their  rights  would  be  bound  by  a 
decision  in  the  suit  in  Louisiana  pronouncing  judgment  that  the  two  patents 
interfered  or  that  either  of  the  patents  or  any  part  of  them  was  valid  or 
invalid. 

But,  where  H.  pleaded  in  bar  t^e  bringing  of  the  suit  in  Louisiana  and  the  dis- 
missal of  the  bill  therein  by  the  judgment  of  the  Court  upon  the  merits  there- 
of: Heldy  that  that  judgment  did  not  necessarily  import  that  the  patents  of  T. 
and  D.  interfered  or  that  T.'s  patent  was  adjudged  void  and  inoperative. 

In  order  to  be  received  and  acted  upon  in  this  Court,  as  against  T.'s  patent,  and 
in  a  trial  between  other  parties,  the  judgment  should  have  been  direct  and 
affirmative  in  terms,  and  should  have  asserted  the  interference  of  the  patents, 
and  have  declared  T.'s  patent  void  in  the  whole  or  in  part,  or  inoperative  and 
invalid  in  some  particular  part  of  the  United  States. 

Such  a  judgment  would,  under  the  decision  in  Smith  v.  Kernochen,  (7  Soto.  198, 
have  been  a  bar  to  the  action  at  law  in  tliis  Court. 

(Before  Nelson  and  Bktts,  J  J.,  Southern  District  of  New  York,  October,  1861.) 

This  case  came  up  on  a  demurrer  to  a  plea  jpuis  darrein 
continuance.  The  action  was  brought  for  the  infringement 
of  Letters  Patent.  The  original  patent  was  granted  to  the 
plaintiff  'Tyler,  on  the  16th  of  January,  1845,  'for  an  "  im- 
provement in  cottoijL-presses."  That  patent  was  surrendered 
by  the  patentee  on  account  of  a  defect  in  the  specification, 
and  a  new  patent  was  granted  to  him,  on  a  corrected  specifi- 
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cation,  on  the  Ist  of  May,  1847.  On  the  22d  of  February, 
1848,  the  patentee  assigned  an  equal  undivided  half  of  the 
patent  to  the  plaintiff  Pendleton.  The  plea  averred  that  Let- 
ters Patent  were  granted  to  one  Augustus  Devall,  on  the  17th 
of  April,  1847,  for  an  "  improvement  in  cotton-presses ; "  that 
the  present  plaintiffs,  on  the  31st  of  March,  1848,  commenced 
a  suit  in  Equity,  by  bill,  in  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Louisiana,  against  the  said 
Devall  and  three  others,  setting  forth  the  patent  to  Tyler,  and 
its  re-issue,  and  the  right  of  the  plaintiffs  under  it,  and  the 
patent  to  Devall,  and  charging  that  the  defendants  had  made 
and  put  into  use,  in  New  Orleans,  a  cotton-press  constructed 
in  conformity  to  the  specification  and  drawings  of  Devall's 
patent,  and  that  that  press  was  a  tame  imitation  of  the  cotton- 
press  described  in  Tyler's  patent,  involved  the  same  principles 
of  action  and  the  simie  combination  of  mechanical  powers, 
and  operated,  to  every  material  extent,  in  the  same  way  as 
Tyler's  press,  and  was  a  palpable  infringement  of  the  same, 
and  f  urtlier  charging  that  the  press,  as  constructed  and  put 
in  use  by  the  defendants  and  as  patented  to  Devall,  was,  in 
its  principles  of  construction,  identical  with  the  invention  of 
Tyler,  and  that  no  patent  therefor  should  have  been  granted 
to  Devall,  and  that  the  same  ought  to  be  repealed,  and  pray- 
ing that  the  defendants  be  ordered  to  account  to  the  plaintiffs 
for  the  use  and  profits  of  the  cotton-press,  and  that  the  Court 
should  decree  that  the  patent  granted  to  Devall  be  can- 
celled and  annulled,  avoided  and  set  aside,  as  improperly 
and  inconsiderately  awarded,  and  for  such  other  and  further 
relief  as  to  justice  and  equity  might  seem  meet ;  that  Devall 
put  in  his  answer  to  that  bill,  denying  the  novelty  and  origi- 
nality of  the  invention  of  Tyler,  and  averring  that  his  patent 
was  null  and  void,  and  that  its  re-issue  was  obtained  with  an 
intent  to  defraud  Devall,  and  that  the  re-issued  patent  to 
Tyler  was  not  for  the  same  invention  as  the  original  patent, 
and  that  the  improvement  patented  to  Devall  was  original, 
and  was  entirely  distinct  from  that  patented  to  Tyler,  and 
was  not  in  any  part  embraced  in  it,  and  that  cotton-presses 
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built  in  accordance  with  Devall's  patent  were  no  infringe- 
ment upon  Tyler's  patent,  even* if  the  same  were  valid  ;  that 
the  patent  to  Tyler,  on  which  this  action  was  founded,  was 
the  identical  patent  described  in  the  bill  of  complaint  in  the 
Louisiana  Circuit  Court;  that,  on  the  1st  of  June,  1849, 
Devall  assigned  two-thirds  of  his  patent,  and  the  said  interest 
became  on  that  day  vested  in  the  defendant  Hyde,  at  whose 
instance  and  request,  and  as  whose  agents,  the  other  defend- 
ants (who  composed  the  firm  of  Stillman,  Allen  &  Co.)  made 
all  the  cotton-presses  complained  of  in  this  action  as  infringe- 
ments, and  which  were  all  made  in  exact  conformity  with 
the  cotton-press  described  in  Devall's  patent;  and  that,  on 
the  14th  of  June,  1850,  the  bill  in  the  Louisiana  Circuit 
Court  was,  by  the  consideration  and  judgment  of  the  Court 
and  upon  the  merits  thereof,  dismissed,  with  costs  to  Devall, 
the  suit  as  against  the  other  defendants  having  been  pre- 
viously settled. 

To  this  plea  the  plaintiffs  demurred,  and  alleged,  for  causes 
of  demurrer,  that  the  suit  in  Louisiana  was  not  between  the 
parties  to  this  suit,  nor  between  their  privies  in  law  or  in 
estate,  and  that  it  did  not  appear  by  the  plea,  on  which  of 
the  several  distinct  defences  set  up  in  the  Equity  suit,  the 
bill  in  that  suit  was  dismissed.  The  defendants  joined  in 
demun*er. 

Edwin  W.  8toughton^  for  the  plaintiffs. 

George  R.  J,  Bowdoin^  for  the  defendants. 

Betts,  J.  The  bill  filed  by  the  plaintiffs  in  the  Circuit 
Court  in  Louisiana  was  founded  upon  the  16th  section  of  the 
Patent  Act  of  1836,  (5  U,  S.  Stat,  at  Large^  123,)  and  its 
scope  and  aim  were  to  obtain  the  benefit  of  the  extraordinary 
powers  granted  by  that  Act  to  Circuit  Courts.  The  section 
is  as  follows :  "  Whenever  there  shall  be  two  interfering  pat- 
ents^ or  whenever  a  patent,  on  application,  shall  have  been 
refused  on  an  adverse  decision  of  a  Board  of  Examiners, 
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on  the  ground  that  the  patent  applied  for  would  interfere 
with  an  unexpired  patent  previously  granted,  any  person 
interested  in  any  such  patent,  either  by  assignment  or  other- 
wise, in  the  one  case,  and  any  such  applicant  in  the  other 
case,  may  have  remedy  by  bill  in  Equity;  and  the  Court 
having  cognizance  thereof,  on  notice  to  adverse  parties,  and 
other  due  proceedings  had,  may  adjudge  and  declare  either 
the  patents  void  in  the  whole  or  in  part,  or  inoperative  and 
invalid  in  any  particular  part  or  portion  of  the  United  States, 
acc6rding  to  the  interest  which  the  parties  to  such  suit  may 
possess  in  the  patent  or  tlie  invention  patented,  and  may  also 
adjudge  that  such  applicant  is  entitled,  according  to  the  prin- 
ciples and  provisions  of  this  Act,  to  have  and  receive  a  patent 
for  his  invention,  as  specified  in  his  claim,  or  for  any  part . 
thereof,  as  tlie  fact  of  priority  of  right  or  invention  shall,  in 
any  such  case,  be  made  to  appear  ;"....  Provided, 
however,  that  no  such  judgment  or  adjudication  shall  affect 
the  rights  of  any  person,  except  the  parties  to  the  action  and 
those  deriving  title  ivom  or  under  them  subsequent  to  the 
rendition  of  such  judgment." 

It  is  plain,  from  the  bill  referred  to,  that  the  plaintiffs 
claimed  their  equity  to  be  the  interference  of  DevalPs  junior 
patent  "with  their  prior  one,  and  the  relief  they  songlit  was 
to  have  the  posterior  patent  declared  void.  The  Couit  had 
jurisdiction  of  the  subject-matter  in  Equity  for  no  other  pur- 
pose, for,  although  the  bill  prayed  an  account  of  the  profits 
received  by  Devall  and  his  co-defendants  for  the  use  and 
manufacture  of  cotton-presses,  and  that  such  profits  should 
be  decreed  to  the  plaintiffs  for  their  damages,  yet,  manifestly, 
that  prayer  was  but  incidental  to  the  one  demanding  judg- 
ment of  nullity  against  Devall's  patent  as  one  interfering 
with  Tyler's.  The  account  is  not  required  in  aid  of  a  suit  at 
law,  nor  is  an  injunction  prayed  for ;  and,  if  it  be  competent 
to  a  party,  by  original  bill  in  Equity,  to  recover  damages 
for  the  violation  of  a  patent  right,  the  bill  is  clearly  not 
framed  to  that  end,  and  contains  nothing  denoting  such 
intent,  other  than  the  commonplace  formula  of  a  prayer  "  for 
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such  other  and  further  relief  as  to  justice  and  equity  may 
seem  meet."  This  Court  cannot  intend  that,  under  the  bill 
presented  to  the  Circuit  Court  in  Louisiana,  any  other  ques- 
tion was  tried  than  the  one  designated  by  the  statute — that  is, 
which,  if  either,  of  the  patents  was  void,  in  the  whole  or  in 
part,  or  inoperative  and  irivalid  in  any  particular  part  or  por- 
tion of  the  United  States.  Those  particulars  were  placed 
within  the  cognizance  of  the  Court  by  the  statute,  and  upon 
those  the  Act  authorized  the  Court  to  adjudge  and  decree. 

AVe  consider  the  parties  in  this  action  to  be  virtually  within 
the  proviso  to  the  16th  section  of  the  Act  of  1836,  (the  de- 
fendants having  become  assignees  of  and  privies  with  the 
defendant  in  the  suit  in  Louisiana,  pendente  lite,)  and  that 
their  rights  would  be  bound  by  the  decision  in  that  suit,  had 
that  Court  pronounced  judgment  that  the  two  patents  inter- 
fered, and  upon  the  validity  or  invalidity  of  either  of  the 
patents  or  of  any  part  of  them. 

In  support  of  the  plea  of  puis  darrein  continuance  it  is 
argued,  that  the  Court  must  presume  that  the  judgment  of 
the  Court  in  Louisiana  was  adverse  to  the  validity  of  Tyler's 
patent,  because  that  question  was  involved  in  the  issues  raised 
in  the  cause,  and  that  the  judgment  of  the  Court  upon  all 
the  issues  was,  in  effect,  that  the  plaintiffs  had  no  valid  title 
to  the  invention  claimed  by  them.  This  conclusion  is,  how- 
ever, one  of  hypothesis  and  argument.  It  is  not  announced 
by  the  Court,  in  rendering  its  judgment,  nor,  in  our  opinion, 
does  that  judgment  exclude  any  other  conclusion.  The  de- 
cree of  the  Court  upon  the  merits  was,  that  the  bill  of  com- 
plaint be  dismissed  with  costs.  This  does  not  necessarily 
import  that  the  patents  interfered,  or  that  Tyler's  patent  was 
adjudged  void  and  iiioperative.  The  plaintiffs  in  that  suit 
may  have  failed  to  pix)ve  that  the  defendants  violated  their 
right,  which  would  have  been  the  case  if  Devall's  machine 
was  essentially  different  from  theirs  in  construction  and  oper- 
ation ;  or  the  plaintiffs  may  have  parted  with  their  title,  or 
executed  grants  or  licenses  under  which  the  defendants  were 
protected.     The  plea  supplies  this  Court  with  no  means  of 
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determimDg  upon  what  description  or  chai'acter  of  merits,  as 
between  those  parties,  the  decree  dismissing  the  bill  was 
founded ;  and,  if  any  failure  of  evidence  on  the  part  of  the 
plaintiffs,  or  any  testimony  on  the  part  of  the  .defendants 
within  the  issues,  might  have  produced  the  result  and  justi- 
fied the  decree,  this  Court  cannot  assume  that  the  interfer- 
ence of  the  two  patents,  rather  than  any  other  one  of  such 
particulars,  was  the  ground  of  the  decision. 

But,  independently  of  the  want  of  record  proof  that  the 
Circuit  Court  in  Louisiana  heard  and  decided  the  case  before 
it  solely  upon  the  question  as  to  the  interference  of  the  two 
patents,  and  as  to  which  was  the  valid  one,  we  think  that  a 
judgment  or  decree  cannot  be  accepted  as  determining  that 
point,  unless  it  be  direct  and  afiirmative  in  terms,  and  in  the 
wrfrds  of  the  statute.  The  Court  must  adjudge  and  declare 
the  patent  void,  in  the  whole  or  in  part,  or  inoperative  and 
invalid  in  some  particular  part  of  the  United  States.  A 
decree  dismissing  a  bill  seeking  that  relief  does  not  imply 
such  positive  judgment,  but,  on  the  contrary,  it  indicates  that 
the  Court,  on  the  proofs  before  it,  was  imable  to  render  that 
speci^c  judgment.  At  all  events,  it  cannot,  in  our  opinion, 
be  received  and  acted  upon  in  another  Court,  and  in  a  trial 
between  other  parties,  as  amounting  to  the  positive  and 
affirmative  declaration  demanded  by  the  statute.  Had  the 
decree  of  tlie  Circuit  Court  asserted  tlie  interference  of  the 
patents  and  declared  Tyler's  patent  void,  that  decree  would 
have  been  conclusive  in  this  Court,  on  a  trial  at  law.  {Smith 
V.  Kemochen,  7  How,  198.)  The  utmost  effect  that  can 
properly  be  given  to  the  decree  dismissing  the  bill  is,  to  con- 
sider tlie  Court  as  having  determined  that,  upon  the  proofs 
adduced  at  the  hearing,  the  plaintiffs  had  not  supported,  to 
the  satisfaction  of  the  Court,  the  matters  of  complaint  set 
forth  in  the  bill.  This  is  far  short  of  the  distinct  adjudica- 
tion which,  in  Smith  v.  Kemochenj  the  Supreme  Court  held 
to  be  a  bar,  in  a  different  Circuit,  to  a  trial  at  law  of  the 
same  subject-matter. 
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Judgment  must  be  rendered,  on  the  demurrer,  for  the  plain- 
tiflFs,  'with  leave  to  the  defendants  to  plead  over,  on  the  usual 
terms  of  payment  of  costs. 


Jeremiah  Wilbur  and  others  vs.  Cornelius  W.  Lawrence. 

Where  wool,  the  growth  and  production  of  Buenos  Ayres,  was  purchased  there 
for  exportation  to  New  York,  but,  on  account  of  the  block  -de  of  Buenos 
Ayres,  was  ti-ausported  in  lighters  to  Montevideo  and  shipped  tl^ence  to 
New  York :  Held  that,  under  §  16  of  the  Act  of  August  80th,  1842,  (6  I/.  S. 
Stai,  at  Large^  663,)  tlie  costs  and  charges  of  such  transportation  from  Buenos 
A^res  to  Montevideo  could  not  be  added  as  a  part  of  the  dutiable  value  of  the 
wool. 

The  case  of  OrinneU  v,  Lawrence,  (1  Blotch,  C.  C.  R,  8-16,)  cited,  approved 
and  applied. 

(Before  Nelson  and  Beits,  JJ.,  Southern  District  of  New  York,  October,  1851.) 

This  was  an  action  to  recover  back  duties  paid  to  the  de- 
fendant as  collector  of  the  port  of  New  York.  The  facts 
were  these :  The  plaintiffs  entered  at  the  Custom-House,  on 
the  17th  of  May,  1848,  a  quantity  of  imwashed  wool,  import- 
ed by  them  from  Buenos  Ayres  to  New  York.  The  wool 
was  the  gmwth  and  production  of  Buenos  Ayres,  and  was 
purchased  there  for  exportation  to  New  York,  but,  on  accomit 
of  the  blockade  of  Buenos  Ayres,  was  transported  in  light- 
ers to  Montevideo  and  shipped  fi'om  that  place  to  New  York. 
The  value  of  the  wool  at  Buenos  Ayres,  together  with  ihe 
costs  and  charges  appraised  and  ascertained  at  the  Custom- 
House,  with  the  addition  of  the  usual  commissions,  was 
$4,787.  Upon  this  a  duty  of  30  per  cent,^  amounting  to 
$1,486  10,  was  paid  by  the  plaintiffs  on  the  entry  of  the 
wool.  The  charges  for  the  transportation  of  the  wool  from 
Buenos  Ayres  to  Montevideo,  together  with  2-J-  per  cent,  com- 
mission, amounted  to  $1,281  25.  Upon  this,  also,  the  defend- 
ant exacted  a  duty  of  30  jper  cent.,  amounting  to  $384  30, 
which  sum  the  plaintiffs  paid  under  protest.  They  then 
brought  this  action  to  recover  it  back.     A  verdict  was  taken 


OOTOBBB,  1851.  315 


Wilbur  V.  Lawrence. 


for  the  plaintifiFs,  subject  to  the  opinion  of  the  Court,  and  also 
subject  to  adjustment  at  the  Custom-House  in  coniformity  to 
the  decision  of  the  Court. 

George  C,  Goddard^  for  the  plaintiffs. 

J.  Prescott  Uall^  {District  Attorney^  for  the  defendant. 

BettSj  J.  It  is  contended  for  the  defendant,  that  the  costs 
and  charges  attending  the  transportation  of  the  wool  from 
Buenos  Ajtcs  to  Montevideo,  are  the  expenses  of  shipment 
incurred  subsequent  to  its  purchase,  and  are  to  be  added  to 
the  purchase-price,  to  make  up  its  market  value  in  the  coun- 
try from  which  it  was  imported. 

The  meaning  and  effect  of  the  16th  section  of  the  Act  of 
August  30th,  1842,  (5  JJ,  S.  Stat,  at  Large,  563,)  as  applicable 
to  a  similar  state  of  facts,  was  considered  and  decided  by 
tliis  Court  in  the  case  of  Grinnell  v.  Lawrence,  (1  Blutch.  C, 
C.  Ji.  346.)  In  that  case,  the  goods  were  the  production  of 
China,  and  were  there  purchased  and  shipped  to  London,  and 
then  re-shipped  to  the  United  States.  In  appraising  the 
value  of  the  goods,  the  appraisers  added  the  costs  of  trans- 
portation from  Canton  to  London.  The  Court  decided  that, 
upon  the  true  construction  of  the  16th  section  of  the  Act  and 
of  the  proviso  to  that  section,  the  market  value  of  the  goods, 
at  the  time  of  their  exportation  to  the  United  States,  in  the 
principal  markets  of  •the  place  of  production,  with  costs  and 
charges  to  the  time  of  shipment,  was  the  dutiable  value,  and 
that  the  freight  and  expenses  of  their  transportation  fix)m 
Canton  to  London  could  not  be  added.  In  that  case,  the 
goods  were  procured  in  the  London  market  for  shipment  to 
the  United  States,  and  were  not,  as  in  this  instance,  on  a  con- 
tinuous couree  of  transmission  from  the  place  of  production, 
nor  were  they  purchased  and  invoiced  at  the  latter  place  for 
this  market.  In  these  features  there  was  more  colorable 
gn)und  for  computing  the  expenses  of  transportation  to  Lon- 
don as  part  of  the  dutiable  value,  than  there  is  in  this  case, 
where  the  purchase  of  the  wool  was  made  at  Buenos  Ayres 
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by  the  plaintiffs,  and  its  transmission  direct  to  the  United 
•  States  was  commenced  at  that  port.  The  employment  of  a 
vessel  at  Montevideo  to  carry  the  cargo,  because  of  the  in- 
ability to  send  one  from  Buenos  Ayres,  or  for  any  other  cause, 
did  not  interrupt  the  continuity  of  the  voyage.  This  very 
point  has  been  before  the  Court  in  former  cases,  in  which  it 
was  ruled,  at  nisi  j>7'iu8,  that  the  charges  of  such  transporta- 
tion of  the  cargo  could  not  be  estimated  in  appraising  the 
market  value  of  the  goods,  and  that  the  amount  of  costs  and 
charges  was  limited  to  what  had  accrued  at  the  time  the 
goods  left  Buenos  Ayres.  The  decision  of  the  Court  that 
those  cases  were  embraced  within  the  principle  of  GrinneU 
V.  Lawrence  was  not  excepted  to,  and  the  judgments  rendered 
in  those  cases,  on  that  construction  of  the  law,  were  acquiesced 
in  and  satisfied  by  the  Government. 

Judgment  must  be  rendered  in  this  case  for  the  plaintiffs, 
with  a  reference  to  the  collector  to  adjust  the  true  amoimt  of 
duties  payable  by  the  plaintiffs  upon  the  principles  of  this 
decision. 


William  S.  Wilson  and  Francis  Bbown  v8,  Hugh  Maxwell. 

The  Tariff  Act  of  July  80th,  1846,  (9  U.  8,  Stat,  at  Large,  42,)  did  not  Tary  the 
law  previously  in  force  regulating  the  method  of  ascertaining  the  quantity  of 
merchandise  imported.  Such  quantity  is  Rtill  to  be  ascertained  by  the  rules 
prescribed  in  §§  68  and  69  of  the  Act  of  March  2d,  1799,  (1  U.  8,  Stat  at 
Large,  671,  672.) 

Accordingly,  where  soap  in  boxes  was. imported  iu  1860  :  Held,  that  the  dutiable 
weight  was  the  gross  weight  of  the  soap  and  boxes,  deducting  only  10  ^^er 
cent,  as  tare,  as  prescribed  by  §  58  of  the  Act  of  March  2d,  1799,  and  that  the 
importer  was  not  entitled  to  an  allowance  of  the  actual  weight  of  the  boxes  as 
tare. 

But,  the  soap  having  been  entered  at  the  Custom-House  at  a  valuation  based  upon 
its  net  weight,  after  deducting  the  actual  weight  of  the  boxes,  and  the  Custom- 
House  valuation,  upon  an  allowance  of  only  10  per  cent,  on  the  gross  weight 
as  tare,  having  exceeded  the  invoice  valuation  by  more  than  10  per  cent.,  and 
the  collector  having  then  imposed  an  additional  duty  or  penalty  of  20  per 
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cent  upon  the  Ciistom-Uouse  Yiduation,  claiming  that  such  penalty  was  author- 
ized, in  consequence  of  such  excessive  valuation,  by  §  8  of  the  Act  of  July* 
?Oth,  1846,  (9  U^  S.  Slat,  at  Large,  43) :  Held,  that  the  penally  was  illegally 
imposed.     ' 

The  weight  of  the  boxes,  cases  or  packages  in  which  goods  are  imported  is  not 
the  subject  of  appraisement,  within  the  meaning  of  §  8  of  the  Act  of  July 
80th,  1846. 

The  case  of  OrinneU  v.  Laurence,  (1  Blotch,  C.  C,  JR.  346,)  cited  and  applied. 

(Before  Nelson  and  Bstta,  J  J.,  Southern  District  of  New  York,  October,  1861.) 


This  was  an  action  to  recover  back  money  paid  to  the  de- 
fendant as  collector  of  the  port  of  New  York.    The  facts 
were  these:    The  plaintiffs  imported  from  Marseilles  into 
New  York  a  quantity  of  castile  soap  in  boxes,  and  entered 
it  at  the  Custom-House,  in  July,  1850,  at  the  invoice  \^eight 
of   11,749  pounds,  and  at  the  net  weight,  deducting  the 
weight  of  the  boxes  as  tare,  of  9,436  pounds.    The  weight 
returned  by  the  public  weigher  was  11,760  pounds,  from 
which  a  deduction  of   10  per  cent^  or  1,176  pounds,  was 
made  for  tare,  leaving  the  net  or  dutiable  weight  at  10,584 
pounds.      The  valuation  of   the  importation  on  the  entry, 
according  to  the  net  weight  on  the  invoice,  was  $550.     The 
valuation  on  the  return  of  the  weigher,  after  taking  off  the 
10  per  cent,  tare,  was  $619  94,  being  an  excess  over  the 
invoice  valuation  of  $69  94,  or  more  than  10  per  cent.    The 
price  or  value  of  the  soap  itself  was  not  changed  by  the  Cus- 
tom-llouse  valuation.      The  plaintiffs  claimed  the  right  to 
enter  the  soap  at  its  net  weight  of  9,436  pounds,  deducting 
the  actual  weight  of  the  lx>xes,  but  the  collector  imposed 
duties  on  10,584  pounds,  allowing  only  the  10  per  cent  tare. 
He  also  imposed  an  additional  duty  or  penalty  of   20  per 
cent,  upon  the  Custom-House  valuation  of  $619  94,  because 
that  exceeded  the  invoice  valuation  by  more  than  10  per  cent. 
The  plaintiffs  paid,  under  protest,  this  additional  duty  or  pen- 
alty, and  also  the  duty  on  all  beyond  9,436  pounds  of  soap, 
and  then  brought  this  action  to  recover  back  the  amount  so 
paid.     A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court. 
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John  S.  McOuUoh^  for  the  plaintiffs. 

J.  Prescott  HaUj  {District  Attorney^  for  the  defendant. 

Bbtts,  J.  We  think  that  the  collector  adopted  the  tme 
interpretation  of  the  law,  in  relation  to  the  tare  allowable. 
When  duties  are  imposed  on  merchandise  by  the  weight  or 
measure,  the  importer  is  not  required  to  pay  for  a  greater 
quantity  than  actually  arrives  in  the  United  States.  ( United 
States  V.  Southmaydj  9  JIow.  637  ;  Marriott  v.  Brune^  Id, 
619.)  But  it  lies  with  Congress  to  prescribe  the  rules  by 
which  the  quantity  or  value  of  merchandise  imported  shall 
be  ascertained.  Accordingly,  it  rests  in  its  discretion  to  fix 
the  particulars  to  be  regarded  in  determining  the  quantity  by 
weight  of  goods  imported  in  boxes,  casks,  bags  or  other  pack- 
ages, and  to  exclude  or  include  the  boxes,  &c.,  in  the  compu- 
tation. If  no  regulation  in  that  respect  is  adopted,  the  true 
principle  is  to  consider  the  merchandise  alone  as  subject  to 
duty.     {Marriott  v.  Brune^  9  How.  619.) 

It  is  contended  that  the  Treasury  Circulars  of  March  24tli, 
1847,  and  January  5ith,  1848,  give  the  importer  a  right  to  the 
deduction  of  the  actual  tare  on  tlie  importation  of  articles 
invoiced  and  entered  by  weight.  We  do  not  think  that  those 
Circulars  admit  of  such  an  interpretation.  It  would  seem 
that  the  Secretary  of  the  Treasury  nnderatood  that  the  Act 
of  July  30th,  1S46,  (9  U,  S.  Stat,  at  Large,  42,)  in  its  aiTange- 
ment  of  the  method  of  imposing  duties,  had  in  effect  sup- 
planted the  provisions  of  the  58th  section  of  the  Act  of 
March  2d,  1799,  (1  U.  S,  Stat  at  Large,  671,)  and  he  en- 
joined regulations  to  meet  the  case  of  importations  of  goods 
by  weight  in  boxes,  casks,  &c.  The  regulations,  however, 
expressly  prohibit  the  allowance,  by  way  of  tare  or  draft.,  of 
a  greater  deduction  than  was  given  by  the  Act  of  1799  ;  and, 
if  the  plaintiffs  adopt  the  Treasury  Circulars  as  the  founda- 
tion of  their  right  to  tare,  they  must  be  confined  to  the  limits 
of  those  instructions. 

But  we  do  not  understand  that  the  Tariff  Act  of  1846  has 
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in  any  manner  varied  the  law  previously  in  force  rea^ilating 
the  method  of  ascertaining  the  quantity  of  merchandise  im- 
ported. The  4th  section  of  the  Act  of  1846  recognizes  the 
existence  of  the  58th  and  59th  sections  of  the  Act  of  1799  as 
the  means  of  determining  the  weight  or  guage  or  quantity  of 
goods  imported,  when  the  invoice  does  not  contain  the  weight 
or  quantity  or  measure.  We  do  not  suppose  that  this  4th 
section  has  operation  only  in  case  of  an  entire  omission,  in 
the  invoice,  of  any  statement  of  weight  or  measure,  but  are 
inclined  to  think  that  the  provision  is  intended  to  apply  the 
then  existing  law  to  importations  which  would  have  been 
subject  to  it  previous  to  the  Act  of  1846,  although  the  in- 
voice is  made  up  on  a  valuation  only,  without  any  statement 
of  quantity.  Otherwise  the  Government  might  be  con- 
cluded by  the  invoice,  in  case  it  gave  the  weight  or  quantity, 
and  would  have  discarded  all  authority  to .  test  the  accuracy 
of  that  statement.  We  think  that  the  language  of  the  4th 
section  of  the  Act  of  1846  may  be  satisfied,  without  attach- 
ing to  it  an  implication  evidently  so  directly  at  variance 
with  the  whole  policy  of  the  revenue  laws.  The  language 
is  rather  indirect  and  involved,  biit  the  want  of  perspicuity 
seems  to  arise  out  of  the  aim  of  the  person  who  drew  the 
section  to  conform  the  system  of  ad  valorem  duties,  made 
universal  by  the  Act  of  1846,  to  the  provisions  of  the  then 
existing  laws,  which  require  the  weight  or  measure  of  par- 
ticular classes  of  merchandise ;  and,  under  the  impression 
that  importations  of  such  articles  may,  under  the  new  Act, 
be  made  on  an  invoice  of  value  alone,  it  directs  the  weight 
or  measure  of  them  to  be  made  at  the  expense  of  the  owner, 
agent  or  consignee.  The  section  appears  to  have  been  intro- 
duced out  of  greater  caution,  and  for  the  purpose  of  avoiding 
the  construction  contended  for  by  the  counsel  for  the  plain- 
tiffs, and  which  the  Circulars  of  the  Treasury  Department 
tend  to  countenance.  The  revenue  laws,  as  modified  from 
time  to  time  by  Congress,  are  construed  and  administered  as 
an  entire  system,  the  later  Acts  not  superseding  the  prior 
ones,  unless  they  are  in  conflict  with  them  or  expressly  re- 
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peal  them.  {Aldridge  v.  WiUiams,  3  JIow,  1.)  The  7th 
and  8th  sections  of  the  Act  of  1846  recognize  this  principle, 
in  the  one  case  modifying  tlie  existing  tariff  law,  and  in  the 
other  referring  to  it  as  supplying  the  mode  of  ascertaining 
the  dutiable  value  of  imported  commodities.  The  4th  section, 
in  our  view  of  the  subject,  effects  two  purposes  only,  botli  of. 
them  in  consonance  with  and  in  furtherance  of  the  existing 
law.  Mr8t — In  respect  to  goods  subject  to  weight,  it  removes 
all  doubt  as  to  the  application  of  the  Act  of  1799,  under  this 
new  aiTangement  of  duties,  when  the  invoice  does  not  contain 
the  weight,  by  directing  the  goods  to  be  weighed.  Secondly 
— It  provides  that  the  owner  or  consignee  shall  bear  the  ex- 
pense. When  the  invoice  does  contain  a  statement  of  weight, 
it  must,  under  the  directions  of  the  8th  section  of  the  Act  of 
1846,  be  proceeded  with  conformably  to  the  Act  of  1799. 

The  weight  returned  by  the  weighers  in  this  case,  pursu- 
ant to  the  58th  section  of  the  Act  of  1799,  determined,  the 
quantity  of  soap  subject  to  duty,  and  the  collector  properly 
imposed  and  collected  duties  on  10,584  pounds,  because, 
although  that  was  beyond  the  actual  weight  of  the  soap  itself, 
yet  the  whole  importation,  including  its  boxes,  is  made  sub- 
ject to  duty,  excepting  only  10  per  cent  therefi'om  for  the 
assumed  weight  of  the  boxes.  It  was  in  the  discretion  of 
Congress  either  to  impose  duties  on  the  gross  weight,  or  to 
deduct  from  that  a  fixed  rate  of  tare,  or  to  permit  the  im- 
porter to  have  the  allowance  of  actual  tare.  The  law  in  this 
instance  specified  the  mode  or  rule  by  which  the  tare  should 
be  determined,  and  the  importer  can  claim  nothing  beyond 
that. 

The  remaining  question  is,  whether  the  collector  ^could 
legally  impose  an  additional*  duty  or  penalty  of  20  per  cent 
on  the  appraised  valuation  of  $619  94,  the  price  or  value  of 
the  soap  itself  not  being  changed.  The  8th  section  of  the 
Act  of  July  30th,  1846,  declares,  that  it  shall  be  the  duty  of 
the  collector  to  cause  the  dutiable  value  of  imports  to  be 
appraised,  estimated  and  ascertained,  in  accordance  vrith  the 
provisions  of  the  then  existing  laws,  and  that,  if  die  appraised 
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valne  thereof  shall  exceed,  by  10  per  centum  or  more,  the 
value  declared  on  the  entry,  then,  in  addition  to  the  duties 
imposed  by  law  on  the  same,  there  shall  be  levied,  collected 
and  paid,  a  duty  of  20  per  Centura  ad  valorem  on  such  ap- 
praised value.  It  is  to  be  observed,  that  the  valuation  adopted 
in  the  entry  was  not  changed  by  the  appraisers,  so  as  to  affect 
the  justness  of  the  entry  valuation.  No  point  is  made  on  the 
part  of  the  Government,  that  the  weight  given  in  the  entry  was 
not  accurate,  and  it  was  found  to  correspond  with  the  Custom- 
Ilouse  weight  within  a  small  fraction.  The  only  question 
presented  is  as  to  the  right  of  the  plaintiffs  to  enter  the  im- 
portation according  to  the  true  weight,  without  obtaining  the 
consent  of  the  collector  and  naval  officer  to  the  allowance  of 
the  actual  tare.  Does  the  deficiency  in  weight  in  the  entry, 
arising  from  an  erroneous  claim  of  tare,  constitute  an  excess 
of  value  over  the  value  declared  in  the  entry,  so  as  to  sub- 
ject the  whole  importation  to  an  additional  duty  oi'  20  per- 
cent, f  The  principle  involved  in  this  inquiry  was  consid- 
ered and  decided  by  this  Court  in  GrinneU  v.  Lawrencey  (1 
Blatck.  a  C.  jS.,  346.)  The  Court  there  say :  "  The  eighth 
section  of  the  Act  of  July  30th,  1836,  imposes  this  dut^  '* 
(the  additional  duty  or  penalty  of  20  per  cent.)  "  in  easea 
where  the  appraised  value  of  the  goods  imported  shall  ex- 
ceed, by  10  per  cent,  or  more,  the  value  as  declared,  in  the 
entry."  The  "  appraised  value,"  a&  used  in  this  Act  of  1846 
and  in  that  of  August  80th,  1842,  and,  indeed,  in  all  of  the 
revenue  Acts,  means  the  value  of  the  goods,  to  be  estimated 
and  ascertained  by  the  appraisers,  either  according  to  the 
"  actual  cost,"  "  actual  value  "  or  "  market  value,"  as  the  case 
may  be,  exclusive  of  charges.  The  doctrine  adopted  by  the 
Court  in  that  case  was,  that  th6  enhanced  valuation  which 
called  for  and  authorized  the  additional  duty  of  20  per  cent. 
had  relation  alone  to  the  goods  imported,  and  did  not  include 
those  extraneous  particulars  which  the  appraisers  added  to  the 
appraised  value  of  the  merchandise,  under  the  special  direc- 
tion of  the  various  tariff  Acts,  in  order  to  make  up  the  duti- 
able value  of  the  importation.  In  that  case,  charges  were  so 
21 
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added ;  in  this  case,  the  weight  of  cases  or  packages  is  added ; 
but  neither  of  them  are  subjects  of  ajppradsement  So  fai* 
from  that,  in  this  instance,  the  "  actual  cost,"  "  actual  value  " 
or  "  market  value  "  of  the  boxes  is  not  a  matter  upon  which 
the  judgment  of  the  appraisers  is  in  any  way  exercised.  On 
the  contrary,  the  gross  weight  of  the  importation  is  ascer- 
tained by  the  weigher,  and  then  the  proper  officer  of  the  Cus- 
tom-House,  by  an  arithmetical  process  prescribed  by  statute, 
fixes  the  deduction  to  be  taken  from  the  gross  weight,  and  the 
remainder  is  the  dutiable  quantity. 

Our  judgment  upon  the  second  point,  therefore,  is,  that 
this  importation  was  not  subject  to  the  additional  duty  of  20 
per  cent,  exacted  by  the  collector,  and  that  the  plaintiffs  are 
entitled  to  recover  that  amount,  with  interest  from  the  time 
of  its  payment. 

Judgment  accordingly. 


The  Josepiiinb. 

Where  the  officers  and  crevr  of  a  vessel  of  war  belonging  to  the  United  States 
Government  rendered,  under  the  direction  of  her  commander,  and  in  obe- 
dience to  the  general  instructions  of  the  Government  to  all  its  vessels  to 
Tender  relief  freely  and  promptly  to  American  vessels  in  distress,  services  in 
towing  into  an  American  port  an  American  merchant-vessel  found  abandoned 
at  sea  five  hundred  miles  distant,  but  the  delay  thus  caused  was  one  of  only 
two  days,  and  no  extraordinary  service  was  rendered,  and  no  unusual  hard- 
ship or  peril  was  encountered :  Hdd^  that  the  officers  and  crew  were  not  enti- 
tled to  salvage. 

Whether  the  officers  and  crews  of  the  naval  vessels  of  the  United  States  are  in 
any  case  entitled  to  salvage  for  services  rendered  to  American  merchant-vessels 

'    in  distress,  notwithstanding  such  instructions,  quere. . 

(Before  Nelson,  J.,  Southern  District  of  New  York,  October,  1861.) 

Joseph  Skith,  on  behalf  of  himself  and  others,  the  crew 
of  the  United  States  sloop-of-war  Plymouth,  filed  a  libel  for 
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salvage  in  the  District  Court  against  the  American  brig  Jo- 
sephine. The  libel  charged  that  the  Plymouth,  on  her  pas- 
sage from  Rio  Janeiro  to  Boston,  on  the  30th  of  September, 
1846,  fell  in  with  the  wreck  of  the  Josephine  on  the  high 
seas,  some  five  hundred  miles  from  the  port  of  New  York, 
drifting  about  at  the  mercy  of  the  waves,  entirely  abandoned 
by  her  crew,  derelict  and  partly  plundered ;  that  a  boat  was 
lowered  from  the  Plymouth  and  a  boat's  crew  sent  to  take 
possession  of  the  wreck ;  that,  after  considerable  exertion,  a 
hawser  was  made  fast  to  her,  and  the  course  of  the  Plymouth 
was  altered  to  New  York,  to  which  place  she  towed  the  brig 
and  her  cargo  in  safety,  being  engaged  in  such  towing  for 
four  days ;  that,  but  for  the  assistance  so  rendered  to  the  brig 
and  her  cargo,  the  same  would  have  been  entirely  lost ;  tliat 
the  libellants  were  on  board  the  Plymouth  at  the  time  and 
assisted  in  saving  the  brig  and  her  cargo ;  and  that  the  cap- 
tain, officers  and  crew  of  the  Plymouth,  for  the  sei-vice  thus 
performed  and  the  risk  run,  were  justly  entitled  to  reasonable 
salvage.  The  answer,  after  admitting  substantially  the  facts 
set  forth  in  the  libel,  set  forth  that  the  Plymouth,  in  render- 
ing assistance  to  the  brig,  was  acting  under  instructions  from 
the  Government  of  the  United  States  to  render  relief  freely 
and  promptly  to  American  vessels  in  distress;  that,  in  the 
opinion  of  the  Government,  it  best  comported  vrith  the  inter- 
est of  the  Navy  and  the  policy  of  the  Government,  that  no 
compensation  should  be  asked  or  received  for  such  services ; 
that,  in  rendering  assistance  to  the  brig,  the  officers  and  crew 
of  the  Plymouth  were  in  the  discharge  of  their  legal  duty 
only,  for  which  they  were  paid  by  the  Government,  and  that 
such  services  were  not  within  either  the  reason  or  the  policy 
of  the  ordinary  maritime  law  in  regard  to  salvage.  The  Dis- 
trict Court  dismissed  the  libel,  but  without  costs,  on  the 
ground  that  tliere  was  probable  cause  for  filing  it.  The  libel- 
lants appealed  to  this  Court.  All  the  other  facts  necessary  to 
be  stated  will  be  found  in  the  opinion  of  the  Court. 

JErastus  C.  Benedict^  for  the  libellants.    L   Salvage  is  the 
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oompensation  dne  to  pereonB  by  whose  voluntary  aesistance  a 
ship  or  its  lading  has  been  saved  to  the  owner  from  impend- 
ing peril  or  recovered  after  actual  loss.  {Abbott  on  Shipping ^ 
554 ;  Hand  v.  T?ie  Elvira,  Oilp.  R.  60,  66.)  The  right  to 
salvage  diepends  solely  upon  the  consideration  that  property 
has  been  saved  to  the  owner  from  maritime  peril  by  the  salvor. 
His  intrepidity,  humanity,  relief  to  distress  or  preservation  of 
life  do  not  affect'  his  right  to  compensation ;  they  only  affect 
its  amount.  {The  Emblem,  Daveif?  R,  61,  64 ;  The  India,  1 
W,  Roh,  406, 408.)  II.  Salvage  does  not  depend  upon  the  char- 
acter of  the  parties  rendering  the  service,  nor  upon  the  charac- 
ter of  the  assistance  rendered,  nor  upon  the  kind  of  peril  or 
cause  of  loss,  nor  upon  the  national  character  or  ownership  of 
the  property  saved  or  of  the  owners.  1.  There  is  no  limitation 
to  the  kind  of  persons  who  may  be  entitled  to  this  compensa- 
tion, (a.)  Persons  in  the  employ  of  the  nation.  Officers  and 
seamen  of  vessels  of  war.  {The  Thetis,  3  Ha^g,  14 ;  The 
Porcher,  2  Hogg,  270,  note;  The  Gage,  6  G,  Rob.  273 ;  The 
Lord  Nelson,  Edw,  R,  79 ;  Tlie  Pemamento  Feiiz,  Id.  116  ; 
The  Mary  Ann,  1  Hagg.  158  ;  Prich.  Dig,,  385 ;  The  I/ue- 
tre,  3  Hogg.  154  ;  The  EweU  Orove,  Id.  209  ;  The  Helena, 
Id,  430  ;  The  WHeons,  1  W.  Rob.  172 ;  The  Iodine,  Prich. 
Dig.,  385,  note;  The  United  Stoitea  v.  Th^  Amistad,  15 
Peters,  518.)  The  Eoya}  Coast-Guard  and  revenue  officers. 
{The  Helena,  3  Hogg.  430,  note;  Le  Tigre,  3  Wash.  0.  O. 
R.  567,  572 ;  Prich.  Dig.,  393,  §  323,  and  noU.)  (J.)  Semi- 
official persons.  Pilots.  {The  Balsemao,  2  Hogg.  270,  note ; 
The  Nicolaas  Witzen,  3  Hogg.  369  ;  Hobart  v.  Drogam.,  10 
Pet.  108.)  Lloyd's  agent  {The  Tra/oeUer,  3  Hagg.  370.)  {c.) 
Persons  having  some  relation  to  the  subject  saved.  Passengers. 
{Prich.  Dig.,  360,  §  38  ;  Newman  v.  Walt&rs,  3  Bos.  <&  Pull. 
612;  Abbott  on  Shipp.,  560.)  The  crew,  in  extraordinary 
circumstances.  {The  Neptune,  1  Hogg.,  227,  237 ;  Prich. 
Dig.,  385,  note  55.)  Consorts.  {The  Waterloo,  2  Dod.  433, 
443 ;  The  Ganges,  Prich.  Dig.,  389,  note  62.)  {d.)  Pereons 
of  no  independent  right.  Women.  {The  Jane  and  Matilda, 
1  Hagg.  187, 194.)    Apprentices.    {BeU  v.  The  Sloop  Ann,  2 
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Pet.  Adm.  Dee.  278,  282;  Maaon  v.  The  Ship  Blaireau,  2 
Ora/ruJi,  240,  270 ;  The  Two  IHendSy  8  Jur.  1011 ;  The  Co- 
hmbme,  2  W.  Rob.  186 ;  Prich.  Dig.,  Sahage,  (Ciml,)  §§ 
308,314,320,335,337.)  Boys.  {Prioh.  Dig., Salvage,  (Civil,) 
§§  327,  330.)  Slaves.  {SmaU  v.  Goods,  2  Pet  Adm.  Dec. 
284,  287 ;  Mason  v.  The  Ship  JBlaireau,  2  Cratch,  240, 241.) 
Masters,  mates,  sailors,  cooks,  surgeons,  carpenters,  passen- 
gers and  landsmen  of  every  national  character.  2.  Neither 
does  salvage  depend  upon  the  character  of  the  assistance  ren- 
dered, nor  upon  the  kind  of  peril  or  the  cause  of  loss.  It 
need  only  be  the  saving  a  vessel  or  cargo  in  danger — supply- 
ing stores — ^loaning  an  anchor — agoing  for  assistance — ^towing 
— ^helping  to  navigate  in  a  storm — ^piloting  into  a  port — fish- 
ing up  from  the  bottom — quelling  a  mutiny — ^taking  from 
pirates — ^recapturing  from  an  enemy.  3.  Neither  does  it 
require  a  request.  It  must  be  voluntary ;  that  is  to  say,  it 
must  not  spring  from  any  particular  duty,  or  from  any  par- 
ticular relation  to  the  saved  property,  or  from  any  specific 
contract  It  must  be  a  service  which  the  party  may  lawfully 
decline  to  render.  4.  Nor  does  it  depend  upon  the  national 
character  of  the  property  saved  or  of  the  owners.  III.  Sal- 
vage service  is  highly  favored  in  law  in  all  commercial  coun- 
tries, from  motives  of  clear  public  policy  and  a  regard 
to  the  interests  of  commerce.  (Mason  v.  27ie  Ship  Blair 
reauy  2  Granch,  240,  266 ;  The  Joseph  Harvey,  1  G.  Rob. 
313,  note ;  The  William  Beckford,  3  Id.  355 ;  Hand  v. 
The  Elvira,  GUp.  R.  60,  69  ;  The  Louisa,  1  Dod.  317,  318, 
319 ;  The  Emhlem,  Daveis'  R.  61,  64  ^  66 ;  The  Geatu- 
rion,  Ware,  477 ;  The  Schooner  Boston  and  Gargo,  1  Sumn. 
328.)  IV.  The  stimulus  which  public  policy  and  the  inter- 
ests of  commerce  supply  is  simply  the  spur  of  private  inter- 
est (Ada^ns  v.  The  Sophia,  GUp.  R.  77,  79,  80;  The 
Emhlem,  Dan)ei^  R.  61,  64.)  V.  Compensation  for  salvage 
service  is  an  absolute  legal  right.  YI.  This  right  is  personal 
to  the  salvor,  notwithstanding  his  relation  to  others.  (Le 
Tigre,  3  Wash.  G.  G.  R.  567,  572,  573.)  VII.  It  beijig  thus 
a  personal  right,  a  party  cannot  be  deprived  of  it  except  by 
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law.  VIII.  The  right  to  salvage  depends  upon  the  saving  of 
the  property;  but  the  rate  or  amount  of  salvage  depends 
upon  the  amount  of  the  property,  the  probability  of  loss,  the 
amount  of  peril  to  the  property,  the  value  of  the  service  to 
the  owner  of  the  property,  and  the  personal  toil,  loss  of  time, 
daring  and  danger  of  the  salvors.  The  highest  order  of 
merit,  in  a  pecuniary  estimate,  is  the  safe  bringing  in  of 
property  entirely  abandoned  and  lost  to  the  owner — derelict. 
For  such  a  service  Courts  have  sometimes  awarded  seven- 
eighths  for  salvage,  and  it  is  usual  to  give  one-half.  The 
present  is  such  a  case.  IX,  The  only  real  point  is,  that  the 
salvage  was  performed  by  an  American  vessel  of  war,  in 
saving  American  property.  There  was  never,  before  this,  a 
case  decided  in  which  the  right  of  a  national  vessel  to  salvage 
was  denied  on  that  ground.  The  contrary  has  been  held  in 
numerous  British,  French,  American,  Mexican  and  South 
American  cases.  {The  Hape^  3  C,  Rob,  215  ;  The  Edward 
and  Mary,  Id.  305 ;  The  Helen,  Id,  224 ;  The  John  and 
Jane,  4  Id.  216 ;  The  Gage,  6  C.  Rob.  273 ;  The  Lord  Net- 
son,  Edw.  R.  7& ;  The  Louisa,  1  Dod.  317 ;  The  Mary  Ann, 
1  Ilagg.  158  ;  The  Iodine,  Prieh.  Dig.,  384,  note  54 ;  The 
Charlotte,  Id.  note  55 ;  The  Thetis,  3  Ilagg.  14,  42 ;  The 
Lustre,  Id.  154,  155 ;  The  Ewell  Grove,  Id.  209,  224,  226  ; 
The  Ilelene,  Id.  430,  note;  The  WiUonSy  1  W.  Rob.  172; 
The  Iris,  MS.,  South  Carolina  Dist.  Court ;  Ex-parte  Kear- 
ney, Id. ;  The  Ant,  in  Mexico,  National  Intelligencer  of 
Sept.  29, 1849 ;  The  Active,  in  Montevideo,  Id. ;  The  United 
States  V.  The  Amistad,  15  Pet.  518 ;  The  Eugenie,  Evening 
Mirror  of  Sept.  26, 1849 ;  Opinion  of  Atty.-Gen.,  Supp.  to 
N  T.  Tribune  of  Sept.  24^  1849.)  X.  The  same  law  and 
the  same  principles,  in  civil  and  military  salvage,  apply  to 
the  Navy  of  the.  United  States  and  to  that  of  Great  Britain. 
XI.  Neither  the  Navy  in  the  aggregate,  nor  any  individual 
national  vessel,  nor  any  oflBcer  or  seaman  thereof,  holds  any 
particular  relation  to  any  commercial  vessel,  much  less  to 
property  wrecked  and  deserted  on  the  high  seas.  XII.  The 
various  Acts  of  Congi-ess  in  relation  to  vessels  in  distress 
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make  no  distinction  between  American  and  foreign  vessels. 
XIII.  The  Executive  Circular  does  not  apply,  in  its  letter  or 
spirit,  to  salvage  cases,  nor  has  it  any  general  or  permanent 
operation.  The  Josephine  was  not  a  vessel  in  distress.  She 
was  wrecked  property,  abandoned  at  sea.  XIV.  There  is  no 
rule  that  salvage  is  to  be  withheld  because  the  services  were 
not  extraordinary.  XV.  The  objection  that  salvage  is  not 
due  to  the  salvors  because  the  conmiissioned  oflScers  declined 
to  receive  their  share,  is  immaterial,  if  the  right  to  salvage  be 
personal.  {The  Lustre^  3  Hogg,  154.)  XVI.  This  is  a  case 
of  highly  meritorious  salvage  services.  It  is  of  that  class  for 
which  the  highest  pecuniary  allowance  is  made — a  case  of 
actual  total  loss — of  property  deserted  and  derelict,  which 
could  not  otherwise  have  been  saved. 

WHUam  BlisSy  for  the  claimants. 

Nelson,  J.  The  proofs  show  that  no  very  extraordinary 
or  hazardous  service  was  required  of  the  oflScers  or  crew  of 
the  Plymouth,  or  was  rendered  by  them  in  saving  the  brig. 
She  was  discovered  in  latitude  37**  N.  and  longitude  73**  W., 
about  one  hundred  and  forty  miles  from  the  port  of  New 
York.  The  weather  was  fine  from  the  time  she  was  taken  in 
tow  till  her  arrival  at  that  port,  with  the  exception  of  some 
twenty-four  hours,  during  which  there  was  a  pretty  heavy 
blow,  and  on  which  occasion  an  additional  hawser  was  used ; 
but  none  of  the  crew  were  exposed  on  account  of  remaining 
on  the  wreck  during  the  blow,  as  the  ofiicer  and  the  few  men 
on  board  were  removed  to  the  Plymouth.  The  only  delay 
that  occurred  to  the  Plymouth  in  her  usual  service  was  one 
of  about  two  days,  owing  to  the  change  of  her  course  from 
Boston  to  New  York.  All  the  service  rendered  was  under 
the  direction  of  the  conmiander  of  the  Plymouth,  and  agree- 
ably to  the  general  instructions  of  the  Secretary  of  the  Navy 
to  all  the  naval  vessels  of  the  Government.  The  officers  re- 
nounced all  claim  to  salvage  for  the  service,  and  so  advised 
the  Secretary  of  the  Navy ;  but  the  crew  refused  to  renounce. 
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It  is  not  necessary  to  determine,  in  this  case,  in  order  to  dis- 
pose of  it,  whether  or  not  the  officers  and  crews  of  the  naval 
vessels  of  the  United  States  are  in  any  case  entitled  to  salvage 
for  services  rendered  to  American  merchant-vessels  in  distress, 
notwithstanding  the  instructions  on  the  subject,  given  by  the 
Government.  I  have  no  doubt  that  cases  may  exist  in  which 
they  are  entitled  to  salvage  compensation,  both  on  principle 
and  authority.  {The  Oage,  6  d  Rob.  273 ;  Tfve  Lord  JSTelson, 
Edw.  R.  79  ;  The  Pemamento  Feliz,  Id.  115  ;  The  United 
States  V.  The  Amiatad^  15  Peters^  518 ;  The  AUigaitOT  and 
the  Enterprise^  MS.  decision  of  Jvdge  Lee^  So.  Car.  JXst. ; 
The  Thetis,  3  Hogg.  14 ;  The  Hdene,  Id.  430 ;  The  Lustre, 
Id.  154 ;  Le  Tigre,  3  Wash.  0.  G.  R.  567, 572.)  But,  in  such 
cases,  something  more  than  the  usual  peril  should  be  encoun- 
tered by  the  officres  and  crew,  and  an  extraordinary  service 
should  be  rendered,  exceeding  the  duty  imposed  upon  them 
by  their  employment  in  the  public  service  and  the  special  in- 
structions of  the  Government  on  the  subject.  Ordinary  ser- 
vice in  rescuing  American  vessels  in  distress^  requiring  no 
.  great  hardship  or  peril  on  the  part  of  the  officers  and  crew, 
would  seem  to  fall  directly  within"  the  line  of  the  general  duty 
thus  enjoined.  It  is  a  service  bestowed  by  the  Government 
for  the  protection  and  encouragement  of  its  commercial  ma- 
rine, and  the  right  to  impose  this  duty  oti  Government  vessels 
is  too  clear  to  be  controverted.  Great  and  extraordinary  ser- 
vice and  peril  in  rescuing  a  vessel  and  her  cargo  would  pre- 
sent a  different  question  and  stand  upon  different  principles 
and  policy.  Such  acts  should  of  themselves  be  the  subject 
of  reward  and  encouragement,  and  would  not  be  necessarily 
comprehended  in  the  duty  resulting  from  the  public  employ- 
ment of  the  persons  rendering  it  or  from  the  instructions  of 
the  Government.  It  appears,  from  the  proofs  in  this  case, 
that  the  services  upon  which  the  claim  for  salvage  rests  were 
m  no  way  extraordinary  or  perilous,  and  consisted  whoUy 
in  boarding  the  schooner,  securing  to  her  the  hawsers,  and 
towing  her  into  port,  the  crew  having  been  removed  from 
her  when  the  weather  rendered  it  dangerous  for  them  to 
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remain.  As  a  service  performed  in  obedience  to  the  orders 
of  the  officer  in  command  of  the  sloop-of-war,  and,  also,  in 
itself  it  was  very  commendable,  and  is  deserving  of  all 
praise ;  but  it  was  not  specially  meritorious,  nor  did  it  at  all 
hazard  the  lives  of  any  portion  of  the  crew.  There  would 
be  neither  reason  nor  sound  policy  in  construing  this  descrip- 
tion of  service,  ou  the  part  of  the  officers  and  crew  of  a 
naval  ship  of  the  Government,  as  a  salvage  service,  or  in 
placing  them  on  the  footing  of  common  salvors.  I  shall 
therefore  affirm  the  decree  of  the  Court  below  dismissing  the 
libel,  with  the  costs  of  this  Court. 


Decree  accordingly. 


The  St.  Maet. 


It  IB  sufBcieiit  to  give  a  lien,  under  the  Statute  of  New  York,  (2  B,  8.  498,  g  1,) 
agaiost  a  domeBtic  vessel,  for  money  advanced  for  supplies  furnisbed  to  her 
in  her  home  port,  that  the  items  of  account  for  such  advances  amount  in  the 
aggregate  to  $50.    It  is  not  necessary  that  each  item  should  amount  to  $60. 

Where  S.,  having  a  claim  against  F.  for  $6,000,  as  the  balance  of  $12,000,  pur- 
chase-money  of  a  vessel,  took  a  bill  of  sale  of  the  vessel  from  F.,  with  power 
to  sell  her  and  pay  himself  said  balance,  and  at  that  time  W.  had  a  claim 
agaiust  F.,  for  disbursements  for  stores  and  supplies  for  the  vessel  and  for  a 
commission  for  services  in  fitting  the  vessel  for  sea  and  procuring  freight  and 
passengers  for  her,  of  which  claim  S.  had  knowledge  at  the  time :  JJeldj  on  a 
libel  in  rem  filed  by  W.  to  recover  his  claim,  that  S.  was  entitled  to  payment 
of  his  claim  for  the  balance  of  the  purchase-money,  before  W.  could  receive 
any  part  of  his  claim,  but  that  W.'s  claim  had  priority  over  a  claim  by  S/for 
disbursements  made  by  \\\m^  after  taking  said  bill  of  sale,  in  fitting. the  vessel 
for  sea. 

The  terms  of  the  biu  of  sale,  considered. 

(Before  Nklson,  J.,  Southern  District  of  New  York,  October  7th,  1861.) 

This  was  a  libel  in  rem^  filed  on  the  23d  of  November, 
1849,  in  the  District  Court,  by  Albert  A.  Warner  against  the 
ship  St.  Mary,  an  American  vessel.    The  facts  stated  in  the 
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libel  were  these:  Wamer,  as  agent  for  one  French,  the 
owner  of  the  vessel,  was  engaged  at  New  York  from  the 
15th  of  September,  1849,  to  the  22d  of  November,  1849,  in 
procuring  equipments  and  supplies  and  freight  and  passen- 
gers for  the  vessel,  for  a  voyage  from  New  York  to  San 
Francisco,  and,  during  that  time,  paid  and  advanced  to  and 
for  French,  and  at  his  request,  large  sums  of  money  for 
stores,  supplies,  provisions  and  otherwise.  After  crediting 
various  sums  received  by  Wamer  for  freight  and  passage- 
money,  there  remained  due  to  hm,  on  the  2l8t  of  November, 
1849,  for  moneys  so  advanced,  including  his  charge  for  com- 
missions, a  balance  of  $2,501  30.  The  charge  for  commis- 
sions was  $1,250,  being  5  per  cent,  on  $25,000.  Several  of 
the  items  of  account  claimed  were  less  than  $50  each.  On 
the  21st  of  November,  1849,  the  vessel  being  ready  for  sea, 
Wamer  presented  his  account  to  French,  who  examined  it 
and  acknowledged  its  contents,  and,  on  the  same  day,  gave 
Wamer  a  mortgage  on  the  vessel  to  secure  the  $2,501  30, 
with  interest 

The  firm  of  Simes  &  Huffer,  as  claimants,  put  in  an  an- 
swer, which  set  up  these  facts :  French  purchased  the  vessel 
from  them  on  the  15th  of  September,  1849,  at  New  York, 
for  $12,000.  On  the  same  day  French  executed  to  them  a 
paper,  reciting  the  sale  for  $12,000,  and  setting  forth  that 
$3,000  of  it  was  to  be  paid  on  the  17th  of  that  month,  $4,000 
in  thirty  days  from  date,  and  the  balance  within  sixty  days 
from  date  and  before  the  vessel  should  leave  New  York ; 
that  no  transfer  of  the  vessel  was  to  be  made  until  the  whole 
amount  should  be  paid  ;  that,  in  case  of  default  in  any  of  the 
payments,  the  vessel  was  to  be  sold  at  public  sale,  on  account 
of  French  and  at  his  expense  ;  that  Simes  &  IluflPer  were  to 
be  at  liberty  to  purchase  at  the  sale ;  and  thai  French  was  to 
pay  the  deficiency,  if  any.  Warner  loiew  the  terms  of 
French's  purchase  at  the  time  it  was  made,  or  shortly  after. 
French  took  possession  of  the  vessel,  and  paid  the  $7,000,  as 
agreed.  On  the  26th  of  October,  1849,  $5,000  of  the  pur- 
chase-money being  unpaid,  French  made  to  Simes  &  Huf- 
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f  er  a  proposal,  in  writing,  that  they  should  "  take  posseBsion 
of  the  ship,  and  charge  of  the  management  of  her  business 
for  loading  and  getting  to  sea,"  "  with  the  understanding  that 
whenever  "  th^y  should  be  "  in  receipt  of  a  sufficient  amount 
of  money  to  cover  the  balance  due  for  purchase-money,  and 
any  liabilities  "  they  might  "  be  under,  growing  out  of  this 
transaction  and  connection,"  French  should  "  be  entitled  to 
a  bill  of  sale  of  the  ship,  in  order  that "  he  might  "  sell  or 
hypothecate  her  to  another  party,  under  the  condition  that 
the  proceeds  of  such  sale  or  hypothecation "  .should  "  pass 
into  "  their  "  hands  for  the  disbursement  of  the  ship,"  The 
proposal  concluded  as  follows :  "  I  further  agree  that,  before 
the  ship  goes  to  sea,  you  shall  be  placed  in  funds  sufficient 
to  cover  all  the  liabilities  of  the  ship  and  outfits.  If,  there- 
fore, you  accept  this  proposition,  you  will  please  cause  the 
ship  to  be  loaded  and  prepared  for  sea  with  all  due  diligence 
and  despatch,  and,  in  compensation  for  your  sendees,  I  agree 
to  allow  you  two  and  one-half  per  cent,  commission  on  the 
amount  of  her  freight  and  passage-money,  warranting  the 
same  to  amount  to  twenty-five  thousand  dollars."  On  the 
same  day,  Siraes  &  IIuflFer  and  Warner  signed  a  memoran- 
dum indorsed  on  said  proposal,  in  these  words :  "  We  accept 
the  within  proposition  of  Mr.  French,  and  it  is  understood 
that  Mr.  A.  A.  Warner  is  to  be  associated  with  us  so  far  as 
the  passenger  part  of  the  business  is  concerned.  All  bills  of 
lading  are  to  be  signed  at  our  office,  and  all  bills  against  the 
ship  to  pass  through  tlie  hands  of  Simes  &  HufFer."  Simes 
&  HufFer  forthwith  took  possession  of  the  ship  under  the 
agreement,  with  Warner's  knowledge,  and  rendered  the  ser- 
vices and  made  the  disbursements  necessary  to  fit  her  for 
sea.  They  claimed  a  lien  on  the  vessel  for  a  balance  of 
$7,042  37  due  them  for  their  disbursements  for  her,  over 
and  above  the  $5,000  balance  of  purchase-money  and  inter- 
est. On  the  26th  of  October,  1849,  Warner  gave  to  Simes  & 
HufFer  a  written  paper,  in  these  words :  "  Having  this  day 
entered  into  an  agreement  with  Messrs.  Simes  &  HufFer,  to 
conduct  the  passenger  part  of  the  ship  St.  Mary,  now  adver- 
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tised  for  California,  it  is  hereby  agreed  by  me,  that  the 
amouut  of  funds  received  by  me  from  passengers  is  to  be 
applied  solely  to  the  account  of  the  ship  St.  Mary,  or  subject 
to  the  order  of  Messrs.  Simes  &  Huffer  for  the  use  of  said 
ship."  On  the  22d  of  November,  1849,  another  agreement 
was  made  between  French  and  Simes  &  HufFer,  by  which, 
after  a  recital  that  French  still  owed  them,  on  his  purchase, 
$5,000,  and  interest  from  November  15th,  1849,  and  that 
they  had  paid  bills  in  relation  to  the  contemplated  voj^age  to 
San  Francisco,  and  other  bills  had  been  incuiTcd  and  were 
outstanding  against  the  ship  or  on  account  of  the  voyage, 
French  jassigned  and  transferred  to  them  all  his  right,  title 
and  interest  in  the  ship,  '^  her  tackle,  apparel  and  furniture, 
and  in  her  freight  and  passage-money  and  all  sums  of  money 
due  or  to  become  due,  for  freight  or  passage-money  or  other- 
wise," to  the  ship,  or  to  French  on  her  account  or  on  account 
of  the  voyage,  and  authorized  them  to  take  the  entire  control 
and  management  of  her  and  of  the  voyage,  and  to  collect  and 
compromise  any  claims  due  to  French  on  account  thereof, 
and  to  settle,  and,  if  they  saw  fit,  to  compromise  any  claims 
against  French  or  the  ship  on  account  thereof,  and  to  sell  the 
ship  on  such  terms  and  at  such  time  as  they  might  think 
best,  and,  if  they  thought  best,  to  provide  a  voyage  for  her 
return  to  the  United  States  or  elsewhere.  The  agreement 
farther  provided  that,  from  the  earnings  of  the  ship,  and  her 
proceeds,  if  sold,  Simes  &  Huffer  were  to  pay  themselves 
the  balance  due  on  her  and  all  disbursements  made  by  them 
on  her  account  or  connected  therewith,  and  twenty  per  cent. 
commission  on  the  receipts  and  disbursements,  as  their  com- 
pensation ;  that,  if  there  should  be  a  surplus  when  the  affairs 
were  closed,  Simes  &  Huffer  should  pay  it  to  French ;  and 
that  Simes  &  Huffer  should  appoint  an  agent  in  San  Fran- 
cisco, with  authority,  in  case  French  should  there  pay  the 
full  amount  due  them  or  for  which  they  were  liable,  includ- 
ing commissions,  to  transfer  and  give  a  bill  of  sale  of  the 
ship  to  French,  provided  no  previous  transfer  should  have 
been  made. 
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The  answer  set  up,  that  the  Court  had  no  jurisdiction  to 
enforce  Warner's  claim  against  the  vessel ;  that  Warner  had 
no  right  to  arrest  the  ship  or  Interfere  with  her  voyage; 
that  the  greater  part  if  not  the  whole  of  Warner's  account, 
as  set  forth  in  the  libel,  was  not  a  lien  on  the  vessel,  either 
by  the  laws  of  New  York  or  under  the  Admiralty  law ;  and 
that  Warner's  rights  were  subordinate  to  those  of  the  claim- 
ants. 

The  other  facts  necessary  to  an  understanding  of  the  case 
are  stated  in  the  opinion  of  the  Court.  After  a  decree  by 
the  District  Court  in  favor  of  the  libellant,  the  claimants 
appealed  to  this  Court. 

Edward  H.  Owen^  for  the  libellant. 

George  C.  Ooddard^  for  the  claimants. 

Nelson,  J.  The  merits  in  this  case  are  with  the  libellant, 
and  I  think  that  the  decree  below  is  maintainable  upon  prin- 
ciples of  law.  I  lay  out  of  view  the  mortgage  given  upon 
the  vessel,  and  put  the  decision  upon  the  original  indebted- 
ness. 

The  per  centage  which  French  agreed  to  allow  the  libel- 
lant for  fitting  out  the  vessel  and  procuring  freight  and  pas- 
sengers for  her  voj^age  to  San  Francisco,  as  compensation  for 
the  service  and  responsibility,  partakes  of  the  same  nature 
and  character  as  the  disbursements  made  in  the  course  of  the 
service,  in  furnishing  stores,  &c.,  in  fitting  the  vessel  out. 
The  reasonableness  of  the  amount  is  not  in  question,  as 
French  determined  that  for  himself,  and  it  was  a  matter  in 
which  he  alone  was  concerned  at  the  time.  For  aught  that 
appears,  the  compensation  was  the  customary  rate  allowed  in 
fitting  up  and  freighting  these  California  passenger  vessels. 

As  respects  other  parts  of  the  claim,  which,  it  is  conceded, 
are  properly  chargeable  against  the  ship,  I  do  not  agree  vnth 
the  counsel  that  each  claim  must  exceed  the  amount  of  fifty 
dollars,  in  order  to  bring  the  lien  within  the  State  statute. 
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(2  E.  S.  493,  §  1.)  It  is  sufficient  if  the  amount  in  the  aggre- 
gate reaches  that  sum. 

I  agree  that  Simes  &  Iluffer  had  a  prior  lien  on  the  vessel 
for  the  five  thousand  dollars  and  interest,  the  balance  of  the 
purchase-money,  at  the  time  they  resumed  the  possession  of 
her,  and  that  they  were  entitled  to  its  payment  out  of  her 
proceeds,  before  any  distribution  to  the  libellant.  But  it 
must  be  remembered  that,  when  the  vessel  passed  into  their 
hands,  under  the  arrangement  of  the  22d  of  November, 
French  had  an  interest  in  her  to  the  amount  of  $7,000,  he 
ha\ang  paid  that  portion  of  the  purchase-money.  This  inter- 
est passed  into  their  hands  on  the  re-transfer,  and  was  fairly 
subject  to  the  charges  of  the  libellant.  She  was  ample  secur- 
ity for  both  demands.  Beyond  this  balance  of  the  purchase- 
money,  Simes  &  IIufFer  had  no  prior  lien  on  the  vessel  over 
the  libellant ;  and  it  is  apparent,  from  the  transactions  be- 
tween all  the  parties,  that  they  were  fully  aware  of  his  claim 
at  the  time  of  the  arrangement  of  the  22d  of  November. 
The  libellant  had  been  engaged  in  equipping  the  ship  and 
procuring  freight  and  passengers,  from  the  17th  of  Septem- 
ber down  to  the  26th  of  October,  when  Simes  &  Huffer  be- 
came jointly  concerned  with  him  in  the  business,  and  I  must 
hold  them  chargeable  with  a  knowledge  of  the  service  he  had 
already  performed  in  this  respect,  and  of  the  disbursements 
made  and  accounts  outstanding  at  the  time  they  became  con- 
cerned with  him.  With  a  few  trifling  exceptions,  his  whole 
accoimt  had  then  already  accrued  against  the  vessel.  It  is 
true,  some  evidence  was  given  tending  to  show  that  an  ac- 
count, the  balance  of  which  amounted  to  some  $386,  had 
been  rendered  by  the  libellant  at  this  time ;  but  it  is  alto- 
gether too  indefinite  and  uncertain  to  be  relied  on  for  this 
purpose.  The  writings  that  were  made  at  the  time  make  no 
mention  of  it,  or  of  the  amomit  of  the  indebtedness  to  the 
libellant.  That  the  amount  now  claimed  existed  at  the  time, 
is  too  well  established  to  be  doubted. 

What  strengthens  very  much  the  equity  and  justice  of 
the    claim  of    the    libellant,  under    the    circumstances,  is 
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the  nature  and  character  of  the  arrangement  of  the  22(1  of 
November,  between  Simes  &  HufFer  and  French.  It  not 
only  assigns  all  the  interest  of  the  latter  in  the  vessel,  freight 
and  passenger  money,  and  authorizes  them  to  sell  and  dispose 
of  her,  and  requires  them,  after  paying  themselves,  to  pay 
the  surplus,  if  any,  over  to  French,  but  provides,  also,  that,  if 
the  vessel  is  not  sold,  they  shall  appoint  an  agent  at  San 
Francisco,  with  authority,  in  case  French  shall  pay  the  full 
amount  due  them  or  for  which  they  may  be  liable,  to  make 
a  bill  of  sale  of  the  vessel  to  French.  By  this  arrangement, 
the  claims  of  the  libellant  are  not  only  entirely  disregarded, 
but  the  interest  of  French  in  the  vessel,  over  and  beyond  the 
lien  of  Simes  &  HufFer  for  the  balance  of  the  purchase- 
money,  is  placed  out  of  the  libellant's  reach.  We  have  seen 
that  he  had  the  next  lien  on  the  vessel,  and  was  entitled  to 
have  it  enforced  before  any  other  of  the  clahns  of  Simes  & 
HufFer.  Besides,  it  is  by  no  means  certain  that  they  did  not 
bind  themselves  to  French,  by  the  arrangement  of  the  22d  of 
November,  to  pay  the  claim  of  the  libellant.  Among  other 
stipulations,  they  agree  "  to  settle,  and,  if  they  see  fit,  to  com- 
promise, any  claims  against  the  said  French  or  said  ship,  on 
account  thereof." 

It  seems  to  me  that  the  libellant  had  a  valid  lien  upon  the 
interest  of  French  in  the  vessel,  when  it  passed  into  the  hands 
of  the  claimants  on  the  22d  of  November,  and  that  it  was 
sufficient,  over  and  beyond  their  prior  lien  for  the  balance  of 
the  purchase-money,  to  satisfy  his  claim.  They  had  sold  her 
to  French,  on  the  15th  of  September  previous,  for  $12,000, 
and,  on  the  23d  of  November,  she  appears  to  have  been  in- 
sured at  the  value  of  $16,000. 

The  libellant  had  no  iliterest  in  the  voyage.  He  had  been 
employed  to  fit  up  the  ship  and  procure  freight  and  passen- 
gers, and  was  concerned  only  in  this  service,  and  in  securing 
his  compensation  for  the  same  and  for  his  disbursements ; 
and  I  do  not  see  that  he  was  bound  to  forego  these  claims 
rather  than  break  up  the  voyage.  This  was  a  question  for 
those  interested  or  who  had  become  interested  in  getting 
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the  vessel  to  sea  and  in  making  the  voyage — not  for  the 
libellant.  I  see  nothing  in  the  case  to  restrain  him  from 
enforcing  his  rights,  even  at  the  expense  of  breaking  up  the 
voyage.  French  or  those  who  had  taken  his  place  were 
bound  to  look  to  this,  and  to  relieve  the  vessel  from  the 
charge. 

In  every  view  I  have  been  able  to  take  of  the  case,  I  think 
that  the  decree  below  was  right  and  should  be  aflSrmed. 


The  Elvira  Harbeck. 

Where  a  passenger  accompanies  his  baggage,  the  fare  charged  for  his  passage 
indttdes  compensation  for  its  transportation,  and  the  carrier  becomes  responu- 
ble  for  its  safe  delirery. 

If  a  passenger  does  not  accompany  bis  baggage,  the  carrier  may  claim  compensa- 
tion in  advance  for  its  transportation,  or  may  postpone  his  claim  till  the  deliv- 
ery and  rely  on  his  lien  or  on  the  personal  responsibility  of  the  owner ;  in 
either  of  which  cases,  the  carrier  is  responsible  for  the  safe-keeping  and  deliy- 
ery  of  the  baggage. 

Where  a  person  took  passage  in  a  yessel,  but  his  personal  baggage  did  not  reach 
him  in  season  to  be  put  on  board  of  that  yessel^  and  he  sailed  without  it,  and 
it  was  pat  on  board  of  another  yessel,  a  receipt  or  bill  of  lading  being  given 
for  it  by  the  mate  of  the  latter  vessel,  but  it  was  never  delivered  at  its  port  of 
destination :  Held^  in  an  action  in  rem  brought  against  the  latter  yessel  for  tlie 
yalue  of  the  baggage,  that  the  case  was  one  of  the  ordinary  shipment  of  goods 
on  freight,  for  whose  safe  deliyery  the  yessel  was  liable,  and  that  her  owner 
was  not  to  be  regarded  merely  as  a  gratuitoas  bailee,  responsible  only  for  gross 
negligence. 

HMt  also,  that  the  words  "  personal  goods  "  on  the  maigin  of  the  receipt  or  bill 
of  lading,  were  at  most  but  a  description  of  the  character  of  the  goods,  and 
did  not  exempt  the  owner  of  the  goods  from  freight,  or  the  yessel  from  respon- 
sibility. 

(Before  Nblsof,  J.,  Southern  District  of  New  Tork,  October  Yth,  1861.) 

This  was  a  libel  in  rem^  filed  by  Jeanette  Brown,  in  tlie 
District  Court,  against  the  bark  Elvira  Harbeck.  The  libel 
set  forth  that  the  libellant  shipped,  on  board  the  Elvira  Hai^ 
beck,  lying  at  the  port  of  Antwerp  and  bound  for  New 
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York,  ten  packages  and  one  basket  of  goods — the  same 
being  personal  baggage  and  tools — all  in  good  order  and 
condition ;  that  the  mate  of  the  vessel,  acting  on  behalf  of 
the  master  and  owners,  undertook  and  agreed  to  deliver  the 
same,  at  the  port  of  New  York,  to  the  libellant  or  her  order, 
the  dangers  of  the  sea  only  excepted ;  that  eight  of  the  ten 
packages  contained  the  tools  of  the  trade  of  her  son,  put  up 
in  boxes,  and  two  others  were  trunks  secured  by  lock  and 
key ;  that  the  two  trunks  and  the  basket  contained  the  per- 
sonal apparel  belonging  to  the  libellant  and  her  family ;  that  * 
the  Elvira  Harbeck  arrived  from  Antwerp  safely,  in  New 
York,  oil  the  10th  of  August,  1849,  and  eight  of  the  pack- 
ages were  delivered  according  to  the  bill  of  lading  executed 
by  the  mate ;  but  that  the  two  trunks  and  basket  had  not 
been  delivered  to  the  libellant,  though  the  same  had  been  fre- 
quently demanded. 

The  answer  denied  the  allegations  in  the  libel,  and  averred 
that  all  the  packages  received  on  board  the  vessel  were  de- 
livered to  the  libellant.  It  denied  all  negligence,  and  charged 
that,  if  any  of  the  goods  had  been  lost,  they  were  lost  by  the- 
negligence  and  carelessness  of  the  libellant. 

The  proofs  showed  that  the  libellant  and  her  family  emi- 
grated from  Aix-la-Chapelle  to  this  country ;  that  the  goods 
were  packed  in  eight  boxes,  two  trunks  and  a  basket,  which 
were  forwarded  to  Antwerp  by  the  railroad ;  that  the  family 
had  taken  their  passage  to  New  York  in  the  ship  Eoscoe^ 
then  lying  at  Antwerp;  arid  that,  in  consequence  of  this 
vessel's  having  left  the  port,  on  her  voyage,  with  the  family, 
before  the  arrival  of  the  boxes  of  tools  and  baggage  by  the 
cars,  it  became  necessary  to  send  them  on  another  vessel. 
They  were  sent,  accordingly,  by  the  agent  oi.  the  libellant,  in 
the  Elvira  Harbeck,  and  a  receipt  ox  bill  of  lading  for  the 
goods  was  duly  executed  by  the  mate,  then  in  charge  of  the 
vessel,  at  the  port  of  Antwerp.  The  receipt,-  when  put  in 
evidence,  had  on  its  margin  the  wordfr  "  personal  goods,"  in 
pencil.  When  they  were  put  on,  did  not  appear.  A  wit- 
ness, the  brother  of  the  libellant,  saw  the  goods  put  on  board 
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the  vessel  and  stowed  away  in  the  hold,  the  usual  place  for 
stowing  away  merchandise.  On  the  arrival  of  the  vessel  at 
New  York,  the  eight  boxes  of  tools  were  duly  delivered  to 
the  order  of  the  libellant ;  but  the  two  trunks  and  basket 
could  not  be  found  and  had  never  been  delivered.  The  libel 
was  filed  to  recover  the  value  of  their  contents. 

The  ground  of  defence  relied  on  was,  that  the  goods  were 
shipped  on  a  passenger  ship,  as  personal  baggage  belonging 
to  a  passenger  or  passengers ;.  and  that,  inasmuch  as  the 
owner  did  not  take  his  passage  on  board  the  ship  and  pay  the 
fare,  which  would  include  compensation  for  the  usual  bag- 
gage, no  compensation  was  paid,  in  this  case,  for  the  freight, 
and  the  ship  was  entitled  to  none  ;  and  hence,  that  the  mas- 
ter and  owners  were  to  be  regarded  as  gratuitous  bailees,  and 
responsible  only  for  gross  negligence,  to  be  charged  and 
proved,  in  the  transportation  of  the  property. 

The  District  Court  sustained  the  defence  set  up  and  dis- 
missed the  libel.    The  libellant  appealed  to  this  Court 

Eraatus  O.  Benedict^  for  the  libellant. 

Welcome  R,  Beebe^  for  the  claimants. 

Nelson,  J.  There  is  no  evidence  that  the  libellant  and 
her  family  took  passage  in  the  Elvira  Harbeck  or  ever  in- 
tended to  take  passage  in  her.  On  the  contrary,  their  pas- 
sage was  taken  in  the  Roscoe,  on  which  ship  they  expected 
to  have  carried  with  them  their  personal  effects ;  but  they 
were  disappointed,  in  consequence  of  the  non-arrival  of  the 
goods  in  tiie  cars  from  Aix-la-Chapelle,  when  the  vessel 
sailed.  It  was  then  arranged  with  their  agent  to  send  the 
goods  in  some  other  vessel  bound  for  the  same  port.  But, 
even  assuming  that  the  libellant  and  her  family  had  engaged 
their  passage  in  the  Elvira  Harbeck,  but  changed  their 
sziinds,  and  failed  to  complete  the  engagement,  and  took  pa8- 
fiage  in  another  ship,  sending  their  baggage,  however,  in  the 
Elvira  Harbeck,  it  by  no  means  follows  that  the  vessel  is  not 
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entitled  to  freight,  or  that  the  owners  are  to  be  regarded  as 
gratuitous  bailees,  and  to  be  held  responsible  only  for  gross 
neglect  in  the  transportation  of  the  goods.  On  the  contrary, 
I  cannot  doubt  that  they  would  be  entitled  to  reasonable 
freight-money,  and  to  a  lien  on  the  goods  until  it  should  be 
paid. 

In  cases  where  the  passenger  accompanies  his  baggage,  the 
fare  charged  for  his  passage  includes  compensation  for  its 
transportation,  and  the  carrier  becomes  responsible  for  its 
safe  delivery.  If  the  passenger  does  not  accompany  it,  the 
carrier  may  claim  c(»npensation  in  advance  for  its  transporta- 
tion, or  may  postpone  his  claim  till  the  delivery  and  rely  on 
his  lien  or  on  the  personal  responsibility  of  the  owner.  And 
I  do  not  see  why  the  rule  of  responsibility  for  the  safe-keep- 
ing and  delivery  should  not  be  the  same  in  both  cases.  The 
actual  payment  of  the  freight  in  the  one  case,  and  the  actual 
liability  aiyl  lien  for  its  payment  in  the  other,  constitute  the 
consideration  for  the  undertaking. 

But  it  is  sufficient  to  say,  in  this  case,  that  the  proofs  show 
an  independent  shipment  of  the  goods  in  question,  uncon- 
nected with  the  owner  as  a  passenger.  The  case  is  one, 
therefore,  of  the  ordinary  shipment  of  goods.  The  words 
"  personal  goods,"  in  pencil-marks,  upon  the  margin  of  the 
receipt — ^when  put  on,  does  not  appear — cannot  alter  .the 
nature  of  the  undertaking.  They  do  not  exempt  the  owner 
of  the  goods  from  freight  or  the  ship  from  responsibility. 
At  most,  they  are  but  a  description  of  the  character  of  the 
goods  put  on  board. 

I  think  that  the  libellant  is  entitled  to  recover,  and  must, 
thereforej  reverse  the  decree  below,  and  refer  the  case  to  the 
clerk,  to  report  the  value  of  the  property  lost. 
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Jonathan  Godfeet  vs.  Daniel  Gilmartin. 

Where  an  action  in  pertonam  is  brought  in  the  District  Court,  in  Admiralty,  on 

a  money  demand  amounting  to  less  than  $50,  but  the  libellant's  daim,  with 

interest,  amounts  to  more  than  |50  at  the  time  the  decree  is  made  by  the  Dis- 

.  trict  Court,  and  he  has  a  decree  in  that  Court  for  more  than  $50,  an  appeal 

lies  to  this  Court  from  such  decree. 

On  such  appeal,  the  action  becomes  a  plenary  suit  in  this  Court,  and,  if  the 
decree  is  affirmed  by  this  Court  with  costs,  full  costs  of  this  Court  may  be 
taxed. 

(Before  Nklson  and  Bettb,  JJ.,  Southern  District  of  New  York,  October  ISth, 
1861.) 

This  was  an  appeal  from  the  clerk's  taxation  of  costs.  The 
suit  was  an  action  inperaonaniy  brought  in  Admiralty,  in  the 
District  Court,  on  a  money  demand  amounting  t*  less  than 
$50.  The  libellant's  claim,  with  interest,  amounted  to  more 
than  $50  at  the  time  the  decree  was  made  by  the  District 
Court,  and  he  had  a  decree  in  that  Court  for  more  than  $50. 
After  this  Court  had,  on  appeal,  affirmed  the  decree  with 
costs,  the  Clerk  taxed  full  costs  of  this  Court  against  the  re- 
spondent, from  which  taxation  he  appealed. 

The  Court  held  that  the  case  was  one  in  which  an  appeal 
was  allowed  by  law,  and  that,  on  the  appeal,  the  action  be- 
came a  plenary  suit  in  this  Court  and  carried  full  costs  of 
this  Court. 


John  Bbown  vs.  Silas  E.  Bubbows. 

A  surety  in  a  stipulation  giyen  on  the  release  from  attachment  of  the  property 
of  a  respondent  in  a  suit  in  Admiralty  in  pertonam,  in  the  District  Court, 
cannot,  where  the  stipulation  is  in  a  sum  certain,  be  compelled,  as  snrety,  to 
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pay  more  than  that  sum,  although  the  atipulatioa  is  conditioned  to  pay  Booh 
sum  as  shall  be  awarded  to  the  libellaat  by  the  final  decree  in  the  suit 
(Before  Nelson  and  Brrrs,  JJ.,  Southern  District  of  New  York,  October  15th, 
1861.) 

.  Tffls  was  a  motion  by  a  surety  in  a  stipulation  to  cancel  the 
stipulation.  The  stipulation  was  given  on  a  release  of  the 
respondent's  property  from  attachment,  in  a  suit  in  Admiral- 
ty in  personam,  commenced  in  the  District  Court  and  ap- 
pealed to  this  Court.  The  stipulation  was  in  the  sum  of 
$900,  and  was  conditioned  to  pay  such  sum  as  should  be 
awarded  to  the  libellant  by  the  final  decree  in  the  suit.  The 
final  decree  was  for  a  sum  exceeding  $900.  The  surety  had 
paid  the  $900  to  the  libellant 

The  libellant  insisted  that,  by  the  4th  rule  of  the  Rules  in 
Admiralty,  prescribed  by  the  Supreme  Court  of  the  United 
States,  in  December  Term,  1844,  the  surety  was  bound  to 
satisfy  the  whole  amount  of  the  decree. 

The  Coubt  held,  that  the  obligation  of  the  surety  was 
limited  to  the  sum  of  $900  named  in  the  stipulation,  and 
that,  as  surety,  he  could  not  be  compelled  to  pay  more  than 
that  amount. 


Motion  granted. 


•  Elias  Cropsby  vs.  Joshua  Cbandall. 

A  judgment  or  decree  docketed  in  a  Court  of  the  United  States  for  the  Southern 
District  of  New  York  is  a  lien  on  the  lands  of  the  defendant  in  whatever 
county  of  the  District  they  are  situated. 

It  is  not  necessary  to  tho  creation  of  sach  a  lien  thflt  a  transcript  of  the  judg- 
ment or  decree  should  be  filed  in  the  oiBce  of  the  clerk  of  any  county  in  the 
District 

The  statutes  of  New  York  which  limit  the  duraiion  of  the  lien  of  the  Judgments 
and  decrees  of  the  State  Courts  apply  to  the  judgments  and  decrees  of  the 
Courts  of  the  United  States  within  the  State. 
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Ctapaej  v.  Grandall. 

Bot  the  Kew  Toric  sUtute  of  May  14th,  1840,  (Lawt  of  1840,  ehap.  886,  g  26,) 
prescribing  what  acts  are  neoessarj^to  be  done  to  create  the  lien  of  a  State 
judgment  or  decree,  does  not  apply  to  the  Jadgments  or  decreet  of  a  Court  of 
the  United  tatea. 

(Before  Nblbon  and  Brtb,  JJ.,  Southern  District  of  New  Tork,  October  15th » 
1861.) 

The  libellant  obtained  a  decree  in  this  Court,  on  appeal 
from  the  District  Court,  in  a  suit  injpersonam,  in  Admiralty, 
against  the  respondent  and  one  Cleaveland,  his  stipulator. 
The  decree  was  duly  docketed  in  this  Court,  and  an  execution 
was  issued  upon  it  against  Cleaveland,  on  which  real  estate  of 
his,  situated  in  Williamsburgh,  Kings  county,  was  about  to 
be  sold.  The  decree  was  not  docketed  in  Kings  county,  nor 
was  any  transcript  of  it  filed  in  that  county.  Cleaveland 
now  moved  to  set  aside  the  execution  against  him,  on  the 
ground  that,  under  the  26th  section  of  the  Act  of  the  Legis- 
lature of  K'ew  York  of  May  14:th,  1840,  {Zaws  of  1840, 
chop,  386,)  no  lien  could  attach  to  his  real  estate  in  Kings 
county  until  a  transcript  of  the  decree  was  filed  in  the  oflBice 
of  the  clerk  of  that  county. 

The  Coubt  held  that  a  judgment  or  decree  docketed  in  a 
Court  of  the  United  States  for  the  Southern  District  of  New 
York  was  a  lien  upon  the  lands  of  the  defendant  in  what- 
ever county  in  the  District  they  might  be  situated ;  that  it 
was  not  necessary  to  the  creation  of  such  lien  that  a  tran- 
script of  the  judgment  or  decree  should  be  filed  in  the  oflice 
of  the  clerk  of  any  county  in  the  District ;  that  the  statutes 
of  New  York  which  limited  the  duration  of  the  lien  of  the 
judgments  and  decrees  of  the  State  Courts  applied  to  the 
judgments  and  decrees  of  the  Courts  of  the  United  States 
within  the  State;  but  that  the  New  York  statute  of  May 
14:tli,  1840,  prescribing  what  acts  were  necessary  to  be  done 
to  create  the  lien  of  a  State  judgment  or  decree,  did  not 
apply  to  the  judgments  or  decrees  of  a  Court  of  the  United 
States. 

Motion  denied. 
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HaBBT  BbADLSY  and  0THEB8 

Andrew  J.  Eiohakdbon  and  others.    In  Equttt. 

Where  coiporate  rights  and  interests  are  affected  in  any  way  wrongfully  and 
iDJurioosIy,  tboae  rights  and  interests,  generally  speaking,  and  unless  some 
special  ground  be  shown,  must  be  asserted  and  defended,  both  at  Uw  and  in 
Equity,  in  the  coiporate  name. 

It  is  not  sufficient  for  a  debtor,  or  for  those  who  are  entitled  to  assert  his  rights, 
in  order  to  induce  a  Court  of  Equity  to  relleye  against  a  Judgment  at  law,  to 
show  that  the  debtor  was  wrongfully  deprived  of  an  opportunity  of  making  a 
defence  in  the  suit  at  law,  unless  a  defence,  apparently,  would  have  been  avaiU 
able.  To  entitle  them  to  an  interposition  of  a  Court  of  Equity  in  their  behalf 
it  must  appear  that  the  Judgment  is  unjust  and  inequitable,  and  ought  not  to  be 
enforced. 

Where  property  of  a  debtor,  which  is  subject  to  an  attachment  in  a  suit  pending 
at  law,  is  sold  to  one  to  hold  in  trust  for  certain  creditors  of  the  debtor,  and 
a  judgment  is  rendered  in  the  suit  at  hiw,  and  the  creditors  for  whose  benefit 
the  purchase  was  made  insUtute  proceedings  in  Equity  to  be  relieved  against 
the  judgment  so  obtained,  alleging  that  it  was  unduly  obtained  and  for  too 
large  an  amount,  the  Court  will  not  inquire  merely  whether  the  Judgment  was 
just  and  equitable  as  between  the  parties  to  it,  but  whether  it  includes  claims 

\  or  demands  not  ooYcred  by  the  action,  or  not  due  and  payable  at  the  com- 
mencement of  the  action,  or  which,  by  a  proper  application  of  payments  or 
credits,  will  appear  to  have  been  paid  and  satisfied,  and  were,  therefore,  not 
existing  legal  daims ;  and,  unless  the  judgment  appears  to  be  wrong  in  some 
of  these  particulars,  and  consequently  to  have  been  rendered  for  more  than 
the  property  ought  to  haye  been  charged  with,  the  pluntiISi  will  have  no 
ground  of  complaint,  whatever  may  have  been  the  manner  in  which  the  Judg- 
ment was  obtained. 

B.  B.  ft  Co.,  a  copartnership,  acted,  by  mutual  agreement,  as  the  selling  agents 
of  the  Burlington  Mills  Co.,  a  manufacturing  corporation.  The  copartnership 
of  B.  B.  &  Co.  was  dissolved,  and  a  new  firm  constituted,  under  the  same 
style  and  consisting  in  part  of  the  same  members.  The  new  firm  aBSumed 
and  continued  the  business  of  the  old  firm,  acting  as  the  selling  agents  of 
the  corporation  under  the  same  agreement  which  existed  with  the  old  firm. 
The  corporation,  by  its  treasurer,  requested  the  new  firm  to  pay  and  adjust 
the  balance  due  from  the  corporation  to  thej^old  firm  and  charge  it,  in  their 
account,  to  the  corporation.  They  did  adjust  it  accordingly,  and  the  old  finn 
credited  the  corporation  with  the  amount  of  the  balance,  as  received  of  the 
new  firm,  and  rendered  their  account  to  the  corporation  balanced  by  the 
credit  in  M :  ffeU  that  it  must  be  inferred  that  this  baknce  was  discharged 
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by  the  paymeDt  of  money  or  what  wag  equivalent  thereto ;  ihat  the  corpora- 
tion thereby  became  debtors  to  the  new  firm  for  the  amount ;  and  that  it  might 
be  recovered  by  them,  in  an  action  for  money  had  and  receiyed  or  for  money 
paid  and  advanced. 

The  treasurer,  not  being  merely  the  keeper  of  the  money  of  the  corporation,  but 
empowered  by  the  directors  to  borrow  money  in  the  name  and  for  the  use  of 
the  corporation,  and  having  a  general  authority  given  him  by  the  by-laws  to 
pay  the  debts  of  the  corporation  :  ffdd,  that  he  had  sufficient  authority  to  give 
the  assent  of  the  corporation  to  the  transaction  by  which  the  balance  due  to 
the  old  firm  was  thus  paid. 

ffeld,  also,  that  it  could  not  be  objected  agunst  the  validity  of  che  transacUon 
that  the  treasurer  was  a  member  both  of  the  old  and  the  new  firm,  that  fact 
being  fully  known  to  the  corporation. 

An  account  having  been  rendered  to  the  corporation,  stating  the  balance,  the 
payment  of  it  and  by  whom  it  was  paid,  and  no  objection  having  been  made  at 
the  time  or  afterwards,  until  a  suit  was  commenced  against  the  corporation  by 
the  new  firm  to  recover  the  amount  due  to  them :  Held,  that  the  transaction 
must  be  deemed  to  have  been  acquiesced  in  by  the  corporation. 

The  undertaking  of  a  factor  is  merely  to  answer  for  the  solvency  of  the  buyer  of 
the  goods,  or  rather  to  guaranty  to  the  principal  the  payment  of  the  debt  due 
from  the  buyer.  He  becomes  liable  to  pay  to  the  principal  the  amount  of  the 
purchase-money,  if  the  buyer  fails  to  pay  it  when  it  becomes  due.  And  his 
undertaking  is  not  collateral,  within  the  statute  of  frauds,  but  is  an  original 
and  absolute  agreement  that  the  price  for  which  the  goods  are  sold,  or  the  debt 
created  by  the  sale  of  the  goods,  shall  be  paid  to  the  principal  when  the  credit 
given  on  the  sale  shall  have  expired. 

If  the  factor  has  agreed  that  he  will  advance  to  a  certain  amount  upon  the  goods 
oonsigned  to  him,  to  that  extent  his  advances  may  be  treated  as  payment  in 
advance  of  so  much  towards  the  goods,  and,  so  far,  the  one  may  be  set  off 
against  the  other.  But  all  moneys  advanced  on  account  beyond  the  amount 
agreed  to  be  advanced  upon  the  goods  will  constitute  a  poesent  legal  debt,  for 
which  he  will  have  a  present  legal  right  of  action. 

If  the  principal  procures  and  has  the  benefit  of  the  advances,  he  is  thereby  pre- 
cluded from  objecting  to  them  as  not  answering  the  agreement,  whatever  may 
be  the  form  in  which  they  are  made. 

If  the  factor  commences  a  suit  at  law  against  the  principal,  to  recover  the  unpaid 
balance  due  to  him  for  his  actual  advances,  having  previously  made  sales  of 
goods  upon  a  credit  not  yet  expired,  and  being  at  the  same  time  liable  upon 
acceptances  and  bills  for  the  principal  not  yet  matured,  he  is  entitled  to  have 
the  avails  of  the  sales,  as  they  become  due,  applied  in  satisfaction  of  the- 
additional  advances  which  he  is  compelled  to  make  upon  such  bills  and  accept- 
ances as  they  become  due,  and  cannot  be  required  to  apply  such  avails  in 
satisfaction  of  his  present  legal  daims  existing  at  the  commencement  of  his 
suit. 

> 

(Before  Prentiss,  J.,  Vermont,  November  27th,  1851.) 
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This  was  a  motion  for  an  injunction,  predicated  upon  a  bill 
filed  by  Bradley  and  others  against  Richardson  and  others,  to 
stay  execution  of  two  judgments  amounting  together  to  the 
sum  of  $51,992  04,  recovered  by  Richardson  and  others,  at 
the  October  Term  of  this  Court  in  1851,  against  the  Burling- 
ton Mill  Company,  a  corporation  established  under  an  Act  of 
the  Legislature  of  Vermont,  for  the  manufacture  and  sale  of 
woollen  goods.  The  facts  will  suflSciently  appear  from  the 
opinion  of  the  Court. 

William  W.  Peck  and  D.  A.  SmaJley^  for  the  plaintifb. 

Zucitcs  B.  Peoky  for  the  defendants. 

Prentiss,  J,  I  have  taken  time  to  read  the  bill  and  papers 
filed  in  this  case,  which  are  uncommonly  voluminous  and 
contain  a  great  variety  of  statements  and  facts,  because  I 
thought  it  unfit  and  was  unwilling,  whatever  might  be  the 
inclination  of  my  mind  at  the  hearing,  to  decide  a  matter  of 
so  much  importance  to  the  parties,  without  first  examining 
carefully  every  paper  connected  with  it,  as  well  as  the  au- 
thorities referred  to  by  the  counsel  on  the  argument. 

The  bill  may  be  considered  in  a  threefold  aspect ;  as  pre- 
senting a  right  in  the  plaintiffs  to  relief,  first,  as  stockholders 
in  the  Burlington  Mill  Company ;  secondly,  as  creditors  of 
the  Mill  Company ;  and,  thirdly,  as  cestui  que  trusts  under 
the  purchase  of  the  property  attached  in  the  suits  at  law, 
made  by  HiU  as  their  trustee,  subsequent  and  subject  to  the 
attachments,  he  having  deceased,  and  there  being  no  personal 
representative  competent  to  sue  here  in  his  right. 

As  stockholders  simply,  there  would  be  much  difficulty,  on 
the  statements  made  in  the  biU,  in  the  plaintiffs'  maintaining 
it.  As  such,  they  are  not  personally  or  individually  responsi- 
ble for  the  judgments  recovered  against  the  Mill  Company ; 
nor  have  they,  in  that  character,  any  interest  whatever  in  Ae 
property  which  was  attached  and  is  liable  to  be  taken  to 
satisfy  the  judgments.    Where  the  corporate  rights  and  inter- 
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ests  are  affected  in  any  way  wrongfully  and  injuriously, 
those  rights  and  interests,  generally  speaking,  and  unless 
some  special  ground  be  shown,  must  be  asserted  and  defend- 
ed, both  at  law  and  in  Equity,  in  the  corporate  name.  Now, 
the  bill  does  not  state  any  fraud  or  collusion  with  the  judg- 
ment creditors,  on  the  part  of  the  Mill  Company;  but,  on 
the  contrary,  it  alleges  that  the  judgments  were  obtained 
without  the  consent  and  against  the  will  of  the.  Company  and 
were  a  fraud  upon  the  Company.  In  this  aspect  of  the  case, 
it  would  seem  that  the  Company,  in  its  corporate  name, 
would  be  the  proper  party  to  seek  relief  against  the  judg- 
ments. 

On  the  general  ground  of  being  creditors  of  the  Mill  Com- 
pany, without  some  special  interest,  it  would  be  equally  difli- 
cidt  for  the  plaintiffs  to  maintain  their  claim  to  relief.  What 
right  has  one  creditor  to  interfere  in  a  suit,  or,  indeed,  in  any 
transaction,  between  his  debtor  and  another  creditor,  unless 
he  has  some  specific  interest  in  property  which  is  to  be  affect- 
ed thereby  ?  In  the  case  of  a  fraudulent  judgment,  creating 
a  lien  on  property,  or  a  fraudulent  conveyance  of  property, 
the  party  seeking  relief  against  either  must  show  an  interest 
in  the  particular  property,  by  levy  of  execution,  purchase  or 
otherwise. 

But,  whatever  rights  the  plaintiffs  may  be  supposed  to  pos- 
sess as  stockholders  or  creditors,  it  is  not  sufficient  for  them, 
nor  would  it  be  for  the  Mill  Company,  to  show  that  the  latter 
was  wrongfully  deprived  of  an  opportunity  of  makiug  de- 
fence in  the  suits  at  law,  unless,  apparently,  a  defence  would 
have  been  available.  To  entitle  them  to  the  interposition  of 
a  Court  of  Equity  in  their  behalf,  it  must  appear  that  the 
judgments  are  unjust  and  inequitable  and  ought  not  to  be 
enforced.  If  the  proceedings  of  the  stockholders  and  direc- 
tors at  Boston,  dismissing  the  attorneys  from  the  suits  and 
consenting  to  judgments  being  rendered,  were  irregular  and 
invalid,  as  is  alleged,  on  account  of  the  meetings  being  held 
out  of  this  State,  the  attorneys,  instead  of  withdrawing  from 
the  suits  and  suffering  judgments  to  pass  sub  sUentiOy  should 
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haye  objected  to  the  proceedings  at  the  time,  and  submitted 
the  question  as  to  their  validity  and  binding  force  to  the  con- 
sideration and  decision  of  the  Court 

But  the  judgments,  it  is  to  be  observed,  were  not  obtained, 
certainly  not  altogether  so,  without  a  hearing  and  without  a 
defence.  A  hearing  had  been  had  upon  the  merits  before  a 
tribunal  whose  opinion,  considering  how  the  tribunal  was  con- 
stituted, ought  to  command  at  least  as  much  respect,  to  say 
no  more,  as  that  of  a  jury.  The  actions,  by  agreement,  of 
the  parties  and  order  of  Court,  had  been  submitted  to  the 
determination  of  referees  mutually  chosen  by  the  parties- 
The  referees  had  heard  the  parties,  made  an  award  and  re- 
ported the  award  to  the  Court,  stating  the  faot0  and  grounds 
upon  which  it  was  made.  Exceptions  were  filed  to  the  re- 
port, raising  certain  questions  of  law  on  the  facts  stated ;  but 
no  exception  was  taken  or  i&  now  taken,  on  account  of  par- 
tiality or  misbehavior  in  the  referees.  It  was,  therefore,  only 
the  questions  or  points  of  law  thus  raised,  that  could  be  heard 
oi*  re-examined  by  the  Court.  Beyond  these  questions,  no 
hearing  was  to  be  had,  nor  is  it  now  urged  that  any  could  or 
should  have  been  had.  All  else  was  settled ;  for,  of  the  facts 
the  referees  were  the  exclusive  judges. 

If  the  referees  decided  these  questions  rightly,  and  com- 
mitted no  mistake  in  point  of  law,  the  judgments  are  right, 
and  there  surely  can  be  no  reason  in  equity  why  the  plain- 
tiffs, in  their  general  character  of  stockholders  and  creditors, 
and  upon  that  general  ground  alone,  should  be  allowed  to 
disturb  the  judgments.  In  the  case  of  Nason  v.  SmaUey^  (8 
Verm.  118,)  the  object  of  which  was  to  enjoin  a  judgment 
at  law  alleged  to  have  been  fraudulently  obtained,  Phelps, 
J.,  said :  "  Although  the  judgment  may  have  been  obtained 
in  such  a  manner  that  it  ought  not,  in  itself  considered,  to 
bind  the  complainants,  yet  it  would  be  idle  to  interfere,  if 
the  debt  thus  in  fact  established  be  just  and  equitable,  or  if 
the  party  must  be  left  at  liberty  to  prosecute  anew,  and  a 
Court  of  law  would  be  compelled  hereafter  to  render  a  like 
judgment."    This  is  good  sense  and  sound  doctrine,  well  ex- 
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pressed,  and  nothing  can  be  added  either  to  its  force  or  sig- 
niiicancy. 

But  it  is  in  the  third  aspect  of  the  case,  if  in  any — as  cestui 
que  trusts  under  the  purchase  made  by  Hill  of  the  property 
attached,  and  as  interested  in  the  purchase  as  creditors,  in  the 
manner  stated  in  the  bill — that  the  plaintiffs  are  entitled  to 
come  into  a  Court  of  Equity  and  ask  relief  against  the  judg- 
ments. This  relief  they  will  be  entitled  to,  if  the  case  calls 
for  relief,  whether  the  judgments  were  rendered  with  or  with- 
out the  consent  of  the  Mill  Company ;  and,  in  this  view,  so 
far  at  least  as  concerns  the  question  of  title  to  relief,  the  man- 
ner in  which  the  judgments  were  obtained,  further  than  there 
being  in  fact  no  hearing  in  Court,  or  the  validity  or  invalid- 
ity of  the  proceedings  of  the  stockholders  and  directors  in 
Boston  in  relation  thereto,  is  unimportant.  I  may  observe, 
however,  that  whatever  fraud  is  charged  upon  the  directors, 
either  in  act  or  in  motive,  on  account  of  those  proceedings,  is 
positively  and  fully  denied  by  their  affidavits,  leaving  no 
ground,  if  any  existed  before  such  denial,  for  the  imputation 
to  them  of  intentional  wrong. 

The  bill  states  that  the  purchase  by  Hill  was  made  subject 
to  the  attachments,  and  in  trust  for  the  plaintiffs  and  others, 
creditors  of  the  Mill  Company,  which  is  alleged  to  be  insol- 
vent, in  order  to  secure  or  satisfy  them  as  far  as  might  be, 
for  notes,  called  three-fifths  notes,  executed  by  them  to  raise 
money  for  the  use  of  the  Company.  It  is  stated  that  the 
cestui  que  trusts  were  to  share  in  the  purchase  in  proportion 
to  the  amount  of  notes  so  by  them  respectively  executed ; 
that  the  whole  amount  of  notes  executed  was  about  $120,000 ; 
and  that  the  amount  executed  by  the  plaintiffs  was  about 
$23,000,  giving  them,  therefore,  an  interest  in  the  purchase 
equal  to  about  one-fifth  part.  It  appears  that  most  of  the  other 
cestui  que  trusts  have  given  their  assent  to  the  judgments, 
and  are  willing  that  they  should  be  satisfied  out  of  the  prop- 
erty. Under  such  circumstances,  the  other  cestui  que  trusts 
being  content,  it  would  seem  that  the  claim  of  the  plaintiffs 
to  relief,  if  they  have  any  claim,  would  be  limited,  and  the 
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measnre  and  mode  of  relief  adjusted  and  regulated  by  the 
amount  of  injury,  if  any,  wrongfully  resulting  from  the 
judgments  to  their  particular  personal  interest  in  the  prop* 
erty. 

As  the  purchase  by  Hill  comprehended  the  whole  property 
attached  and  the  whole  interest  in  it,  except  what  was  a  legal 
subsisting  charge  upon  it  by  virtue  of  the  attachments,  the 
inquiry  is,  not  merely  whedier  the  judgments  are  just  and 
equitable  as  between  the  parties  to  them,  but  whether  they 
include  claims  or  demands  not  covered  by  the  actions,  not 
due  and  payable  at  the  commencement  of  the  actions,  or 
which,  by  a  proper  application  of  payments  or  credits,  will 
appear  to  have  been  paid  and  satisfied,  and  were,  therefore, 
not  existing  legal  claims.  This  opens  an  examination  into  the 
merits  of  the  judgments ;  and,  imless  they  shall  appear  to  be 
wrong  in  some  of  these  particulars,  and  consequently  are  for 
more  than  the  property  ought  to  be  charged  with,  the  plain- 
tiffs have  no  ground  of  complaint,  whatever  may  have  been 
the  manner  in  which  the  judgments  were  obtained. 

The  actions  were  commenced  the  2l8t  and  the  attachments 
made  the  22d  of  May,  1849 ;  and  the  purchase  by  Hill,  in 
trust  for  the  plainti&  and  others,  was  made  June  13th,  1850. 
The  actions  contained  counts  on  several  promissory  notes,  and 
counts  for  money  had  and  received,  money  laid  out  and  ex- 
pended and  money  lent  and  advanced. 

The  actions,  as  we  have  already  seen,  and,  I  may  add, 
nothing  but  the  actions,  by  mutual  consent  of  the  parties  and 
order  of  Court,  were,  in  proper  and  regular  form,  submitted 
to  a  reference ;  and,  upon  the  report  made  by  the  referees, 
stating  specially  the  grounds  of  their  award,  or  rather  the 
claims  and  facts  in  the  case,  the  judgments  complained  of 
were  rendered.  The  report  is  set  forth  at  length  in  the  plain- 
tiffs' bill,  and  the  statement  of  facts  in  it  is  neither  denied, 
impugned  nor  questioned-  Being  made  a  part  of  the  biU, 
for  the  purpose  of  presenting  the  merits  of  the  controversy 
between  the  parties  in  the  suits  at  law,  and  being  treated  by 
the  bill  as  the  basis  upon  which  the  objections  to  the  judg- 


860  VERMONT. 


BmdleyiK  Riehazdaon. 


ments  rest,  we  must  look  into  the  report  to  see  whether  the 
judgments  subject  the  property  attached  to  a  greater  chai^ 
than  it  was  legally  and  properly  liable  to  under  the  attach- 
ments. The  bill,  aside  from  what  is  alleged  as  to  the  manner 
of  obtaining  the  judgments,  which  seems  not  to  be  essential 
to  the  purpose  of  the  bill,  beyond  showing  that  they  were 
rendered  without  any  actual  hearing  or  consideration  by  the* 
Court,  puts  the  case  upon  this  ground,  narrowing  down  the 
merits  to  the  particular  questions  arising  from  the  report. 

The  questions  raised  as  to  the  binding  effect  of  the  promis- 
sory notes  upon  the  Mill  Company,  on  account  of  the  form 
in  which  they  were  executed  and  the  purpose  for  which  two 
of  them  were  made,  it  is  unnecessary  to  consider ;  because, 
all  the  claims  that  were  allowed,  if  allowable  at  all,  were 
admissible  under  the  general  counts  in  the  actions. 

It  appears  from  the  report,  that  the  dealings  between  the 
judgment  creditors  and  the  Mill  Company  originated  in  an 
arrangement  under  which  the  former  were  to  receive  and 
sell,  on  an  allowance  of  commissions  and  other  charges,  the 
manufactured  goods  of  the  latter,  guaranteeing  the  sales  of 
the  goods  and  advancing  thereon,  in  cash  and  acceptances 
and  notes,  as  used  in  the  course  of  dealing,  to  the  amount  of 
three-fourths  of  their  value.  It  also  appears  that  the  agree- 
ment on  the  part  of  the  judgment  creditors  was  at  all  times 
fully  performed ;  and  that,  at  the  commencement  of  their 
actions,  they  had  paid  for  the  avails  of  all  the  sales  of  goods 
which  had  matured  up  to  that  time,  and  had  also  advanced, 
in  cash  and  the  payment  of  matured  notes  and  acceptances, 
the  sum  of  $149,062,  over  and  above  all  matured  sales  and 
mondys  received — ^the  unmatured  notes  and  acceptances  being 
to  a  still  much  larger  amount,  and  greatly  exceeding  the  un- 
matured sales,  as  will  be  hereafter  more  fully  seen. 

Such  appears  to  have  been  the  state  of  the  account  between 
the  parties  at  the  commencement  of  the  suits,  as  reported  by 
the  referees.  According  to  their  finding,  there  was  a  bal- 
ance then  due  the  judgment  creditors,  for  over-advances,  of 
$149,062 ;  and,  such  being  the  report,  that  sum  must  be  taken 
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to  have  been  legally  and  properly  recoverable  by  them  at  that 
time  in  the  suits,  unless  it  shall  appear  that  claims  were 
allowed  which  ought  not  to  have  been  allowed,  or  payments 
or  credits  disallowed  which  ought  to  have  been  allowed. 

We  are  not  called  upon  to  go  into  an  examination  of  all 
the  items  in  the  accounts  between  the  parties,  but  only  of 
►  such,  as  we  have  before  remarked,  as  raised  some  question  of 
law  which  appears  to  have  been  presented  by  the  report  for 
the  consideration  and  opinion  of  the  Court.  The  matters  of 
fact,  upon  which  the  questions  arise,  appear  to  be  fully  and 
distinctly  stated ;  and,  from  these  and  other  details  in  the 
report,  I  am  free  to  say,  that  the  proceedings  of  tlie  referees, 
after  a  careful  and  somewhat  critical  examination  of  them, 
appear  to  me,  as  far  as  I  can  see,  to  evince  no  other  purpose 
than  that  of  a  just  performance  of  duty. 

It  appears  that  items  in  the  account  of  the  judgment  cred- 
itors, very  considerable  both  in  number  and  amount,  being 
objected  to,  were  disallowed,  and  that  several  claims  set  up 
by  the  Mill  Company,  though  objected  to,  were  allowed. 
The  only  items  of  any  importance  in  the  account  of  the 
judgment  creditors  which  were  allowed  against  objections 
made  to  them,  except  one,  which  deserves  a  distinct  consider- 
ation and  will  be  presently  mentioned,  were  for  commissions 
and  charges  on  goods  sold,  money  paid,  for  the  salary  of  the 
Mill  Company's  Treasurer,  and  money  paid,  at  the  request  of 
the  Company,  for  extra  interest  in  raising  money  for  its  use, 
to  enable  it  to  meet  and  pay  its  acconunodation  drafts.  These 
claims,  on  the  facts  stated  in  the  report,  do  not  appear  to 
have  been  improperly  allowed ;  and,  as  to  the  amount  which 
ought  to  have  been  allowed  upon  them,  that  was  a  matter 
entirely  within  the  province  of  the  referees,  and  is  not  the 
subject  of  re-examination,  at  the  instance  of  the  plaintiffs  or 
any  one  else,  unless  upon  the  ground  of  misconduct  or  gross 
partiality. 

We  come,  then,  to  the  item  just  alluded  to,  of  $46,912, 
charged  by  the  judgment  creditors  who  compose  the  present 
firm  of  Richardson,  Burrage  &  Co.,  for  money  paid  by  them 
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in  discharge  of  a  balance  due  from  the  Mill  CJompany  to  the 
old  firm  of  Eichardson,  Barrage  &  CJo.  The  two  firms  are 
distinguished  in  this  way :  The  old  firm  consisted  of  three 
partners ;  the  new  firm  consists  of  four,  two  of  the  old  part- 
ners and  two  new  ones.  The  old  firm  was  a  large  stock- 
holder in  the  Mill  Company,  owning,  it  is  stated,  one-third 
of  the  whole  stock,  and  acted,  during  its  existence,  under  a  . 
mutual  agreement,  as  the  selling  agent  of  the  Mill  Company. 
The  new  firm  assumed  and  continued  the  business  of  the  old 
firm,  acting  as  the  selling  agent  of  the  Mill  Company  under  ' 
the  same  agreement,  in  place  of,  and  under  the  same  name 
and  style  borne  by,  the  old  firm.  The  facts  in  relation  to  the 
item  in  question,  as  stated  in  the  report  of  the  referees,  are 
these :  The  Mill  Company,  by  its  Treasurer,  requested  the 
new  firm,  in  other  words,  the  judgment  creditors,  to  pay  and 
adjust  the  balance  due  the  old  firm  and  charge  it,  in  their 
account,  to  the  Mill  Company.  They  did  adjust  it  accord- 
ingly, and  the  old  firm  credited  the  Mill  Company  with  the 
amount  of  the  balance  as  received  of  the  judgment  creditors, 
and  rendered  their  account  to  the  Mill  Company  balanced  by 
the  credit  in  full. 

On  the  facts  thus  stated,  the  transaction  had  the  assent  of 
all  the  three  parties,  and  by  it  the  Mill  Company  was  dis- 
charged from  its  liability  to  the  old  firm,  so  that  the  latter 
had  no  longer  any  right  of  action  against  it ;  and,  can  there 
be  any  doubt  that  the  Mill  Company  became  a  debtor  to  the 
judgment  creditors  for  the  amount,  or  that  the  amoimt  might 
be  recovered  by  them  in  an  action  for  money  had  and  re- 
ceived or  money  paid  and  advanced?  If  the  transaction 
were  to  be  considered  rather  as  a  transfer  or  assignment  of 
the  demand  than  as  extinguishing  the  old  debt  and  creating 
a  new  one,  and  the  consideration  paid  had  been  something 
other  than  money,  it  would  seem  to  bring  the  question  as  to 
the  form  of  action,  the  demand  being  for  money  advanced, 
within  the  principle  adopted  in  WUson  v,  Couplandy  (5 
Bam.  (&  Aid.  228,)  recognized  and  confirmed  in  WJia/rton  v. 
Walker^  (4  Bam.  dk  Cress.  163.)    But,  on  the  facts  stated,  it 
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must  be  taken  that  the  original  debt  was  satisfied  by  actual 
payment  and  therefore  extinguished ;  and,  from  the  acknowl- 
edgment of  payment  in  general  terms,  it  must  be  inferred 
that  it  was  discharged  by  the  payment  of  money  or  of  what 
was  equivalent  thereto. 

It  is  said  that  the  Treasurer  had  no  authority  to  give  the 
assent  of  the  Mill  Company  to  any  such  transaction,  or  to 
bind  it  in  any  such  way.  But  the  Treasurer -was  not  merely 
and  simply  the  keeper  of  the  moneys  of  the  Company,  ac- 
cording to  the  ordinary  definition  of  such  an  ofiice.  lie  was 
its  fiscal  agent  for  otiier  purposes.  He  was  empowered  by 
the  directors  to  borrow  money  in  the  name  and  for  the  use  of 
the  Company ;  and,  was  not  the  transaction  in  question,  in 
substance  and  effect,  if  not  in  form,  a  borrowing  of  money 
for  the  use  of  the  Company  ?  Besides,  in  addition  to  other 
duties,  such  as  purchasing  the  materials  to  be  used  in  manu- 
facturing, directing  the  kinds  of  goods  to  be  manufactured, 
and  receiving  all  moneys  due  from  agents  and  others,  he  had 
a  general  authority,  given  him  by  the  by-laws,  to  pay  the 
debts  of  the  Company;  and,  could  he  not  pay  a  debt,  or 
enter  into  an  arrangement  for  the  payment  of  a  debt,  in  the 
manner  in  which  this  was  done  ?  It  appears  to  me  that,  in 
regard  to  this,  no  serious  doubt  can  be  entertained. 

It  is  also  said  that  the  Treasurer  was  a  partner,  and  there- 
fore interested,  both  in  the  old  and  the  new  film.  So  he  was, 
and  was  so  known  to  be  by  the  Mill  Company,  not  only  when 
it  appointed  him  Treasurer,  and  when  it  afterwards  refused 
to  accept  his  resignation  of  the  ofiice,  but  also  when  it  made 
the  firms  its  selling  agents.  With  this  knowledge,  the  Com- 
pany could  not  be  allowed  to  object,  and,  if  so,  no  one  else 
can  object,  that  his  connection  with  the  finns  disqualified 
him  to  perform  the  proper  functions  of  Treasurer  in  this  or 
any  other  matter  in  which  they  might  have  an  interest  grow- 
ing out  of  the  agency.  If  he  had  not  so  acted,  the  agency 
could  not  have  been  executed,  but  must  have  been  discontin- 
ued, and  tlie  purpose  of  the  contracting  parties  have  been 
defeated.    But,  there  was  nothing  in  tliis  particular  transaction 
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that  was  wrong,  in  itself  considered,  or  at  all  prejudicial  to 
the  interests  of  the  Mill  Company.  It  was  simply  a  transfer 
of  indebtedness  from  the  old  to  the  new  firm,  making  the  lat- 
ter, instead  of  the  former,  whose  place  and  business  it  had 
succeeded  to  in  the  agency,  the  creditor  of  the  Company. 

But,  it  is  also  to  be  remembered,  as  a  fact  not  without  its 
effect  upon  the  question,  that  an  account  was  rendered,  stating 
the  balance,  the  payment  of  it  and  by  whom  the  payment 
was  made.  The  account  was  rendered  the  30th  of  Septem- 
ber, 1848,  and,  no  objection  being  made  to  the  account  as 
stated  and  balanced,  the  transaction  may  be  deemed  to  have 
been  acquiesced  in.  This  is  the  rule  of  law  in  matters  of 
accoimt  of  a  conumercial  nature,  if  not  in  matters  of  account 
in  general ;  and  there  is  no  reason  why  it  should  not  apply 
to  a  private  corporate  body  engaged  in  trade  and  conducting 
its  affairs  through  the  instrumentality  of  ofiicere  and  agents, 
as  well  as  to  individual  natural  persons  carrying  on  similar 
business  and  transacting  it  either  in  person  or  through  the 
agency  of  others.  It  may  be  added,  that  tlie  equity  of  the 
claim  is  very  apparent.  The  referees  examined  the  account 
of  the  old  firm,  and  found  the  balance  which  was  paid  it  to 
have  been  justly  due. 

It  is  further  insisted  by  the  plaintifb,  that  the  judgment 
creditors  had,  previous  to  the  conunencement  of  their  suits, 
sold  on  credit  a  large  amount  of  goods  consigned  to  them  by 
the  Mill  Company,  and  that  the  amoimt  of  these  sales, 
although  the  credit  given  upon  them  had  not  then  expired, 
should  have  been  allowed  in  payment  or  satisfaction  of  the 
claims  composing  the  balance  found  then  due. 

It  appears  that  sales  had  been  so  made  to  the  amount  of 
$148,695  ;  that  the  sales  matured  at  different  times  from  the 
19th  of  July,  1849,  to  the  18th  of  January,  1850  ;  and  that 
the  sales  were  credited  in  account,  stating  the  times  when 
due.  It  also  appears  that  the  judgment  creditors  had,  pre- 
vious to  the  commencement  of  their  suits,  given  notes  and 
accepted  drafts  for  the  Mill  Company,  to  the  amount  of 
$198,824,  payable  at  different  times  from  the  23d  of  May  to 
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the  11th  of  October,  1849,  and  that  the  notes  and  drafts, 
although  not  matured,  were  charged  in  account,  mentioning, 
as  in  the  case  of  the  sales,  the  times  of  their  maturity.  It  is 
evident  that  this  mode  of  keeping  the  accounts,  on  the  one 
hand  crediting  sales  before  matured,  and  on  the  other  charg- 
ing notes  and  acceptances  before  due  and  payable,  or  before 
paid,  was  merely  for  the  sake  of  convenience  and  accuracy, 
and  to  present  the  transactions,  as  they  occurred,  in  an  intel- 
ligible form,  and  could  not  accelerate  or  in  any  way  alter  the 
legal  liability  of  either  party. 

The  judgment  creditors  were  factors,  selling  goods  for  the 
Mill  Company  on  commission ;  and  it  becomes  a  material 
question,  whether  a  factor,  in  the  case  of  a  sale  by  him  of 
goods  on  a  credit,  is,  as  the  plaintiffs  contend,  instantly  or 
immediately  liable  to  the  principal  for  the  amount  of  the 
sales ;  or  in  other  words,  whether  the  principal  has  any  legal 
right  of  action  against  the  factor  until  the  credit  has  expired. 
Whatever  doubt  may  have  once  existed  on  the  subject,  I 
think  the  question  is  now  settled,  by  judicial  decisions  and 
the  opinions  of  eminent  commentators  on  the  law,  both  in 
England  and  in  this  country.  It  is  established,  that  the 
undertaking  of  the  factor  is  merely  to  answer  for  the  solvency 
of  the  buyers  of  the  goods,  or,  rather,  to  guaranty  to  the 
principal  the  payment  of  the  debts  due  from  the  buyers.  He 
becomes  liable  to  pay  to  the  principal  the  amount  of  the  pur- 
chase-money, if  the  buyers  fail  to  pay  it  when  it  becomes 
due.  This  is  the  effect  and  whole  extent  of  his  engagement. 
The  doctrine  is  so  laid  down  in  all  the  adjudged  cases,  with 
few  exceptions,  and  is  recognized  as  the  true  doctrine  by 
Chancellor  Kent  in  his  Commentaries,  and  by  Judge  Story  in 
his  Treatise  on  Agency.  And  I  think  it  necessarily  must  be 
so,  if  the  factor  has  authority  to  sell  on  credit,  as  he  indis- 
putably has,  and  if  the  principal  may  maintain  an  action 
against  the  buyers  of  the  goods,  which  has  been  often  ad- 
judged and  is  nowhere  denied. 

Some  confusion  has  arisen  on  this  subject  from  the  decis- 
ions on  |the  question  whether  tl^  undertaking  of  a  factor  is 
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a  contract  within  the  Statute  of  Frauds,  and-  so  must  be  in 
writing.  The  better  opinion  is,  that  it  need  not  be  in  writ- 
ing ;  that,  though  a  guarantee,  it  is  not  a  collateral  engage- 
ment, but  an  o)*iffinal  and  ahnolute  one,  that  the  prices  for 
which  the  goods  are  sold,  or  the  debts  created  by  the  sales  of 
the  goods,  shall  be  paid  to  the  principal  when  the  credit  given 
on  the  sales  shall  have  expired.  Thus,  in  a  note  summing 
up  the  law  on  the  subject,  in  1  Amer.  Lead.  Cos.  659,  660,  it 
is  said,  that  the  contract  is  an  ahaolute  engagement  by  the 
factor,  that  the  debts  for  which  the  goods  are  sold  "  shall  be 
paid  at  the  time  they  are  due^  or,  in  other  words,  that  they 
shall  be  cash  in  the  principal's  accoimt,  at  the  time  they  are 
dueP 

The  plaintiffs  insist  that  the  lex  loci  must  govern  the  de- 
cision of  this  question ;  and,  to  show  the  law  of  the  place 
where  the  contract  was  made  and  executed,  they  cite  the  case 
of  Swan  V.  JSTesmith^  (7  Pick.  220.)  In  that  case,  the  ques- 
tion was,  whether  the  undertaking  of  the  factor  was  within 
the  Statute  of  Frauds.  The  Court  held  the  liability  to  be 
original,  and  that  a  guarantee  of  that  nature  need  not  be  in 
writing.  But  they  expressly  admitted  that,  when  the  goods 
arQ  sold  upon  credit,  the  liability  of  the  factor  is  not  fixed 
until  the  time  of  payment  arrives.  The  case,  therefore,  so 
far  as  it  has  any  application  to  the  present  question,  is  an 
authority  against  rather  than  for  the  plaintiffs.  But,  if  it 
was  otherwise,  it  could  not  be  allowed  to  prevail  against  the 
general  and  what  I  conceive  to  be  the  established  rule  of 
commercial  law.  In  Swift  v.  Tyson,  (16  Pet.  1,)  it  is  laid 
down,  that  the  true  interpretation  and  effect  of  contracts  and 
other  instruments  of  a  commercial  nature,  in  suits  in  the 
Courts  of  the  United  States,  are  to  be  sought,  not  in  the  de- 
cisions of  the  local  tribunals,  but  in  the  general  principles 
and  doctrines  of  commercial  jurisprudence. 

Fi^m  what  has  been  said,  it  follows  that  the  judgment 
creditors,  at  the  time  of  the  commencement  of  their  suits, 
were  not  chargeable  for  the  sales  of  goods  made  by  them  be- 
fOTe  tliat  time,  but  due  and  payable  at  different  times  after- 
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wards,  beyond  the  amount,  at  any  rate,  of  what  they  were 
bound  by  their  agreement  to  advance  upon  them.  To  that 
extent,  the  advances  might  be  treated  as  payment  in  advance 
of  so  much  towards  the  goods,  and  so  far  the  one  might  be 
set  off  against  the  other.  But  all  moneys  advanced  on  ac- 
count, beyond  the  amount  agreed  to  be  advanced  upon  the 
goods,  would  constitute  a  present  legal  debt,  for  which  there 
would  be  a  present  legal  right  of  action.  We  have  ali'eady 
seen  the  extent  of  the  difference  existing  in  favor  of  the  judg- 
ment creditors  at  the  commencement  of  the  suits,  between 
the  amount  of  sales  then  matured  and  the  amount  of  moneys 
tlien  actually  advanced,  and  also  between  the  aggregate  of 
unmatured  sales  and  the  aggregate  of  unmatured  notes  and 
acceptances.  It  does  not  appear  what  portion  of  the  ad- 
vances stipulated  to  be  made  was  to  be  in  ready  money,  and 
what  portion  in  notes  and  acceptances  on  time ;  but,  it  is  to 
be  inferred  from  the  report,  that  the  advances  were  made, 
both  in  point  of  fonn  and  time,  according  to  the  calls  of  the 
Mm  Company,  and  in  such  manner  as  suited  its  wants  and 
wishes.  If  the  Company  procured  and  had  the  benefit  of 
the  advances,  it  is  thereby  precluded  from  objecting  to  them 
as  not  answering  the  agreement,  whatever  may  have  been  the 
form  in  which  they  were  made.  Considering  the  unmatured 
notes  and  acceptances,  therefore,  as  satisfying  the  agreernent 
as  to  advances  upon  the  unmatured  sales,  the  judgment  cred- 
itors had,  at  the  commencement  of  their  suits,  arising  from 
over-advances,  an  actual  unpaid  and  unsatisfied  balance  due 
them  from  the  Mill  Company  of  $149,062,  which  tliey  then 
had  a  legal  right  to  sue  for  and  secure  by  attachment  of  the 
property  of  the  Company.  Indeed,  upon  any  adjustment,  or 
any  appropriation  of  the  advances  to  the  sales,  not  directly  at 
variance  with  the  agreement  and  the  practical  construction 
put  upon  it  by  the  acts  of  the  parties,  the  balance  at  that  time 
would  greatly  exceed  what  was  ultimately  recovered  in  the 
suits. 

But,  it  is  said  that,  when  the  sales  in  question  matured,  if 
not  before,  especially  when  the  money  was  received  upon 
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them,  they  operated  as  payment  of  bo  much  of  the  claims  for 
which  the  suits  were  brought,  and  should  be  so  treated. 
Whether  this  be  so  or  not,  will  be  readily  seen  by  recurring 
to  the  facts.  The  money  on  these  sales  became  due  at  differ- 
ent times  from  the  19th  of  July,  1849,  to  the  18th  of  Janu- 
ary, 1850.  On  the  credit  of  these  sales,  the  judgment  credit- 
ors had,  previous  to  the  commencement  of  tlieir  suits,  given 
notes  and  accepted  drafts  for  the  Mill  Company,  not  only 
amounting  to  a  sum  much  larger  than  the  amount  of  the 
sales,  but  payable  at  different  times  from  the  23d  of  May  to 
the  11th  of  October,  1849,  much  earlier  than  the  money  on 
the  sales  would  become  due.  For  these  notes  and  accept- 
ances, the  judgment  creditors  had  a  lien  on  the  goods,  and,  of 
course,  on  their  proceeds.  Was  it  not,  therefore,  legal,  as 
well  as  just  and  equiabtle,  that  the  money  arising  from  the 
sales  should  be  applied,  as  it  became  due,  in  satisfaction  of 
the  advances  the  judgment  creditors  were  obliged  to  make  in 
payment  of  the  notes  and  acceptances  as  they  fell  due  ?  The 
application  was  so  made  ;  and  I  have  no  doubt  that  it  was  in 
accordance  both  with  the  usage  in  such  cases  and  with  law. 

Tlie  referees,  it  appears,  allowed  all  payments  made  by  the 
Mill  Company,  arising  from  sales  or  otherwise,  down  to  Feb- 
ruary 15th,  1851,  when  the  accounts  between  the  parties 
closed,  deducting  from  the  sales,  advances,  commissions,  and 
other  proper  charges  upon  them ;  and  it  was  by  the  allow- 
ance of  such  payments,  and  the  withdrawal  by  the  judgment 
creditors  of  their  claim  for  three-fifths  notes,  that  the  balance 
due  them  at  the  commencement  of  their  suits  was  reduced 
down  to  the  sum  recovered  by  the  judgments.  In  this  way, 
the  balance  of  the  subsequent  account  between  the  parties 
was  ascertained  and  allowed,  not  to  the  prejudice  but  to  the 
benefit  of  the  plaintiffs. 

I  have  thus  noticed,  in  a  summary  way,  all  the  material 
facts  and  points  connected  with  the  merits  of  the  case  ;  and, 
upon^consideration  of  the  whole,  I  am  of  opinion,  that  the 
plaintiffs  have  no  claim  in  equity  to  have  the  property  re- 
lieved, either  wholly  or  partially,  from  the  lien  created  by 
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the  attachments,  or  from  the  enforcement  of  the  lien  by  exe- 
cution of  the  judgments,  and,  consequently,  that  the  injunc- 
tion moved  for  ought  not  to  be  granted. 

Motion  denied. 


Charles  Suydam  and  others 
"William  P.  Ewing  and  George  W.  Ewing. 

In  a  oommon  law  action,  in  the  Circuit  Court  for  the  Southern  District  of  New 
York,  the  assignee  of  a  non-negotiable  contract  has  no  capacity  to  sue  upon  it 
in  his  own  name ;  the  provision  of  the  State  Code  of  Procedure,  requiring 
every  suit  to  be  brought  in  the  name  of  ihe  real  party  in  interest,  not  having 
been  adopted  by  that  Court. 

And  this  practice  applies  not  only  to  an  action  originally  commenced  in  that 
Court,  but  to  one  removed  into  that  Court  from  a  Court  of  the  State,  and  to  all 
the  proceedings  in  such  action  after  its  removal 

Accordingly,  where  a  debt  was  contracted  with  a  copartnership,  and  afterwards 
the  interests  of  some  of  the  members  of  the  copartnership  in  the  debt  were 
assigned,  and  then  a  suit  ut  law  was  brouglit  thereon  in  a  Court  of  the  State, 
in  the  names  of  the  real  parties  in  interest,  and  was  removed  into  the  Cir- 
cuit Court  for  the  Soathern  District  of  New  Yorlc,  and  afterwards  one  of  the 
partners  died:  Held^  that  the  suit  must  be  continued  in  the  Circuit  Ck)urt 
in  the  names  of  the  surviving  partners,  without  any  reference  to  the  real  par- 
ties in  interest 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  Yorlc,  January  27th, 
1862.) 

This  was  an  application,  on  behalf  of  surviving  plaintiffs 
in  three  suits,  for  leave  to  revive  and  prosecute  two  of  them 
in  the  names  of  Francis  P.  Sage,  Ferdinand  Suydam,  Jr., 
and  Charles  Suydam,  or  in  the  names  of  Charles  Suydam, 
and  of  Samuel  S.  Whitney,  assignee  of  Fi'ancis  P.  Sage  and 
Ferdinand  Suydam,  Jr.,  and  the  third  in  the  names  of  Fran- 
cis P.  Sage,  Henry  L.  Suydam,  Ferdinand  Suydam,  Jr.,  and 
Charles  Suydam,  as  surviving  partners  of  the  firm  of  Suydam, 
Sage  &  Co.,  or  in  tlie  names  of  Charles  Suydam,  and  of 
Samuel  S.  Whitney,  assignee  of  Francis  P.  Sage  and  Ferdi- 
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nand  Suydam,  Jr.,  and  of  Henry  S.  Wyckoff  and  Cliarles 
Suydam,  executors  of  the  last  will  and  testament  of  Ferdi- 
nand Suydam,  deceased.  The  facts  were  these :  The  defend- 
ants became  indebted  to  the  firm  of  Suydam,  Sage  &  Co.  in 
the  sum  sued  for  in  the  last-named  cause,  that  firm  being  at 
the  time  composed  of  Ferdinand  Suydam,  Francis  P.  Sage, 
Henry  L.  Suydam,  Ferdinand  Suydam,  Jr.,  and  Charles  Suy- 
dam. The  other  two  actions  were  brought  to  recover  bal- 
ances due  on  debts  contracted  with  the  firm  of  Suydam,  Sage 
&  Co.  when  composed  of  Francis  P.  Sage,  Ferdinand  Suy- 
dam, Jr.,  and  Charles  Suydam.  Prior  to  August  6th,  1850, 
Henry  L.  Suydam,  Francis  P.  Sage  and  Ferdinand  Suydam, 
Jr.,  assigned  to  Ferdinand  Suydam  all  their  interest  in  the 
said  several  debts.  In  November,  1850,  the  said  suits  were 
instituted  in  the  Supreme  Court  of  the  State  of  Tfew  York, 
in  the  names  of  the  real  parties  in  interest,  and  attachments 
were  issued  therein  and  served  on  persons  in  the  State  of 
Kew  York  who  had  in  their  possession  eflFects  and  credits  of 
the  defendants,  in  such  manner  as  to  bind  those  effects  and 
credits.  Each  suit  demanded  over  $500,  exclusive  of  costs. 
The  plaintiffs  were  citizens  of  New  York,  and  the  defend- 
ants were  citizens  of  another  State.  In  March,  1851,  the 
suits  were  all  of  them  duly  removed  by  the  defendants  into 
this  Court,  the  appearance  of  the  defendants  in  this  Court 
was  perfected,  and  the  suits  were  pending  in  this  Court. 
After  the  removal  of  the  causes  into  this  Court,  Ferdinand 
Suydam  died,  and  Henry  S.  Wyckoff  and  Charles  Suydam 
were  duly  appointed  his  executors.  The  other  members  of 
the  respective  firms  with  which  the  debts  sued  for  in  the 
several  actions  were  contracted,  were  still  surviving.  The 
Supreme  Court  of  New  York  appointed  Samuel  S.  Whitney, 
assignee  of  Francis  P.  Sage  and  Ferdinand  Suydam,  Jr.,  in 
place  of  Ferdinand  Suydam,  deceased. 

Samud  Z.  M.  Barlow^  for  the  plaintiffs. 

Benjamin K  Butler  and  Iliram  Barney,  for  the  defendants. 

Betts,  J.     The  practice  of  the   State  Courts  has  been 
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chaijged  by  a  recent  Act  of  the  Legislature,  bo  that  suits 
must  now  be  brought  in  the  name  of  the  real  party  in  interest. 
{Laws  of  New  York,  Sess.  1849,  chaj>.  438,  §  111.)  Prior 
to  that  statute,  the  rule  of  proceeding  in  that  respect  was 
founded  upon  the  practice  of  the  King's  Bench  in  England, 
and  required  actions  to  be  brought  in  the  name  of  the  party 
in  whom  the  legal  interest  was  vested.  (1  Dunlap^s  Pr.,  36 ; 
Oraliam'8  Pr.,  59  ;  1  O kitty's  PI,  16, 17 ;  1  Tidd's  Pr.,  7.) 

The  United  States  Comia  follow  the  same  rule,  except 
where  the  assignee  is  authorized  to  sue  in  his  own  name  by 
the  custom  of  merchants  or  by  statute.  {Winchester  v. 
nacUey,  2  Cranch,  342.) 

The  rules  of  the  United  States  Supreme  Court  adopt  for 
the  Circuit  Courts  the  practice  of  the  English  King's  Bench, 
leaving  to  those  Courts  the  power  to  regulate  the  subject  at 
their  discretion.  {Rule  7  of  Sujprenie  Court,  August,  1791 ; 
Acts  of  September  2^th,  1789,  and  May  8th,  1792,  1  H  S. 
Stat,  at  Large,  93,  275.)  The  standing  iniles  of  this  Court 
adopt  the  practice  and  modes  of  proceeding  in  force  in  the 
Supreme  Court  of  the  State  of  New  York  in  1838,  in  cases 
not  regulated  by  express  rule  of  the  Circuit  or  District 
Court.    {Circuit  Court  Rule  102;  District  Court  RuU  240.) 

Under  this  state  of  the  law  governing  this  Court  in  com- 
mon law  cases,  the  assignee  of  a  contract  has  no  capacity  to 
sue  upon  it  in  his  own  name,  unless  it  bo  negotiable  in  its 
nature.  The  action  must  be  brought  in  the  name  of  the  per- 
son witli  whom  the  contract  was  made,  or  by  his  legal  repre- 
sentatives, in  case  of  his  decease. 

In  these  causes,  there  are  surviving  members  of  the  co- 
partnerships with  which  the  debts  were  contracted.  The 
right  of  action  has  devolved  upon  the  survivors,  and  suits  for 
the  debts  can  be  maintained  only  in  their  names.  The  change 
made  by  the  New  York  Code  of  Procedure,  in  respect  to 
the  competency  of  parties  to  sue  in  their  own  names,  when 
they  are  the  ones  having  the  real  interest  in  the  matter  in 
controversy,  does  not  apply  to  the  United  States  Courts,  and 
cannot  affect  their  course  of  practice  until  it  is  recognized 
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and  adopted  by  them.  ( Wilcox  v.  JTunt,  13  Peters,  378 ; 
AnonymouSy  1  Peters*  C.  C.  R,  1,)  In  each  of  these  causes, 
the  debt  sued  for  was  contracted  with  a  copartnership,  mem- 
bers of  which  are  surviving.  The  well-settled  niles  of  plead- 
ing require  actions  for  such  demands  to  be  prosecuted  in  the 
names  of  the  surviving  partners,  whoever  may  be  interested 
in  the  amounts  after  their  recovery.  (1  Chittifs  Pl.^  12; 
Bema/rd  v.  Wilcox,  2  Johns.  Cases,  374 ;  Holmes  v.  D^  Camp, 
1  Johns.  34.) 

The  proceedings  in  this  Court,  after  the  transfer  of  the 
causes,  must  be  the  same  as  if  the  suits  had  been  originally 
commenced  here,  and,  accordingly,  the  declarations  filed  here 
must  be  in  the  names  of  the  respective  surviving  partners, 
and  must  conform  in  structure  to  our  modes  of  pleading. 
The  plaintiflFs  are  entitled  to  have  orders  entered  for  the  con- 
tinuance of  the  causes  in  such  names,  without  prejudice  to 
the  attachments  levied  in  the  Court  below  in  the  causes  as 
there  instituted  and  entitled. 


Edwin  C.  LrrrLB  and  others 

vs. 

Anthony  Gould  and  others.    In  Equtty. 

The  State  Reporter,  Mr.  Comstock,  by  whom  the  third  volume  of  Comstock^s 
Reports  of  cases  argued  and  determined  in  the  Court  of  Appeals  of  the  State 
of  New  Tork  was  prepared,  was  the  author  of  that  volume,  within  the  copy- 
right Act  of  February  8d,  1831,  (4  U.  8.  Stat,  at  Large,  486.) 

Under  the  Acts  of  the  Legislature  of  New  Tork  of  April  11th,  1848,  and  April 
9th,  1860,  in  relation  to  the  Reports  of  the  decisioDS  of  the  Court  of  Appeals, 
the  interest  of  the  Reporter  in  said  third  volume,  as  an  author,  passed  to  the 
Secretary  of  State,  in  trust  for  the  benefit  of  the  State,  and  it  was  competent 
for  that  officer  to  take  out  a  copyright  for  the  volume  under  said  Act  of  Feb- 
ruary 3d,  1831. 

The  words,  "  any  notes  or  references,"  in  the  Act  of  April  9ih,  1850,  embrace 
the  head-notes  and  marginal  notes  of  the  Reporter,  together  with  the  argu- 
ments of  counsel  and  the  cases  cited  therein. 

Where,  under  said  Acts  of  the  Legislature  of  New  York,  a  contract  was  entered 
into  by  the  State  officers  with  A.,  to  publish  the  volumes  which  should  be 
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prepared  hj  the  Reporter,  and  the  contract  declared  that  it  was  intended  to 
operate  as  an  assignment  of  the  copyright :  Eeld,  that  A.  was,  as  assignee  of 
the  copyright,  entitled  to  a  remedy  by  injunction  for  its  infringement. 

Sdd^  also,  that  A.'s  right  was  not  affected  by  the  provision  in  the  22d  section 
of  the  6th  article  of  the  Constitution  of  New  York,  that  all  **  judicial  decisions 
shall  be  free  for  publication  by  any  person.*'  ' 

(Before  Nilson,  J.,  Northern  District  of  New  Tork,  April  2d,  1862.) 

This  was  a  motion,  after  answer,  to  dissolve  the  provisional 
injunction  granted  in  this  ease,  {antej  j?.  165.)  The  facts  are 
sufficiently  stated  in  the  opinion  of  the  Court. 

Nelson,  J.  This  is  a  motion  to  dissolve  an  injunction 
heretofore  issued  against  the  defendants,  restraining  them 
from  publishing  or  selling  the  third  volume  of  Comstock's 
Reports  of  cases  argued  and  determined  in  the  Court  of 
Appeals  of  the  State  of  New  York. 

The  plaintiffs  claim  to  be  the  proprietors  of  the  copyright 
of  this  work,  as  assignees  of  the  State,  and,  as  such,  to  be 
entitled  to  the  exclusive  privilege  of  printing,  publishing  and 
vending  the  same.  The  injunction  was  originally  granted 
on  this  ground,  and  the  same  is  now  urged  against  the  mo- 
tion to  dissolve  it,  which  is  made  after  the  coming  in  of  the 
answer. 

The  Act  of  Congress  passed  February  3d,  1831,  (4  Ui  S. 
Stat,  at  La/rge^  *36,)  confers  the  proprietorship  of  a  book 
upon  any  citizen  of  the  United  States,  or  resident  therein, 
who  shall  be  its  author,  and  who  shall  have  complied  with  the 
requisites  of  the  Act,  and  upon  the  executors,  administrators 
or  legal  assigns  of  such  person.  This  Act  was  passed  in  pur- 
suance of  the  eighth  clause  of  the  eighth  section  of  the  first 
article  of  the  Constitution  of  the  United  States,  which  de- 
clares that  Congress  shall  have  power  "  to  promote  the  prog- 
ress of  science  and  useful  arts,  by  securing,  for  limited  times, 
to  authors  and  inventors,  the  exclusive  right  to  their  respec- 
tive writings  and  discoveries."  The  simple  question,  there- 
fore, upon  this  motion  is,  whether  or  not  the  plaintiffs  have 
made  out  a  title  to  the  copyright  of  the  volume  in  question, 
as  assignees  of  the  same.  If  they  have,  the  injunction  should 
be  retained ;  otherwise,  not. 
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That  Mr.  Comstock,  the  Reporter,  is  the  author  of  the 
book,  within  tlie  meaning  of  the  Act  of  Congress,  is  a  mat- 
ter not  to  be  controverted.  It  was  conceded  throughout  the 
case  of  Wheaton  v.  PeterSy  (8  JPeters,  591,)  that  Mr.  Wheaton 
was  entitled  to  the  copyright  of  his  Reports,  as  author ;  and 
the  only  question  was,  whether  he  had  secured  the  right  by 
a  compliance  with  the  requisites  of  the  statute.  A  majority 
of  the  Court,  entertaining  doubts  upon  this  question,  as  the 
facts  appeared  before  them  in  the  record,  remanded  the 
cause,  with  directions  to  the  Court  below  to  inquire  whether 
or  not  these  pre-requisites,  as  determined  in  that  case,  had 
been  complied  with.  The  only  exception  to  this  view  was  in 
respect  to  that  part  of  the  work  which  embraced  the  written 
opinions  of  the  Judges.  They  were  regarded  as  having  be- 
come the  property  of  tlie  public,  and,  therefore,  as  not  the 
subject  of  a  copyright. 

The  copyright  of  the  work  in  question  was  taken  out  not 
by  Mr.  Comstock,  the  author,  but  by  Cliristopher  Morgan, 
Secretary  of  the  State,  claiming  to  have  become  tlie  assignee 
of  the  author,  in  trust  for  the  State.  A  printed  copy  of  the 
title  was  deposited  in  the  office  of  the  clerk  of  the  District 
Court,  on  the  20th  of  November,  1850,  in  pursuance  of  the 
Act  of  Congress  ;  and,  within  three  months  after  the  publica- 
tion of  the  book,  copies  were  deposited  with  the  clerk,  with 
the  libranan  of  the  Smithsonian  Institution,  and  with  the 
librarian  of  the  Congress  library. 

By  an  Act  of  the  Legislature  of  the  State  of  New  York, 
passed  April  11th,  1848,  (Laws  of  1848,  c%?.  224,)  amend- 
ing a  previous  Act  on  the  subject,  it  was  provided,  among 
other  things,  that  the  Reporter  of  the  decisions  of  the  Court 
of  Appeals  should  have  no  pecuniary  interest  in  the  Reports, 
and  that  the  same  should  be  published  under  his  supervision, 
by  contract  to  be  entered  into  by  the  Reporter,  the  Secretary 
of  State  and  the  Comptroller,  with  the  person  or  persons  who 
in  addition  to  furnishing  the  Secretary  of  State  with  sixty- 
four  copies  of  each  volume,  should  agree  to  publish  and  sell 
the  same  to  the  public  at  a  price  not  exceeding  three  dollars 
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per  volume.  This  Act  also  provided  (§  3)  that  it  should  not 
be  lawful  for  the  Keporter  or  any  other  pei-son  within  the 
State  to  obtain  a  copyinght  for  the  said  Reports,  notes  or  ref- 
erences, but  that  the  same  might  be  published  by  any  persons. 
By  an  Act  passed  April  9th,  1850,  (Laws  of  1850,  chap. 
245,)  this  section  was  amended  so  as  to  read  as  follows :  "  It 
shall  not  be  lawful  for  the  Reporter,  or  any  other  person  with- 
in this  State,  to  secure  or  obtain  any  copyright  for  said  Re- 
ports of  the  judicial  decisions  of  the  Court  of  Appeals,  but 
the  same  may  be  published  by  any  person  ;  "  and  the  follow- 
ing section  was  added :  ."  The  copyright  of  any  notes  or  ref- 
erences made  by  the  State  Reporter  to  any  of  said  Reports 
shall  be  vested  in  the  Secretary  of  State,  for  the  benefit  of  the 
People  of  this  State."  The  Reporter  was  made  a  State-offi- 
cer, with  an  annual  salary  as  a  compensation  for  his  services. 

On  the  20th  of  April,  1850,  the  Reporter,  the  Secretary  of 
State  and  the  Comptroller,  in  pursuance  of  the  Act  of  the 
Legislature,  already  referred  to,  entered  fkito  a  contract  with 
the  plaintiffs  for  the  publication  of  the  Reports  for  the  term 
of  five  years,  and  also  for  the  exclusive  benefit  to  them  of  the 
copyright  of  the  same  to  be  taken  out  on  behalf  of  tlie  State, 
and  the  said  contract  was  declared  to  be  intended  to  operate 
as  an  assignment  and  transfer  of  the  copyi-ight. 

In  pursuance  of  this  agreement,  and  since  the  taking  out 
of  the  copyright  of  the  work  by  the  Secretary  of  State,  the 
plaintiffs  have  entered  upon  the  printing  and  publication  of 
the  volume  of  Reports  in  question,  have  published  the  same, 
and  have  put  copies  of  it  on  sale  at  a  price  not  exceeding  two 
dollars  and  fifty  cents  each. 

Upon  this  state  of  the  case,  I  am  of  opinion  that  the  inter- 
est of  the  Reporter  in  this  third  volume  of  his  Reports,  as  an 
author,  passed  to  the  Secretary  of  State,  in  trust  for  the  benefit 
of  the  State,  and  that  it  was  competent  for  that  officer  to  take 
out  the.  copjTight  in  pursuance  of  the  provisions  of  the  Act 
of  Congress  of  1831,  securing  to  the  State  the  exclusive  right 
of  proprietorship  in  the  work.  The  Reporter  must  be  deemed 
to  have  accepted  the  terms  and  conditions  of  the  Acts  of  the 
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Legislature  of  April  11th,  1848,  and  April  9th,  1850,  the 
effect  of  which  was  to  vest  the  interest  in  the  State,  he 
receiving  a  compensation  for  his  labors  by  way  of  annual 
salary. 

It  has  been  argued,  by  the  counsel  for  the  defendants,  that 
the  copyright  in  this  case  is  void,  on  the  ground  that  no  au- 
thority is  given  by  the  Act  of  Congress  of  1831  for  taking 
out  the  copyright  in  the  name  of  a  trustee,  for  the  benefit  of 
another.  But,  it  may  be  answered,  that  there  is  nothing  in 
the  Act  forbidding  it  The  party  to  whom  the  assignment  is 
made,  whether  for  the  benefit  of  another  or  not,  holds  the 
legal  interest  in  the  work,  as  assignee  of  the  author,  and 
comes,  therefore,  within  the  very  words  of  the  law  entitling 
him  to  the  copyright.  Whether  a  third  person  has  an  equita- 
ble interest  in  the  work,  derived  from  the  author  or  from  the 
legal  assignment,  is  a  question  between  those  parties,  in  re- 
spect to  which  I  do  not  see  that  the  public  interest  or  policy 
is  at  all  concerned.  The  Courts  will  take  care  of  those  equi- 
table interests.  The  legal  assignee  of  the  author  is  compe- 
tent to  take  out  the  copyright,  and  the  Secretary  of  State 
must  be  regaixled  as  standing  in  this  position,  under  the  Act 
of  the  Legislature  of  April  9th,  1850. 

It  has  also  been  argued,  that  the  Act  of  1850  did  not  vest 
in  the  Secretary  of  State  the  right  of  the  author  of  the  Ke- 
ports  to  its  fullest  extent,  but  only  his  interest  in  any  notes 
and  references  made  by  him  to  the  Eeports,  thereby  exclud- 
ing the  Reports  themselves,  as  understood  in  the  ordinary 
acceptaffon  of  that  term,  with  head-notes  and  arguments  of 
counsel.  There  is  certainly  much  force  in  this^  argument, 
and,  in  my  judgment,  it  presents  the  only  real  difticulty  in 
the  case.  But,  on  looking  at  the  course  of  the  legislation  of 
the  State  on  this  subject,  (there  have  been  three  Acts  passed 
in  relation  to  it,)  I  have  come  to  the  conclusion  that  the 
phrase,  "  any  notes  or  references,"  in  the  connection  in  which 
it  is  found,  may  be  fairly  construed  as  embracing  the  head- 
notes  and  marginal  notes  of  the  Reporter,  together  with  the 
arguments  of  counsel  and  the  cases  cited  therein. 
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The  third  section  of  the  Act  of  April  11th,  1848,  prohib- 
ited the  Reporter,  or  any  other  person  witliin  the  State,  from 
obtaining  a  copyright  of  the  Reports,  notes  or  references,  and 
declared  that  iJie  si^me  might  be  published  by  any  persons. 
This  provision  was  absurd  enough  in  connection  with  the 
system  prescribed  in  the  same  Act  for  the  publication  of  the 
Reports,  which  made  it  the  duty  of  certain  public  ofBcers  to 
contract  for  the  printing  and  publishing  with  the  person  who, 
in  addition  to  furnishing  the  State  with  sixty-four  copies  of 
each  volume,  would  agree  to  sell  the  volumes  most  advan- 
tageously to  the  public,  and  at  a  rate  not  exceeding  the  price 
of  three  dollars  per  volume.  The  idea  of  obtaining  such  a 
contract  from  a  person  to  whom  the  benefit  of  a  copyright 
was  denied,  is  at  least  remarkable,  for  the  third  section  cov- 
ered the  whole  ground.  Any  person  could  republish  the 
volume,  with  all  the  notes  and  references,  as  soon  as  it  came 
from  the  hands  of  the  Reporter. 

The  Act  of  April  9th,  1850,  was  designed  to  correct  this 
oversight.  That  prohibits  a  copyright  for  the  Reports  of  the 
jvdicial  deomons  of  the  Courts  of  Appeal,  and  allows  the 
same  to  be  published  by  any  person.  But  it  vests  the  copy- 
right of  any  notes  or  references  made  by  the  Reporter  to  said 
Reports,  in  the  Secretary  of  State,  for  the  benefit  of  the 
People  of  the  State,  thus  securing  to  the  State  the  labors  of 
the  Reporter,  which  he  might  otherwise  have  secured  to  him- 
self under  the  copyright  Act,  as  the  author. 

To  construe  the  amendment  made  by  the  Act  of  1850  as 
simply  securing  a  copyright  for  any  annotations  or  f Oot-notes 
the  Reporter  might  choose  to  make,  in  the  course  of  reporting 
the  decisions,  such  as  are  common  in  the  nine  volumes  of  the 
Reports  of  the  Supreme  Court  of  this  State  by  the  late  learned 
and  laborious  Judge  Cowen,  and  nothing  more,  would  leave 
the  Act  of  1850,  in  respect  to  the  system  of  reporting,  with 
very  little  if  any  advantage  over  that  of  1848.  For,  whether 
there  would  be  annotations  or  foot-notes  by  the  Reporter,  ac- 
companying the  volumes,  or  not,  would  depend  not  upon  any 
obligation  or  duty  on  ^  his  part,  but  upon  his  mere  discretion 


368  NORTHERN  DISTRICT  OF  NEW  YORK, 

Little  V.  Gonld. 

or  convenience.  Besides,  these  notes  are  incidental  matters, 
and,  although  frequently  valuable,  constitute  no  part  of  the 
Reports  of  the  decisions  of  the  Courts.  Hence,  securing  the 
copyright  of  them  to  the  State  would  have  been  of  trifling 
importance,  by  way  of  enabling  the  public  oflScers  to  contract 
for  the  printing  and  publication  of  the  volumes  of  Reports 
agreeably  to  the  terms  and  requirements  of  the  statute. 

The  Legislature  of  1850  saw  the  error  into  which  that  of 
1848  fell  in  attempting  to  provide  for  a  cheap  publication  of 
the  Reports,  and  designed  to  correct  it,  and  have  accom- 
plished their  purpose,  if  the  view  I  have  taken  of  the  Act  of 
1850  is  well  founded.  But,  if  the  counsel  for  the  defendants 
is  right  in  his  construction,  they  have  utterly  failed  to  accom- 
plish it,  and  have  left  the  system  of  reporting  as  impractica- 
ble and  absurd  as  they  found  it.  For,  according  to  that 
construction,  the  whole  amount  of  the  amendment  or  altera- 
tion is  to  enable  the  public  officers  to  secure  to  the  publishers 
the  exclusive  right  to  the  annotations  or  foot-notes,  if  any, 
made  by  the  Reporter,  leaving  the  volumes  of  Reports,  with 
the  head-notes,  arguments  of  counsel,  &c.,  free  to  a  re-publi- 
cation by  aay  person.  I  do  not  think  that  the  language  used 
in  the  Act,  although  it  is  obscure  and  not  well  chosen  to  ex- 
press the  intent  of  the  Legislature,  necessarily  leads  to  such  a 
construction.  If  not,  such  a  construction  should  certainly 
not  be  admitted. 

I  have  not  deemed  it  necessary  to  look  particularly  into 
the  true  construction  of  the  provision  of  the  Constitution  of 
this  State  to  which  reference  has  been  made.  (Art.  6,  ssc. 
22.)  The  right  of  the  plaintiffs  I'ests  exclusively  upon  the 
Act  of  Congress,  which  confers  a  copyright  upon  authors, 
and  also  upon  their  assignees,  who  have  complied  with  its 
provisions.  The  right  is  derived  under  this  Act,  and  is  not 
at  all  dependent  upon  or  affected  by  the  provision  of  the 
Stnte  C^Tistitntion.  If  the  plaintiffs  are  the  assignees  of  the 
vtiluTtie  m  question,  by  title  derived  from  the  author,  they 
have  a  right  to  the  protection  of  this  Court,  and  no  provision 
of  the  State  Constitution  can  deprive  them  of  it.     If  they  are 
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not  such  assignees,  then  the  Act^of  Congress  has  no  applica- 
tion to  this  case,  and,  consequently,  this  Court  has  no  juris- 
diction of  this  case.  For,  whatever  may  be  the  rights  of  the 
respective  parties  under  the  Constitution  and  laws  of  the 
State,  this  Court  has  nothing  to  do  with  them.  The  ques- 
tions on  which  such  rights  depend  belong  to  the  State  ti-il)u- 
nal  and  depend  upon  State  laws.  This  Court  does  not  inter- 
fere with  them,  unless  in  cases  of  jurisdiction  on  account  of 
the  citizenship  of  the  parties ;  and  then  it  administers  the 
laws  of  the  State.  I  am  free  to  say,  however,  that,  in  my 
judgment,  the  provision  of  the  State  Constitution  was  not 
designed  to  confer  upon  any  person  the  right  Ur  republish  the 
Reports  of  judicial  decisions,  whether  published  under  the 
authority  of  the  State  or  by  individuals,  but  was  designed  to 
secure  the  right  to  report  and  publish  the  decisions  of  the 
Courts,  to  all  pei*sons  who  might  choose  to  undertake  the 
business,  imembarrassed  by  any  exclusive  monopoly  in  conse- 
quence of  State  legislatjon. 

The  interest  of  the  plaintiffs  in  the  copyright,  as  derived 
under  the  contract  with  the  State  officers,  whether  regarded 
as  a  legal  or  as  an  equitable  interest  in  the  same,  is  sufficient 
to  entitle  them  to  the  remedy  claimed. 

There  are  some  other  questions  raised  in  the  case  which 
would  deserve  a  consideration,  if  this  were  an  original  ap})li- 
cation  for  an  injimction.  As  the  injunction  has  already  been 
granted,  and  this  motion  is  to  dissolve  it,  I  have  deemed  it 
best  to  confine  my  opinion  to  the  legal  rights  involved  in  the 
case. 

Tlie  motion  to  dissolve  the  injunction  must,  therefore,  be 
denied. 

24 
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John  Wood,  Jr.,  v8,  Piiilo  A.  MArrmrvvs. 

When  a  cause  is  removed  from  the  State  Court  into  the  Circuit  Court  of  the 
United  States,  under  the  provisions  of  the  Sd  section  of  the  Act  of  March  2d, 
1888,  (4  U.  S.  Stat,  at  J^rge^  683,)  as  having  been  commenced  against  an 
officer  of  the  United  Statep,  for  an  net  done  under  the  revenue  laws  of  the 
United  Stateff,  or  under  color  tliereof,  the  question  whether  tlie  property  for 
the  taking  of  which  the  action  was  brought  was  seized  by  tlie  defendant  in 
tlie  performance  of  his  duty  as  an  officer  of  the  customs  under  the  revenue 
laws,  is  a  matter  of  fact  involved  in  the  merits  of  the  case,  and  cannot  be 
raised  or  determined  upon  a  motion  to  dimiiss  the  suit. 

The  Act  of  Congress  gives  the  jurisdiction  and  right  of  removal  "  in  any  case  " 
fulling  within  the  particular  class  of  cases  provided  for,  wiihout  any  regard  to 
the  amount  in  controversy  in  the  suit.  Hence,  no  question  can  be  raised  in 
the  Circuit  Court  bused  upon  the  trifling  value  of  the  property  for  the  taking 
of  which  the  suit  was  commenced. 

(Before  Prentiss,  J.,  Vermont,  May,  1862.) 

Tuts  was  an  action  originally  commenced  in  one  of  the 
subordinate  Courts  of  Vermont,  held  by  a  Justice  of  the 
Peace,  and  was  removed  into  this  Court,  at  the  instance  of 
the  defendant,  by  a  writ  of  habeas  corpus  cum  causa^  under 
the  Axitoi  March  2d,  1833,  (4  U.  S,  Stat  at  Large,  633,  §  3.) 
It  was  an  action  of  trespass  for  taking  and  detaining  a  cer- 
tain horse  belonging  to  the  plaintifF.  After  its  removal,  the 
plaintiff  appeared  and  filed  a  motion  to  dismiss  the  case  for 
want  of  jurisdiction,  alleging  tliat  the  cause  of  action  did  not 
proceed  from,  nor  the  action  bring  in  question,  any  act  or 
tiling  <ione  by  the  defendant  as  an  officer  under  the  revenue 
laws  of  the  United  States,  and  that  tlie  damages  demanded, 
being  only  ten  dollars,  were  too  small  and  inconsiderable  to 
be  the  subject  of  adjudication  in  this  Court. 

2?,  A.  Smalley^  for  the  plaintiff. 

d  W.  Prentiss  luid  Z.  Underwood,  {District  Attorney^ 
for  tlie  defendant. 
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Prentiss,  J.  The  removal  of  the  cause  to  this  Court,  and 
the  jurisdiction  of  this  Court  over  it,  are  regulated  by,  and 
dependent  entirely  upon,  the  provisions  of  the  Act  of  Con- 
gress of  March  2d,  1833,  (4  U.  S.  Stat,  at  Large,  633,  §  3,) 
passed  in  pursuance  of  the  clause  of  the  Constitution  which 
declares,  that  the  judicial  power  of  the  United  States  shall 
extend  to  all  cases  in  law  and  Equity  arising  under  tlie  Coi  - 
stitution,  laws  or  treaties  of  the  United  States.  After  giving, 
in  general  terms,  jurisdiction  to  the  Circuit  Courts  in  all  cases 
arising  under  the  revenue  laws,  the  Act  provides  that,  "  in 
any  case  where  suit  or  prosecution  shall  be  commenced  in  a 
Court  of  any  State,  against  any  officer  of  the  United  States, 
or  other  person,  for  or  on  account  of  any  act  done  under  the 
revenue  laws  of  the  United  States,  or  under  color  thereof," 
&c.,  "  such  officer  or  other  person  may,  at  any  time  before 
trial,  remote  the  cause  into  the  Circuit  Court  for  trial." 

The  Act  prescribes  the  mode  of  removal  an4  what  shall 
be  necessary  to  effect  the  removal.  There  must  be  a  petition 
to  the  Circuit  Court,  setting  forth  the  nature  of  the  suit ;  an 
affidavit,  verifying  the  petition ;  and  a  certificate,  signed  by 
an  attorney  or  counsellor-at-law,  stating  that,  as  counsel  for 
the  petitioner,  he  has  examined  the  proceedings  against 
him,  and  has  carefully  inquired  into  all  the  matters  set  forth 
in  the  petition,  and  that  he  believes  the  same  to  be  true. 
The  petition,  affidavit  and  certificate  being  presented  and 
filed,  **  the  cause,"  as  the  Act  declares,  "  shall,  thereupon,  be 
entered  on  the  docket "  of  the  Circuit  Court,  "  and  shall  be 
thereafter  proceeded '  in  as  a  cause  originally  commenced  in 
that  Court." 

The  Clerk  of  the  Circuit  Court  is,  thereupon,  to  issue  a 
writ  of  certiararij  or  a  writ  of  habeas  corpus  cum  causa,  as 
the  case  may  require,  which  shall  be  served  in  the  manner 
prescribed  by  the  Act.  And  the  Act  then  proceeds  to  say 
that,  thereupon,  it  shall  be  the  duty  of  the  State  Court  to 
stay  all  further  proceedings  in  the  cause,  and  that  the  suit, 
upon  the  service  of  such  writ  of  certiorari  or  habeas  corpus, 
shall  be  deemed  and  taken  to  be  moved  to  the  Circuit  Court, 
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*'  and  any  further  proceedings,  trial  or  judgment  therein,  in 
the  State  Court,  shall  be  wholly  null  and  void." 

The  action,  when  thus  removed  here,  is  to  be  proceeded  in 
as  a  cause  originally  commenced  in  tlie  Circuit  Court.  But 
any  action  in  this  Court,  either  original  or  removed,  may  be 
dismissed  upon  motion  founded  upon  proper  matter,  and 
showing  that  the  Court  has  not  jurisdiction  of  the  case  or 
that  it  was  irregularly  brought  here.  If  the  property  sued 
for  in  the  present  action  was  of  such  a  nature  as  not  to  be 
liable  to  seizure  under  the  revenue  laws  of  the  United  States 
under  any  circumstances,  it  might,  perhaps,  be  said  to  be 
apparent,  that  the  case  does  not  come  witliin  tlie  Act  of  Con- 
gress, and,  on  that  assumption,  supposing  it  to  be  well  found- 
ed, the  cause  might  properly  be  dismissed  on  motion,  and  be 
remanded  to  the  State  Court.  But  horses  are  not  only  prop- 
erty subject  to  duty,  and  liable  to  seizure  on  being  imported 
contrary  to  Ijie  provisions  of  law,  but  become  forfeited  when- 
ever employed  as  the  means  of  transporting  or  bringing  into 
the  country  any  goods  illegally  imported  ;  and,  whether  the 
horse  in  question  was  in*  ti-uth  seized  and  taken  by  the  de- 
fendant in  the  exercise  of  his  fimctions  and  performance  of 
his  duty  as  an  officer  of  the  customs  under  the  revenue  laws, 
as  set  forth  in  his  petition  for  the  removal  of  the  cause,  is  a 
matter  of  fact  belonging  to  and  forming  a  part  of  the  merits 
of  the  case.  It  is  involved  in  the  inquiiy  whether  the  taking 
and  detention  were  lawful  and  justifiable,  and  must  be  deter- 
mined, not  in  a  summary  way,  on  motion  and  affidavits,  con- 
tradicting and  denying  the  facts  so  stated  and  verified  in  the 
requisite  form,  but  on  trial  of  the  merits  in  the  usual  coui-se 
of  proceeding. 

As  to  the  inconsiderable  value  of  the  property  sued  for,  or 
the  small  amount  of  damages  demanded  in  the  action,  it  is 
sufficient  to  say,  that  jurisdiction  and  the  right  of  removal 
are  given  "  in  any  case  "  falling  within  the  particular  class 
of  cases  pro^dded  for,  without  any  regard  to  the  amount  in 
controversy  in  the  suit.  We  can,  therefore,  make  no  distinc- 
tion between  a  suit  involving  much  and  a  suit  involving  lit- 
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tie,  bec^us^  the  Act  makes  none.  Nor  can  we,  for  the  same 
reason,  go  into  any  considerations  of  expense  or  inconvenience 
to  the'  parties,  as  compared  with  the  amount  in  controversy. 
These  are  all  matters  of  legislative  rather  than  of  judicial 
cognizance.  It  may  be  observed,  however,  that,  though  the 
property  be  of  small  vahie,  the  principle  or  question  of  au- 
thority involved  in  the  case  may  be  important,  and  such  as 
ought  to  be  decided  by  the  National  lather  than  the  State 
judiciarj'.  It  may  also  be  added,  that  the  jurisdiction  of  Jus- 
tices of  the  Peace  being,  by  the  State  law,  final,  where  the 
sum  demanded  in  damages  does  not  exceed  ten  dollars,  offi- 
cers of  the  customs,  unless  cases  so  brought  against  them 
before  these  inferior  local  tribunals  are  liable  to  be  removed 
into  this  Court  for  trial,  might,  if  not  deterred  from  the  per- 
formance of  their  duties,  be  made  the  victims  of  vexatious 
suits' and  unjust  judgments. 

The  proceedings  in  removiiig  the  cause  appearing  to  be  in 
all  respects  in  conformity  with  the  Act  of  Congress,  and  the 
case  consequently  being  regularly  and  rightly  in  Court,  the 
motion  to  dismiss  must  be  overruled,  leaving  the  plaintiff,  of 
course,  no  alternative  but  that  of  prosecuting  the  action  here 
or  becoming  non-suited. 


IIujxVM  Young  and  Edward  Leavot 

vs. 

Sa^iuel  Colt.     In  EQurrr. 

A  (lefen  l:int  in  a  suit  in  Equity  founded  on  the  infringement  of  a  patent,  can 
nut,  by  a  cross-bill  which  sets  up  no  color  of  title  in  himself,  demand  a  dis- 
covery from  the  plalntilT  in  the  original  suit  aa  to  the  source  or  validity  of  his 
title. 

It  M  essential  to  a  bill  of  discovery  that  it  should  set  forth  a  title  suflScieut  to  sup- 
port or  defend  a  suit,  and  pray  a  discovery  pertinent  to  that  title  and  nothing 
beyond. 
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And,  where  it  cannot  be  sustained  as  a  bill  for  discovery,  it  cannot  be  retained 
for  the  purpose  of  relief,  unless  it  makes  a  case  for  relief  independently  of  the 
discovery  sought 

(Before  Betts,  J.,  Southern  District  of  New  York,  May  14th,  1862.) 

This  was  a  demurrer  to  a  cross-bill.  The  facts  are  stated 
in  the  opinion  of  the  Court. 

Seth  P,  Staples  and  liohert  Emmet^  for  the  plaintiffs. 

Edward  N.  Dicker  son  ^  for  the  defendant. 

Betts,  J.  The  specific  points  presented  for  adjudication  in 
this  case  arise  on  a  demurrer  to  a  cross-bill  filed  by  the  plain- 
tiffs, but  the  discussion  has  also  involved  an  examination  of 
the  original  bill  and  answer,  and  it  has  thus  become  necessary 
to  advert  to  the  case  made  by  the  entire  J^leadings. 

The  original  bill  was  filed  November  19th,  1851,  by  Colt, 
as  patentee,  for  an  injunction  and  other  relief  against  Young 
and  Leavitt,  for  alleged  violations  of  his  patent  right.  It 
avers  that  the  patentee,  before  the  25th  of  February,  1836, 
invented  a  new  and  useful  improvement  in  fire-arms,  and 
that,  on  that  day.  Letters  Patent  were  duly  issued  to  him  for 
his  invention,  and  that  he  was  the  firet  and  original  inventor 
thereof.  On  the  28th  of  October,  1848,  he  surrendered  the 
patent  to  the  Commissioner  of  Patents,  because  of  a  defec- 
tive claim  or  description  of  his  invention  in  the  specification, 
and  a  re-issue  of  the  patent  was  made  the  same  day,  for  the 
complement  of  the  original  term  of  fourteen  years.  Previous 
to  the  expiration  of  that  term,  the  patentee  applied  for  and 
obtained,  on  the  10th  of  March,  1849,  from  the  Commissioner 
of  Patents,  an  extension  of  the  patent  for  seven  years  beyond 
the  period  of  its  expiration,  and  the  order  for  extension  was 
duly  indorsed  on  tlie  patent.  The  bill  charges  that  the  de- 
fendants have  infringed  and  violated  the  patent  right  since 
such  extension,  and  continue  to  infringe  and  violate  it. 

On  the  26th  of  December,  1851,  the  defendants  filed  their 
answer  to  the  bill,  denying  that  the  patentee  was  the  fii-st 
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and  original  inventor  of  the  improvement,  and  that  the  pat- 
ent was  legally  re-issued  and  extended,  and  that  the  patentee 
has  any  interest  in  the  patent,  and  averring  that  he  had  sold 
and  assigned  his  entire  title  and  interest  therein  to  the  Massa- 
chusetts Arms  Company. 

On  the  same  day,  the  defendants  in  the  original  bill  filed  a 
cross-bill  against  the  patentee,  for  discovery  and  relief.  That 
bill  seeks  from  the  patentee  a  discovery  of  the  time  and  place 
when  and  where  he  made  his  discovery  and  first  manufac- 
tured any  tire-arm  under  the  patent,  and  whether  he  sued 
any  person,  during  the  first  term  of  his  patent,  for  infringing 
it,  or  made  any  claim  against  any  one  therefor.  It  also  de- 
mands a  discovery  of  the  proceedings  had  in  the  Patent 
Office  in  obtaining  an  extension  of  the  patent,  and  whether 
the  application  was  submitted  to  the  Secretary  of  War  for 
his  opinion  thereon  ;*  and  also  a  discovery  of  the  pmceedings 
before  the  Commissioner  of  Patents  subsequently  to  the  Act 
of  May  27th,  1848,  and  whether  notice  of  application  for  the 
extension  was  published,  or  w^as  given  by  the  patentee  to  any 
}>er8on.  The  bill  further  prays  that,  when  the  discovery 
shall  be  made,  the  Court  may  decree  the  order  extending  the 
patent  to  be  inoperative  and  void,  and  that  the  patent  ex- 
pired on  the  25th  of  February,  1850,  and  also  grant  a  per- 
petual injunction  restraining  the  patentee  from  commencing 
any  action  at  law  or  in  Equity  for  any  infringement  of  the 
patent  since  the  25th  of  February,  1850  ;  and  that  the  Court 
may  declare  the  patent  to  be  void,  and  may  order  it  to  be 
delivered  up  to  be  cancelled.  A  prayer  for  general  relief  is 
also  appended. 
The  defendant  files  a  general  demurrer  to  this  bill.  • 
Upon  the  averments  of  the  original  bill,  the  plaintiff 
therein  has  clearly  a  jprbnA-facie  title  to  the  thing  patented, 
and  the  legal  presumption  in  his  favor  is,  that  he  had  com- 
plied with  all  the  requirements  of  law  which  are  necessary  to 
render  his  title  complete.  {Phillips  on  Paty  407 ;  Wehster^a 
Pat  Cases,  129  ;  Curtis  on  Pat,  §§  30,  39 ;  Phila.  and 
Trenton  Railroad  Co,  v.  Stimpson^  14  Peters,  448.) 
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The  answer  of  the  defendants  to  the  original  hill  denies 
that  the  patentee  is  the  fii-st  inventor  or  has  acquired  a  valid 
patent.  This  answer  will  enable  them  to  disprove  any  title 
or  right  of  the  plaintiff  under  tlie  grant,  or  compel  him  to 
support  it  by  evidence  aliunde  the  patent.  The  scope  and 
design  of  the  cross-bill  is  to  make  that  defence  by  means  of 
evidence  extracted^from  the  patentee,  and  the  demuiTer  inter- 
posed to  that  bill  raises  the  question,  whether  the  defendants 
in  the  original  suit  liave  a  legal  right  to  demand  disclosures 
from  the  patentee  which  might  show  that  he  had  no  valid 
title  to  his  patent. 

It  is  to  be  remarked,  that  the  defendants  in  the  original 
suit  do  not  take  their  defence  in  their  answer,  or  tile  their 
cross-bill,  under  any  color  of  title.  They  neither  claim  to  be 
prior  inventors  or  to  hold  by  assign meut  the  elder  right  of 
any  other  person.  If  not  naked  intnidefs  or  trespassei-s  upon 
the  possession  of  the  patentee,  they  stand  upon  no  higher 
ground  than  the  allegation  that  the  grant  of  the  Government 
to  him  is  void,  and  they  present  this  bill  to  support  that  asser- 
tion. This  is  engrafting  a  novel  function  upon  the  office  of 
a  cross-bill. 

The  broad  principle  upon  which  a  cross-bill  is  allowed  is, 
that  Ecpiity  should  give  suitoi*s  a  common  advantage  in  its 
processes.  As  it  compels  a  defendant  to  make  disclosures 
and  discoveries  under  oath,  to  aid  an  action  against  him,  so 
should  it  secure  mutuality  in  this  privilege*,  by  allowing  a 
defendant  to  become  a  plaintiff  and  compel  his  advei-sary,  in 
particular  cases,  to  make  disclosures  and  discoveries  of  mat- 
ters within  his  knowledge  that  are  serviceable  to  the  defence. 
The  parties,  to  that  end,  alternate  places,  in  order  that  each 
may  have  the  same  use  of  the  powers  of  the  Court  for  the 
same  object.  A  cross-bill,  as  its  name  imports,  goes  no  fur- 
ther than  to  give  the  party  filing  it  the  reciprocal  right  en- 
joyed by  the  complainant  in  the  original  bill,  in  respect  to 
their  mutual  title  or  interest  in  the  subject-matter  of  the  suit. 
{Story's  Eq.  1%  §§  389,  390.) 

The  English  and  American  authorities  are  clear  and  nearly 
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invariable  in  respect  to  the  legitimate  office  of  a  bill  of  dis- 
covery. It  is  essential  to  a  valid  bill  of  discovery  that  it  set 
forth  a  title  in  the  party  which  is  sufficient  to  support  or  de- 
fend a  suit,  and  that  it  pray  a  discovery  pertinent  to  that  title 
and  nothing  beyond.  {Ston/s  Eq,  PL,  §§  317  to  320 ;  2 
Stortfs  E<i.  Jurisp,;  §  1,490 ;  Wiffram  on  Discovery,  15  ; 
Phillips  \.*Prevo8t,  A:  Johns.  Ch,  P,  205  ;  Van  KleecJc  v. 
The  Pefonned  Dutch  Church,  6  Paige,  600 ;  S.  C\,  in  error, 
20  Wend.,  457.)  I  find  but  one  case  {Adams  v.  Porter,  1 
Gushing,  170)  in  which  a  disposition  is  indicated  to  extend 
to  a  plaintiff  in  a  ci-oss-bill  a  wider  privilege.  That  case 
might  seem  to  authorize  such  plaintiff  to  place,  in  effect,  the 
defendant  on  the  stand,  and  examine  him  as  to  all  matters 
applicable  to  the  defence.  But  the  same  Court,  in  a  subse- 
quent case,  {Ilashell  v.  IlasJceU,  3  Cushing,  540,)  concedes 
that  the  general  principles  of  Equity  law  would  not  favor 
such  a  rule,  if  it  is  declared  in  that  decision. 

Considering  the  cross-bill  in  this  case  as  a  bill  of  discovery, 
the  defect  is  vital  to  it,  that  it  rests  on  no  title  in  the  parties 
filing  it,  either  in  common  with  or  hostile  to  the  patentee. 
It  is  contrary  to  all  principles  of  Equity  pleading,  to  permit 
a  party  who  has  no  right  himself  to  a  subject-matter  in  dis- 
pute, to  subject  the  one  who  shows  a  pn^imd-fade  title  to  it 
to  interrogatories  as  to  the  source  or  validity  of  that  title. 
Bills  framed  on  that  ground  are  always  rejected  as  fishing,  or 
as  attempts  to  pry  into  an  adversarj's  title,  and  as  transcend- 
ing the  privilege  granted  to  a  suitor  to  draw  from  his  adver- 
sary facts  tending  to  supjx)rt  his  own  title.  It  is  sufficient  to 
refer  to  the  eleiyientary  books,  in  which  this  doctrine  is  stated 
and  amply  supported  by  authority.  {HarrisorCs  Ch,  Pr.^ 
115  ;  Mitf.  Eq,  PL,  ISO,  190  ;  Coopei^s  Eq.  PI,  58 ;  T%- 
ram  on  Discovery,  90,  93,  99 ;  Hare  on  Discovery,  196, 197 ; 
Story's  Eq.  PI,  §§  324,  571 ;  2  Story's  Eq.  Jurisp.,  %  1,490 ; 
McNaughtorHs  Select  Cases,  10,  58  Law  Lib,,  24.)  An  arti- 
cle in  13  London  Jurist,  52,  gives  a  learned  and  able  expo- 
sition of  the  late  English  cases  on  the  subject. 

As  the  defence  which  the  cross-bill  is  designed  to  main- 
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tain  has  relation  to  the  weakness  of  the  plaintiff's  title,  and 
not  at  all  to  any  title  set  np  on  the  part  of  the  defendants,  it 
cannot  be  sustained  as  a  bill  of  discovery.  But  it  is  con- 
tended that,  as  the  bill  prays  relief  as  well  as  discovery,  it 
will  be  retained  for  the  purpose  of  relief,  although  the  dis- 
covery be  denied.  This  may  undoubtedly  be  so  in  eases 
where  the  bill  makes  a  case  for  relief  independently  of  the 
discovery  sought  for.  But,  in  the  present  case,  the  relief 
asked  is  to  be  a  consequence  of  the  discovery.  The  specific 
relief  prayed  for  is  a  perpetual  injunction  against  the  paten- 
tee and  his  assigns  from  bringing  any  suits  in  Equity  or  at 
law  for  infringements  of  the  patent,  and  a  decree  declaring 
the  patent  void  and  that  it  be  delivered  up  to  be  cancelled. 
An  injunction  against  the  patentee  is  also  prayed,  restraining 
him  from  continuing  suits  he  has  already  commenced  in  the 
District  of  Columbia,  against  the  defendants,  for  violating 
the  patent.  General  relief  is  also  prayed,  but  the  counsel 
for  the  defendants  admitted  on  the  argument  that  they  could 
point  out  no  other  relief  appropriate  to  their  case  than  what 
the  bill  specifies. 

Without  discussing  the  question  of  the  competency  of  the 
Court  to  give  the  description  of  relief  sought  for  by  the  bill, 
in  protection  of  a  party  who  shows  a  title  to  the  patent  right 
in  himself,  I  think  that  the  principle  upon  which  the  first 
point  is  decided  nuist  also  govern  tliese  demands  in  the  cross- 
bill, and  that,  as  the  plaintiffs  therein  do  not  set  up  any 
color  of  right  or  title  in  tliemsclves  to  the  patented  invention, 
and  seek  to  defend  themselves  against  the  action  of  the  pat- 
entee for  infringement  of  his  patent,  only  by.  evidence  to  be 
extracted  from  him  showing  the  weakness  of  his  title,  they 
are  not  entitled  to  any  injunction  or  interference  of  the 
Court  in  their  behalf,  the  supposed  evidence  to  support  that 
claim  being  denied  them  by  the  Court.  Their  equity  upon 
their  bill  is,  that  the  patentee  will  discover,  in  his  answer  to 
the  bill,  that  he  has  no  valid  patent,  and  that  that  evidence, 
when  given,  will  entitle  them  to  be  relieved  of  all  suits  and 
prosecutions  m  his  behalf.    The  Court  having  denied  their 
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right  to  the  evidence,  the  supposed  equity  to  flow  from  it  has 
no  legal  existence  and  affords  no  cause  for  upholding  the 
bill. 

The  other  claim,  that  this  Court  shall  enjoin  the  patentee 
from  bringing  actions  against  any  parties  whomsoever,  and 
direct  the  patent  to  be  cancelled,  does  not  seem  to  be  a 
ground  of  equity  upon  which  tlie  plaintiffs  in  the  cross-bill 
can  demand  the  interposition  of  the  Court.  They  have  no 
authority  to  bring  tlie  bill  for  any  other  matter  than  what  is 
connected  with  their  individual  rights  and  interests. 

The  demurrer  must  be  allowed,  with  costs.    ' 


Joseph  ErrrER  and  William  C.  Kneeland 

vs. 

Alfred  T.  Serrell  and  otiieks.    In  Equity. 

Where  W.  granted  to  V.  an  exclusire  right  to  construct  nnd  use  and  vend  to 
others  to  construct  and  use  ten  jtlaning^  Umffueing  and  grooving  machines 
under  the  Woodworth  patent  within  a  particular  territory,  and  the  grant  de- 
clared that  v.  was  to  enjoy  an  exclusive  use  of  the  patent  within  the  territory, 
limited  to  said  ten  machines :  Held^  that  the  entire  interest  in  the  patent  fur 
that  territory  was  thereby  vested  in  V.,  and  that  a  subsequent  grant  by  W.  to 
R.  of  the  exclusive  right  under  the  patent,  for  the  same  territory,  to  make, 
use  and  vend  moulding  planing  machinen^  was  void. 

(Before  Bbtts,  J.,  Southern  District  of  New  York,  May  24th,  1862.) 

This  was  a  motion  for  a  provisional  injunction,  founded 
upon  a  bill  and  affidavits.  The  plaintiffs  claimed,  under  Let- 
ters Patent  granted  to  William  Woodworth,  Deceml)er  27th, 
1828,  as  re-issued  to  William  W.  Woodworth,  administrator 
of  William  Woodworth,  July  8th,  1845,  for  "  a  new  and  use- 
ful improvement  in  machines  for  planing,  tongueing  and 
grooving  and  dressing  boards,"  &c.,  and  extended,  by  Act 
of  Congress  passed  February  26th,  1845,  (6  U.  S.  Stat  at 
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Large^  936,)  for  seven  years  from  December  27th,  1849,  the 
exclusive  right,  by  conveyance  through  one  James  G.  Wilson, 
of  making,  using  and  vending  moulding  machines  within  the 
city  and  county  of  New  York  and  the  county  of  Kings.  The 
facts  are  stated  in  the  opinion  of  the  Court. 

Charles  M.  Keller  and  William  Mootry^  for  the  plaintiffs. 

Edwin  W,  Stoughton  and  George  G.  Sickles,  for  the  de- 
fendants. 

Betts,  J.  For  the  purposes  of  this  motion  it  is  to  be  as- 
sumed that  the  entire  right  and  title  to  Woodwortli's  patent 
was  vested  in  James  G.  Wilson,  subject  to  snch  grants  and 
licenses  as  had  been  before  made  by  him.  On  the  18th  of 
December,  1851,  he  assigned  to  the  plaintiffs,  for  the  miex- 
pired  balance  of  the  term  of  the  patent,  the  full  and  exclu- 
sive right,  liberty  and  privilege  imder  the  patent,  of  making, 
using  and  vending  moulding  planing  machines,  in  any  and 
all  of  the  forms  covered  by  the  patent,  within  the  city  and 
county  of  Xew  York  and  the  county  of  Kings.  The  bill 
charges  that  the  defendants  have  infringed  tlie  patent  by 
using  and  vending  three  or  more  planing  machines  for  the 
planing  or  ctitting  of  mouldings  in  the  city  and  county  of 
New  York  and  county  of  Kings,  in  all  material  respects  the 
same  in  principle  and  mode  of  operation  as  Woodworth's  pat- 
ent machine,  and  prays  that  they  may  be  decreed  to  account 
for  and  pay  over  the  income  thus  unlawfully  derived  from 
the  violation  of  the  rights  of  the  plaintiffs,  and  be  restrained 
from  any  further  violation  of  said  rights. 

In  deducing  their  title,  the  plaintiffs  show  an  assignment 
or  license  from  Wilson  to  one  Van  Hook,  dated  April  2d, 
1846,  granting  and  giving  to  the  latter  the  full  consent,  per- 
mission and  license  of  the  former  "to  construct  and  use 
and  vend  to  others  to  construct  and  use  (during  the  term 
of  said  patent)  ten  planing,  tongueing  and  grooving  ma- 
chines, upon  the  principles  and  .description  of  tlie  renewed 
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patent  and  amended  specification,  npon  condition  that  said 
Van  Hook,  his  heirs  and  assigns,  shall  xise  dne  diligence  in 
prosecuting  to  final  judgment  all  persons  who  may,  at  any 
time  from  the  date  hereof  and  until  the  27th  day  of  Decem- 
ber, 1856,  infringe  upon  said  patent ; "  and  Wilson  cove- 
nanted that  no  other  than  such  ten  machines  licensed  to  Van 
Hook  "  shall,  in  any  manner  or  on  any  pretence,  be  licensed 
or  authorized  by  said  Wilson,  or  tlie  patentee,  or  other  pei'son 
deriAnng  title  under  them  or  either  of  them,  or  be  construct- 
ed, maintained,  used  or  kept  for  use  in  that  part  of  the  city 
of  New  York  lying  west  of  Broadway,  on  a  parallel  line 
with  it  until  the  line  reach  the  Harlem  River."  And  the 
instrument  declares  as  follows :  "  It  is  the  effect  of  this  cove-* 
nant,  that  said  Van  Hook  shall  enjoy,  during  said  extended 
teiTO,  an  exclusive  itse  to  the  said  patent  within  the  said 
territory,"  limited  to  said  ten  machines,  reserving  to  Wilson 
the  right  to  prosecute  for  all  infringements  of  the  patent 
within  that  territory,  and  all  damages  recovered  therefor ; 
and  the  said  Wilson  also  stipulating  to  prosecute,  on  reason- 
able notice,  at  his  own  expense,  all  suits  and  actions  for  such 
infringements. 

The  plaintiffs  in  this  case  rest  their  right  upon  the  assump- 
tion, that  there  remained  in  Wilson,  after  the  license  or 
assignment  to  Van  Hook,  a  right  under  the  patent  to  a 
moulding  planing  machbu^  which  was  separable  from  and 
not  embraced  within  the  grant  oi  planing^  tongueing  and 
groomng  machines  macfe  to  Van  Hook. 

The  original  patent  to  William  Woodworth,  dated  Decem- 
ber 27th,  1828,  was  for  "  a  new  and  useful  improvement  in 
the  method  of  planing^  tong^ieing^  grooving  and  cutting  into 
mouldings^  or  either,  planks,  boards,"  &c.  The  claim  append- 
ed to  the  specification  was,  "  the  improvement  and  application 
of  cutter  or  planing-wheels  to  planing  boards,  plank,  timber 
or  other  material ;  also  his  improved  method  of  cutters^  for 
grooving  and  tongueing  and  cutting  TnovZdings  on  wood,"  &c. 

The  patent  was  surrendered  and  re-issued,  on  an  amended 
specification,  July  8th,  1845.  The  recital  in  the  amended 
patent,  and  the  grant  in  conformity  with  it,  do  not  correspond 
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exactly  with  the  orighial  patent,  as  no  mention  is  made  of 
cutting  mouldings.  But,  even  though  the  re-issued  patent 
be  considered  as  operating  to  the  entire  extent  of  the  origi- 
nal patent,  and  as  embodying  all  that. is  contained  in  that 
grant,  yet  there  is  no  mention,  in  the  specification  or  claim, 
of  .any  improvement  or  invention  in  respect  to  machines  for 
planing  or  cutting  mouldings.  The  schedule  only  assumes 
to  describe  "  the  method  of  planing^  tongiieing  and  groov- 
ing plank  or  boards,"  and  the  summary  or  claim  makes  no 
mention  of  planing  or  cutting  mouldings  as  a  distinct 
branch  or  feature  of  the  discovery.  This  would  seem  to 
import  that,  i^  the  patent  secures  that  operation  to  the  paten- 
tee, it  does  so  because  it  is  included  within  the  description  of 
planing^  grooving^  &c. 

The  Court  is  not  now  called  upon  to  consider  the  construc- 
tion of  the  patent  in  that  respect,  and  the  topic  is  alluded  to 
only  to  mark  more  specifically  the  reason  for  the  interpreta- 
tion put  upon  the  assignment  or  license  to  Van  Hook. 

Whether  the  contract  of  Wilson  with  Van  Hook  is  regard- 
ed as  an  assignment  technically  for  a  particular  territory,  or 
only  as  a  lease  or  license,  its  effect  is  to  part  with  the  entire* 
interest  of  Wilson  in  the  discovery  patented  and  vest  it  in 
Van  Hook.  And  this  the  parties  manifestly  intended  in  tlie 
stipulation  that  Van  Hook  should  "  enjoy  an  exclusive  use  to 
the  said  patent  within  the  said  territory,"  limited  to  the  pre- 
scribed number  of  machines.  Without  this  full  possession 
of  territorial  right,  or  one  conjointly  with  Wilson,  Van  Hook 
would  have  at  law  no  capacity  to  sue  for  any  infringement  of 
the  patent  within  that  district.  {Curtis  on  Pat.^  §§  258, 
259,  260.) 

Whether  the  reservation  by  Wilson  of  a  right  to  prosecute 
for  infringements  and  to  receive  all  damages  recovered  there- 
for, constitutes  the  grant  a  joint  one  for  that  purpose,  or  be 
inoperative  and  void,  is  of  no  moment  in  the  consideration  of 
the  extent  of  right  imparted  to  Van  Hook.  That  is  made  co- 
equal with  the  right  of  the  patentee  in  respect  to  the  partic- 
ular district  and  the  number  of  machines  specified,  because 
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the  grantee,  assignee  or  licensee  is  clothed  with  authority  to 
construct  and  use  and  vend  to  be  used  such  machines,  and 
also  to  license  their  use  in  that  territory.  This  being  the 
whole  power  of  the  patentee  in  respect  to  the  subject-matter, 
nothing  remained  in  Wilson,  after  that  grant,  which  could  be 
conveyed  to  the  present  plaintiffs.  The  inouMing  j>luning 
machines  licensed  or  assigned  to  them,  were  to  be  used  in  the 
territory  assigned  to  Van  Hook,  and  a  prior  grant  of  the 
same  thing  being  then  subsisting,  that  to  the  plaintiffs  was 
without  authority  and  void. 

I  do  not  pass  upon  the  question  whether  the  patented  dis- 
covery, if  it  includes  a  right  to  a  "  moulding  planing  ma- 
diine^^  is  partible  in  its  nature,  so  as  to  enable  the  pat-entee 
to  make  separate  grants  of  the  various  particulara  included 
in  it,  because  the  plaintiffs,  upon  their  own  evidence,  show 
that  the  right  they  set  up  was  derived  from  a  party  who  had 
no  interest  in  the  subject  granted. 

The  plaintiffs,  therefore,  cannot  make  title  in  this  case 
without  a  conveyance  from  Van  Hook. 

Motion  denied. 


The  llNrrED  States  vs.  Stephen  Lutz  and  otiiees. 

Where  property  is  purcliiised  abroad  by  the  United  States,  and  is  shipped  to  this 
country,  to  be  delirered  to  the  United  States  on  payment  of  the  purchase- 
money,  and  is  landed  under  the  general  permit  of  a  collector  and  placed  in  a 
public  store,  the  legal  right  of  property  therein  is  vested  in  the  United  States, 
subject  only  to  the  vendor's  lien  for  the  purchase-money. 

Such  property,  being  imported  for  the  United  States,  is  not  subject  to  any  import 
duty,  and,  therefore,  the  sale  of  it  by  a  collector,  fsr  the  non-payment  of  such 
duty,  is  Toid. 

And,  if  such  property  be  in  the  actual  possession  of  the  United  States  at  the 
time  of  such  sale,  and  it  be  taken  from  that  possession  by  the  purchaser  of  it 
on  -such  sale,  the  United  States  are  entitled  to  recover  its  possession  by  an 
action  of  replevin  against  such  purchaser. 

(Before  Nklsom  and  Bktts,  JJ.,  Southern  District  of  New  York,  Ju!y  1st, 
18G2.) 
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This  was  an  action  of  replevin,  to  recover  an  aj)paratiis  for 
a  light-house.  The  apparatus  was  made  by  Lepante,  of 
Paris,  under  an  order  from  the  Government  of  the  ITnited 
States,  and  was  shipped  to  New  York,  in  October,  1840,  con- 
sigiied,  by  bill  of  lading,  to  Major  Baclie,  of  the  United 
States  corps  of  engineers.  The  bill  of  lading  was  trans- 
ferred by  him  to  Lepante's  agent  in  New  York,  who  held  the 
property  under  it,  to  be  delivered  to  the  Government  on  pay- 
ment of  the  purchase-price  of  the  apparatus.  The  apparatus 
was  landed  from  the  ship  in  which  it  was  imported,  under  a 
general  permit  from  the  collector,  and  was  deposited  in  a 
public  store.  In  March,  1851,  it  was  sold  at  public  auction 
by  the  collector  of  the  port  of  New  York,  for  the  non-pay- 
ment of  duties,  and  was  purchased  by  the  defendants,  as  the 
highest  bidders,  for  the  sum  of  §500,  which  amount  was  paid 
by  them  and  received  into  the  Treasury  of  the  United  States. 
They  then  took  possession  of  the  apparatus.  At  the  time  of 
the  sale  the  Government  had  not  paid  to  Lepante  or  his  agent 
the  amount  of  the  purchase-money,  which  was  over  §10,000. 
When  the  facts  of  the  case  became  known  to  the  public  au- 
thorities, this  action  was  brouglit.  The  jury,  on  the  trial, 
found  a  verdict  for  the  plaintiffs,  and  the  defendants  now 
moved  for  a  new  trial,  on  the  ground  of  alleged  erroi-s  in  the 
charsce  of  the  Court. 


*o^ 


Benjarain  K  ButUr  and  William  Allen  Butler^  for  the 
defendants.   • 

J.  Prescott  Hallj  {District  Attorney^)  for  the  plaintiffs. 

The  Codet  denied  the  motion  for  a  new  trial,  and  held  : 
(1.)  That,  as  the  apparatus  was  in  the  actual  possession  of 
the  plaintiffs  at  the  time  of  the  sale,  and  was  taken  fmm 
their  possession  by  the  defendants,  they  were  competent  to 
maintain  this  action. 

(2.)  That  the  legal  right  of  property  in  the  apparatus  was 
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vested  in  the  plaintifFs,  subject  only  to  a  lien,  in  favor  of  the 
vendor,  for  the  purchase-money. 

(3.)  That,  as  the  apparatus  was  the  property  of  the  plain- 
tiffs and  was  imported  for  their  use,  it  was  not  subject  to  an 
import  duty,  and  that,  consequently,  the  sale  of  it  by  the  col- 
lector, for  the  non-payment  of  duties,  was  without  warrant  of 
law  and  was  void. 


Thomas  Thomson  and  others  V8.  IIuqh  Maxwell. 

Under  the  16th  section  of  the  tariff  Act  of  August  80th,  1842,  (5  U,  8.  Stat,  at 
Large^  668,)  and  the  8th  section  of  the  tariff  Act  of  July  80th,  1846,  (9  U.  8, 
Stat,  at  Large,  43,)  it  is  the  duty  of  a  coUector  to  assess  duties  upon  the  ap- 
praised value  of  goods  imported  by  their  manufacturer,  notwithstanding  there 
is  an  invoice  sworn  to  by  their  owner.  Those  sections  are  not  oonfined  to 
goods  imported  by  a  purchaser.* 

Under  the  Act  of  February  26th,  1846,  (5  U.  8.  Slat,  at  Large,  727,)  it  is  a  con- 
dition  precedent  to  a  right  of  action  against  a  collector  for  the  return  of 
duties  paid  under  protest,  that  the  claimant  shall,  in  his  protest,  point  out 
to  the  collector,  by  positive  and  direct  notice,  every  particular  of  fact  and 
of  law  which  he  relies  upon  as  protecting  his  goods  from  the  duties  de- 
manded. 

Where  a  protest  was  in  these  words :  "  We  protest  agunst  paying  additionai  duty 
and  penalty  on  "  (describing  the  goods)  **  they  being  appraised  too  high.  We 
claim  to  h|ive  ^'  (naming  the  amount)  "  refUnded,  being  amount  paid  for  addi- 
tional duty  and  penalty : "  Held,  that  the  person  making  such  protest  could 
not,  in  an  action  against  the  collector  for  the  return  of  the  amount  so  paid, 
raise  any  objection  to  the  regularity  of  the  appraisal  proooedings. 

Where  a  protest  is  written  on  an  entry,  they  compose,  in  effect,  one  paper,  and  it 
is  unnecessary  to  repeat  in  the  protest  the  description  given  of  the  goods  in 
the  entry. 

♦  The  reverse  of  this  doctrine  was  held  by  the  Supreme  Court  of  the  United 
States,  in  Belcher  v.  Lawra»on,  at  the  December  Term,  1868,  the  opinion  of  the 
Court  being  delivered  by  Mr.  Justice  Nelson.  It  was  there  held  by  that  Court, 
tbfljt  neither  the  16th  section  of  the  Act  of  August  80th,  1842,  nor  the  8th  sec- 
tion of  the  Act  of  July  SOth,  1846,  has  any  application  whatever  to  any  goods 
obtained  otherwise  than  by  purchase,  but  that  such  goods,  in  regard  both  to  the 
.  mode  of  appraisement  and  the  penalty  for  undervaluation,  are  embraced  within 
the  17th  section  of  the  Act  of  August  SOth,  1842.  (See  21  ff<w.) 
25 
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Where  goods  were  described  in  the  invoice  as  "  plain  Indiana  squares,**  **  embd. 
Indiana  bdk&.,"  '*  emb.  Indiana  shawls,'*  '*  embd.  kdkfs."  and  '*  plain  do.,*' 
with  no  allusion  to  the  material  of  which  they  were  composed,  and  were 
described  in  the  entry  as  **  worsted  and  cotton  shawls,"  and  were  reported  by 
the  appraisers  as  '*  wool  and  cotton,  and  worsted  and  cotton  shawls,  suitable 
for  wear,"  and  as  "  worsted  shawls,  suitable  for  wear,"  and  the  protest  under 
which  duties  were  paid  on  them  described  them  sfmply  as  "  cotton  and  worsted 
shawls,"  and  they  were  subjected  by  the  collector  to  a  duty  of  Uiirty  per  cent, : 
Held,  in  an  action  to  recover  back  the  excess  of  duties  pafd  beyond  twenty-five 
per  cent,  there  being  no  evidence  explaining  the  character  of  the  articles,  that 
tliey  were  properly  chargeable  with  thirty  per  cent,,  as  being  "  articles  worn  by 
men,  women  or  children,"  and  falling  within  Schedule  C  of  the  Tariff  Act  of 
July  80tb,  1846,  (9  U.  8.  8taL  at  Large,  44.) 

Where  the  time  of  exportation  is  taken  by  the  appraisers  as  the  time  of  valua^ 
tion,  and  the  importer  claims  that  the  time  of  manufacture  or  production 
should  have  been  taken,  he  must  make  that  a  ground  of  protest,  and  must  give 
evidence  to  show  the  incorrectness  of  the  appraisal.  Ordinarily,  the  two 
periods  may  properly  be  treated  as  the  same. 

Where  goods  are,  on  appnusal,  valued  at  more  than  ten  per  eerU,  above  the  in- 
voice price,  they  are,  nevertheless,  not  liable  to  an  additional  duty  of  twenty 
per  cent  under  tbe  8th  section  of  the  Tariff  Act  of  July  SOth,  1846,  (9  V.  8, 
Stat,  at  Large,  48,)  if  they  were  manufactured  by  the  importer,  or  were 
procured  by  him  in  the  country  of  their  production  otherwise  than  by  pur- 
chase.* 

(Before  Nxlson  and  Bkttb,  JJ.,  Southern  District  of  New  York,  July  1st,  1852.) 

This  was  an  action  of  assumpsit  against  the  defendant,  as 
collector  of  the  port  of  New  York,  to  recover  back  certain 
duties  and  penalties  paid  by  the  plaintiffs  on  two  importations 
of  shawls  from  Liverpool,  consigned  to  them  for  sale  under 
guaranty  by  Whitehill  &  Co.,  of  Paisley,  Scotland,  the  manu- 
facturers and  owners  of  the  shawls.  The  facts  were  these : 
On  the  8th  of  September,  1849,  four  bales  of  shawls  were 
shipped  by  the  steamer  Cambria.  Two  of  the  bales,  Nos.  255 
and  256,  were  invoiced  as  containing  each  200  "  plain  wool- 
len sliawls ; "  one  bale,  No.  257,  as  containing  144  "  plain- 
shot  woollen  shawls ; "  and  one  bale,  No.  258,  as  contain- 
ing 100  "  woollen  tartan  long  shawls."    On  tlie  22d  of  Sep- 


*  See  Bdcher  v.  Lawra$on,  to  the  same  effect,  decided  by  the  Supreme  Court 
of  the  United  States,  December  Term,  1868.    (21  How,) 
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tember,  1849,  all  four  of  the  bales  were  entered  by  the  plain- 
tiffs at  the  Custom  House  in  New  York  as  "  woollen  shawls," 
at  the  invoice  valuation  of  £2l5  8*.  Od.  The  public  apprais- 
ers reported  their  value  to  be  £263  16«.,  with  charges,  a  dif- 
ference of  £48  8*.,  or  twenty-two  per  cent.  The  plaintiffs 
applied  to  the  collector  for  an  appraisal  of  the  goods  by  mer- 
chant appraisers.  That  appraisal  was  made  on  the  14th  of 
October,  1849,  at  £258  16s,y  and  did  not  diminish  the  valua- 
tion by  the  public  appraisers  to  within  ten  per  cent,  of  the 
invoice  valuation.  The  duties  on  the  appraised  value,  and  a 
penalty  of  twenty  per  cent,  thereon,  were  added  at  the  Cus- 
tom House,  and  were  paid  by  the  plaintiffs  under  the  follow- 
ing protest :  "  We  hereby  protest  against  paying  addl.  duty 
and  penalty  on  255  a  258,  being  appraised  too  high.  We 
claim  to  have  $270  70  refunded,  being  amount  paid  for  addl. 
and  penalty.    Thomson,  Quick  &  Mcintosh." 

Two  bales  of  the  shawls,  Nos.  259  and  260,  were  imported 
in  the  steamer  Canada,  about  the  5th  of  October,  1849,  and 
were  valued  on  the  invoice  and  entry  at  £112  6^.  9d.  The 
public  appraisers  appraised  them  as  being  worth,  at  the  time 
and  place  of  exportation,  £139  14«.,  a  difference  of  twenty- 
four  and  one  quarter  ^^  cent.  The  plaintiffs  paid  the  addi- 
tional duties,  and  a  penalty  of  twenty  per  cent  imposed  in 
consequence  of  the  appraisement,  under  the  following  pro- 
test :  "  We  also  protest  against  paying  add.  duty  and  penalty, 
the  goods  being  appraised  (259,  260)  too  high ;  we  claim  to 
have  $174  80  refunded." 

The  entry  of  importations  by  the  Cambria,  made  by  the 
plaintiffs,  included  three  cases,  Kos.  252,  253  and  254,  de- 
scribed as  "  worsted  and  cotton  6ha>vls,"  which  were  subject- 
^  by  the  collector  to  a  duty  of  thirty  ^^  cent.y  and  also  some 
cases  of  "  worsted  and  cotton  "  goods  and  some  cases  of  "  cot- 
ton "  goods,  which  were  charged  with  a  duty  of  only  twenty- 
five  per  cent.  The  plaintiffs  wrote  on  the  entry:  "We 
hereby  protest  against  the  payment  of  30  per  cent,  duty 
charged  on  all  cotton  and  worsted  shawls  contained  in  this 
entry,  claiming  to  enter  the  same  at  25  per  cent.    We  pay 
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the  amount  exacted,  in  order  to  get  possession  of  the  goods, 
claiming  to  have  the  difference  refunded.  Thomson,  Quick 
&  Mcintosh."  By  a  note  on  the  invoice,  the  appraisers  re- 
ported the  three  cases,  Kos.  252,  253  and  254,  as  "  wool  and 
cotton,  and  worsted  and  cotton  shawls,  suitable  for  wear.'' 
The  invoice  description  of  these  three  cases  was :  "  plain  In- 
diana squares,"  with  no  allusion  to  the  material  of  which 
they  were  composed. 

The  entry  of  importations  by  the  Canada,  made  by  the 
plaintiffs,  included  three  cases,  Nos.  261,  262  and  263,  de- 
scribed as  "woreted  and  cotton  shawls."  These  were  sub- 
jected to  a  duty  of  thirty  per  cent  The  plaintiffs  wrote  on 
the  entry  a  protest,  the  same  in  language  as  that  on  the  entiy 
of  cases  Nos.  252,  253  and  254  by  the  Cambria.  Case  Xo. 
261  was  described  in  the  invoice  as  containing  "embd. 
Indiana  hdkfs."  and  "  emb.  Indiana  shawls ; "  case  No.  262 
as  containing  "  plain  Indiana  squares ;  "  and  case  No.  263  as 
containing  "  embd.  handkfs."  and  "  plain  do. ;  "  and  all  three 
were  returned  by  the  appraisers  as  "  worsted  shawls,  suitable 
for  wear." 

The  other  facts  necessary  to  an  understanding  of  the  case 
are  sufficiently  stated  in  the  opinion  of  the  Court.  At  the 
trial  before  Betts,  J.,  and  a  jury,  in  October,  1851,  a  verdict 
was  rendered  for  the  plaintiffs  for  $600,  subject  to  the  opinion 
of  the  Court  upon  a  case  to  be  made,  and  subject  to  adjust- 
ment at  the  Custom  House. 

Elia8  U,  Ely^  for  the  plaintiffs. 

J,  Prescott  llall^  {District  Attorney^  for  the  defendant. 

Betts,  J.  The  main  proposition  ui-ged  by  the  plaintiffs  on 
the  question  of  valuation  is,  that  the  invoice,  sworn  to  as  re- 
quired by  statute,  must  be  taken  as  proof  of  the  true  value  of 
the  goods  in  the  foreign  market,  until  it  is  disproved  by  legal 
evidence  produced  on  the  part  of  the  Government.  The 
plaintiffs  deny  that  either  the  appraisement  by  the  official 
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appraisers,  or  that  by  the  merchant  appraisers,  amounts  to 
such  evidence.  We  do  not  deem  it  necessary  to  review  the 
reasoning  urged  in  support  of  this  position,  as,  in  our  opinion, 
the  point  is  covered  by  express  enactments  in  the  tarifF  laws 
and  by  the  decision  of  the  Supreme  Court. 

It  is  enacted  by  the  16th  section  of  the  Act  of  August  30th, 
1842,  (5  IT.  S.  Stat,  at  Large^  563,)  that  in  all  cases  where 
there  is  or  shall  be  imposed  any  ad  valorem  rate  of  duty  on 
any  goods,  &c.,  imported  into  the  United  States,  it  shall  be 
the  duty  of  the  collector  within  whose  district  the  same  shall 
be  imported  or  entered,  to  cause  the  actual  market  value  or 
wholesale  price  thereof,  at  the  time  when  purchased,  in  the 
principal  markets  of  the  country  from  which  the  same  shall 
have  been  imported  into  the  United  States,  &c.,  to  be  ap- 
praised, estimated  and  ascertained,  &c. ;  and  it  shall  be  the 
duty  of  the  appraisers,  &0!,  by  all  reasonable  ways  and  means 
in  their  power,  to  ascertain,  estimate  and  appraise  the  true 
and  actual  market  value  and  wholesale  price,  any  invoice  or 
affidavit  thereto  to  the  contrary  notwithstanding,  &c.  The 
8th  section  of  the  Act  of  July  30th,  1846,  (9  U,  S.  Stat,  at 
Large,  43,)  re-affirms  these  directions.  That  this  enactment 
embraces  goods  imported  by  their  manufacturer,  as  well  as 
'  goods  imi)orted  by  a  purchaser,  is  made  manifest  by  the  pro- 
viso to  the  16th  section  of  the  Act  of  1842,  if  any  doubt 
might  be  fairly  raised  in  that  respect  from  the  expression, 
"  the  time  when  purchased,"  used  in  the  enacting  clause. 
But  we  think  that  the  general  and  positive  language  of  the 
Act  would  not  be  qualified  by  that  expression,  so  as  to  be 
limited  to  purchasers.  The  invoice  and  the  owner's  affidavit,  ^ 
accordingly,  place  no  impediment  in  the  way  of  the  collector, 
to  prevent  his  assessing  duties  upon  the  appraised  valuation, 
nor  can  he  be  required,  in  the  first  instance,  to  produce  extra- 
neous evidence  contradicting  such  affidavit  or  supporting  the 
appraisement     {Rankin  v.  Hoyt,  4  How.  327.) 

It  is  proper  to  advert  to  another  ground  of  objection  taken 
to  the  appraisement,  and  earnestly  insisted  on  by  the  plain- 
tifife'  counsel,  before  stating  what,  in  our  judgment,  are  the 
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controlling  considerations  in  this  case.  That  objection  is, 
that  the  appraisement  is  nugaatorj  and  void :  (1.)  Because 
the  collector  acquired  no  authority,  under  the  facts  in  the 
case,  to  order  it  (2.)  Because  he  in  fact  did  not  direct  it  to 
be  made.  (3.)  Because  he  did  not  designate,  as  required  by 
law,  one  out  of  every  twenty  packages  to  be  appraised.  (4.) 
Because  the  official  appraisers,  in  acting  in  the  matter,  did 
not  all  of  them  act  together.  (5.)  Because  no  one  of  them 
ever  saw  the  goods  which  they  appraised.  (6.)  Because 
neither  the  official  appraisers  nor  the  merchant  appraisers 
were  legally  qualified,  the  proper  oath  not  having  been  ad- 
ministered to  them.  (7.)  Because  the  appraisal  was  not 
made  at  the  proper  place.  A  carefully-prepared  argument 
wa?  presented  to  the  Court  in  maintenance  of  these  various 
suggestions  against  the  validity  of  the  appraisement.  We 
do  not  discuss  the  correctness  of  •these  positions  or  of  the 
objection  itself,  because,  in  our  opinion,  the  plaintiffs  have 
not  placed  themselves  in  a  situation  which  entitles  them  to 
demand  the  judgment  of  the  Court  upon  the  correctness  of 
either. 

This  action  is  brought  against  the  defendant  to  recover 
back  moneys  received  by  him  in  his  official  character,  for 
the  United  States,  which  have  been  paid  into  the  Treasury. 
Upon  general  principles  of  law,  the  action  would  not  be 
maintainable  unless  notice  had  been  given  to  the  defendant, 
before  such  payment  over  was  made  by  him,  that  he  had  no 
authority  to  exact  the  duties  and  that  the  plaintiffs  would 
claim  their  return.  {EUiott  v.  Swartwout^  10  Petersy  137  ; 
Bend  v.  Hoyt^  13  Peters^  263;  Aldridge  v.  WiUimns,  3 
'  How.  9.) 

Congress,  by  the  Act  of  February  26th,  1845,  (5  U.  S. 
Stat  at  Ldrge^  727,)  regulated  the  rights  of  the  merchant 
and  those  of  the  collector  in  this  respect,  and,  after  recog- 
nizing the  liability  of  collectors  to  be  sued  for  duties  illegally 
exacted,  after  the  payment  of  such  duties  into  the  Treasurj^ 
enacted  as  follows:  "Nor  shall  any  action  be  maintained 
against  any  collector,  to  recover  the  amount  of  duties  so  paid 
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under  protest,  unless  the  said  protest  was  made  in  writing 
and  signed  ty  the  claimant  at  or  before  the  payment  of  said 
duties,  setting  forth  distinctly  and  specifically -the  grounds  of 
objection  to  the  payment  thereof."  These  provisions  are  con- 
ditioned to  a  right  of  action  on  the  part  of  an  importer,  a 
proper  protest  in  the  case  being  the  basis  of  the  action  and  a 
fundamental  pre-requisite  to  a  recovery.  The  Courts  exact 
a  strict  compliance  with  these  conditions.  Chief  Justice 
Taney  says,  that  the  words  requiring  the  claimant  to  set  forth 
distinctly  and  specifically  the  grounds  of  his  objection  to  the 
demand  of  duties,  are  too  emphatic  to  be  regarded  as  mere 
surplusage,  or  to  be  overlooked  in  the  construction  of  the 
law,  and  that  the  object  of  the  provision  is,  to  prevent  a  party 
from  taking  advantage  of  objections  when  it  is  too  late  to 
correct  them.  {Mason  v.  Kane^  Circuit  Cowrt^  Maryland 
District,  April.  Tenn,  1851.) 

We  think  there  is  a  manifest  propriety  in  adhering  closely 
to  the  provisions  of  this  law.  It  is  intended  by  Congress  to 
settle  all  uncertainty  as  to  the  manner  in  which  collectors 
can  be  made  responsible  in  actions  for  duties  collected  under 
protest,  and  the  motive  to  its  enactment  seems  palpably  to 
have  been,  to  take  from  pai-ties  the  power  of  imposing  upon 
collectors  damages  and  costs  by  personal  suits  in  respect 
to  their  official  transactions,  unless  they  were  plainly  and 
directly  apprised,  at  the  time  they  received  the  duties,  what 
objections  the  claimant  had  to  the  payment.  It  is  most  rea- 
sonable that  a  public  officer  should  be  put  on  his  guard 
against  a  mistake  or  error  in  the  exercise  of  his  functions 
prejudicially  to  another,  who  is  cognizant  of  the  error  and  in- 
tends to  hold  him  responsible  for  it,  by  an  explicit  notice  from 
such  person  to  him  of  his  error  in  fact  or  in  law.  He  might 
thus  at  once  correct  the  wrong,  without  delay  or  expense  to 
either  party.  The  great  number  of  prosecutions  against  the 
collector,  with  which  the  dockets  of  this  Court  have  been 
crowded,  of  late  years,  founded  upon  claims  for  return  duties, 
admonishes  the  Court  that  it  is  important  to  the  maintenance 
of  uniformity  in  Custom  House  transactions,  as  well  as  to 
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the  interests  of  the  importers  and  of  the  Government,  that 
the  precautions  wisely  enacted  in  this  law  should  be  rigidly 
enforced  in  eveiy  instance. 

The  party  who  ofiFers  his  goods  for  entry  has  the  means  of 
ascertaining  at  once  whether  any  well-founded  objections 
exist  for  contesting  the  legality  of  the  rate  of  duties  demand- 
ed at  the  Custom  House,  and,  if  he  neglects  to  lay  those 
objections  before  the  collector,  or  omits  to  make  the  inqui- 
ries necessary  to  his  own  information  on  the  subject,  it  is 
right  that  the  loss  resulting  from  his  inattention  or  remiss- 
ness should  be  borne  exclusively  by  himself.  We  imderstand 
the  Act  of  1845  to  be  imperative  in  its  chamcter.  But,  in- 
dependently of  the  solicitude  of  the  Court  to  execute  faith- 
fully all  the  directions  of  a  public  law,  we  are  convinced 
that,  on  general  principles,  a  peremptory  law  of  tliat  charac- 
ter will  prove  to  be  not  less  salutary  and  important  to  the 
navigation  and  trade  of  the  country  than  to  the  fiscal  opera- 
tioiis  of  the  Govermnent.  We  shall  pereevere  in  applying 
the  rule  adopted  in  the  present  case  to  all  others  coming 
before  us  for  judgment,  and  in  holding  tliat  the  claimant 
must,  in  his  protest,  point  out  to  the  collector,  by  positive  and 
direct  notice,  every  particular  of  fact  and  of  law  which  he 
relies  upon  as  protecting  his  goods  from  the  payment  de- 
manded. 

Testing  by  this  rule  the  protests  put  in  by  the  claimants 
in  this  case,  it  is  obvious  that  they  afford  no  indication  to 
the  collector  that  he  or  the  other  officers  of  the  customs  had 
committed  any  irregularity  in  the  mode  adopted  for  ascer- 
taining or  imposing  the  duties  demanded.  We  accordingly 
lay  out  of  view  all  the  allegations  made  on  the  argument 
respecting  the  regularity  of  the  proceedings  at  the  Custom- 
House  preparatory  to  an  appraisal  of  the  goods,  and  the 
competency  of  the  oath  administered  to  the  appraisers,  and 
the  necessity  that  all  the  appraisers  should  act  together  in 
examining  the  goods,  and  the  sufficiency  of  the  report  made 
by  them  to  the  collector,  or  of  his  directions  to  them,  or  of 
their  memoranda  upon  the  invoices  or  the  entries.     The  pro- 
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tests  specify  none  of  these  particulars,  and  the  claimants 
must  be  held  to  be  debarred  of  all  objections  which  are  not 
distinctly  and  specifically  pointed  out  in  the  protests  or 
made  certain  by  tlie  papera  which  accompany  them.  Had 
the  collector  been  notified  that  an  improper  oath  had  been 
administered  to  the  appraisers,  or  that  they  had  been  guilty 
of  irregularities  in  making  the  appraisement,  or  of  any  lack 
of  form  or  substance  in  the  proceedings  in  the  Custom 
Ilouse,  it  would  have  been  in  his  power,  and  we  are  to  pre- 
sume it  would  have  been  his  desire,  to  rectify  them  at  once, 
and  thus  save  all  the  delay  and  expense  of  a  judicial  investi- 
gation into  the  matter.  We  are  persuaded  the  purpose  of  the 
law  cannot  be  sustained  without  holding  to  this  interpretation 
and  application  of  its  provisions.  We  accordingly  hold  that 
this  branch  of  the  case,  which  was  most  strenuously  urged 
upon  the  argument,  cannot  be  made  a  ground  of  contestation 
on  the  pleadings  and  proofs  as  they  are  presented.  The 
points  and  objections  taken  in  this  behalf  are,  therefore,  over- 
ruled. 

The  protests  in  this  case  are  written  upon  the  entries,  and, 
the  two  papers  being  thus  before  the  collector,  the  plaintiffs 
are  entitled  to  avail  themselves  of  the  descriptions  given  of 
the  goods  in  the  entries,  the  same  as  if  those  descriptions 
were  repeated  in  the  protests — the  protest  and  the  entry  com- 
posing, in  effect,  in  respect  to  the  notice  to  the  collector,  one 
paper.  This  point  has  been  repeatedly  before  tliis  Court,  and 
has  been  uniformly  ruled  in  this  way. 

No  evidence  was  given  on  the  trial  in  respect  to  the  char- 
acter of  the  "  worsted  and  cotton  shawls "  imported  by  the 
Cambria,  nor  any  reason  shown  why  they  should  be  subject 
to  thirty  per  cent,  duty  rather  than  twenty-five  per  cent.j 
other  than  the  note  or  report  of  the  appraisers  on  the  invoice ; 
and  the  Court  has  nothing  to  guide  its  judgment,  except  to 
compare  the  description  of  the  goods  with  the  provisions  of 
the  tariff  Act,  and  thus  ascertain  w^hether  the  statute  deter- 
mines the  question. 

Articles  liable  to  a  duty  of  thirty  per  cent,  are  enumerated 
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under  Schedule  C,  in  the  11th  section  of  the  Act  o£  July 
30th,  1846.  In  this  schedule  are  classed:  "Articles  worn 
by  men,  women  or  children,  of  whatever  material  composed, 
made  up,  or  made  wholly  or  in  part  by  hand ;  "  "  manufac- 
tures of  cotton  "  "  or  worsted,  if  embroidered  or  tamboured, 
in  the  loom  or  otherwise,  by  machinery  or  with  the  needle 
or  other  process."  Articles  subject  to  a  duty  of  twenty-five 
per  cent,  are  classed  under  Schedule  D. ;  in  which  list  are 
enumerated  "  cotton  laces,  cotton  insertings,  cotton  trimming 
laces,  cotton  laces  and  braids,  manufactures  composed  wholly 
of  cotton,  not  otherwise  provided  for."  The  "  worsted  and 
cotton  shawls,"  imported  by  the  Cambria,  do  not,  by  the 
name  of  "plain  Indiana  squares,"  fall  under  any  specific 
denomination  embraced  within  either  Schedule  C.  or  Sched- 
ule D.  The  entry  of  them  as  "  worsted  and  cotton  shawls  " 
restrains  the  plaintiffs  from  claiming  that  they  should  be 
classed  with  any  of  the  descriptions  of  cotton  manufactures 
enumerated  under  Schedide  D.  If  they  were  "  embroidered  " 
or  "  tamboured,"  they  are  specifically  provided  for  in  Sched- 
ule C. ;  and  they  may  very  fairly  be  denominated  "  articles 
worn  by  men,  women  or  children,"  and  thus  be  placed  under 
the  thirty  per  cent,  rate  of  duty. 

Acting  upon  the  protest,  invoice  and  entry,  without  any 
evidence  explaining  particularly  the  character  of  these  arti- 
cles, we  must  regard  the  classification  of  them  made  at  the 
Custom  House  as  correct,  and  must  hold  that  a  duty  of  thirty 
per  cent,  was  properly  imposed  on  them. 

The  "  worsted  and  cotton  shawls  "  imported  by  the  Canada 
have  been  entered  by  the  plaintiffs  under  that  designation, 
and,  as  they  ft^mish  no  evidence  that  the  articles  are  nqt 
those  "  worn  by  men,  women,  or  children,"  or  that  any  6j>eci- 
fication  in  Schedule  D.  applies  to  them,  we  think  the  collec- 
tor properly  subjected  them  to  a  duty  of  thirty  per  cent. 

We  are,  accordingly,  of  opinion,  that  the  plaintiffs  have 
shown  no  ground  for  a  recovery  against  the  defendant  for 
any  excess  of  duties  exacted  from  them  beyond  what  tlie  law 
authorized. 
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As  to  the  woollen  ehawls,  the  appraisers  took  the  period  of 
their  exportation  as  that  of  the  valuation,  and  no  evidence  is 
adduced  showihg  an  over-appreciation  of  them  on  that  basis. 
The  plaintiffs  insisted,  on  the  argument,  that  the  time  when 
and  the  place  where  the  goods  were  manufactured  or  pro- 
duced must  be  adopted  as  governing  their  prices.  But,  ad- 
mitting the  law  to  be  so,  the  plaintiffs  have  not  made  that  a 
ground  of  protest,  and  they  fail  to  prove  that  Paisley  was  the 
chief  place  or  market  of  the  country  of  exportation,  or  what 
was  the  real  time  of  manufacture  or  production,  or  whether 
there  was  any  difference  of  prices  between  the  time  of  manu- 
facture or  production  and  the  time  of  exportation.  In  ordi- 
nary usage,  the  two  nearly  coincide,  or  approximate  so  closely 
as  to  be  properly  treated  as  the  same.  It  has  already  been 
shown  that  the  invoices  themselves  do  not  countervail  the 
appraisements,  and  the  plaintiffs  give  no  evidence  that  the 
invoices  were  dated  or  made  up  prior  to  the  times  of  exporta- 
tion, so  as  to  be  entitled  to  appeal  to  the  invoices  as  indicat- 
ing that  the  goods  were  purchased  or  otherwise  procured  at 
earlier  dates.  Therefore,  no  foundation  is  laid  for  question- 
ing the  justness  of  the  appraisals,  and  they  must  stand  as 
fixing  the  dutiable  value  of  the  woollen  shawls. 

We  think  the  collector  had  no  authority  in  law  to  impose 
an  additional  duty  of  twenty  per  cent,  on  the  prices  as  so 
raised.  The  goods  were  owned  and  imported  by  the  manu- 
facturer, and  were  not  obtained  at  the  place  of  exportation, 
or  in  a  foreign  country,  by  purchase.  In  the  case  of  Oreely 
V.  ThompaoThy  (10  How,  225,)  this  point  waa  directly  deter- 
mined by  the  Supreme  Court,  and  it  was  settled  by  that  case, 
that,  under  the  provisions  of  the  8th  section  of  the  tariff  Act 
of  July  30th,  1846,  (9  U.  S.  Stat,  at  Large,  43,)  the  importer 
is  not  liable  to  the  additional  duty  of  twenty  per  cent,  when 
the  goods  were  manufactured  by  him,  or  were  procured  by 
him  in  the  country  of  their  production  otherwise  than  by 
purchase,  although  on  appraisement  their  prices  be  advanced 
more  than  ten  per  cent,  above  the  invoice  prices.  Accord- 
ingly, the  plaintiflb  are  entitled  to  recover  $196  60,  the 
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penalty  paid  on  the  invoice  by  the  Cambria,  with  interest 
from  Ocjtober  6th,  1849,  and  $135  20,  the  penalty  paid  on 
the  invoice  by  the  Canada,  with  interest  from  October  13th, 
1849  ;  and  the  defendant  is  discharged  from  all  the  demands 
of  the  plaintiffs  for  the  repayment  of  duties  on  the  appraised 
valuations. 

Judgment  accordingly. 


Francis  Durand  and  others  v$,  Cornelius  W.  Lawrence. 

In  an  action  to  recover  back  duties  as  baying  been  illegally  exacted,  no  ground 
of  objection  to  the  payment  of  the  duties  can  be  taken,  iv'hich  was  not  spe- 
cifically and  distinctly  stated  in  a  protest  made  at  the  time  of  paying  the 
dutiea. 

Where  the  protest  merely  protested  against  the  payment  of  the  duty,  but  stated 
no  ground  of  objection :  Hdd  that,  on  the  trial  of  an  action  to  recover  back 
the  duty  paid,  the  plaintiff  could  not  question  the  vlidity  or  accuracy  of  the 
appraisement  on  which  tlie  duties  were  paid. 

Where  the  invoice  valuation  of  goods  imported  by  their  manufacturer  is  increased 
on  appraisement  by  more  than  ten  per  cent.y  the  collector  has  no  authority  to 
impose  the  penalty  prescribed  by  the  8th  section  of  the  Act  of  July  30th, 
1846,  (9  U,  S.  Stat,  at  Large,  43.)  * 

(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  July  1st,  1862.) 

This  was  an  action  against  the  late  collector  of  the  port  of 
New  York,  to  recover  back  duties  paid  on  an  entry  of  wines, 
and  also  the  amount  of  a  penalty  which  had  been  imposed 
at  the  Custom  House.  On  the  trial  in  November,  1850,  a 
verdict  was  taken  bj"  consent  for  the  plaintiffs  for  $4,803  48, 
subject  to  the  opinion  of  the  Court  upon  a  case  to  be  made, 
"  with  liberty  to  either  party  to  turn  the  same  into  a  bill  of 
exceptions  or  special  verdict,  and  also  subject  to  adjustment" 


*  See  Belcher  v.  LawroBon,  to  the  same  effect,  decided  by  the  Supreme  Court 
of  the  United  States,  December  Term,  1868.    (21  Hoxd,) 
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There  was  no  stipulation  that  the  Court  might  adjudge  the 
facts  of  the  case.  , 

The  plaintiffs  took  the  ownere'  oath  to  the  invoice  in 
France,  and  consigned  the  wines  to  Messrs.  Apnar,  of  New 
York,  who  entered  tliem,  as  consignees,  for  the  plaintiffs. 
The  oath  did  not  state  that  the  plaintiffs  were  the  manufac- 
turers of  the  wines.  It  only  stated  that  the  wines  were  in- 
voiced at  their  fair  market  value  in  Perpignan  at  the  time 
the  same  were  manufactured,  and  the  oath  of  their  agent 
there,  (Richards,)  appended  to  the  invoice,  stated  that  the 
wines  were  purchased  for  account  of  the  plaintiffs. 

Three  separate  warehouse  entries  were  made  by  the  con- 
signees on  the  16th  of  October,  1848,  and,  the  invoice  prices 
of  the  wines  having  been  raised  by  appraisement  more  than 
ten  per  cent,  duties  were  laid  on  the  increased  valuation,  and 
a  penalty  of  20j}er  cent,  thereon  was  imposed.  A  protest 
was  made,  in  writing,  on  each  of  the  entries,  by  the  con- 
signees. On  one,  the  protest  was  this :  "  The  additional  duty 
and  penalty  we  claim  to  be  paid  under  protest  against  the 
justice  of  the  demand,  and  hold  you  responsible."  On  an- 
other, it  was  this  :  "  We  protest  against  the  additional  duty 
and  penalty  hereon,  and  shall  pay  the  same  from  time  to 
time  as  required,  under  this  our  protest."  On  the  third,  it 
was  this  :  "  We  protest  against  the  additional  duty  and  pen- 
alty charged  hereon,  and  shall  pay  any  amount  from  time  to 
time  under  protest."  Ten  withdrawal  entities  were  afterwards 
made,  as  the  wines  were  taken  from  the  warehouses,  and  on 
each  one  a  protest  in  some  one  of  the  following  forms  was 
written  by  the  consignees :  "  We  hereby  protest  against  the 
payment  of  the  additional  duty  and  penalty  charged  on  this 
entry,  and  shall  hold  you  responsible  for  the  same  ;  "  "  We 
protest  against  the  payment  of  the  amount  charged  in  this 
entry  for  additional  duty  and  penalty,  and  hold  you  responsi- 
ble for  the  same." 

Robert  J,  Dillon^  for  the  plaintiffs. 

J,  Prescott  Ilally  {District  Attorney^  for  the  defendant. 
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Betts,  J.  The  same  points  discussed  in  the  case  of  Thom- 
son V.  Maxwell,  {antCy  p,  385,)  were  raised  in  tliis  case.  The 
counsel  on  both  sides  regarded  the  wines  as  having  been 
manufactured  by  the  owners  and  importers,  the  evidence 
being  that  the  raw  wines  were  purchased  from  the  producers 
and  then  brought  to  a  state  for  exportation  by  some  process 
of  preparation  or  manufacture  on  tihe  paii;  of  the  owners. 

But,  whether  the  wines  were  procured  by  the  plaintiffs  as 
purchasers  or  as  manufacturers,  the  Court  is  not  informed  by 
the  case,  nor  whether  the  invoice  or  the  appraisement  repre- 
sents their  true  value  in  the  foreign  market  This  question 
should  have  been  submitted  to  the  jury,  and  although,  in  re 
viewing  the  testimony  on  that  point,  we  may  have  no  doubt 
as  to  what  the  finding  of  the  jury  ought  to  have  been,  we  are 
not  authorized  to  decide  the  fact  ourselves.  If  the  object  of 
the  plaintiffs  was  to  try  the  question  of  fact  as  to  the  market 
value  of  the  wines  in  the  foreign  market,  they  could  have 
proposed  giving  evidence  in  regard  to  it,  and,  if  the  defend- 
ant objected  to  the  proof  on  the  ground  of  the  insufficiency 
of  the  protests  to  that  end,  the  Court  could  have  been  prop- 
erly applied  to,  to  determine  the  scope  and  effect  of  the  pro- 
tests in  that  respect 

The  cause  was  tried,  on  both  sides,  obviously  with  the  in- 
tent to  ascertain  the  validity  of  the  appraisement  and  pro- 
ceedings under  tlie  revenue  laws,  and  not  to  settle,  as  between 
the  report  of  the  appraisers  and  the  judgment  and  knowledge 
of  witnesses,  the  true  value  of  the  wines  in  France.  If  such 
an  inquiry  be  an  open  one,  {Rankin  v.  Hoyt,  4  How.  327,)  it 
is  one  exclusively  for  the  jury  to  determine. 

But,  if  it  were  competent  for  the  Court  to  pass  upon  that 
point,  the  plaintiffs  have  not  stated,  in  any  of  their  protests, 
specifically  or  distinctly,  the  ground  of  objection  now  urged. 
Whether  the  payment  of  the  additional  duty  is  objected  to 
for  this  cause,  or  for  other  causes  of  a  different  character,  is 
not  specified  in  the  protests.  If  the  protests  authorize  this 
inquiry,  they  would  clearly  also  permit  the  regularity  of  the 
proceedings  of  the  appraisers  and  the  collector,  both  in  the 
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BtepB  preliminary  to  an  appraisement  and  in  the  conduct  of 
the  appraisement,  to  be  examined  and  determined.  We  con- 
sidered this  latter  question  in  the  case  of  Thomson  v.  Max- 
wsUj  before  cited,)  and  decided  that  the  protest  must  point 
out  specifically  the  particulars  constituting  the  invalidity  of 
the  appraisement,  and  that  the  importer  will  not  be  permitted 
to  raise  that  question  imder  a  general  protest. 

Both  parties  submit  this  case  to  the  Court  as  one  coming 
within  the  facts  and  principles  involved  in  that  of  Thomson 
V.  Maxwell^  except  only  as  to  the  tenor  of  the  protests.  As- 
suming, therefore,  that  the  importation  was  made  by  the 
manufacturer  of  the  wines,  we  decide  in  this  case,  as  we  did 
in  the  one  referred  to,  that  the  plaintiffs  are  not  entitled, 
under  their  protests,  to  contest  the  validity  or  accuracy  of  the 
appraisement,  and  also  that  the  collector  had  no  authority  to 
impose  a  penalty,  because  of  undervaluation  in  the  invoices^ 
on  goods  imported  by  the  manufacturer  and  not  by  a  pur- 
chaser. 

It  is  important  to  merchants  and  to  the  Government  that  it 
be  imderstood  that  this  Court  will  hold  the  merchant,  in  his 
objections  to  the  payment  of  duties,  to  strict  proof  that  his 
protest  apprised  the  collector  of  the  exact  nature  of  his 
objections. 

Judgment  must  be  entered  for  the  plaintiffs  for  the  amount 
of  the  penalty  exacted  from  them,  with  interest  from  the 
time  of  its  payment,  and  for  the  defendant  on  the  claim  for 
the  repayment  of  additional  duties  imposed. 


Philos  B.  Tylkr  and  William  S.  Pendlkton 

Edwabd  F.  Hyde  and  othkes. 

The  sufficiency,  in  point  of  substance,  of  «  plea  which  is  regular  in  form,  cannot 

be  inquired  into  on  motion. 
(Befure  Nklboh  and  Bxm,  JJ.,  Southern  District  of  Kew  Tork,  July  l8t»  1802.) 
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Afper  the  decision  in  this  case  {ante^  p.  308,)  on  the  de- 
murrer to  the  plea  puis  darrein  continuance^  the  defendants, 
under  the  leave  then  given  them  to  plead  over,  put  in  a  special 
plea,  which  the  plaintiffs  now  moved  to  strike  out,  on  the 
ground  that  it  was,  in  effect,  a  repetition  of  the  plea  jmw  dar* 
rein  continuanae  which  was  adjudged  bad.  The  defendants 
opposed  the  motion,  and  insisted  that  the  plea  was  regular  and 
valid  because  it  pleaded  the  judgment  and  decision  of  the 
Circuit  Court  of  the  United  States  for  the  Eastern  District  of 
Louisiana,  as  it  now  stands  upon  the  records  of  that  Court 

EdAJoin  TT.  Stoughton^  for  the  plaintiffs* 

George  JR,  J.  Bowdoin^  for  the  defendants. 

Betts,  J.  The  Court  will  not,  on  this  motion,  enter  into  a 
consideration  of  the  sufficiency  of  the  plea  in  point  of  sub- 
stance, or  inquire  whether  it  is  founded  upon  the  rightful 
decree  of  the  Circuit  Court  in  Louisiana.  It  may,  possibly, 
become  necessary  for  this  Court  to  determine,  when  the 
proofe  are  presented,  which  decree  of  tliat  Court  is  the  valid 
one  governing  tlie  case,  should  two  be  certified  from  it  which 
are  in  conflict  in  particulars  affecting  the  merits. 

The  privilege  accorded  to  the  defendants  to  plead  over, 
was  subject  to  no  restrictions,  and  they  are  entitled  under  it 
to  interpose  any  plea  which  would  have  been  good  if  put  in 
independently  of  that  leave.  The  defendants  plead  at  their 
peril,  and  their  plea,  being  regular  in  form,  cannot  be  dis- 
placed by  motion.  The  plaintiffs  must  demur  to  it  or  take 
issue  on  the  facts  it  sets  up. 

Motion  denied. 
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MeRiTZ  Loewenstein  and  Cabl  Loewenstein 
Hugh  Maxwell. 

Under  the  16th  section  of  the  Act  of  August  30th,  1842,  (6  U.  3,  Slat,  at  Large^ 
663,)  appraisers  must,  in  valuing  importations,  adopt  tbe  real  market  value 
of  the  goods  abroad  in  cash,  and  not  their  value  in  a  depreciated  paper  cur- 
rency. 

Goods  purchased  in  Austria  were  invoiced  and  entered  here  in  florins  at  their 
specie  value.  The  appraisers  here  valued  the  goods  according  to  the  nominal 
value  of  the  florin  in^paper  currency,  which  was  eleven  per  cent,  less  than  its 
specie  value :  Held^  that  the  appraisement  was  erroneous,  and  should  have 
been  made  in  florins  at  their  specie  value. 

In  such  a  case,  a  protest  against  the  additional  valuation  found  on  such  appraise- 
ment, and  a  claim  to  enter  the  goods  according  to  the  invoice  and  actual  cost, 
id  a  sufficient  protest,  witliout  a  specification  as  to  how  the  appraisement  was 
made  to  exceed  the  true  value  of  the  goods. 

Such  an  erroneous  appraisement  is  not  conclusive  on  the  importer. as  to  fhe 
dutiable  value  of  the  goods. 

(Before  Nelson  and  Bktts,  JJ.,  Southern  Distrct  of  New  York,  July  1st,  1862.) 

Tills  was  an  action  to  recover  back  duties  and  a  penalty, 
paid  under  protest.  It  was  tried  before  Betts,  J.,  in  Decem- 
ber, 1851.  '  A  verdict  was  rendered  in  favor  of  the  plaintiffs 
for  $2,000,  subject  to  the  opinion  of  the  Court  upon  a  case  to 
be  made,  and  subject  to  adjustment  at  the  Custom  House. 
The  facts  were  these :  The  plaintiffs  imported  150  bales  of 
rags  from  Trieste  to  Kew  York,  The  invoice  was  dated  Vi- 
enna, April  3d,  1849.  The  valuation  of  the  goods  at  Agi-am 
was  taken  as  the  invoice  price,  and  was  made  in  florins  at 
their  specie  value,  namely,  forty-eight  and  a  half  cents,  in 
United  States  currency,  per  florin.  The  actual  legal  curren- 
cy of  Austria,  at  the  time,  was  the  paper  florin,  whiclj  was 
then  depreciated  eleven  pe7'  cent  below  the  specie  value  of 
the  florin.  The  total  invoice  value  was  7,169.9  florins.  The 
Government  appraisers  raised  »tlie  valuation  to  9,064.47  flor- 
ins, pwper  cv/rrency^  and,  on  appeal  by  the  importers  to  mer- 
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chant  appraisers,  tliey  raised  tlie  value  to  10,339.02  florins, 
paper  currency. 

The  appraised  value  exceeding  the  invoice  price  more 
than  ten  per  cent.^  an  additional  duty,  amounting  to  $83  15, 
and  a  penalty  of  $1,028,  were  imposed  by  the  collector,  and 
were  both  of  them  paid  by  the  plaintiffs,  under  the  following 
protest :  ''  We  herewith  protest  against  the  additional  valu- 
ation of  the  IT.  S.  appraisers  and  merchant  appraisers,  and 
twenty  per  cent,  penalty  charged  on  the  within  150  bales 
rags,  claiming  to  enter  the  same  according  to  the  invoice 
and  actual  cost,  but  pay  the  same  to  get  in  possession  of  the 
goods." 

Elias  IL  Ely^  for  the  plaintiffs. 

J.  Prescott  Hall^  {District  Attorney^  for  the  defendant. 

Betts,  J.  There  seems  to  be  no  just  exception  to  the  suf- 
ficiency of  the  protest  in  this  case.  The  claim  of  the  import- 
ers was,  that  the  invoice  expressed  the  true  value  of  the  goods 
in  specie  and  the  amount  paid  for  them  in  cash,  and  that  tJie 
appraisers  should,  in  valuing  the  goods  here,  be  governed  by 
the  real  market  value  abroad  in  cash.  The  Custom  House 
officers  adopted  a  different  rule,  and  proceeded  upon  the  idea 
that  the  invoice  was  made  up  in  the  nominal  currency  of 
Austria,  and  that  the  entry  was  also  in  paper  florins,  and  not 
according  to  the  specie  value  of  the  goods.  In  that  view,  the 
public  appraisers  and  the  merchant  appraisers  would  properly 
rate  a  higher  valuation  to  the  entry  than  the  one  given  by  the 
importers ;  but  the  testimony  shows  that  both  classes  of  ap- 
praisers well  understood  at  the  time  that  tlie  paper  denomi- 
nation of  the  florin  in  Austria  was  higher  than  its  actual 
value,  and  that  a  buyer  disbursed  no  more  in  market,  on  the 
purchase  of  goods,  than  specie  prices.  For  this  reason,  we 
think  the  appraisements  erroneous. 

The  16th  section  of  the  Act  of  August  30th,  1842,  (5  U.  S. 
Stat,  at  Large,  563,)  directs  tlie  actual  market  value  or  whole- 


JULY,  1852.  403 


Loewenstein  v.  Maxwell. 


8alep7'ic€  m  the  principal  markets  of  the  conn  try  from  which 
goods  are  imported,  to  be  adopted  as  fixing  their  import  value 
(with  certain  additions  not  affecting  this  case).  The  collec- 
tor cannot  substitute  for  the  actual  market  value  a  fictitious 
value,  expressed  iu  a  spurious  currency.  In  the  United 
States,  during  the  suspension  of  specie  payments,  commodi- 
ties were  bought  and  sold  under  the  nominal  denomination 
of  currency ;  but  the  paper  dollar  was  not  a  measure  of 
actual  value  or  true  price,  and  had  to  be  rectified  by  the 
specie  standard  before  it  could  be  employed  for  that  purpose. 
So  in  respect  to  the  Austrian  florin.  Congress  requires  duties 
to  be  paid  in  specie,  and,  if  foreign  invoices  are  made  up  in 
a  base  currency,  unless,  on  appraisement,  the  importations 
are  rated  at  their  specie  value,  prices  will  be  fixed  above  the 
actual  market  value  or  cost  price  abroad,  and  more  than  the 
ad  valorem  duty  authorized  by  law  will  be  exacted  of  the 
importer. 

The  evidence  clearly  proves,  in  the.  present  case,  that  the 
paper  florin  of  Austria  was,  at  the  time  of  the  purchase  of 
these  goods,  at  a  discount  of  eleven  per  cent.  Goods  in- 
voiced and  entered  at  10,000  florins  would,  if  valued  in  the 
paper  currency,  be  necessarily  subject  to  duty  on  1,100  flor- 
ins beyond  their  foreign  cost  and  market  value,  and  thus  the 
express  provisions  of  the  Act  of  Congress  would  be  contra- 
vened. 

"We  think  that  the  protest  suflicieiitly  apprises  the  collector 
of  ilie  grounds  of  objection  to  the  appiiiisals.  It  asserts  that 
the  valuation  is  beyond  the  actual  cost ;  and  it  is  plain,  upon 
the  proofs,  tliat  the  appraisers  made  the  valuation  on  the 
assumption  that  the  invoice  was  made  up  in  paper  florins  and 
did  not  exhibit  the  cash  prices  paid  for  the  goods.  We  do 
not  think  that,  under  these  circmnstances,  it  is  necessary  for 
the  importer  to  specify  in  what  particular  manner  the  ap- 
praisement was  made  to  exceed  the  true  value  of  the  goods. 
Whether  the  error  arose  from  ignorance  of  tlie  state  of  the 
foreign  market,  or  from  a  mistake  in  computing,  or  fi-om  a 
misapprehension  of  the  value  of  the  currency  in  which  the 
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prices  were  expressed,  the  collector  would  be  apprised  by  the 
notice  that  the  sum  reported  by  the  appi-aisers  did  not  truly 
represent  the  actual  market  value  or  wholesale  price  of  the 
articles  in  Austria,  and  the  importer  would  have  complied 
with  the  requirements  of  the  statute. 

Nor  is  it  made  a  question  on  the  part  of  the  United  States, 
that  the  protest  did  not  fully  notify  the  collector  that  tlie 
goods  were  only  liable  to  duty  on  their  cash  value,  and  tliat 
he  had  improperly  imposed  it  on  a  paper  valuation  of  them. 

The  defence  is  placed  upon  other  and  higher  grounds  :  (1.) 
That  there  is  not  sufficient  proof  of  any  depreciation  of  the 
florin ;  and  (2.)  That  the  appraisement  is  conclusive  against 
the  importers  as  to  the  dutiable  value  of  the  goods. 

The  Court  is,  by  the  terms  of  the  case,  made  to  render  the 
same  judgment  upon  the  facts,  as  ought,  upon  the  evidence, 
to  have  been  given  by  the  jury ;  and,  in  our  opinion,"  the 
proofs  are  clear  and  satisfactoiy  that  the  florin,  at  the  time 
the  goods  were  purchased  in  Austria,  was  depreciated  eleven 
jper  cent  As,  on  all  the  evidence,  the  valuation  was  made 
by  the  appraisei-s  on  the  assumption  that  the  importers  in- 
voiced the  goods  in  the  paper  omTency,  and  that  they 
must  be  appraised  at  their  nominal  value  in  that  currency, 
the  appraisement  does  not  become  conclusive  against  the 
plaintiffs,  it  resting  wholly  on  an  arithmetical  calculation 
which  did  not  justify  the  basis  of  duties  adopted  by  the  de- 
fendant. 

Moreover,  according  to  our  understanding  of  it,  the  agree- 
ment, in  the  case  made,  on  which  the  verdict  was  i*endered, 
submitted  it  to  the  Court  to  have  the  adjustment  made  at  the 
Custom  House  now,  as  it  ought  to  have  been  made  at  the 
time  of  the  entry  and  appraisement. 

Whether  judgment  is  to  be  rendered  for  the  plaintiffs  for 
any  sum,  must  depend  upon  such  re-adjustment.  The  invoice 
and  entry  must,  on  such  re-adjustment,  be  regarded  as  hav- 
ing been  made  up  in  the  specie  value  of  the  florin,  and  either 
the  invoice  must  be  raised  to  the  paper  value  of  the  florin, 
or  the  appraisal  must  be  reduced  to  its  specie  value.    If,  on 
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such  adjustment,  it  is  found  that  the  entry  was  not  below  the 
actual  value,  (with  the  addition  of  the  charges  directed  by 
the  statute,)  judgment  must  be  entered  for  the  plaintiffs  for 
the  increased  duties  imposed  because  of  the  difference  in 
value, -and  also  for  the  amount  of  the  penalty,  together  with 
interest  from  August  5th,  1849,  the  time  when  the  same  were 
paid,  and  for  costs.  But,  if  it  shall  appear  that  duty  was 
not  imposed  on  an  amount  beyond  the  value  expressed  in  the 
entry,  (together  with  the  legal  charges,)  judgment  must  be 
entered  for  the  defendant  as  to  that  part  of  the  demand. 
And,  if  it  further  appears  that  the  difference  in  value  be- 
tween tlie  entry  and  the  appraisal  so  corrected  exceeds  ten 
per  cent,  then  judgment  must  further  be  entered  in  full  for 
the  defendant,  with  costs. 


The  Maniiaitan  Gas-Ligut  Company 

vs. 

Hugh  Maxwell. 

A  quantity  of  coal  waa  invoiced  and  entered  at  a  certain  weight  and  price  per 
ton.  On  appraisement,  the  price  per  ton  was  reported  to  be  correct,  hut  tlie 
quantity  was  reported  as  so  much  greater  as  to  make  the  entire  valuation 
greater  by  10  p^r  cent,  than  the  entry  valuation.  Tlie  collector  exacted  a  pen- 
alty of  20  per  cent.^  under  §  8  of  the  Act  of  July  30tli,  1846,  (9  U.  S.  Stat,  at 
Larrje^  43  :)    Held^  that  tliia  was  illegal. 

Hdd^  also,  that  the  importer  was  not  liable,  in  such  cnso,  under  §  4  of  the  Act 
of  July  80th,  1846,  (0  U.  8.  Stat,  ai  Large^  43,)  to  pay  the  fees  of  the  weigher 
and  measurer. 

(Befbre  Nslson  and  Bbtts,  J  J.,  Southern  District  of  New  York,  July  1st,  1852.) 

This  suit  was  commenced  in  the  Supreme  Court  of  New 
York,  and  removed  by  certiorari,  on  the  petition  of  the  de- 
fendant, into  this  Court,  under  the  provisions  of  the  3d  sec- 
tion of  the  Act  of  Congress  of  March  2cl,  1833,  (4  U.  S.  Stat, 
at  Large,  633.) 


406  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  Manhattan  Gas  Light  Co.  v.  Maxwell. 

The  plaintiffs  imix)rte(i  from  Liverpool  a  quantity  of  can- 
nel  coal,  invoiced  and  entered  as  of  the  weight  of  150  tons. 
It  was  measured  by  the  Custom  House  raeasurei's,  who  re- 
turned the  quantity  to  be  167  tons.  No  appeal  was  taken  by 
the  plaintiffs  from  that  return,  and  duty  was  accordingly 
imposed  on  167  tons,  and  was  paid  by  the  importers.  The 
value  of  the  increased  quantity  of  the  coal  was  greater,  by 
more  than  ten  jpe?^  cent,^  than  the  entrj'  valuation,  and  a  pen- 
alty of  20  per  cent.j  amounting  to  $99  60,  was  imjx>sed  by 
the  collector  because  of  such  imder valuation.  The  measur- 
ers' fees,  $49  60,  were  also  charged  to  the  })laintiffs.  Pay- 
ment of  the  two  last-mentioned  sums  was  exacted  by  the  col- 
lector, and  was  made  by  the  plaintiffs  under  protest.  To 
recover  these  amounts,  $149  10,  with-  interest,  this  action  was 
brought.  The  plaintiffs  indorsed  on  the  entiy  a  protest  in 
writing  "  against  the  payment  of  the  within  named  penalty  of 
$99  60,  and  of  $49  50  for  measuring,  as  being  both  illegal 
and  contrary  to  the  former  practice  in  this  collection  district." 

The  case  was  tried  in  November,  1851,  before  Ektts,  J., 
and  the  jury  rendered  a  verdict  for  the  plaintiffs  for  $150, 
subject  to  the  opinion  of  the  Court  on  a  case  to  be  made  and 
to  adjustment  or  correction  at  the  Custom  House. 

John  S.  McCulloh^  for  the  plaintiffs. 

J.  Prescott  Hall^  {District  Attorney^  for  the  defendant 

Betts,  J.  The  defendant  takes  no  exception  to  the  suffi- 
ciency of  the  protest  in  this  case,  and  the  decision  must  turn 
on  the  points  whether  the  undervaluation  reported  by  the 
appraisers  in  respect  to  the  coal  subjects  it  to  the  penalty  of 
20  per  cent,  imposed,  and  whether  .the  importei-s  were  liable 
to  pay  the  measurers'  fees  charged  against  them. 

The  price  per  ton  of  the  coal,  as  stated  in  the  invoice,  was 
reported  to  be  correct.  The  difference  between  the  valuation 
in  the  entry  and  that  reported  by  the  appraisei's  arose  from 
the  greater  weight  returned  by  the  Custom  House  weighers. 
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Cannel  coal  is  sold  in  England  by  actual  weight,  the 
weight  being  taken  with  great  care.  In  the  United  States,  it 
is  delivered  from  the  ship,  and  sold  by  the  chaldron,  and  the 
Custom  House  method  of  determining  the  weight  of  a  cargo 
is  to  reduce  the  measured  chaldron  to  tons  and  pounds,  by 
taking  the  average  weight  of  two  or  three  tubs  f  uU,  and  mul- 
tiplying that  average  by  the  number  of  tubs  composing  a 
chaldron.  The  evidence  in  this  case  proves  that  this  mode  of 
weighing,  or  rather  measuring,  leads  to  inaccuracy  and  eiTor, 
and  generally  gives,  as  a  result,  a  nominal  weight  beyond  the 
real  weight  of  the  coal.  The  official  weight  must,  however, 
be  taken  in  this  case  to  be  the  true  dutiable  weight. 

The  claim  to  the  penalty  exacted  is  not  placed  upon  any . 
culpable  conduct  in  the  importers,  nor  does  their  innocence 
of  blame  exonerate  them  from  liability  to  pay  the  penalty,  if 
the  collector  brings  the  case  within  the  provisions  of  the 
Act.  The  authority  invoked  for  imposing  the  penalty  is 
given  by  the  last  proviso  to  the  17th  section  of  the  Act  of 
August  30th,  1842,  (5  U,  S.  Stat,  at  Zarffe,  664,)  which  is 
in  these  words :  "  Provided^  also,  That  in  all  cases  where 
the  actual  value  to  be  appraised,  estimated  and  ascertained, 
as  hereinbefore  stated,  of  any  goods,  wares  and  merchandise 
imported  into  the  United  States,  and  subject  to  any  ad  valo- 
rem duty,  or  whenever  the  duty  is  regulated  by  or  directed 
to  be  imposed  or  levied  on  the  value  of  the  square  yard,  or 
other  parcel  or  quantity  thereof,  shall  exceed,  by  ten  per 
centum  or  more,  the  invoice  value,  then,  in  addition  to  the 
duty  imposed  by  law  on  the  same,  there  shall  be  levied  and 
collected  on  the  same  goods,  wares  and  merchandise  fifty  jpor 
centum  of  the  duty  imposed  on  the  .same  when  fairly  in- 
voiced ;  "  and  by  the  eighth  section  of  the  Act  of  July  30th, 
1846,  (9  n.  S.  Stat  at  Large,  43,)  which  alters  the  penalty  to 
twenty  per  cent,  ad  valorem,  on  the  appraised  value,  in  case 
the  goods  have  been  actually  purchased,  and  their  invoice 
value  has  been  raised  by  the  importer  to  what  he  deems  to 
be  their  market  value  in  the  coimtry  from  which  they  were 
exported. 
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The  argument  for  the  United  States  is,  that  quantity  is  a 
component  part  of  the  value  of  this  importation,  and  that, 
as  the  amount  of  the  entry  or  the  invoice  lies  in  the  quantity 
and  price,  a  misstatement  of  quantity  on  the  invoice  and 
tlie  entry,  exhibiting  the  gross  amount  (consisting  of  price 
and  weight)  at  ten  jper  cent  below  the  appraisement,  becomes 
necessarily  a  reason  for  imposing  the  penalty,  because  the 
dutiable  sum  is  thus  entered  at  more  than  ten  j?er  cent  less 
than  the  sum  on  which  the  United  States  are  entitled  to 
charge  duties. 

Two  considerations,  in  our  judgment,  countervail  this  argu- 
ment. The  language  of  the  statute  makes  the  valvs  of  the 
gooJs  entered  the  subject  of  comparison  with  the  appraise- 
ment, and  the  term  value  is  used  in  the  revenue  laws  to 
express  the  jyrice  of  the  dutiable  goods — that  is,  their  cost 
price  or  market  price  abroad,  increased  by  the  addition  of 
specified  charges.  (5  U.  S.  Stat  at  Zavffe,  563,  564,  §§  16, 
lY.)  The  Custom  House  officers  can,  therefore,  only  look  at 
the  relative  valuations  of  the  commodity  upon  the  invoice 
and  the  appraisal,  in  determining  whether  the  latter  exceeds 
the  former  by  more  than  ten  p&?'  cent  The  ad  valorem  to 
which  the  tariff  Acts  have  reference,  is  the  price  or  market 
worth  of  a  dutiable  aiticle  and  its  charges,  in  whatever  way 
it  is  the  subject  of  purchase  and  sale,  whether  the  price  is 
estimated  on  the  square  yard  or  other  parcel  or  quantity. 
An  aggregation  of  parcels  (tons,  in  this  instance)  does  not 
affect  the  value  or  price  of  a  particular  ton.  It  is  only  a 
repetition  of  that  price  as  many  times  as  the  parcel  or  quan- 
tity is  named.  The  general  summation,  therefore,  being  no 
more  than  the  footing  up  of  the  specific  values  reiterated, 
cannot  be  regarded  as  the  valuation  which  is  called  for  by 
the  statute,  and  which  is  the  subject  of  appraisement  and  of 
penal  duties. 

That  this  interpretation  of  the  revenue  laws  is  correct,  is 
manifest  from  the  powera  conferred  on  appraisers  and  the 
duties  they  are  required  to  perform  in  determining  the  duti- 
able value  of  imported  goods.     An  examination  of  the  duty 
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Acts  from  1799  to  1846,  shows  that  appraisers  are  called 
upon  solely  to  fix  the  price  or  value  of  the  imported  com- 
modity by  gauge^  yard,  weight  or  measure^  by  the  denomina- 
tion or  description  usually  applied  to  it  on  purchase  and 
sale.  Officers  otlier  tlian  appraisers  ascertain  what  is  the 
measure  or  weight  of  goods  entered.  Their  report  furnishes 
the  multiple  by  which  the  particular  valuation  of  the  ap- 
praisers may  be  brought  to  the  dutiable  amount  of  the  im- 
portation. 

Upon  this  view  of  the  subject,  it  is  manifest  that  Congress 
has  not  imposed  the  increased  duty  of  twenty  or  fifty  per 
cent  upon  a  misstatement  in  the  invoice  of  the  quantity  of 
articles  imported,  but  upon  an  undervaluation  of  prices. 
Because,  such  increase  or  penalty  depends  upon  and  follows 
the  judgment  of  the  appraisers,  and  their  office  is  limited  to 
fixing  the  wholesale  price  or  market  value,  and  in  no  way 
extends  to  ascertaining  the  amount,  in  weight,  gauge  or  meas- 
ure, of  imported  goods. 

We  think  that  the  defendant  committed  an  error,  after  the 
appi-aisers  had  reported  the  invoice  price  of  the  coal  to  be 
correct,  in  imposing  twenty jp^r  cent,  additional  duty  because 
tlie  weighera  or  measurers  returned  a  greater  quantity  than 
was  invoiced.  The  appraisement  must  be  restricted  to  deter- 
mining the  price  or  value  of  the  parcel  or  quantity  by  which 
the  purchase  and  sale  of  the  article  are  made,  and  has  right- 
fully no  reference  to  the  totality  of  the  purchase.  {Ma7*7'iott 
v.  Bru7ie,  9  How.  619.) 

The  remaining  question  is  as  to  whether  the  importers,  in 
this  case,  are  chargeable  with  the  fees  of  the  weighers  and 
measurers.  Tlie  directions  of  the  Acts  of  Congress  prior  to 
1846  are  not  explicit  as  to  the  cases  in  which  it  shall  be  the 
duty  of  the  collector  to  have  imported  goods  weighed  or 
measured,  unless  when  they  are  stored  for  want  of  an  in- 
voice or  entry,  or  have  been  detained  for  inspection  under 
circumstances  of  suspicion.  The  matter  apj>ears  to  have 
been  left  to  his  discretion.  The  weighers  and  gangers  were 
paid  for  their  services  by  the  collector,  out  of  moneys  in  the 
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Custom  House,  and  the  payment  was  charged  to  the  Treas- 
ury, {Act  of  March  2d,  1799,  §  2, 1  K  S,  Stat  at  Large, 
707,)  the  amoimt  of  tlie  compensation  being  limited  by  vari- 
ous acts.  These  officers  were  not  directed,  in  the  forms  of 
returns  prescribed  by  statute,  to  make  any  return  of  fees. 
{Act  of  March  2d,  1799, 1  U,  S,  Stat,  at  Large,  678,  §  72.) 

We  have  not  deemed  it  important  to  search  through  the 
tariff  Acts,  to  ascertain  wliether  any  authority  was  given  to 
the  collector,  prior  to  1846,  to  charge  fees  for  weighing  and 
measuring,  against  the  importer  or  the  goods,  or  whether  they 
were  estimated  and  collected  as  duties,  because  we  consider 
the  whole  subject  to  be  definitively  regulated  by  the  4th  sec- 
tion of  the  Act  of  July  30th,  1846,  (9  U,  S,  Stat,  at  Large, 
43,)  which  enacts,  "  tliat  in  all  cases  in  which  the  invoice  or 
entry  shall  not  C07itain  the  weight  or  quantity  or  measure  of 
goods,  wares  or  merchandise  now  weighed  or  measured  or 
gauged,  the  same  shall  be  weighed,  gauged  or  measured  at 
the  expense  of  the  owner,  agent  or  consignee." 

In  the  present  case,  the  invoice  did  contain  a  specific  state- 
ment of  the  weight  of  the  coal,  and,  admitting  that  coal  was 
before  subject  to  weight  or  measure  at  the  Custom  House, 
this  Act  necessarily  imports  that  the  owner,  in  a  case  like 
this,  shall  not  be  subject  to  the  cost  of  re-weighing  it.  The 
right  to  weigh  at  the  expense  of  the  owner  depends  upon  the 
omission  to  give  the  weight  in  the  invoice,  and  that  omission 
affords  the  'only  justification  for  exacting  costs  and  fees  from 
the  owner  for  weighing  it. 

We  do  not  take  into  consideration  the  interpretation  put 
upon  this  section  of  the  Act  by  the  Secretary  of  the  Treas- 
ury, in  his  Circular  of  December  31st,  1849,  nor  decide 
whether  the  cases  enumemted  by  him  are  those  which  justify 
the  exaction  of  fees  fh)m  importers,  because  no  one  of  them 
contemplates  or  is  based  upon  the  state  of  facts  presented  by 
this  case. 

In  our  opinion,  the  plaintiffe  are  entitled  to  judgment,  the 
amount  of  which  is  to  be  adjusted  in  the  manner  named  in 
the  verdict. 
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Thomas  BlancHakd 

vs. 

Philo  S.  Beerb  and  Albert  GooDYEiVR. 

The  claim  in  Thomas  Blanchard*8  patent  of  January  20th,  1820,  for  '^  a  machine 
for  turning  and  cutting' irregular  forms,"  construed  and  defined. 

A  person  who  uses  the  combination  claimed  by  Blancbard,  though  in  a  machine 
which  will  make  only  wagon-spokes,  infringes  the  patent. 

The  proper  tests  for  determining  the  identity  of  one  machine  with  another,  on 
the  question  of  infringement,  defined. 

(Before  Nelsos,  J.,  Connecticut,  September  24th,  1852.) 

Tins  was  an  action  tried  before  Nelson,  J.,  for  the  iii- 
fi'ingement  of  Lettei-s  Patent  granted  to  Thomas  Blanchard, 
January  20thj  1820,  for  "  a  machine  for  turning  and  cutting 
irregular  forms."  The  history  of  tlie  patent  and  a  copy  of 
its  specification  are  set  forth  in  1  Blatchford'^ a  C,  C.  H,  258, 
259,  261  to  269. 

This  action  was  brought  upon  an  extension  of  the  patent 
granted  by  Congress  by  special  Act,  passed  Februaiy  15th, 
1847,  (9  U.  S.  Stat  at  Large^  Private  Acts,  36,)  for  fourteen 
years  from  January  20th,  1848. 


Nelson,  J.,  in  charging  the  jury,  remarked  as  follows : 
Ab  regards  the  several  renewals  of  Mr.  Blanchard's  patent 
by  Acts  of  Congress,  some  reflections  have  been  indulged  in 
by  the  learned  counsel  for  the  defendants,  by  way  of  preju- 
dice to  the  patentee's  claim,  on  account  of  the  length  of  time 
for  which  his  invention  has  been  secured  to  him.  It  is,  there- 
fore, proper  to  say  that,  so  far  as  the  Court  and  jury  are  con- 
cerned, those  Acts  must  be  regarded  as  having  been  properly 
passed.  Independently  of  the  discretion  that  Congress  may 
exercise  in  respect  to  any  particular  patent,  the  statute  pro- 
vides, and  such  is  the  practice  of  the  Patent  Office  under  it, 
that  if  a  patentee,  near  the  expiration  of  the  term  of  his 
patent,  can  satisfy  the  Commissioner  of  Patents  that  he  has 
not  been  remunerated  by  the  profits  of  his  invention,  over 
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and  above  the  losses  and  expenses  incurred  and  the  time 
bestowed  upon  the  subject,  it  is  the  duty  of  that  officer  to 
extend  the  term,  so  as  to  enable  the  inventor  to  derive,  from 
the  sale  of  his  invention,  a  reasonable  compensation  for  his 
genius  and  his  labor ;  and  it  is  very  probable  that,  in  view 
of  these  considerations,  founded  upon  the  case  presented  by 
Mr.  Blanchard,  Congress  became  satisfied  that  it  was  fit  and 
proper  that  his  patent  should  be  continued.  Verj'  likely  the 
great  litigation  to  which  tlie  patent  has  been  subjected,  and 
the  enormous  expenses  necessarily  attending  suits  of  the 
description  of  the  one  now  before  you,  satisfied  that  body 
that  Mr.  Blanchard  had  not  been  reasonably  compensated 
for  the  great  benefit  his  invention  had  conferred  upon  the 
coimtry,  and  they  therefore  deemed  it  their  duty  to  prolong 
the  term. 

The  patent  is  for  an  improvement  in  a  machine  for  cutting, 
out  of  wood  or  other  materials,  irregular  forms,  such  as  gun- 
stocks,  axe-handles,  shoe-lasts  and  other  articles  requiring 
irregular  forms  in  their  construction  and  use.  The  firet  thing 
to  inquire  into  and  ascertain  and  settle  in  your  minds  is,  tlie 
thing  invented,  so  as  to  enable  you  to  determine,  when  ex- 
amining the  machine  of  the  defendants,  whetlier  or  not  that 
machine  is  an  infringement,  or,  in  other  words,  embodies  the 
same  ideas  in  its  arrangement.  You  must  first  comprehend 
the  discovery  made  by  Blanchard,  for,  until  you  comprehend 
that,  you  will  not  be  able,  upon  examining  the  machine  of 
the  defendants,  to  determine  whether  or  not  tliat  machine  is 
substantially  the  same  invention,  embodying  the  same  princi- 
ple which  was  discovered  by  Blanchard  and  embodied  in  his 
machine. 

I  do  not  intend  to  take  up  much  of  your  time  in  going 
over  the  description  givQii  by  Blanchard  in  his  specification. 
The  subject  is  not  new  in  this  Court,  as  the  patent  has  un- 
fortunately been  one  of  much  litigation.  The  firet  pait  of 
the  specification  is  devoted  to  a  description  of  the  various 
parts  which  constitute  the  organized  machine,  so  as  to  enable 
a  mechanic  of  ordinary  skill  and  intelligence  to  construct  a 
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machine.  Under  the  second  head  in  his  specification,  the 
patentee  explains  the  principle  embodied  in  his  machine,  in 
other  words,  the  novel  characteristics  or  inventive  elements 
of  the  machine,  by  which  he  claims  it  to  be  distinguished 
from  all  previous  machines  then  in  existence ;  and,  in  the 
conclusion  of  that  head,  it  is  stated  that,  as  to  the  mechanical 
powers  by  which  the  movements  of  his  machine  are  obtained, 
he  claims  nothing  new.  These  movements,  he  says,  may  be 
effected  by  the  application  of  various  powei-s  which  would  be 
furnished  by  a  skilful  mechanic  when  called  upon  for  that 
purpose.  Xeither  does  he  claim  as  new  the  cutter-wheel,  or 
the  friction-wheel,  or  the  guide-wheel,  or  the  model,  sepa- 
rately or  in  the  abstract.  All  these  are  common  property, 
and  anybody  may  use  them.  But  he  claims,  as  his  invention, 
the  method  or  mode  of  operation  in  the  abstract,  as  explained 
in  the  second  article,  whereby  an  infinite  variety  of  irregular 
forms  may  be  cut  or  produced. 

The  principle  or  inventive  element  to  be  found  in  this  ma- 
chine is  this :  It  is  the  cutting  or  turning  of  any  given 
article  of  an  irregular  form  longitudinally  and  transversely, 
by  one  joint  operation.  This  is  the  novel  idea  struck  out  by 
Blanchard  in  1820,  and  whixjh  he  embodied  in  a  practical 
working  machine,  which,  as  it  has  been  shown,  produces 
almost  every  variety  of  irregular  form  in  the  way  mentioned. 
It  has  been  suggested  that  this  was  no  very  great  discoverj^ 
after  the  existing  state  of  the  arts  in  that  branch  of  knowl- 
edge. Yet  it  is  historically  true  that,  although  we  were  in 
the  beginning  of  the  nineteenth  century,  no  person  had  dis- 
covered that  idea ;  or,  if  it  had  been  discovered,  no  person, 
down  to  that  time,  had  em.bodied  it  in  a  practical  machine. 
There  had  been  machines  for  cutting  irregular  figures  or 
forms  transversely  alone,  and  there  had  also  been  machines 
for  cutting  irregular  forms  laterally  or  lengthwise.  All  tliese 
had  already  been  discovered  and  had  already  been  produced ; 
but  the  idea  of  cutting  such  forms  both  longitudinally  and 
transversely,  by  a  joint  operation,  had  never  been  discovered. 
That  is  tlie  idea  whch  occurred  to  Blanchard,  and  which  has 
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produced  the  extraordinary  results  that  have  been  disclosed 
in  the  course  of  this  trial.  It  is  not  surprisinor,  therefore, 
that  the  Government  and  tlie  country  should  have  been  kind 
to  one  of  whom  it  may  well  be  proud  ;  because,  the  very  first 
application  of  this  discovery,  tlie  fruits  of  his  genius,  was  for 
the  benefit  of  that  Goveriunent,  namely,  in  manufacturing 
the  gun-stock,  which,  down  to  that  time,  had  been  made  by 
hand,  and  which  has  since  been  made  by  his  machine. 

It  will  be  found,  on  looking  at  the  description  of  this  in- 
vention, contained  in  the  patent,  as  well  as  by  an  examination 
of  the  organized  machine,  that  this  idea,  which  first  occurred 
to  Blanchard,  has  been  embodied  in  a  practical  machine, 
which  he  has  perfected  by  experiment  and  practice.  The 
invention  consists  in  the  combination  of  four  instruments  in 
the  mode  pointed  out  in  the  patent,  by  which  the  machine 
cuts  irregular  forms  longitudinally  or  lengtliwise,  and  trans- 
versely or  crosswise,  by  a  joint  operation.  The  gun-stock, 
as  a  product  of  the  machine,  strikingly  exemplifies  this  com- 
bination. So  do  the  shoe-last,  the  wagon-spoke  and  the  axe- 
handle,  though  the  last  two  do  not  in  so  marked  and  distinct 
a  manner,  because  the  irregularities,  either  longitudinally  or 
transversely,  in  the  wagon-spoke  and  in  the  axe-handle,  are 
slight  compared  with  those  in  the  others,  as  is  obvious  upon  a 
slight  examination  of  the  different  instruments. 

I  had  intended  to  call  your  attention  somewhat  particularly 
to  the  two  old  machines  produced  on  the  part  of  the  defend- 
ants, as  it  was  supposed  that  the  originality  of  Blanchard's 
discovery  was  intended  to  be  contested.  I  was  aware  that, 
upon  some  previous  trials,  these  machines  had  been  used  and 
relied  on  with  that  view  by  the  defendants ;  but,  inasmuch  as 
it  has  been  stated  that  they  have  not  been  introduced  for  the 
purpose  of  contesting  the  originality  of  Blanchard's  inven- 
tion, I  shall  not  take  up  your  time  witli  them,  but  shall  assume 
that  he  is  tlie  inventor  of  this  combination,  and  is  entitled  not 
only  to  the  merit  of  it,  but  to  be  protected  in  the  enjoyment 
of  its  exclusive  use,  so  long  as  his  patent  continues. 

The  only  material  question,  therefore,  involved  in  the  case, 


SEPTEMBER,  1852.  415 


Blanchard  v.  Beers. 


for  the  consideration  of  either  the  Court  or  the  jury,  is, 
whether  or  not  the  machine  of  the  defendants  is  an  infringe- 
ment of  the  plaintijBPs  patent — ^that  is,  whether  it  is  substan- 
tially the  same  or  substantially  different.  This  question  is 
often  one  of  great  difficulty,  and  is  usually  the  most  embar- 
rassing question  involved  in  the  trial  of  these  patent  cases. 
It  calls,  therefore,  for  patient  and  attentive  examination  and 
great  care  on  the  part  of  the  jury,  in  looking  into  the  evi- 
dence in  the  case,  and  into  the  several  machines  furnished  by 
the  parties  for  our  information. 

The  machine  of  Blanchard  embraces,  in  its  scope  and  oper- 
ation, the  cutting  of  almost  every  species  of  irregular  form, 
embracing  any  given  extent  of  irregularity  of  form,  as  you 
have  already  seen,  such  as  gun-stocks,  lasts,  &c.,  by  means  of 
the  application  of  the  combination  or  principle  which  he  has 
discovered ;  and  it  is  claimed,  on  the  part  of  the  plaintiff, 
that  the  defendants  have  appropriated  this  combination  or 
principle,  in  order  to  obtain  the  benefit  of  one  of  the  uses  of 
his  machine,  namely,  for  making  wagon-spokes.  This  raises 
the  particular  question  in  the  case  for  your  consideration. 

As  I  have  already  stated,  the  invention  of  Blanchard  con- 
sists in  the  combination  of  four  instruments,  the  model,  the 
rough  material,  tlie  tracer  or  fi-iction-wheel,  and  the  rotary 
cutter,  in  the  mode  he  has  particularly  described,  by  means 
of  which  the  machine  cuts  irregularities,  longitudinally  and 
transversely,  by  one  joint  operation.  This  combination  thus 
formed  may  be  and  is  applied  successfully  to  the  turning  of 
wagon-spokes  ;  and  it  is  insisted  by  the  plaintiff,  that  the  de- 
fendants have  embodied  this  combination  in  their  machine, 
and  are,  by  means  of  it,  enabled  to  do  the  same  work.  If 
this  be  so,  they  have  infringed  upon  the  rights  of  Blanchard, 
although  their  machine  has  been  so  constructed  as  to  perform 
but  one  of  the  functions  of  Blanchard's.  For,  if  they  can 
appropriate  the  plaintiff's  combination  for  one  of  the  uses  or 
functions  of  his  machine,  because  it  is  performed  separately, 
another  person  may  appropriate  another  f imction,  and  so  on, 
until  there  is  nothing  embodied  in  his  machine  left  unappro- 
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priated.  The  question  then  comes  to  this :  Have  or  have  not 
the  defendants  incorporated  in  their  machine,  in  substance, 
the  combination  or  principle  of  Blanchard  ?  If  they  have, 
they  are  guilty  of  an  uifringement.  If  they  have  not,  they 
are  not  guilty. 

In  examining  a  machine,  "with  the  view  to  ascertain  wheth- 
er or  not  it  is  an  infringement  of  a  previous  one,  the  similar- 
ity or  dissimilarity  of  the  mechanical  construction  is  not  neces- 
sarily conclusive  or  controlling.  Its  structure  may  be  appa- 
rently very  similar  in  form,  and  yet  its  principle  and  operation 
and  result  may  be  very  diflFerent.  So,  on  the  other  hand,  its 
stnicture  and  appearance  may  be  very  different  to  the  eye 
and  in  point  of  fact,  and  yet  it  may,  in  reality  and  in  prin- 
ciple, be  the  same  as  the  pi-evious  machine.  The  mere  me- 
chanical  construction  and  fonn  of  a  machine  are  not,  there- 
fore, always  a  test  of  its  identity  or  want  of  identity,  and  it 
would  be  unsafe  for  "a  Court  or  a  jurj^  to  act  upon  the  idea 
that,  because  tAvo  machines  are  different  in  their  mechanical 
structure,  either  in  appearance  or  reality,  they  are  not  sub- 
stantially the  same.  The  principle  embodied  in  a  machine, 
and  which  gives  to  it  all  of  its  utility,  may  be  put  in  success- 
ful practical  operation  by  different  mechanical  contrivances, 
depending  more  upon  the  skill  of  the  mechanic  than  the 
genius  of  the  inventor.  Hence,  it  is  unsafe  to  rely  upon  the 
mere  difference  in  the  mechanical  construction.  The  sure 
test,  and  the  one  the  juiy  should  be  guided  by  in  all  cases  of 
this  kind  is,  whether  or  not  the  defendant's  machine,  (what- 
ever may  be  its  form  or  mechanical  construction,)  has  incor- 
porated within  it  the  principle  or  the  combination  or  the 
novel  ideas  which  constitute  the  improvement  to  be  found  in 
the  plaintiff's  machine.  If  it  does,  then,  no  matter  what 
mav  be  its  mechanical  construction  or  its  foiTn,  it  is  an  in- 
fringement — an  appropriation  of  the  ideas  of  another,  simply 
in  a  different  form.  You  will,  therefore,  in  view  of  this  con- 
sideration, examine  these  machines,  and  tlie  evidence  that 
has  been  produced  in  the  course  of  the  trial,  as  well  as  the 
opinions  of  the  experts,  given  to  aid  you  in  determining  the 
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character  of  the  machines,  and  ascertain  whether  or  not  the 
combination  or  principle  which  I  have  stated  to  you  as  con- 
stituting the  invention  of  Blanchard  is  ^ound  incorporated 
substantially  in  the  machine  of  the  defendants— whether  you 
there  find  substantially  the  model,  the  rough  material,  the 
tracer  and  the  cutter,  by  the  means  and  combination  of  which 
a  wagon-spoke  of  irregular  form,  longitudinally  or  trans- 
versely, is  produced  by  one  joint  operation.  The  plaintiff 
claims  that  this  combination — this  new  idea — is  incorporated 
in  the  defendants'  machine  and  gives  to  it  its  useful  effect  in 
manufacturing  wagon-spokes. 

Coming  down  more  closely  to  the  point  in  controversy  be- 
tween the  parties,  it  will  be  seen  th^  the  question  is  even 
more  narrow  than  the  one  I  have  already  stated.     It  is, 
whether  or  not  the  defendants'  machine  embraces  the  combi- 
nation or  principle  by  which  the  irregular  form  of  the  spoke 
is  cut  longitudinally  and  transversely  by  one  joint  operation. 
They  insist  that  they  do  not  use  the  same  means  as  Blanchard, 
either  formally  or  substantially,  for  the  purpose  of  producing 
this  irregular  form  longitudinally  ;  and  they  deny  that  there 
is  any  such  operation  as  a  longitudinal  cut  upon  their  spoke, 
in  the  operation  of  the  machine.     You  have  before  you  the 
products  of  both  machines.     That  this  irregular  form  length- 
wise is  impressed  upon  the  spokes  which  the  defendants  man- 
ufacture, is  certain ;  and  the  question  is,  whether  or  not  this 
form  is  produced  by  substantially  the  same  principle  or  the 
same  combination  as  that  used  by  Blanchard.     The  defend- 
ants claim  that  they  do  not  use  the  same  combination,  that 
they  do  not  use  a  model,  and  that  they  have  discovered  new 
and  differeflit  means  for  accomplishing  this  purpose,  namely, 
an  arrangement  of  cutters,  and  the  use  of  cams  and  a  tracer 
on  the  rail  upon  which  the  vibratory  lathe  containing  the 
rough  material  is  moved  from  one  stage  of   cutting  to  the 
other,  so  that  the  rough  material  may  approach  to  or  recede 
from  the  cutters  fsom  one  end  to  the  other.     This  combina- 
tion is  claimed  to  be  substantially  different  from  the  combi- 
nation used  by  the  plaintiff. 
27 
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It  is  material,  at  this  stage  of  the  case,  to  recall  your  atten- 
tion to,  a  principle  already  stated,  namely,  that  whether  or 
not  the  one  machine  is  an  infringement  of  the  other  does  not 
necessarily  depend  upon  whether  their  mechanical  structures 
are  diflFerent.  But  the  question  is,  whetlier  (whatever  may 
be  the  mechanical  construction)  the  later  machine  contains 
the  means  or  combination  found  in  the  previous  machine — 
whether,  taking  the  structure  as  you  find  it,  you  see  the  new 
idea  embodied  in  it.  If  the  combination  of  Blanchard  is 
found  substantially  incorporated  in  the  defendants'  machine, 
then  its  mechanical  construction,  whatever  it  may  be,  is,  as 
matter  of  law,  but  an  equivalent  for  the  mechanical  con- 
struction of  Blanchard's  machine.  No  man  can  appropriate 
the  benefit  of  the  new  fdeas  which  another  has  originated  and 
put  into  practical  use,  because  he  may  have  been  enabled,  by 
superior  mechanical  skill,  to  embody  them  in  a  form  different 
in  appearance  or  different  in  reality.  For,  although  he  may 
not  have  preserved  the  exterior  appearance  of  the  previous 
machine,  he  may  have  appropriated  the  ideas  which  give  to  it 
all  its  value. 

Undoubtedly,  in  the  construction  of  a  machine  for  the 
purpose  of  producing  one  of  the  functions  or  results  of  the 
plaintiff's  machine,  there  may  be  very  great  departures  from 
it,  and  still  the  new  machine  may  contain  his  principle  of 
operation.  Ilis  machine  is  constructed  to  cut  almost  every 
variety  of  irregular  forms,  and  hence,  from  necessity,  there 
must  be  a  single  and  narrow  knife  or  cutter,  to  enable  him  to 
cut  the  minuter  sinuosities  of  the  article  required,  such,  for 
instance,  as  the  shoe-last  or  the  human  face.  A  tool  used  in 
Blanchard's  machine  for  the  purpose  of  cutting  the  last  or 
the  human  face,  or  any  other  exceedingly  irregular  surface 
or  foiTU,  must  be  small,  and,  when  it  is  used  for  all  purposes, 
as  it  is  in  the  original  machine  of  Blanchard,  of  course,  in 
cutting  irregular  forms  where  the  irregularities  are  small  and 
few,  the  cutting  must  be  comparatively  slow.  But,  when 
the' principle  of  Blanchard's  is  embodied  in  a  machine  con- 
structed for  and  applied  to  one  of  the  purposes  of  his,  such 
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as  making  spokes  or  axe-handles,  it  requires  no  great  observa- 
tion to  see  that  in  the  case  of  a  Blanchard  machine  so  made, 
to  accomplish  but  one  of  its  purposes,  and  where  the  irregu- 
larity is  simple  and  the  lines  diverge  longitudinally  but  little, 
it  would  not  be  necessary  to  use  the  narrow  knife  that  would 
be  necessary  to  cut  the  form  of  the  human  face  or  any  other 
very  irregular  body,  but  that  a  wider  one  might  be  used,  by 
which  the  work  could  be  done  more  readily.  Take,  for  in- 
stance, the  case  in  hand — ^the  idea  of  constructing  a  machine 
to  be  devoted  exclusively  to  the  cutting  of  wagon-spokes.  It 
is  clear  that  the  knife  might  be  made  broad  enough  to  cut 
the  principal  part  of  the  spoke  by  one  operation,  because  the 
irregularity  is  small  and  the  lines  are  nearly  straight;  and 
then  a  smaller  knife  might  be  used  for  the  purpose  of  finish- 
ing the  remainder  of  the  article. 

I  call  your  attention  to  this  consideration  because  it  is  un- 
fair, I  think,  to. take  Blanchard's  machine  constructed  for 
the  purpose  of  cutting  any  irregular  form,  however  great  the 
iiTegularity  may  be,  and  contrast  it  with  one  that  has  been 
made  for  the  purpose  of  performing  only  one  of  the  func- 
tions which  is  performed  by  Blanchard's.  The  machine  and 
the  tools  to  be  used,  when  the  object  is  to  cut  any  irregular 
form,  must  be  constructed  with  regard  to  the  minute  sinuosi- 
ties of  some  of  the  articles  that  it  may  be  necessary  to  make. 
It  is,  therefore,  unfair,  when  the  question  is  between  Blanch- 
ard's machine  thus  organized  and  a  machine  organized  for 
one  particular  purpose,  and  to  produce  one  particular  result 
of  Blanchard's  machine,  such  as  the  wagon-spoke,  to  hold 
that,  because  the  machine  organized  for  that  specific  purpose 
is  differently  constructed,  and  dissimilar  in  appearance,  and 
can  produce  the  particular  thing  more  rapidly,  it  therefore  ne- 
cessarily fails  to  embody  the  same  idea  or  combination.  We 
know  that  any  machine  constructed  to  accomplish  a  particu- 
lar object  or  purpose  may  be  often  materially  changed  from 
the  original  construction,  and  yet  do  the  work  very  well. 
There  are  mechanical  equivalents,  by  the  use  of  which  the  whole 
features  may  be  changed  and  a  great  departure  made  from 
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the  apparent  principle  and  combination  of  the  machine,  and 
yet  it  may  operate  well.  In  view  of  this  consideration,  it 
should  be  particularly  noticed  in  this  case,  that  the  defend- 
ants' machine  has  been  constructed  for  one  object — for  the 
purpose  of  turning  wagon-spokes  of  slight  irregularity  of 
form,  and,  therefore,  as  is  obvious,  may  admit  of  very  mate- 
rial changes  from  the  original  machine. 

It  will  be  proper,  therefore,  for  you  to  look  into  these  two 
machines,  and  see  whether  or  not  the  change  in  the  organiza- 
tion of  the  defendants'  machine  from  the  plaintiff's  might  not 
have  been  the  production  of  the  skill  of  a  mechanic  examin- 
ing and  studying  the  Blanchard  machine,  with  a  view  to  re- 
organize it  and  adapt  it  to  die  perfoimance  of  one  of  its 
functions,  namely,  producing  an  axe-handle  or  a  wagon-spoke. 
Because,  whenever  a  defendant  sets  up  that  he  has  substan- 
tially departed  from  the  existing  maohine,  so  as  to  avoid  the 
consequence  of  .  an  infringement,  it  is  necessary  that  he 
should  satisfy  the  Court  and  jury  that  his  departure  has  been 
such  as  involves  invention  and  not  mere  mechanical  skill,  in 
order  to  entitle  him  to  a  patent  for  the  discovery.  There 
must  be  .mind  and  inventive  genius  involved  in  it,  and  not 
the  mere  skill  of  the  workman. 

It  must  be  admitted,  that  the  machine  of  the  defendants 
does  cut  the  article  in  an  irregular  form  longitudinally  and 
transversely,  by  one  joint  operation.  There  is  an  irregidarity 
both  lengthwise  and  crosswise,  as  it  respects  the  two  first  sec- 
tions of  the  spoke,  and  the  question  is,  whether  or  not  the 
defendants  have  Used,  in  thus  cutting  the  spoke,  substantially 
the  means  and  combination  of  ideas  used  by  Blanchard  in  his 
machine  in  producing  the  same  article. 

These  views  present  all  that  I  mean  to  trouble  you  with 
upon  tlie  main  question  in  the  case.  As  to  the  fact  that  the 
defendants'  machine  can  cut  a  greater  number  of  spokes  in  a 
given  time  than  the  plaintiff's,  the  law  is  as  stated  by  the 
counsel  on  both  sides.  That  fact  may  be  taken  into  consider- 
ation in  examining  into  the  question  whether  or  not  the  prin- 
ciple or  combination  of  the  two  machines  is  substantially 
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the  same.  If  it  is,  then,  without  regard  to  the  result,  and 
although  a  greater  number  of  spokes  can  be  made  by  the  de- 
fendants' machine  in  a  given  time,  that  machine  would  still 
be  an  infringement.  This  superiority  is  sometimes  produced 
by  a  superior  construction  of  the  machine  ;  or,  it  may  in  this 
case  be  the  result  of  making  one  adapted  exclusively  to  the 
accomplishment  of  one  of  the  purposes  of  Blanchard's ;  or, 
it  may  be  the  result  of  an  improvement  on  his  ;  but  this  will 
not  entitle  its  author  to  use  the  principle  or  combination  of 
Blanchard's. 

There  has  been  very  little  evidence,  in  the  course  of  the 
trial,  on  the  question  of  damages,  and  I  'presume  that  the 
counsel  on  both  sides  regard  the  main  question  in  the  case  as 
the  important  one. 


Charles  M.  Keller^  for  the  plaintiff. 
Roger  S.  Baldwin^  for  the  defendants. 


William  T.  Van  Zanbt  vs,  Hugh  Maxweu.. 

A  coUector  who  withholds  from  an  informer  the  proceeds  of  goods  condemned 
as  forfeited  for  a  bi-each  of  the  revenue  kws,  can,  when  sued  for  such  pro- 
ceeds, by  such  informer,  in  a  State  Court,  remove  the  action  by  certiorari  iuto 
a  Circuit  Ck)urt  of  the  United  States,  under  §  3  of  the  Act  of  March  2d,  18S8, 
(4  J7.  8,  Staf.  at  Large,  638.) 

Whether,  when  such  an. action  is  improperly  removed,  the  pkintiff  can,  upon  a 
motion,  have  it  remitted  to  the  State  Court,  quere, 

(Before  Nslson  and  Bisrrs,  JJ.,  Southern  District  of  New  York,  September 
1862.) 

The  plaintiff  bronght  an  action  in  the  Superior  Court  of 
the  city  of  New  York,  to  recover  the  sum  of  $1,750,  part  of 
the  proceeds  of  merchandise  imported  from  a  foreign  coun- 
try into  the  port  of  New  York,  and  condemned  as  forfeited 
to  the  United  States  for  a  breach  of  the  revenue  laws,  and 
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which  sum  the  plaintifE  claimed  as  due  to  him  because  he 
was  the  informer  on  whose  information  the  goods  were  seized 
and  condemned.  The  defendant,  being  at  Ae  time  collector 
of  the  port,  brought  a  certioro/H^  piu^uant  to  the  provisions 
of  the  third  section  of  the  Act  of  Congress  of  March  2d, 
1833,  (4  U,  S.  Stat  at  Large^  633,)  upon, which  the  cause  and 
proceedings  were  removed  into  this  Court. 

The  plaintijBf  now  moved  for  a  remittitur  of  the  cause  to 
the  State  Comt,  for  want  of  jurisdiction  in  this  Court  over 
the  subject-matter,  insisting  that  the  action  was  against  the 
defendant  in  his  private  capacity,  for  withliolding  money  due 
to  the  plaintiff,  and  was  not  founded  on  any  act  of  the  de- 
fendant in  his  official  character  as  collector  of  the  port. 

Benjamin  F,  Butler^  for  the  plaintiff. 

J,  Prescott  RaU^  {District  Attorney^  and  William  M. 
Eva/rts^  for  the  defendant. 

Beits,  J.  The  defence  to  this  motion  is,  that  the  suit  is 
brought  against  the  defendant  for  acts  done  by  him  as  col- 
lector, and  is,  by  the  Act  of  Congress,  made  subject  to  the 
jurisdiction  of  this  Court.  An  objection  is  also  raised,  on 
the  part  of  the  defendant,  that  the  proceedings  by  the  plain- 
tiff are  irregular,  and  that  he  cannot  by  motion  apply  to  have 
the  case  remitted  to  the  State  Court.  We  do  not  consider  the 
point  of  practice  raised  by  this  latter  objection,  our  opinion 
upon  the  merits  being  in  favor  of  the  position  taken  by  the 
defendant. 

The  provisions  of  the  third  section  of  the  Act  of  March 
2d,  1833,  which  is  applicable  to  the  question  before  us,  are, 
"that  in  any  case  where  suit  or  prosecution  shall  be  com- 
menced in  a  Court  of  any  State,  against  any  officer  of  the  Uni- 
ted States  or  other  person,  for  or  on  account  of  any  act  done 
under  the  revenue  laws  of  the  United  States  or  under  color 
thereof,  or  for  or  on  account  of  any  right,  authority  or  title 
set  up  or  claimed  by  such  officer  or  othei*  person  under  any 


SEPTEMBER,  1852.  423 


Van  Zandt  v,  Miucwell. 


Buch  law  of  the  United  States,  it  shall  be  lawful  for  the  de- 
fendant in  such  suit  or  prosecution,  at  any  time  before  trial, 
upon  a  petition  to  the  Circuit  Court,"  to  have  certain  meas- 
ures taken  for  removing  the  case  to  that  Court,  and  that  then 
the  said  suit  or  prosecution  "  shall  be  deemed  and  taken  to  be 
moved  to  the  said  Circuit  Court,"  *&c. 

We  think  that  the  act  of  the  defendant  which  is  the  foun- 
dation of  this  suit  wafi  either  an  official  one  done  by  him  in 
the  character  of  collector,  under  the  revenue  laws,  by  decid- 
ing that  the  plaintiff  was  not  a  party  entitled  to  share  in  the 
forfeiture  claimed  by  him,  or  was,  under  the  alternative  in 
the  statute,  a  right,  authority  or  title  set  up  by  the  defend- 
ant, under  the  revenue  laws,  to  withhold  from  the  plaintiff 
the  distribution  of  the  forfeiture  and  to  dispose  of  it  other- 
wise. The  90th  section  of  the  revenue  Act  of  March  2d, 
1799,  (1  ZL  S,  Stat  at  Large^  696,)  directs  the  amounts  of 
sales  (deducting  charges)  of  all  ships  or  vessels,  goods,  wares 
or  merchandise  condemned  by  virtue  of  that  Act,  to  be  paid 
to  the  collector  of  the  District  in  which  the  seizure  or  for- 
feiture has  taken  place.  The  91st  section  {Id.  697)  directs 
the  disposition  of  forfeitures,  fines  and  penalties  by  the  col- 
lector, to  be  one-half  to  the  use  of  the  United  States,  to  be 
paid  into  the  Treasury,  the  other  moiety  to  be  divided  in 
equal  proportions  between  the  collector,  the  naval  officer  and 
the  surveyor  of  the  port,  provided  that  when  fines,  penalties 
or  forfeitures  shall  be  recovered  in  pursuance  of  information 
given  to  the  collector  by  any  person  other  than  tlie  naval 
officer  or  surveyor  of  the  District,  the  one-half  of  such  moiety 
shall  be  given  to  such  informer,  and  the  remainder  thereof 
shall  be  disposed  of  between  the  collector,  naval  officer  and 
surveyor,  in  manner  aforesaid. 

It  is  obvious,  upon  the  face  of  the  statute,  that  the  collec- 
tor takes  into  his  possession  the  moneys  derived  from  forfeit- 
ures, and  holds  and  disposes  of  them,  in  his  official  character 
alone.  He  acts  under  the  law,  or  assumes  to  act  under  it,  in 
determining  the  amount  receivable  by  himself,  the  naval 
officer  and  the  surveyor,  i^nd  in  making  distribution  thereof 
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according  to  such  determination,  no  less  than  in  receiving 
the  money  from  the  clerk  of  the  Court,  or  depositing  a  moiety 
of  it  in  the  Treasury  to  the  credit  of  the  United  States. 
Neither  the  United  States,  nor  the  naval  officer,  nor  the  sur- 
veyor would  be  legally  concluded  by  the  decision  or  act  of 
the  collector  in  respect  to  the  division  and  disposition  of  for- 
feitures, and  may  hold  him  responsible  for  any  misappropria- 
tion or  any  neglect  of  the  requirements  of  the  law.  Still, 
his  proceeding  under  the  Act  of  1799  will  have  been  official, 
and  must  be  reviewed  or  tried  according  to  the  provisions  of 
law  applicable  to  official  acts.  The  Act  of  March  2d,  1833, 
goes  still  further,  for  it  gives  the  character  of  official  acts  not 
only  to  things  actually  done  by  an  officer  of  the  United  States 
under  color  of  the  revenue  laws,  but  also  to  those  done 
under  a  claim  by  him  of  a  right  or  authority  derived  from 
those  laws. 

We  think  it  a  mistaken  view  of  the  position  of  the  collec- 
tor, to  regard  his  official  relation  to  the  proceeds  of  a  forfeit- 
ure as  ended  when  they  are  placed  in  liis  hands.  The  statute 
imposes  the  further  duty  on  him  to  make  disposition,  of  those 
proceeds  in  a  particular  manner,  and,  in  executing  that  duty 
in  one  way  or  another,  he  acts  under  the  autliority  of  the 
revenue  law,  whether  he  adopts  a  right  or  a  wrong  interpreta- 
tion of  it.  If  he  decides  that  an  informer  or  an  officer  of  a 
revenue  cutter  is  entitled  to  share  in  the  distribution,  the  naval 
officer  or  the  surveyor  prejudiced  by  that  decision  cannot 
assert  that  the  collector  has  proceeded  in  his  individual  capa- 
city only,  and  can  claim  no  protection  for  the  act  as  an 
official  one.  The  law  has  placed  the  fund  under  his  control 
in  his  official  character,  and  has  required  }iim  to  act  as  col- 
lector in  the  disposal  of  it.  Most  palpably  he  would,  in 
such  a  case,  be  deemed  to  have  acted  under  the  revenue  laws 
or  imder  color  thereof ;  or  would  be  held  to  set  up  or  claim 
a  right  or  authority  under  those  laws  to  have  so  acted.  No 
less  must  he  be  regarded  as  acting  upon  his  authority  jot 
right  as  collector,  in  determining  whether  the  plaintiff  was 
an  informer  and  entitled  to  demand  a  share  of  the  forfeiture 
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received  by  the  collector,  within  the  meaning  of  the  revenue 
laws. 

Nor  do  we  accede  to  the  argument  of  the  plaintiffs  coun- 
sel, that  the  defendant  cannot  transfer  this  cause  to  this 
Court  for  the  reason  that  he  is  sought  to  be  charged  in  it  as 
a  wrong-doer,  in  withholding  moneys  to  which  the  plaintiff 
has  a  legal  title.  That  doctrine  would  nullify  the  provisions 
of  Ae  Act  of  1833,  because,  in  every  case  of  prosecution 
against  a  collector  or  other  revenue  oflScer,  the  action  seeks  to 
charge  such  officer  with  a  personal  liability  for  acts  asserted 
to  have  been  done  wrongfully  and  without  authority  of  law. 
Especially  is  that  so  in  respect  to  the  collector,  when  he  is 
sued  to  recover  from  him  duties  levied  and  exacted  on  the 
importation  of  goods ;  for,  he  is  then  always  charged  as  a 
wrong-doer  for  having  obtained  and  withheld  moneys  belong- 
ing to  the  plaintiff,  and  which  he  had  no  right  to  demand  or 
detain.  • 

The  purpose  of  the  Act  of  1833  was  to  place  the  jurisdic- 
tion over  those  questions  between  individuals  and  revenue 
officers,  in  the  Circuit  Courts  of  the  United  States,  to  the 
exclusion  of  State  Courts,  and  we  think  the  present  case  is 
one  which  falls  directly  within  the  purview  of  that  statute. 

The  motion  is,  accordingly,  denied. 


George  B.  English 
The  Ocean  Steam  Navigation  Company. 

Where  goods  in  cases  are  shipped  bj  sea,  and,  on  being  opened,  after  deliyery, 
are  found  to  be  injured,  it  will,  in  an  action*  bj  the  owner  of  the  goods 
against  the  carrier,  to  recover  damages  for  the  injury,  be  presumed  that  they 
were  properly  packed,  in  a  fit  state  for  transportation,  by  the  manufacturer 
or  shipper,  unless  there  is  something  in  their  appearance  or  condition  to 
afford  ground  for  a  contrary  inference,  or  unless  some  evidence  to  that  effect 
is  given. 
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Engliwh  V.  The  Ocean  Steam  Navigation  Go. 

AQd  this  will  be  tho  presamptton,  although  the  bill  of  lading  contains  the  clause, 
"  weight,  contents  and  value  unknown.'' 

(Before  Nslson,  J.,  Southern  District  of  New  York,  October  Ist,  1852.) 

George  B.  English  filed  a  libel  in  personam^  in  the  Dis- 
trict Court,  against  the  Ocean  Steam  Navigation  Company, 
to  recover  for  damage  done  to  gloves,  ribbons,  &c.,  in  cases, 
shipped  by  one  of  their  steamers,  on  a  voyage  from  Havre  to 
New  York.  The  principal  question  in  the  case,  both  in  the 
Court  below  and  here,  was  one  of  fact — whether  the  injury 
to  the  goods  was  caused  by  dampness  and  heat  in  the  hold  of 
the  vessel,  occasioned  by  rough  weather  and  severe  storms  in 
the  course  of  the  voyage,  and  was  thus  within  the  exception, 
"  accidents  of  the  seas,"  in  the  bill  of  lading,  or  whether  it 
was  caused  by  the  excessive  heat  of  the  boiler,  and  want  of 
sufficient  ventilation  of  portions  of  the  lower  part  of  the 
vessel  occupied  by  the  cargo.  The  bill  of  lading  contained 
a  memorandum  at  the  foot,  "weight,  contents  and  value 
unknown."  The  District  Court  decreed  in  favor  of  the  libel- 
lant,  and  the  respondents  appealed  to  this  Court. 

Daniel  Lordy  for  the  libellant. 

Thomas  W.  Tucker^  for  the  respondents. 

Nelson,  J.  It  is  insisted,  on  the  part  of  the  respondents, 
that,  as  the  bill  of  lading  contains  the  usual  clause,  "  weight, 
contents  and  value  imknown,"  the  burden  lies  upon  the  libel- 
lant to  show,  in  the  first  instance,  that  the  goods  were  put  up 
in  the  cases,  by  the  manufacturer  or  shipper,  in  good  order 
and  condition ;  and  that,  in  the  absence  of  such  proof,  the 
Court  are  bound  to  presume  that  the  injury  to  the  goods 
arose  from  defects  existing  when  they  were  packed  for  ship- 
ment, or  which  occurred  previous  to  the  shipment.  The  law 
is  otherwise.  Unless  there  is  something  in  the  appearance 
or  condition  of  the  goods,  on  their  being  opened  after  de- 
livery, affording  gi'ouiid  for  reasonable  inference  that  they 
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were  improperly  packed,  or  packed  in  an  unfit  state  for  trans- 
portation, or  unless  some  evidence  to  that  effect  is  given,  the 
contrary  will  be  presumed.  {Cowen  cfe  HiWs  Notes  to  Phill. 
Ev.,  1439;  Price  v.  PoweU;  Z  Comst.  322;  Barrett  v. 
Rogers^  7  Mass.  297  ;   Olark  v.  Barnwell^  12  How,  272.) 

The  main  question  in  the  case  is  one  of  fact,  namely, 
whether  or  not  the  damage  was  occasioned  in  the  course  of 
the  voyage,  by  one  of  the  perils  of  the  navigation  within  the 
bill  of" lading;  and  I  am  quite  satisfied  with  the  conclusion 
arrived  at  upon  the  proofs  by  the  Court  below. 


Decree,  affirmed. 


The  Globe. 


The  extension  of  Admiralty  jurisdiction  to  the  lakes,  by  the  Act  of  February 
26th,  1845,  (5  (T.  8,  Stat,  at  Large^  726,)  did  not  take  away  the  concurrent 
remedy  which  existed  at  common  law,  and  which  is  to  be  sought  in  the  juris- 
prudence of  the  States,  and  usually  in  the  State  Courts. 

As  a  general  if  not  universal  rule,  in  order  to  bind  a  defendant,  or  to  confer  any 
rights  upon  a  plaintiff,  by  force  of  a  judgment  in  a  personal  action,  the  former 
must  be  served  with  notice  of  the  institution  of  the  suit,  so  that  he  may  have 
an  opportunity  to  appear  and  defend. 

But  a  proceeding  %n  rem  forms  an  exception  to  the  general  rule,  and  binds  the 
res  in  the  absence  of  any  personal  notice  to  the  party  interested. 

A  foreign  vessel  was  attached  by  a  proceeding  in  rem^  under  a  law  of  Ohio,  in  a 
Court  of  that  State,  for  repairs  made  and  supplies  funiished,  and  sold  upon  a 
judgment  duly  recovered  in  pursuance  of  such  attachment :  Beld^  that  the 
judgment  was  conclusive  upon  the  transfer  and  disposition  of  the  vessel,  in 
whatever  place  she  might  be  found,  and  upon  the  title  to  her,  by  whomsoever 
it  miglit  be  questioned,  and  whether  involved  directly  or  collaterally. 

Heldy  aUo^  that  this  was  especially  so  where  the  owner  of  the  vessel  at  the  time 
appeared  in  the  suit  in  the  Ohio  Court,  and  contested  the  proceedings 
throughout. 

The  case  of  the  Barque  Chusatiy  (2  Story,  455,)  commented  on  and  explained. 

The  rule  in  respect  to  maritime  liens  against  ves^iels  for  supplies  and  materials 
furnished  to  her  master  at  a  foreign  port  is,  that  the  party  first  instituting 
legal  proceedings  for  the  purpose  of  enforcing  his  claim  against  the  vessel,  is 
entitled  to  satisfaction  out  of  the  proceeds  of  her  sale. 
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The  true  meaning  of  a  maritime  lien  is,  that  it  renders  the  property  liable  to  the 
claim  without  a  previous  judgment  or  decree  of  the  Court  sequestering  or  con- 
demning it  or  establishing  the  demand,  as  at  common  law,  and  the  action  in 
rem  carries  it  into  effect.  • 

The  appropriation  of  the  property  to  that  eqd  becomes  absolute  and  exclu- 
sive on  suit  brought,  unless  superseded  by  some  pledge  or  lien  of  paramount 
order. 

The  first  action  by  which  the  property  is  seized  is  entitled  to  hold  it  as  against 
all  other  claims  of  no  higher  character. 

The  lien^  so  termed,  is,  in  reality,  only  a  privilege  to  arrest  the  vessel  for  the 
demand,  which,  of  itself,  constitutes  no  incumbrance  on  the  vessel,  and  be- 
comes such  only  by  virtue  of  an  actual  attachment  of  the  same. 

G.  filed  a  libel  in  rem  in  the  Admiralty  in  New  York,  under  the  Act  of  Febru- 
ary 2dth,  1845,  (6  U,  S.  Stat,  at  I^arge^  726,)  against  a  vessel,  to  recover  for 
supplies  and  materials  furnished  to  her  in  New  York,  as  a  foreign  vessel, 
owned  in  Michigan.  Before  the  filing  of  the  libel,  she  had  been  sold  in  Ohio 
upon  a  judgment  recovered  in  a  State  Court  in  Ohio,  for  supplies  and  mate> 
rials  furnished  to  her  by  C.  subsequently  to  the  time  when  G.  furnished  his 
supplies  and  materials.  The  Ohio  judgment  was  recovered  in  a  proceeding 
in  rem  against  the  vessel  by  attachment  under  a  law  of  Ohio,  she  being  then 
also  a  foreign  vessel,  owned  in  Michigan :  Held^  that  the  priority  of  time  in 
the  furnishing  of  the  supplies  and  materials  by  G.  gave  him  no  paramount 
lien  on  the  vessel  over  the  lien  of  C. 

(Before  Nklson,  J.,  Northern  District  of  New  York,  October,  1852.) 

William  H.  Glenny  filed  a  libel  in  rem^  in  lie  District 
Court,  against  the  steamboat  Globe,  to  recover  the  sum  of 
$445  49,  for  supplies  and  materials  furnished  to  said  steam- 
boat at  the  request  of  her  master,  at  the  port  of  Buffalo 
Creek,  in  the  Northern  District  of  New  York,  between  the 
13th  day  of  June,  1848,  and  the  10th  day  of  September, 
1849.  The  libel  was  filed  on  the  11th  of  May,  1850,  under 
the  Act  of  Congress  of  February  26th,  1845,  (5  U,  S.  Stat, 
at  Large^  726,)  extending  the  Admiralty  jurisdiction  in  cer- 
tain cases  to  the  lakes,  and  navigable  waters  connecting  the 
same.  The  Globe  was  a  foreign  vessel,  owned  and  registered 
at  Detroit,  in  the  State  of  Michigan,  from  befoi'e  the  13th  of 
June,  1848,  until  after  the  31st  of  December,  1849. 

The  claimant,  in  his  answer,  set  up  a  title  to  the  steamboat, 
derived  under  a  sale  of  it  by  execution  upon  certain  judg- 
ments recovered  in  February,  1850,  in  the  Superior  Court  of 
Cleveland,  in  the  State  of  Ohio,  which  sale  took  place  on  the 
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9th  of  March,  1850.  It  was  claimed  that  this  sale  extin- 
guished any  lien  which  the  libellant  might  otherwise  have 
had  upon  the  vessel. 

The  Ohio  judgments  were  j'ecovered  by  virtue  of  a  statute 
of  that  State,  passed  February  26th,  1840,  entitled  "  An  Act 
pro\'iding  for  the  collection  of  claims  against  steamboats  and 
other  water-craft,  and  authorizing  proceedings  against  the 
same  by  name,"  and  of  an  Act  explanatory  thereof,  passed 
February  24th,  1848.  These  Acts  pro\'ided,  that  steamboats 
and  other  water-craft  navigating  the  waters  within  or  border- 
ing upon  tlie  State,  should  be  liable  for  debts  contracted  on 
accoimt  thereof  by  the  master,  owner,  steward,  consignee  or 
other  agent,  for  materials,  supplies  or  labor  in  the  building, 
repairing,  furnishing  or  equipping  the  same  ;  that  any  person 
having  such  demand  might  proceed  against  the  owner  or 
owners,  or  inaster  of  such  craft,  or  against  the  craft  itself ; 
that,  when  suit  should  be  commenced  against  the  craft,  the 
plaintiff  should  file  his  precipe  to  that  effect,  naming  the 
ci-aft  or  giving  a  substantial  description  of  her,  and  w^ith  it 
a  bill  of  the  particulars  of  his  demand,  verified  by  affidavit ; 
that,  thereupon,  the  clerk  should  issue  a  warrant,  returnable 
as  other  writs,  directing  the  seizure  of  the  craft  and  the  de- 
tention of  the  same  until  discharged  by  due  course  of  law ; 
that  the  master,  owner,  steward,  consignee,  or  other  agent  of 
the  craft,  might  discharge  her  on  giving  security  that  she 
should  be  forthcoming  to  answer  the  judgment  under  the 
seizure ;  that,  on  the  return  of  the  writ,  proceedings  should 
be  had  as  in  other  cases  of  process  served  and  returned ;  that, 
after  judgment,  the  vessel  might  be  sold  upon  execution  to 
satisfy  the  judgment,  and  the  overplus,  if  any,  shoidd  be  paid 
over  to  the  owner,  master  or  agent,  as  in  other  cases  of  exe- 
cution ;  and  that  an  appeal,  as  in  other  cases,  might  be  taken 
from  any  judgment  rendered  against  the  vessel. 

The  Globe  was  seized  and  sold  in  Ohio,  in  the  due  course 
of  proceedings  against  her  under  these  statutes,  for  debts 
contracted  on  her  account  fof  repairs  made  and  materials, 
supplies,  &c.,  furnished  to  her  between  the  20th  of  Septem- 
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ber,  1849,  and  the  Slst  of  December,  1849.  She  was  pur- 
chased at  the  sale  by  one  Elisha  T.  Sterling,  the  highest  bid- 
der, for  the  sum  of  $14,000,  on  the  9th  of  March,  1850,  and, 
on  the  26th  of  April,  1850,  the  claimant  purchased  her  from 
Sterling  for  the  sum  of  $17,000. 

The  above  facts,  with  such  others  as  are  stated  in  the  opin- 
ion of  this  Court,  are  all  that  are  necessary  to  an  understand- 
ing of  the  case,  in  the  view  taken  of  it  by  the  Court. 

The  District  Court  pronounced  for  the  libellant,  and  the 
defendant  appealed  to  this  Court. 

Isaiah  T.  Williams,  for  the  libellant. 

William  IT,  Oreene  and  Solomon  G^  Haven,  for  the 
claimant. 

Nelson,  J.  The  extension  of  Admiraltj-^  jurisdiction  to  the 
lakes  by  the  Act  of  Congress  of  February  26th,  1845,  (5  U. 
S.  Stat  at  Large,  726,)  did  not  take  away  the  concurrent 
remedy  that  existed  at  common  law.  Indeed,  tliat  Act  saves, 
in  express  terms,  this  concurrent  remedy,  where  it  is  compe- 
tent, and  also  any  concurrent  remedy  which  may  be  given  by 
the  State  laws.  It  was  also  saved  by  tlie  general  Act  of 
1789,  conferring  exclusive  Admiralty  jurisdiction  upon  the 
District  Courts  of  the  United  States.  (1  U,  S.  Stat  at  Large, 
76,  77,  §  9 ;  ^eio  Jersey  Steam  Navigation  Co.  v.  Mer- 
chants^ Bank,  6  How.  344,  389,  390.) 

The  remedy  at  common  law  is  to  be  sought  in  the  juris- 
prudence of  the  States,  and  usually  in  the  Courts  of  the 
States.  It  may  be  administered  in  the  Federal  Courts  in 
cases  where  the  citizenship  or  residence  of  the  parties  enables 
those  Courts  to  entertain  the  jurisdiction.  {Act  of  September 
2Uh,  1789,  lU.S.  Stat  at  Large,  78,  79,  §  11.)  The  modes 
of  proceeding  in  pursuing  this  remedy  are  different  in  the 
different  States,  as  it  respects  both  the  commencement  of  the 
suit  and  the  steps  taken  in  conducting  it.  Undoubtedly,  as  a 
general  if  not  universal  rule,  in  order  to  bind  the  defendant, 
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or  to  confer  any  rights  upon  the  plaintiff,  by  force  of  the 
judgment,  in  any  personal  action,  the  former  must  be  served 
with  notice  of  the  institution  of  the  suit,  so  that  he  may 
have  an  opportunity  to  appear  and  defend.  But  a  proceed- 
ing in  rem  forms  an  exception  to  the  general  rule,  and  binds 
the  res  in  the  absence  of  any  personal  notice  to  the  party 
interested.  {Story's  Covjl,  of  La/ws,  ch.  14,  §  549,  and  ccbses 
cited^  and  ch.  15,  §§  592,  593 ;  BosweWs  Lessee  v.  Otis^  9 
How.  336.) 

There  can  be  no  doubt,  therefore,  that  the  judgments  in 
this  case,  acting  in  rem^  must  be  held  conclusive  upon  tlie 
transfer  and  disposition  of  the  vessel  in  question,  in  whatever 
place  she  may  be  found,  and  upon  the  title  to  her,  by  whom- 
soever it  may  be  questioned,  and  whether  involved  directly 
or  collaterally. 

The  case  of  The  Barqxie  C%usan\  (2  Story^  455,)  which 
was  referred  to  upon  the  argument,  contains  nothing  in  con- 
flict with  these  views.  That  was  tlie  case  of  a  libel  in  Mas- 
sachusetts, for  materials  furnished  in  the  port  of  New  York 
to  a  foreign  vessel ;  and  one  of  the  grounds  of  defence  was, 
that  the  statute  of  New  York  respecting  the  lien  of  a  mate- 
rial-man, provided  that  the  lien  should  cease  when  the  vessel 
left  the  State.  This  ground  of  defence  was  overruled  by 
Mr.  Justice  Story,  for  the  reason  that,  in  the  case  of  a  for- 
eign vessel,  tlie  lien  attached  by  force  of  the  maritime  law, 
which  entitled  the  party  to  come  into  a  Court  of  Admiralty 
to  enforce  it,  and  that  the  jurisdiction  of  the  Admiralty,  thus 
acquired,  could  not  be  taken  away  or  controlled  by  the  State 
law.  This  is  very  clear.  As  it  respects  foreign  vessels, 
the  jurisdiction  of  the  Admiralty  is  not  dependent  upon  the 
State  law,  but  upon  the  law  of  the  seas.  No  matter  what 
may  be  tlie  regulations  of  the  State  on  the  subject,  as  regards 
the  jurisdiction  of  her  own  Courts,  they  cannot  affect  that  of 
the  Admiralty ;  and  any  State  law  which  should  attempt  to 
control  the  Admiralty  jurisdiction  would  be  unconstitutional 
and  void. 

The  question,  what  would  be  the  effect  of  any  concurrent 
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remedy  given  by  the  State  law,  when  it  should  be  enforced 
against  the  vessel  by  a  Court  of  the  State,  was  not  involved 
in  the  case  of  The  Barque  Chusan^  nor  was  it  examined  by 
Judge  Story.  The  only  remark  made  by  him  in  that  case, 
from  which  an  inference  could  be  drawn  in  conflict  with  the 
views  I  have  expressed  in  this  case,  is,  that  the  statute  of 
New  York  would  be  unconstitutional  if  applied  to  foreign 
vessels.  But  that  remark  was  made  in  answer  to  the  ail- 
ment that  the  statute  controlled  the  jurisdiction  of  the  Admi- 
ralty ;  and,  in  that  view,  the  statute  would  have  been  uncon- 
stitutional. 

It  may  be  remarked,  however,  that  it  is  unnecessary  to 
place  the  decision  of  this  branch  of  the  case  upon  the  ground 
that  the  Ohio  judgments,  acting  in  r«m,  would  be  conclusive 
in  the  absence  of  any  personal  notice  to  the  party  interested, 
because  Eobinson,  the  owner  of  the  vessel  at  the  time,  ap- 
peared in  the  suits  in  the  Court  in  Ohio,  and  contested  the 
proceedings  throughout. 

These  views  dispose  of  the  case,  so  far  as  the  claims  of  the 
libellant  upon  the  vessel  are  concerned,  unless  the  fact  that 
his  supplies  and  materials  were  furnished  to  her  prior  to  the 
time  when  the  repairs  were  made  and  the  materials  furnished 
to  her  by  the  Ohio  creditors,  gives  him  a  lien  which,  in  judg- 
ment of  law,  overreaches  the  proceedings  and  judgments  in 
the  Ohio  Court,  and  which  he  is  entitled  to  enforce  in  the 
Admiralty. 

It  has  been  argued,  that  this  maritime  lien  against  a  vessel, 
for  supplies  and  materials  furnished  to  her  master  at  a 
foreign  port,  is  an  abiding  lien,  and  adheres  to  the  vessel, 
and  may  be  enforced  over  all  claims  of  a  like  nature  subse- 
quently accruing  in  the  course  of  her  employment  I  can- 
not assent  to  this  position.  On  the  contrary,  I  am  satisfied 
that  the  true  rule  upon  the  subject  is  that,  in  respect  to 
maritime  liens  of  this  description,  the  party  first  instituting 
l^al  proceedings,  for  the  purpose  of  enforcing  his  claim 
against  the  vessel,  is  entitled  to  satisfaction  out  of  the  pro- 
ceeds of  her  sale.     Upon  any  other  view,  the  vessel  would 
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aflFord  no  reasonable  security  to  the  merchant  in  making  ad- 
vances or  furnishing  the  necessary  supplies;  as,  for  aught 
he  could  know,  the  existing  clai^l8  against  her  might  exceed 
her  value.  It  is  apparent  that,  to  give  to  this  maritime  lien 
the  efficacy  claimed,  would  greatly  embarrass  and  obstruct 
the  commerce  and  navigation  of  the  country.  It  would  de- 
prive the  master,  in  distant  ports,  of  the  means  of  meet- 
ing the  exigencies  of  the  service,  because  the  vessel  would 
furnish  no  adequate  security  for  the  necessary  supplies  or 
repairs. 

The  question  has  been  the  subject  of  examination  by  the 
learned  District  Judge  for  the  Southern  District  of  New 
York.  In  a  case  which  came  before  him  in  1841,  he  held 
that  die  true  meaning  of  a  maritime  lien  was,  that  it  ren- 
dered the  property  liable  to.  the  claim  without  a  previous 
judgment,  or  decree  of  the  Court,  sequestering  or  condemn- 
ing it,  or  establishing  the  demand,  as  at  common  law,  and 
that  the  action  in  rem  carried  it  into  effect ;  that  the  appro- 
priation of  the  property  to  that  end  became  absolute  and 
exclusive  on  suit  brought,  unless  superseded  by  some  pledge 
or  lien  of  paramount  order ;  that  it  resulted  from  the  nature 
of  the  right  and  the  proceedings  to  enforce  it,  that  the  first 
action  by  which  the  property  was  seized  was  entitled  to  hold 
it  as  against  all  other  claims  of  no  higher  character ;  that  the 
•lien,  so  termed,  was,  in  reality,  only  a  privilege  to  aiTest  the 
vessel  for  the  demand,  which,  of  itself,  constituted  no  incum- 
brance on  the  vessel,  and  became  such  only  by  virtue  of  an 
actual  attachment  of  the  same.* 


•  The  case  referred  to  is  that  of  77m  Triumphy  in  the  District  Court  for  the 
Southern  District  of  New  York,  July  27th,  1841.  The  Teasel  having  been  sold 
under  a  decree  and  the  proceeds  paid  into  Court,  a  question  arose  as  to  the 
proper  distribution  of  the  proceeds,  they  being  insufficient  to  satisfy  all  the 
demands  preferred  against  them.  Various  libels  had  been  filed  against  the  ves- 
sel, and  thirteen  attachments  had  been  issued  and  served  upon  her  or  her  pro- 
ceeds, and  petitions  were  also  brought  in  by  other  parties  setting  up  claims  to  the 
fond  in  Court.  Suits  were  brought  by  different  seamen  on  the  same  voyage,  by 
seamen  on  different  voyages,  by  the  assignees  of  wages  of  seamen,  and  by 
28 
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I  concur  fully  in  this  view,  and,  therefore,  hold,  in  this 
case,  that  the  priority  of  time  in  the  furnishing  of  the  sup- 


material-men  for  labor,  supplies,  materials,  &c.  The  actioos  bj  the  material-men 
were  not  brought  in  the  order  of  time  in  which  their  debts  accrued. 

After  passing  upon  the  rights  of  the  respective  suitors  to  a  remedy  in  the 
Court,  and  in  the  form  of  procedure  adopted  by  them,  Bktts,  District  Judge, 
proceeded  as  follows : 

"  The  remaining  inquiry  relates  to  the  order  in  which  the  different  demands 
are  to  bo  satisfied  when  of  like  rank.  Are  they  to  be  paid  pro  rata,  or  does  the 
prosecuting  creditor  who  first  obtains  service  of  process  upon  the  property, 
acquire  a  right  to  the  first  satisfaction  ?  And,  if  any  of  the  demands  stand  in  a 
common  rank,  are  the  costs  attending  their  prosecution  entitled  to  preference  in 
payment  ? 

**  An  action  in  rem  stands  on  a  distinct  footing  from  a  salt  at  common  law  or 
in  Chancery.  The  thing  arrested  is  in  sequestration  to  satisfy  the  specific  demand 
thus  fastened  upon  it.  Whether  the  re«,  in  kind,  remains  in  Court,  in  the  cus- 
tody of  ttte  law,  to  the  termination  of  the  suit,  or  is  delivered  up  on  stipulation, 
itself  or  its  substitute  remains  subject  to  the  particular  claim,  and  is  detained  on 
that  alone.  The  moment  the  attaching  demand  is  satisfied,  the  thing  attached  is 
surrendered  by  the  Court,  and  nothing  short  of  another  attaching  process  wiU 
justify  its  longer  detention.  If  other  suits  are  instituted  after  the  property  is 
delivered  on  bail,  (that  bul,  according  to  our  practice,  responding  only  to  the 
particular  suit,)  most  manifestly  the  after-demands  could  not  be  attached  to  the 
fund  so  raised.  And,  if  the  property  Ls  not  yet  delivered  out  of  Court,  subse- 
quent arrests  of  it,  while  there  in  custody,  would  no  more  inure  to*  place  the 
subsequent  actions  on  nn  equality  with  the  one  holding  it  under  seizure,  than 
they  would  when  it  stood  released  on  bond  or  stipuhition. 

"  The  meaning  and  efficacy  of  a  maritime  lien  is,  that  it  renders  the  property, 
liable  to  the  claim  without  a  previous  judgment  or  decree  of  the  Court,  sequed- 
tering  or  condemning  it,  or  establishing  the  demand,  as  at  common  law,  and  the 
action  in  rem  carries  it  into  effect.  {In^raham  v.  PhUlips^  1  /><iy,  117 ;  Barber 
V.  Minturn^  Id.  186.)  Thus,  the  appropriation  of  the  re*  to  that  end  becomes 
absolute  and  exclusive  on  suit  brought,  unless  superseded  by  some  pledge  or  lien 
of  paramount  order ;  and  it  accoi'dingly  results,  from  the  nature  of  the  right 
and  the  proceedings  to  enforce  it,  that  the  first  action  which  seizes  the  property 
is  entitled  to  hold  it,  as  against  all  other  claims  of  no  higher  character,  {Gierke's 
Ptaxts,  tit.  44,  HjITs  Adm,  iV.,  89 ;  The  People  v.  Judges  of  New  York,  1 
Wend.  39.) 

"  The  lien,  so  termed,  is,  in  reality,  only  a  privilege  to  arrest  the  vessel  for  the 
debt,  which,  of  itself,  constitutes  no  incumbrance  on  the  vessel,  and  becomes  such 
only  by  virtue  of  an  actual  attachment.  {ffcUPa  Adm.  Pr.,  UL  44 ;  Abbott  on 
Shipaing,  part  2,  ch,  8,  142 ;  8  Kent's  Comm.^  169,  170 ;  T/ie  People  v.  Judges 
of  New  York,  1  Wend,  89.)  . 
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plies  and  materials  by  the  libellant  gave  him  no  paramount 
lien  on  the  vessel  over  the  liens  of  the  creditors  in  the  Ohio 
suits. 

The  error  of  the  learned  Judge  below  consisted,  I  think,  in 
holding :  1.  That  the  proceedings  and  judgments  in  the  Ohio 
Courts  were  void  on  account  of  the  absence  of  notice  to  the 
party  interested ;  and,  2.  That  the  lien  of  the  libellant  for 
the  supplies  and  materials  furnished  by  him  to  the  vessel  was 
paramount  and  overreached  the  judgments  and  sale  under 
the  laws  of  Ohio. 

The  decree  of  the  District  Court  must,  therefore,  be  re- 
versed, and  a  decree  be  entered  dismissing  the  libel,  with 
costs. 


The  United  States  vs.  Enoch  Reed. 

The  Judiciary  Act  of  September  24th,  1789,  (1  U.  S.  Siat.  at  Large,  88,  §  29,)- 
the  Act  of  May  18th,  1800,  (2  Id,  82,)  and  the  Act  of  July  20th,  1840,  (6  Id. 
894,)  adopt  the  State  regulationa  regpecting  the  procuremcBt  of  grand  and 
.  petit  jurors  to  serve  in  the  Federal  Courts,  and  apply  to  those  Courts  the  State 
regulations  respecting  the  qucdificati4iiM  and  the  exemptions  of  grand  aud  petit 
jurors. 

A  challenge  to  a  grand  juror  for  favor,  on  the  ground  that  ho  is  the  prosecutor  or 
complainant  upon  a  charge,  or  that  he  is  a  witness  on  the  part  of  the  prosecu- 
tion, and  has  been  subposnaed  or  been  bound  in  a  recognizance  as  such,  goes 
to  tlie  qualifieatioTu  of  the  juror. 

A  challenge  to  the  array  of  the  grand  jury  in  a  given  case,  on  the  ground  that 
they  have  been  selected,  summoned  and  returned  by  a  person  unfit  to  summbn 
an  indifferent  jury  in  the  case, 'touches  the  qualificaiianB  of  the  panel. 

Therefore,  State  regulations  respecting  such  challenges  are  applicable  in  the- 

'    fWeral  Courts. 


'*  Applying  these  principles  to  the  case  before  the  Court,  the  prosecuting  cred- 
itors, (except  seamen  suing  for  wages,)  are  to  be  satisfied  in  the  order  in  which 
the  warrants  of  arrest  were  served  upon  the  property,  whether  the  vessel  in  kind, 
or  her  proceeds  in  Court.  Each  action,  with  its  appropriate  costs,  comes-  upon 
the  fund  according  to  the  period  of  its  conmiencement.'* 
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Bat  peremptory  challenges  in  crimmal  cases  in  the  Federal  Courts  are  regulated 
by  the  common  law. 

The  absence  of  a  venire  for  the  summoning  of  a  grand  jury,  in  a  case  where  it  is 
required,  is  a  ground  of  challenge  to  the  array. 

Challenges  to  the  array  of  grand  jurors  arc  abolished  by  the  laws  of  New  York, 
and  are  consequently  also  abolished  in  the  Federal  Courts  in  New  York. 

But  still,  where  there  has  been  any  improper  conduct  on  the  part  of  the  officers 
employed  in  designating,  summoning  and  returning  the  grand  jury,  an  accused 
person  who  is  prejudiced  thereby  has  his  remedy  by  motion  to  the  Court  for 
relief. 

All  objections,  however,  to  the  proceedings  in  the  selection  and  surarooning  of 
grand  jurors,  over  and  beyond  the  right  of  challenge,  are  presented  to  the 
Court  for  the  exercise  of  its  sound  discretion,  and,  although  there  may  be 
technical  irrogularitiest,  it  will  not  interpose,  unless  satisfied  that  the  accused 
party  is  prejudiced  by  them. 

Under  the  Act  of  August  8th,  1846,  (9  U,  8.  SUit.  at  Large,  78,  §  8,)  providhig 
that  no  grand  jury  shall  be  summoned  in  the  Federal  Courts  except  upon  an 
order  for  a  venire,  to  be  made  by  a  Judge,  a  vtnire  should  be  issued  by  the 
clerk  of  the  Court,  in  pursuance  of  the  order. 

A  verbal  order  given  by  a  Judge  to  the  clerk  in  such  case  is  sufficient,  though  no 
order  be  filed  or  entered  of  record. 

The  oiyission  to  issue  a  venire  in  such  case,  if  a  ground  of  challenge  to  the  array, 
and  if  taken  advantage  of  at  the  proper  time,  is  fatal  to  the  panel. 

But,  if  not  a  ground  of  challenge,  or  if  the  time  for  making  the  challenge  be 
passed,  it  is  only  a  ground  for  a  motion  to  set  aside  the  panel  for  cause. 

The  mere  omission,  however,  to  issue  the  venire,  is  not  such  cause,  where  the 
application  is  addressed  to  the  sound  discretion  of  the  Court. 

By  the  law  of  New  York,  (2  R.  S,  724,  §§  27,  28,)  persons  "  held  to  answer," 
that  Is,  arrested  and  held  to  bail  to  appear  at  the  term  of  I  he  Court  at  which 
the  grand  jury  attends,  to  answer  such  compldnts  as  may  be  presented  against 
them,  are  the  only  persons  who  can  challenge  either  the  array  of  grand  jurors, 
or  the  individual  grand  jurors  for  favor. 

Where  a  party  appeals  to  the  sound  discretion  of  the  Court  to  set  aside  an  in- 
dictment for  irregularities  iu  drawing  or  summoning  the  grand  jury,  he  must 
implicate  the  good  faith  of  the  officers  concerned  in  discharging  those  duties. 

Those  officers,  in  New  York,  are  bound  to  use  the  State  boxes  and  the  State  bal- 
lots in  drawing  grand  jurors,  as  the  same  are  furnished  to  them  by  the  State 
officers,  and  have  no  right  to  change  or  alter  either. 

It  is  the  uniform  practice,  in  the  Federal  and  State  Courts,  for  the  clerk  and 
assistant  of  the  District  Attorney  to  attend  tlie  grand  jury  and  assist  in  investi- 
gating the  accusations  presented  before  them.  That  practice  must  be  regarded 
as  settled ;  but  any  abuse  or  improper  conduct  on  the  part  of  any  person 
admitted  to  the  grand  jury,  will  be  investigated  by  the  Court 

The  Court  has  no  power  to  inquire  into  the  mode  in  which  the  examination  of 
witnesses  was  conducted  before  the  grand  jury,  for  the  purpose  of  invalidating 
an  indictment.^ 
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It  will  inquire,  howeyer,  into  the  manner  of  svrearlDg  the  witnesses,  when  they 
are  swom  In  open  Court,  and  into  the  competency  of  the  evidence,  whether 
oral  or  documentary,  and  into  the  manner  of  authenticadog  the  latter  species 
of  eyideooe. 

Where  witnesses  before  a  grand  jury  are  testifying  in  regard  to  facts  about  which 
they  have  previously  made  ex  parte  affidavits,  it  is  not  improper  for  them  to 
consult  those  affidavits,  to  refresh  their  recollection ;  nor  is  there  any  objection 
to  their  swearing  that  certain  facts,  of  which,  they  have  previously  made  state- 
ments on  paper,  are  true. 

Evidence  before^a  grand  jury  must  be  competent  legal  evidence,  such  as  is  legiti- 
mate and  proper  before  a  petit  jury. 

On  a  criminal  charge  against  several  persons,  for  a  participation  in  the  rescue 
of  a  person  from  the  hands  of  a  public  officer  who  held  him  in  custody,  the 
witnesses  who  were  to  testify  before  the  grand  jury  were  swom  in  open 
Court  in  the  following  manner :  The  clerk  of  the  Court  was  furnished  with 
a  general  description  of  the  persons  accused — The  United  Statet  v.  M,  8,  and 
others — and  then  administered  to  the  witnesses  this  oath :  "  You,  and  each 
of  you,  do  severally  solemnly  swear,  that  the  evidence  you  shall  give  to  the 
grand  inquest  touching  charges  against  M.  S.,  and  others,  concerning  which 
you  shall  be  interrogated,  shall  be  tlie  truth,  the  whole  truth,  and  nothing  but 
the  truth.  So  help  you  God."  Upon  the  testimony  given  under  this  oath, 
twenty-four  bills  of  indictment  were  found  against  twenty-four  different  per- 
sons, one  against  each.  No  indictment  was  found  against  **  M.  S.  and  others," 
nor  was  any  indictment  found  against  any  two  persons  jointly.  On  a  motion 
by  £.  R.,  the  defendant  in  one  of  the  indictments,  to  quash  it,  on  the 
ground  that  the  oath  was  void  as  to  him :  Held^  that  the  oath  was  free  from 
objection. 

A  general  oath  to  give  evidence  touching  criminar  charges  to  be  laid  before 
the  grand  jury,  without  reference  to  any  particular  person,  is  unobjection- 
able. 

If  the  oath  embraces  one  or  more  persons  by  name,'whose  cases  are  about  to  be 
laid  before  the  grand  jury,  and  in  respect  to  which  the  oath  is  administered,  and 
nothing  more,  evidence  cannot  be  given  under  it  in  support  of  any  uccusation 
against  others. 

The  Court  has  no  power  to  revise  the  judgment  of  a  grand  jury  upon  the  evi- 
dence, for  the  purpose  of  determining  whether  or  not  the  finding  was  founded 
upon  sufficient  proof,  or  whether  there  was  a  deficiency  in  respect  to  any  part 
of  the  complaint. 

When,  under  §  6  of  the  Act  of  September  18th,  1850,  (9  CT.  &  8fat,  at  Lar^, 
468,)  known  as  the  Fugitive  Slave  Aet^  a  warrant  is  issued  by  competent 
authority,  that  is  sufficient  to  justify  the  arrest  and  detention  of  the  fugitive 
until  he  is  discharged  by  due  course  of  law,  and  any  person  concerned  in 
rescuing  or  attempting  to  rescue  such  fugitive  out  of  the  custody  of  the  law, 
subjects  himself  to  the  penalties  of  the  Act. 

(Before  Nklson  and  Hall,  JJ.,  Northern  District  of  New  York,  October,  1862.) 
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This  was  a  motion  to  quash  an  indictment  found  in  the 
District  Court  at  Buffalo,  in  November,  1851,  and  transmit- 
ted to  this  Court.  The  indictment  was  foimded  upon  the  7th 
section  of  the  Act  of  Congress  of  September  18th,  1850, 
(9  U.  S.  Stat,  at  Large^  ^64,)  commonly  called  the  Fugitive 
Slave  Actj  and  the  alleged  offence  consisted  in  rescuing  from 
tlie  custody  of  the  United  States  marshal,  at  Syracuse,  Jerry, 
a  person  lawfully  in  his  custody  under  that  Act,  its  a  fugitive 
from  service  or  labor.  The  indictment  contained  two  classes 
of  counts — one  averring  that  the  person  rescued  was  held  to 
^  service  or  labor  in  the  State  of  Missouri,  and  was  a  fugitive 
from  such  service,  and,  as  such,  in  the  lawful  custody  of  the 
marshal  when  the  rescue  took  place — and  the  other  averring 
that  the  person  rescued  was  an  alleged  fugitive  from  service 
or  labor,  and  was,  at  the  time  of  the  rescue,  in  the  custody  of 
the  marshal,  under  a  warrant  duly  issued  by  a  United  States 
Commissioner  under  said  Act,  he  having  jurisdiction  of  the 
case,  and  proceedings  being  in  progress  before  him  under 
said  warrant,  to  determine  whether  the  person  rescued  was 
such  fugitive  or  not. 

The  motion  was  founded  upon  affidavits,  and  affidavits 
were  read  in  opposition.  The  defendant  had  not  pleaded, 
but  was  now  brought  into  Court  for  the  first  time,  and  ar- 
raigned, nor  had  he  been  arrested,  or  held  to  answer  in  any 
way,  before  the  indictment  was  found. 

Davi/i  D,  HHZiSy  for  the  defendant,  stated  two  general 
grounds  for  the  motion :  I.  Irregularities  in  obtaining  the 
grand  jury  by  which  the  indictment  was  found.  II.  Iiregu- 
larities  in  the  proceedings  by  and  before  the  grand  jury, 
after  they  were  impanelled.  Under  the  first  point  he  was 
proceeding  to  urge:  1st.  That  there  were  irregularities  on 
the  part  of  the  deputy  raarahal  at  Buffalo,  in  drawing  the 
grand  jury ;  2d.  That  one  of  the  grand  jurors  was  a  volun- 
teer, not  having  been  summoned  by  the  deputy  marshal ;  3d. 
That  no  order  was  made  by  the  District  Judge  for  a  venire 
to  summon  the  grand  jurj^,  as  required  by  the  3d  section  of 
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the  Act  of  Congress  of  August  8th,  1846,  (9  U,  S.  Stat,  at 
Large^  73 ;)  4th.  That  no  venire  or  precept  was  issued  by 
the  clerk  of  the  Court  to  the  marshal,  authorizing  him  to 
summon  the  grand  jury. 

Nelson,  J.  A  preliminary  question  suggests  itself  in  this 
case,  whether  the  provisions  of  the  Revised  Statutes  of  New 
York,  (2  R.  S.  724,  §§  27,  28,)  prescribing  the  objections  that 
may  be  taken  to  the  organization  of  grand  juries,  are  not 
binding  oA  this  Court,  and  whether,  under  those  provisions, 
we  are  not  precluded  from  looking  into  the  objections  which 
are  raised.  The  Act  of  Congress  of  July  20th,  1840,  (5  U. 
S,  Stat  at  Large^  394,)  is  the  Act  now  in  force  regulating  the 
drawing  and  impanelling  of  grand  and  petit  juries  in  the* 
Federal  Courts.  That  Act  adopts  the  State  regulations,  not 
only  those  existing  when  the  Act  was  passed,  but  any  changes 
that  might  be  thereafter  made  by  the  State  in  the  mode  of 
selecting  and  impanelling  juries.  That  Act  also  authorizes 
the  Federal  Courts  to  adopt  the  State  regulations  by  mile,  so 
far  as  it  may  be  pmcticable  to  do  so.  And  a  rule  (46)  has 
been  made  by  the  District  Court  for  this  District,  under 
that  Act,  adopting  the  regulations  of  the  Eevised  Statutes, 
as  respects  the  organization  of  grand  and  petit  juries.  The 
State  law  regulates  the  length  of  notice  required  for  draw- 
ing grand  jurors,  the  notice  necessary  in  summoning  them, 
their  qualifications,  and  the  numbers  necessary  to  consti- 
tute a  quoinim  for  business,  and  to  find  a  bill.  For  regu- 
lations as  to  these  matters  in  the  Federal  Courts,  we  must 
look  into  the  Revised  Statutes.  There,  also,  we  find  that 
the  Legislature  has  limited  the  objections  that  may  be  taken 
to  grand  jurors,  either  to  the  array,  or  to  any  particular 
member.  We  desire  the  counsel  to  turn  his  attention  to  the 
point  suggested,  because,  if  we  take  the  Revised  Statutes 
as  a  guide  in  determining  what  objections  may  be  looked 
into,  the  necessity  of  examining  those  now  raised  may  be 
superseded.  It  is,  therefore,  proper  to  inquire  whether  we 
can  go  behind  the  indictment,  and  entertain  objections  to 
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the  organization  of  the  grand  jury  beyond  those  which  are 
prescribed  by  the  State  regulations. 

Hillia  read  the  sections  of  the  Eevised  Statutes  referred 
to,  (2  72.  S.  724,  §§  27,  28.) 

"  §  27.  A  person  held  to  answer  to  any  criminal  charge 
may  object  to  the  competency  of  any  one  summoned  to  serve 
as  a  grand  juror,  before  he  is  sworn,  on  the  ground  that  he  is 
the  prosecutor  or  complainant  upon  any  charge  against  such 
person,  or  that  he  is  a  witness  on  the  part  of  the  prosecution, 
and  has  been  subpoenaed  or  been  bound  in  a  recognizance  as 
such ;  and,  if  such  objection  be  established,  the  person  so 
simimoned  shall  be  set  aside. 

"  §  28.  No  challenge  to  the  array  of  grand  jurors,  or  to  any 
person  summoned  to  serve  as  a  grand  juror,  shall  be  allowed 
in  any  other  cases  than  such  as  are  specified  in  the  last  sec- 
tion." 

By  the  law  of  New  York,  certain  preliminary  notices  are 
necessary  in  getting  together  a  grand  jury.  Can  these  notices 
be  entirely  dispensed  with,  and  a  mere  voluntary  body  come 
together  as  a  grand  jury,  and  yet  no  objection  be  afterwards 
made  by  a  party  indicted  by  such  body  ?  Suppose  the  case 
of  a  grand  jury  not  drawn  at  all,  but  admitted  to  have  been 
packed.  Can  a  man  indicted  by  it  be  cut  off,  by  the  provis- 
ions of  the  Revised  Statutes,  from  raising  the  objection  ? 

In  the  present  case,  a  man  served  on  the  grand  jury  who 
was  not  sununoned,  and  there  was  no  order  made  by  the  Dis- 
trict Judge  for  a  venire^  and  no  venire  issued  to  tlie  marshal 
to  summon  the  jury.  The  defendant  had  no  notice  of  these 
irregularities  before  he  was  indicted.  lie  was  not  bound 
over  before  indictment,  and  he  now  appears  in  Court  for  the 
first  time,  and  is  arraigned.  Is  it  a  suflicient  answer  to  his 
objections  to  say,  that  he  might  have  objected  to  any  indi- 
vidual grand  juror  on  the  ground  that  he  was  a  witness  or 
prosecutor,  and  that,  not  having  been  present  to  challenge 
for  those  prescribed  causes,  he  cannot  now  object  for  any 
others  ?    If  we  are  bound  by  the  statute,  a  jury  might  be 
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packed,  because  that  is  no  ground  of  challenge  under  the 
statute ;  or  half  of  the  jury  might  be  volunteers,  instead  of 
the  jury  being,  as  Ch.  J.  Marshall,  in  Burr's  case,  said  it 
must  be,  tlie  jury  summoned  ;  or  less  than  the  legal  number 
of  jurors  might  be  impanelled.  [Nelson,  J.  How  far  the 
Kevised  Statutes  go  upon  the  point  of  precluding  objections 
other  than  those  specified  in  the  statute  itself,  is  a  question 
we  desire  to  hear  discussed.  Are  we  tied  down  to  the  irregu- 
larities specified,  or  can  we  go  into  others  ?]  A  grand  jury 
may  have  been  drawn  by  a  constable,  or  it  may  be  confess- 
edly corinipt.  Are  aU  these  objections  cut  off  by  the  statute 
of  New  York  ? 

No  case  can  be  found  in  which  a  Court  has  refused  to 
look  into  the  conduct  of  its  own  officers  in  drawing,  sum- 
moning and  impanelling  a  gi-and  jury.  {The  People  v. 
HvJlut,  4  Dmio,  133, 136  ;  6  Carr.  c6  P.  90  ;  The  People 
V.  Jewett,  3  Wend.  314 ;  and  6  Wend.  386 ;  United  States 
V.  Coolidgej  2  OaXLison^  364;  The  People  v.  McKay ^  18 
Johns.  212.)  The  cases  cited  are  authorities  to  show  that  a 
Court  will  thus  inquire  when  irregularities  are  brought  to  its 
notice. 

The  language  of  the  Eevised  Statutes  does  not  confine  the 
party  to  the  objections  specified.  It  would  be  absurd  for 
it  to  do  so,  where  gross  irregularities  are  perpetrated,  and 
when,  as  here,  a  citizen  applies  for  redress  at  the  first  oppor- 
tunity. 

It  was  decided  by  Ch.  J.  Marshall,  in  The  United  States 
v.  J7ia,  (1  Brock.  156,)  in  1809,  that  neither  the  29th  sec- 
tion of  the  Judiciary  Act  of  1789,  (1  U.  S.  Stat,  at  Large, 
88,)  nor  the  Act  of  May  13th,  1800,  (2  U.  S.  Stat  at  Large, 
82,)  applied  to  grand  juries  in  the  Federal  Courts.  These 
Acts  prescribed  the  mode  of  procuring  juries  in  all  cases. 
They  were  amended  by  the  Act  of  July  20th,  1840,  re- 
ferred to,  which  speaks  of  "jurors  to  serve,"  &c.  The  lan- 
guage in  all  three  of  the  Acts  is  equally  general,  and,  as  the 
first  two  were  held  not  to  apply  to  grand  juries,  the  last  does 
not. 
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Jaines  W.  Nye^  on  the  same  side.  The  objections  raised 
here  ought  not  to  be  confounded  with  challenges  or  a  right  to 
challenge.  Such  right  existed  at  common  law.  The  statute 
has  only  pointed  out  what  shall  be  causes  of  challenge  in  par- 
ticular cases.  The  27th  and  28th  sections  referred  to,  limit 
the  right  of  challenge  to  a  person  who  is  "  held  to  answer," 
one  recognized  to  appear  at  a  given  time  and  place,  to  answer 
any  charge  that  may  be  preferred  against  him  by  a  grand 
jury  then  and  there  to  sit.  If,  in  this  case,  the  defendant 
had  appeared  at  BuflFalo,  and  objected  to  any  grand  juror  for 
any  cause  specified  in  the  statute,  he  would  have  been  told 
that  he  had  no  right  to  be  heard  because  he  was  not  Tidd  to 
aijfiwer  there. 

But,  the  want  of  a  venire  was  not  ever  the  ground  for  a 
challenge.  [Nelson,  J.  It  was  a  groimd  of  challenge  to  the 
array.]  Then,  no  one  could  take  advantage  of  it,  unless 
"  held  to  answer."  And  the  statute  leaves  it  still  the  duty  of 
the  Court,  as  it  ever  was,  to  see  that  all  the  steps  taken  in 
impanelling  the  grand  jury  were  regular. 

Our  objection  lies  back  of  the  grounds  of  challenge  speci- 
fied in  the  Revised  Statutes.  The  proceedings  of  the  grand 
jury  were  void  for  the  want  of  a  venire.  The  body  which 
found  the  indictment  was  no  grand  jury,  but  a  tribunal  un- 
known to  our  laws. 

James  Ji.  Lawrence,  {District  Attorney^  and  Joshua  A, 
Spencer  J  for  the  United  States.  The  objections  to  the  pro- 
ceedings in  impanelling  the  grand  jury  are  merely  a  clial- 
lenge  to  the  array.  If  the  statute  of  New  York  regulates 
the  challenge  to  the  array  in  the  Federal  Courts,  then  all  the 
objections  fall  to  the  ground.  Because,  if  the  challenge 
could  not  now  be  made  directly,  it  cannot  be  made  in  an 
indirect  way  by  a  motion  to  quash. 

Congress  had  power  to  say  that  these  proceedings  should 
be  regulated  by  the  State  law,  and  the  State  had  power  to 
make  the  regulations  it  has  made.  The  object  of  the  law 
as  to  challenges  was,  that  the  proceedings  should  not  be  al- 
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ways  open  for  a  party  to  object  to  every  little  irregularity. 
And  this  is  no  hardship,  because  the  trial  before  the  trav- 
erse jury  will  always  sufficiently  protect  the  rights  of  a  de- 
fendant. 

It  is  said  that  the  27th  section  of  the  Revised  Statutes 
referred  to,  only  applies  to  persons  brought  into  Court  on 
recognizance.  But  the  28th  section  applies  to  every  per- 
son. "No  challenge,"  that  is,  by  any  person,  "shall  be 
allowed,"  but  for  the  two  causes  mentioned  in  the  27tli 
section. 

This  regulation  is,  under  the  Acts  of  Congress  and  the 
rules  of  Court  made  in  pursuance  thereof,  applicable  to  the 
Federal  Courts.  {liuk^  46,  District  Court,  Conk.  Tr.,  2d 
ed.y  541 ;  Bide  3,  Circuit  Court,  Id.  52  8.) 

The  objections  made  here  to  the  mode  of  designating  the 
grand  jurors,  that  one  of  them  was  a  volunteer,  that  there 
was  no  order  for  a  venire,  and  that  there  was  no  venire  or 
precept,  all  come  under  the  head  of  a  challenge  to  the 
array,  and  are  covered  by  the  28th  section  of  the  Revised 
Statutes. 

Charles  B.  Sedgwick,  in  reply.  1.  The  Act  of  Congress 
of  1840  does  not  include  regulations  made  by  the  State  stat- 
ute in  regard  to  challenges,  nor  does  the  46th  rule  of  the  Dis- 
trict Court  apply  to  grand  juries.  2.  Admitting  the  27th 
and  28th  sections  of  the  Revised  Statutes  to  be  applicable  to 
the  Federal  Courts,  they  do  not  embrace  the  objections  raised 
in  this  case. 

Challenges  both  to  the  array  and  to  the  polls  are  to  be 
taken  before  the  swearing  of  the  jury.  A  challenge  to  the 
array  is  made  on  account  of  favor,  bias  or  relationship  on  the 
part  of  the  officer  who  summons  the  jury,  but  never  on 
account  of  any  irregularity  or  want  of  process. 

There  is  a  distinction  between  a  challenge  and  a  motion 
to  set  aside  an  mdictment  for  irregularity.  A  challenge  is  to 
be  brought  before  the  Court  at  a  given  point  in  tlie  course 
of  the  proceedings,  and  to  be  then  entirely  disposed  of.    A 


444  NORTHERN  DISTRICT  OF  NEW  YORK, 

The  United  States  v.  Reed. 

want  of  process  always  appears  by  the  record.  A  challenge 
does  not  A  want  of  process  may  be  taken  advantage  of  by 
error  or  certiorari;  what  is  a  ground  of  challenge  cannot 
be.  The  want  of  a  venire  is  not  a  ground  of  challenge  to 
the  array.  (1  Ckitty^s  Grim.  Law,  633;  The  People  v. 
McKay,  18  Johm.  212 ;  Nichols  v.  The  State,  2  Southard, 
539 ;  CJiaae  v.  The  State,  1  Speiicer,  218 ;  The  Staie  v. 
WiUiams,  1  liichardson,  188.) 

The  State  statute  limits  the  right  of  challenge  to  narrow 
bounds,  and  ifj^in  consequence,  all  irregularities  which  occur 
before  the  grand  jury  are  actually  sworn  are  cut  off,  there  is 
no  way  of  reaching  some  of  the  worst  evils.  It  is  no  answer 
to  say  that  the  rights  of  a  party  will  be  protected  because  he 
will  have  his  trial  before  the  petit  jury.  This  view  strikes  at 
the  provision  of  the  Constitution  which  requires  a  due  pre- 
sentment by  a  grand  jury  before  trial.  Every  safeguard  of 
the  liberty  of  the  citizen  should  be  maintained,  but,  accord- 
ing to  the  construction  of  the  pixjsecuting  attorney,  no  forms 
are  of  any  importance,  if  only  the  defendant  be  fairly  tried 
by  the  petit  jury. 

If  a  venire  is  required,  it  is  the  foundation  on  which  the 
grand  jury  stands.  If  it  be  wanting,  there  is  no  ground  for 
challenge,  but  tlie  grand  jurors  have  no  right  to  act,  and  their 
proceedings  are  a  nullity. 

Under  the  27th  section  of  the  Revised  Statutes,  a  person 
previously  held  by  recognizance  is  the  only  one  who  can 
make  the  challenges  specified.  If  it  be  held  that  that  sec- 
tion embraces  other  persons,  tlien  those  others  would  be  cut  off 
without  an  opportunity  of  making  even  the  objections  speci- 
fied. It  is  said  that  the  28th  section  enlarges  tlie  exclusion. 
But,  the  two  sections  are  to  be  construed  together.  If  a  per- 
son >not  held  to  answer  cannot  challenge  or  obtain  relief  by 
motion,  but  is  shut  out  forever,  then  the  provision  of  the  Con- 
stitution that  a  person  charged  witli  crime  must  be  regularly 
presented  by  a  grand  jury,  is  entirely  brushed  away. 

If,  however,  the  Court  should  be  against  us  on  these  objec- 
tions to  matters  occurring  before  the  impanelling  of   the 
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grand  jury,  we  still  have  some  objections  to  discuss  in  regard 
to  matters  which  arose  after  the  impanelling  of  the  grand 
jnr>^ 

Nelsox,  J.  We  have  looked  into  the  question  which  we 
suggested  to  the  counsel  yesterday,  and  to  which  we  desired 
them  to  turn  their  attention,  and  are  prepared  to  express  our 
opinion  upon  it  The  question  is,  perhaps,  somewhat  a  new 
one,  in  the  aspect  in  which  it  has  been  presented.  But  the 
general  principle,  that  is,  the  adoption  of  the  State  regula- 
tions in  designating,  summoning  and  returning  grand  jurors, 
is,  so  far  as  it  is  involved,  not  new,  but  has  always  prevailed 
in  the  Federal  Courts  since  their  organization.  The  Judiciary 
Act  of  1789,  (1  IT.  S,  Stat  at  Large,  88,  §  29,)  the  Act  of 
May  13th,  1800,  (2  U.  S.  Stat,  at  Large,  82,)  and  the  Act  of 
July  20th,  1840,  (5  U,  S.  Stat  at  L^r^e,  394,)  adopt  the  State 
regulations  in  respect  to  the  procurement  of  grand  and  petit 
jurors  to  serve  in  the  Federal  Courts,  and  each  of  those  Acts, 
especially  the  Act  of  1840,  applies  to  the  Federal  Courts,  in 
express  terms,  the  State  regulations  respecting  the  qualifica- 
tions and  the  exemptions  of  grand  and  petit  jurors. 

The  question  in  the  present  case  is,  whether  or  not  the  pro- 
visions of  the  State  Act,  (2  Ji.  S.  724,  §§  27,  28,)  which  regu- 
late  the  rights  of  a  prisoner  in  the  challenging  of  grand 
jurors,  are  applicable  to  the  organization  of  grand  juries  in 
the  Federal  Courts.     Those  provisions  are  as  follows : 

"  §  27.  A  person  held  to  answer  to  any  criminal  charge, 
may  object  to  the  competency  of  any  one  summoned  to  serve 
as  a  grand  juror,  before  he  is  sworn,  on  the  ground  that  he  is 
the  prosecutor  or  complainant  upon  any  charge  against  such 
person,  or  that  he  is  a  witness  on  the  part  of  the  prosecution, 
and  has  been  subpoenaed  or  been  bound  in  a  recognizance  as 
such;  and,  if  such  objection  be  established,  the  person  so 
summoned  shall  be  set  aside. 

"  §  28.  No  challenge  to  the  array  of  grand  jurors,  or  to 
any  person  summoned  to  serve  as  a  grand  juror,  shall  be  al- 
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lowed  in  any  other  cases  than  such  as  are  specified  in  the  last 
section." 

,  We  entertain  no  doubt"  that  these  two  sections  bear  upon 
the  question  of  the  qualifications  of  grand  jurors  and  their 
competency  to  serve  as  such.  If  this  be  so,  it  follows  that 
the  regulations  prescribed  by  these  sections  come  directly 
within  the  Act  of  1840,  which,  in  express  terms,  adopts  the 
State  Acts  in  regard  to  the  qualifications  and  exemptions  of 
grand  jurors. 

A  challenge  to  an  individual  grand  juror  may  be  made  on 
behalf  of  a  prisoner,  on  the  grounds  that  he  has  not  the  requi- 
site freehold  qualification,  or  that  he  is  not  of  competent  age, 
or  that  he  has  formed  a  fixed  opinion  of  the  guilt  of  the 
accused,  or  that  he  is  his  enemy,  and  various  others  which  it 
is  not  necessary  to  enumerate.  It  is  too  obvious  to  require 
any  argument  that  the  challenges  to  an  individual  grand 
juror  for  favor,  which  are  prescribed  in  the  two  sections  in 
question,  go  directly  to  the  qnalfications  of  the  juror  as  a  fit 
and  competent  person  to  serve  in  that  capacity. 

The  challenge  to  the  array,  at  common  law,  or  according 
to  the  English  understanding  and  definition  of  that  term,  is 
founded  on  the  allegation  that  the  sheriff  who  summoned  the 
grand  jury  was  an  improper  and  unfit  person  to  discharge 
that  duty,  as  by  reason  of  his  being  related  to  one  of  the  par- 
ties— his  relationship  to  the  prisoner  being  a  ground  of  chal- 
lenge on  the  part  of  the  King — and  it  being  a  ground  of 
challenge  by  the  accused  that  the  sheriff  is  his  enemy,  or 
that  the  relations  between  them  are  such  that,  in  view  of  a 
proper  administration  of  justice,  the  sheriff  is  not  a  proper 
person  to  summon  the  grand  jury  who  are  to  be  the  triers  of 
the  accused.  It  being  thus  a  ground  of  a  challenge  to  the 
array,  in  a  given  case,  that  the  jury  have  been  selected,  sum- 
moned and  returned  by  a  person  unfit  to  summon  an  indif- 
ferent jury  to  sit  and  judge  in  the  case,  and  it  being  the  pre- 
sumption that  such  a  person  would  summon  a  jury  not  in- 
different, but  prejudiced,  as  respects  the  case  to  be  heard, 
the  challenge  to  the  array,  so  authorized,  necessarily,  though 
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perhaps  more  remotely,  touches  and  reaches  the  proper  quali- 
fications of  the  panel  to  sit  and  act  iii  the  particular  case. 

So  that,  in  point  of  law,  as  well  as  in  tnith,  both  the  chal- 
lenge to  the  favor  and  the  challenge  to  tlie  array,  directly  or 
indirectly,  in  each  case,  go  to  the  detenniuation  of  the  proper 
qualifications  of  grand  jurors,  either  as  individuals  or  as  a 
panel.  And,  if  we  are  right  in  our  premises,  it  follows  that 
the  two  sections  in  question  are  directly  within  the  Act  of 
Congress  of  1840,  and  are  aj^plicable  in  regulating  the  selec- 
tion, summoning,  returning  and  organization  of  grand  juries 
in  the  Federal  Courts.* 

Whether  the  fact  that  a  venire  or  a  precept  has  not  been 
issued  by  the  proper  authority  in  cases  where  it  is  required 
by  law  for  the  purpose  of  summoning  and  returning  a  grand 
jury,  is  a  ground  of  challenge  to  the  array,  may  be,  perhaps, 
an  open  question,  or  one  admitting  of  some  observation  and 
doubt.     We  are  inclined  to  think,  however,  that  if  an  objec- 


*  The  principles  here  laid  down  are  not  applicable  to  peremptory  challenges 
in  criminal  cases  in  the  Courts  of  the  United  States.  Such  challenges  in  those 
Courts  are  regulated  by  the  common  law.  {United  States  y.  Marehant,  12 
Wheat.  480 ;  Ufiited  States  v.  Wilson^  1  Baldwin^  78.)  The  Acts  of  Congress  on 
the  subject  of  jurors  do  not  regulate  peretnptory  challenges  to  jurors  in  criminal 
cases.  The  29th  section  of  the  Judiciary  Act  of  1789,  (1  U.  S.  Stat,  at  Large, 
88,)  enacts  that  '*  jurors  in  all  cases  to  serve  in  the  Courts  of  the  United  States," 
"  fthall  have  the  same  qualifications  as  are  requisite  for  jurors  by  the  laws  of  the 
State  of  which  they  arc  citizens,  to  serve  in  the  highest  Courts  of  law  of  such 
State ;  "  and  the  Act  of  July  20th,  1840,  (6  U.  S,  Stai.  at  Large,  394,)  provides 
that  "jurors  to  serve  in  the  Courts  of  the  United  States,  in  each  State  respec- 
tively, shall  have  the  like  qualijications  and  be  entitled  to  the  like  exetnptions 
as  jurors  of  the  highest  Court  of  law  of  such  State  now  have  and  are  entitled 
to."  A  peremptory  challenge  not  being  made  for  any  assigned  cause,  and  having 
no  reference  to  the  qualificatio^i  or  exemption  of  the  juror,  the  Acts  of  Congress 
above  referred  to  do  not  cover  it.  And  the  34th  section  of  the  Judiciary  Act  of 
1789,  (1  U,  8,  Stat,  at  Large,  92,)  which  provides  that  *'  the  laws  of  the  several 
States,  except  where  the  Constitution,  treaties  or  statutes  of  the  United  States 
shall  otherwise  require  or  provide,  shall  be  regarded  as  rules  of  decision  in  truils 
at  common  law  in  the  Courts  of  the  United  States,  in  cases  where  they  apply," 
does  not  apply  to  criminal  cases.  {United  States  v.  Beid,  l2Mowardy  361.  See 
The  United  States  v.  Douglass,  (ante,  p.  207.) 
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tion  were  made  on  that  ground,  at  the  proper  time,  it  might 
be  made  as  a  challenge  to  the  array.  Because,  in  judgment 
of  law,  if  a  grand  jurj'^  has  been  summoned  and  returned  by 
a  person  who  is  not  authorized  to  designate,  summon  and  re- 
turn the  panel,  the  array  of  the  jury  thus  summoned  and 
returned  would  seem  to  b^  objectionable  as  a  panel,  and 
therefore  objectionable  under  a  challenge  to  the  array  or  to 
the  panel.  If,  then,  the  absence  of  a  venire  or  of  a  precept, 
in  a  case  where  the  law  requires  one,  is  a  ground  of  chal- 
lenge to  the  array,  which  we  are  inclined,  upon  principle,  to 
think  it  is,  the  challenge  is  abolished  by  the  28th  section  of 
the  statute  referred  to,  and  it  is,  consequently,  also  abolished 
in  the  Federal  Courts. 

It  is  very  probable  that  the  Legislature  of  New  York  were 
induced  to  abolish  the  challenge  to  the  array  on  accoimt  of 
the  change  from  the  English  mode  in  the  system  adopted  for 
the  purpose  of  designating  and  summoning  grand  jurors. 
In  England,  (and  so  it  was  in  the  Federal  Courts  until  the 
Act  of  Congress  was  passed  adopting  the  State  regulations,) 
the  sheriff,  on  receiving  the  venire^  makes  a  selection  of  the 
jurore  from  the  body  of  the  county,  at  his  discretion.  Hence 
the  importance  that  is  there  given  to  the  proper  qualifications 
of  the  sheriff,  in  respect  to  the  parties  concerned,  to  summon 
the  jury ;  because,  if  he  is  disposed  to  summon  one  to  accom- 
plish a  particular  object,  it  is  entirely  within  his  power  to 
do  so.  But,  according  to  the  system  prevalent  in  tiie  State 
of  New  York,  the  law  provides  for  the  selection  of  the  mem- 
bers of  the  grand  jury  with  great  care  and  particularity.  In 
the  first  place,  they  are  selected  from  the  body  of  the  county 
by  the  Board  of  Supervisors,  and  separate  ballots  containing 
their  names  are  placed  in  a  box  kept  by  the  clerk  of  the 
county,  from  which  the  requisite  number  are  drawn  by  lot  to 
form  the  jury,  and  the  names  so  drawn  are  the  persons  to  be 
summoned  and  returned.  If,  therefore,  the  law  is  complied 
with  in  the  selection  and  summoning  of  grand  jurors,  none  of 
the  officers  employed  in  the  discharge  of  that  duty  can  exer- 
cise any  discretion  whatever,  and  hence,  no  doubt,  the  Legis- 
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lature  came  the  more  readily  to  the  concluflion  that  the 
right  of  challenge  to  the  array  was  not  of  the  same  impor- 
tance under  our  system  as  under  the  system  that  prevails  in 
England. 

We  are  quite  free  to  say,  however,  that  although  the  chal- 
lenge to  the  individual  members  of  the  grand  jury  for  favor 
is  abolished,  except  in  the  two  cases  specified  in  sections  27 
and  28  of  the  statute  referred  to,  and  although  the  challenge 
to  the  array  is  wholly  abolished,  it  by  no  means  follows  that 
the  accused  has  no  remedy  in  a  case  where  there  has  been 
any  improper  conduct  on  the  part  of  the  public  oflSicers  em- 
ployed in  the  designating,  summoning  and  returning  of  the 
grand  jury.  If  there  has  been  any  improper  conduct  on  the 
part  of  those  oflBcers  in  performing  that  service,  or  if  any 
fraud  has  been  committed,  through  their  instrumentality,  in 
the  drawing,  summoning  or  organization  of  the  grand  jury, 
of  course,  the  accused  who  may  be  prejudiced  tiiereby  has 
his  remedy,  by  motion  to  tlie  Court  for  relief  in  consequence 
of  such  irregularity  or  fraud.  Because,  the-  selecting,  sum- 
moning and  returning  of  grand  jurors  are  proceedings  which 
are  always  under  the  general  supervision  and  control  of  the 
Court,  and  the  Court  will  guard  them,  and  will  see  to  it  that 
no  one  shall  be  prejudiced  thereby.*  The  Court  has  general 
power  to  preserve  the  pure  administration  of  justice,  and  its 
sound  discretion  will  always  be  exercised  freely  for  the  pur- 
pose of  securing  that  end. 

These  objections,  however,  to  the  proceedings  in  the  selec- 
tion and  summoning  of  grand  jurors,  over  and  beyond  the 
right  of  challenge,  are  presented*  to  the  Court  for  the  exer- 
cise of  its  sound  discretion.  It  will,  therefore,  look  into  the 
facts  presented,  on  which  a  charge  is  made  against  the  regu- 
larity of  the  proceedings  in  the  selection  and  summoning  of 
grand  jurors  in  a  given  case,  and  will  hear  the  explanations 
on  the  other  side,  and  its  judgment  will  be  determined  ac- 
cordingly. If  it  sees  that  there  has  been  improper  conduct 
in  the  public  officers,  which  has  resulted  prejudicially  to  the 
party  accused,  it  is  bound  to  set  aside  all  the  proceedings. 
29 
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On  the  contrary,  although  there  may  be  technical  objectionfi 
to  the  proceedings  in  point  of  Btrict  regularity,  yet,  unlees'the 
Court  is  satisfied  that  they  have  resulted  or  may  result 
to  the  prejudice  of  the  party  accused,  it  will  not  set  them 
aside,  because  its  interposition  in  the  case  will  not  be  re- 
quired on  the  ground  of  justice  either  to  the  accused  or  to 
the  public. 

We  are  inclined  to  think  that  the  question,  whether  or  not 
the  absence  of  a  venire^  where  it  is  required  by  law,  forms  a 
ground  of  challenge  to  the  array,  is  of  no  practical  conse- 
quence in  this  case ;  because,  even  if  it  were  a  ground  of 
challenge  to  the  array,  and  the  party  had  not  made  the  chal- 
lenge, not  having  had  notice  of  the  facts  on  which  it  could 
be  grounded,  yet,  if  it  could  be  shown  that  corruption  or 
fraud  had  entered  into  the  selection,  summoning  or  returning 
of  the  grand  jury,  the  Court  would  hear  an  application  for 
relief  founded  upon  its  power  and  duty  to  control  and  regu- 
late the  proceedings  so  as  to  prevent  injury  and  oppression. 
The  only  difference  between  \he  two  cases  is,  that  where  a 
challenge  to  the  array  is  made,  it  is,  if  maintained,  fatal  to 
the  panel,  and  the  panel  becomes  invalid  by  operation  of 
law ;  but,'  where  the  party  is  obliged  to  make  a  motion  to 
set  aside  the  panel  on  the  ground  of  improper  conduct  cm 
the  part  of  public  officers,  there  is  then  no  inflexible  rule  of 
law  applicable  to  the  case,  but  it  rests  in  the  sound  discretion 
of  the  Court  to  see  that  no  injury  results  from  the  impropri- 
ety. The  Court  will  look,  therefore,  into  the  facts,  to  see 
whether  there  is  anything  to  satisfy  their  minds  that  the  jury 
thus  summoned  is  not  a  fit  body  to  exercise  the  powers  con- 
ferred upon  it. 

If  the  absence  of  a  venire  is  not  a  ground  of  challenge  to 
the  array,  the  result  is  still  the  same.  The  conduct  of  public 
officers  in  summoning  the  jury,  if  improper,  is  not  thereby 
protected,  and  the  injured  party  has  his  remedy  by  motion. 
In  either  case,  the  appeal  is  to  the  discretion  of  the  Court. 

The  Act  of  Congress  of  1840,  in  connection  with  the  46th 
rule  of  the  District  Court  for  this  District,  provides  for  the 
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designation,  summoning  and  returning  of  grand  jurors  with- 
out any  venire  or  precept  of  any  kind.  Such  has  been  the 
practice  in  this  District  ever  since  the  adoption  of  the  46th 
rule,  no  doubt  on  a  sound  construction  of  the  Act  of  1840. 
That  Act  conferred  full  authority  on  the  District  Court  to 
adopt  the  46th  rule,  which  simply  requires  a  notice  by  the 
clerk,  within  a  proper  time,  to  the  marshal,  to  summon  the 
jurors.  The  marshal  then  draws  and  sunmions  them  ac- 
cording to  the  State  regulations  as  far  as  practicable,  and 
makes  a  return  on  the  jury  list,  which  is  filed,  and  which 
furnishes  all  the  authority  necessary  for  impanelling  the 
jury. 

Were  it  not  for  the  Act  of  August  8th,  1846,  (9  U.  S.  Stat, 
at  Zarffe,  73,  §  3,)  no  question  would  arise  as  to  a  venire. 
The  Act  of  1846  changed  the  law  as  it  then  existed,  but  the 
obvious  extent  of  that  change,  as  designed  by  Congress,  add 
as  appears  from  the  face  of  the  law,  was  to  remove  the  neces- 
sity that  previously  existed  of  smnmoning  a  grand  jury  at 
every  term  of  the  Circuit  and  District  Courts,  with  a  view 
to  diminish  expenses.  Therefore,  the  Act  provides  that  no 
grand  jury  shall  be  summoned  for  any  term  of  a  Circuit  or 
District  Court,  unless  the  Judge,  in  the  exercise  of  his  dis- 
cretion, or  on  the  application  of  the  District  Attorney,  shall 
order  a  venire  to  be  issued  to  summon  a  grand  jury.  Now, 
although  the  purpose  of  that  Act  was  to  get  rid  of  the  neces- 
sity for  the  regular  attendance  of  a  grand  jury  at  every  term, 
and  it,  therefore,  devolves  power  on  the  Judge  to  order  a 
grand  jury  when  necessary,  yet  it  does  provide  in  terms  that 
a  grand  jury  shall  be  summoned  by  an  order  for  a  venire^  to 
be  made  by  the  Judge.  And,  undoubtedly,  in  compliance 
with  the  terms  of  that  Act,  a  venire  should  be  issued  by  the 
clerk  of  the  Court  in  pursuance  of  the  order  of  the  Judge. 
For,  although  the  Act  only  says  that  there  shall  be  an  order 
for  a  venire^  yet  it  implies  that  a  venire  shall  issue  in  pursu- 
ance of  the  order. 

In  this  case,  a  verbal  order  for  a  venire  was  given  to  the 
clerk.    If  he  had  fulfilled  his  duty  he  would  have  entered 
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it  on  the  records  of  the  Court.  What  the  clerk  does  by  the 
authority  of  the  Judge  is  done  by  4te  Judge  himself.  It  is 
not  necessary  that  the  Judge  should  put  an  order  on  file,  but 
an  order,  if  entered  by  the  clerk,  is  of  the  same  effect  as  if 
it  were  entered  by  the  Judge  with  his  own  hand.  Here,  an 
order  was  made  by  the  Judge,  and  the  only  point  of  objec- 
tion in  the  case  is  tibe  omission  by  the  clerk  to  issue  a  venire. 
If  the  omission  of  the  venire  were  a  ground  of  challenge, 
and  the  party  had  availed  himself  of  it  at  the  proper  time,  it 
would  have  been  fatal.  But,  if  not  a  ground  of  challenge, 
or  if  the  time  for  making  the  challenge  be  passed,  then 
it  is  oijly  a  ground  for  a  motion  to  the  Court  to  set  aside  the 
panel  for  cause  shown.  But,  the  mere  technical  omission 
on  the  part  of  the  clerk  to  issue  a  venire  is,  of  itself,  no 
cause  for  the  action  of  the  Court,  where  the  appeal  is  not 
iS  the  application  of  an  unbending  principle  of  law,  but 
to  the  sound  discretion  of  the  Court.  The  general  princi- 
ple is,  that  the  omission  of  an  officer  to  do  his  duty  will 
not  be  allowed  to  operate  to  the  prejudice  either  of  an 
individual  or  of  the  public,  unless  it  is  shown  to  have 
operated  to  the  prejudice  of  the  party  who  complains  of  the 
omission. 

It  has  been  urged  by  the  counsel  for  the  prisoner,  that  the 
27th  and  28th  sections  of  the  statute  referred  to  apply  only 
to  persons  who  have  been  arrested  and  held  to  bail  to  appear 
at  the  term  of  the  Court  at  which  the  grand  jury  attends,  to 
answer  such  complaints  as  may  be  presented  against  them. 
That  is  true,  and  they  are  the  only  persons  who  can  challenge 
either  the  array  or  the  individual  jurors  for  favor ;  because, 
these  challenges  must  be  made  at  the  time  the  grand  jurors 
are  called  and  impanelled,  and  only  those  persons  who  are 
bound  over  to  appear  have  the  right  or  the  opportunity  to 
make  either  of  tliese  challenges.  At  common  law,  persons 
not  bound  over  never  had  the  right  or  the  opportunity  to 
challenge  either  the  individual  grand  jurors  or  the  array. 
Hence  those  persons  could  never  avail  themselves  of  any 
improper  conduct  in  sunnnoning  or  returning  the  grand  jury, 
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except  by  way  of  motion,  addressed  to  the  sound  discretion 
of  the  Court,  to  prevent  *ny  prejudice  to  the  rights  or  inter- 
ests of  the  accused. 

From  these  views  it  results,  that  the  question  at  this  stage 
does  not  stand  upon  the  doctrines  applicable  to  challenges, 
but  upon  the  allegation  on  the  one  side  and  the  denial  on  the 
other,  that  the  grand  jury  has  been  drawn,  summoned  and 
returned  improperly  or  through  fraud,  and  in  a  way  that  has 
resulted  to  the  prejudice  of  the  accused,  and  that  the  Court 
is,  therefore,  bound,  in  the  exercise  of  its  sound  discretion,  to 
look  into  the  proceedings.  The  question  will  turn  on  the 
aspect  of  the  case  as  presented  by  the  affidavits  on  the  part 
of  the  accused  and  those  upon  the  other  side ;  and  we  shall 
be  obliged  to  determine  it  upon  our  view,  not  of  the  tech- 
nical irregularities  and  objections,  but  of  the  case  generally, 
as  respects  justice  between  the  individual  and  the  public.  If 
we  shall  be  satisfied  that  there  was  nothing  in  these  proceed- 
ings, although  they  may  have  been  irregular,  which  could 
work  to  the  prejudice  of  the  accused,  we  cannot,  in  the  exer- 
cise of  a  sound  discretion,  set  them  aside.  If,  however,  we 
shall  be  satisfied  that  they  have  worked  injustice,  we  shall  be 
bound  to  interpose. 

There  are  two  or  three  questions  presented  by  the  counsel 
for  the  prisoner,  which  are  not  embraced  in  the  view  we 
have  taken,  that  the  proceedings  in  question  must  be  regu- 
lated by  the  provisions  of  the  Revised  Statutes  of  New  York 
in  respect  to  challenges.  Those  questions  are  founded  on 
matters  arising  after  the  impanelling  of  the  jury,  and  are 
open  for  observation,  without  regard  to  the  application  of 
any  one  of  those  provisions.  Upon  those  questions  we  are, 
of  course,  disposed  to  hear  any  observations  that  counsel 
may  desire  to  present,  as  we  are  also  ready  to  hear  any 
views  they  may  desire  to  present  in  regard  to  any  prejudice 
or  injustice  that  has  been  suffered  through  the  manner  in 
which  the  jury  has  been  designated,  summoned  and  im- 
panelled. 
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HiUU  then  proceeded  to  argue  that  the  defendant  might 
have  been  and  was  prejudiced  bj^the  mode  of  designating 
the  grand  jurors.  [Nelson,  J.  The  right  of  challenge  in 
this  case  being  cut  off,  the  remedy  of  the  party  is  narrowed 
to  an  appeal  to  the  soimd  discretion  of  the  Court,  in  case  any 
irregularities  have  occurred  in  drawing  or  summoning  the 
grand  jury,  which  may  have  operated  to  his  prejudice.  But 
the  good  faith  of  the  officers  concerned  in  discharging  the 
duties  of  drawing  and  summoning  must  be  implicated.] 
We  insist  that,  if  an  officer  puts  himself  in  motion  to  sum- 
mon a  grsmd  jury  without  a  venire^  the  question  of  his  good 
faith  in  doing  so  is  involved.  [Nelson,  J.  We  have  held 
that  the  question  as  to  the  venire  is  not  open.  The  coimsel, 
in  order  to  avail  himself  of  the  ground  left  open,  must  pre- 
sent a  case  in  which  he  implicates  the  good  faith  of  the 
officers  concerned  in  selecting,  summoning  and  returning  the 
grand  jury.] 

The  box  from  which  the  ballots  in  this  case  were  drawn, 
instead  of  having  a  small  hole  in  its  top  for  that  purpose,  had 
a  sliding  cover,  and,  when  that  was  drawn  out,  the  ballots 
were  in  full  view  of  the  person  dravnng.  Nor  were  the  bal- 
lots folded  BO  as  to  render  the  names  invisible,  as  required  by 
the  statute.  (2  B.  S.  721,  §  6.)  These  were  irregularities 
which  would  almost  surely  work  to  the  prejudice  of  the  de- 
fendant, in  a  case  where  the  officer  drawing  had  any  feeling 
in  the  matter.  [Nelson,  J.  How  can  the  officer  be  held 
responsible  for  the  construction  of  the  box  and  the  formation 
of  the  ballots  ?  He  has  no  control  over  them.  He  is  to  take 
the  box  furnished  by  the  State  officers.  He  has  no  right  to 
&)ld  the  ballots,  or  interfere  with  them,  in  any  way,  except  to 
draw  them.  He  must  take  the  State  ballots.  The  Act  of 
Congress  having  adopted  the  State  box  and  the  State  ballots, 
and  made  it  the  duty  of  the  officer  to  draw,  we  do  not  see 
how  it  can  be  objected  that  the  ballots  were  drawn  from  that 
box  and  from  among  those  ballots.] 

I  pass  now  to  irregularities  in  the  proceedings  after  the 
grand  jury  was  sworn  and  impanelled. 
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A  son  of  the  District  Attorney,  not  sworn  in  any  manner, 
was  permitted  to  mix  with  the  grand  jury  while  it  was  in 
session,  and  to  participate  in  the  proceedings  before  it.  Such 
a  practice  destroys  the  secrecy  of  the  institution  of  the  grand 
jury,  which  is  its  most  important  feature.  Ko  person  should 
be  permitted  to  be  present  at  its  sessions  except  the  witnesses 
and  the  sworn  officers  of  the  Court.  [Nelson,  J.  The  only 
point  that  can  arise  on  this  branch  of  the  case  is,  whether 
the  person  admitted  to  the  grand  jury  was  guilty  of  any 
improper  conduct  while  there,  which  operated  unduly  on  the 
minds  of  the  jurors.  It  is  the  uniform  practice,  in  the  Fed-^ 
eral  and  State  Courts,  for  the  clerk  and  assistant  of  the 
District  Attorney  to  attend  the  grand  jury,  and  assist  in 
investigating  the  accusations  presented  before  it.  That  has 
been  the  practice,  to  my  knowledge,  without  question,  ever 
^ce  I  have  had  any  connection  with  the  administration  of 
criminal  justice.  In  England,  even  the  prosecutor  may  ap- 
pear before  the  grand  jury  and  aid  the  representative  of  the 
Crown  in  respect  to  the  evidence  and  the  management  of  the 
case.  We  cannot,  at  this  late  day,  overturn  a  uniform  prac- 
tice that  has  been  settled  for  so  long  a  time.  You  must 
assume  that  the  attendance  of  the  clerk  of  the  District  Attor- 
ney before  the  grand  jury,  to  aid  in  bringing  out  the  testi- 
mony, is  admissible.  But,  if  any  abuse  has  been  committed 
by  him,  or  by  any  other  person,  it  is  a  proper  subject  for 
investigation  by  the  Court.]  We  charge  no  abuse,  except  the 
mere  fact  of  his  being  present 

The  next  point  is,  as  to  the  oath  administered  in  open 
Court  to  the  witnesses  who  testified  before  the  grand  jury. 
They  were  sworn  in  this  maimer :  "  You,  and  each  of  you,  do 
severally  solemnly  swear,  that  the  evidence  you  shall  give  to 
the  grand  inquest,  touching  charges  against  Moses  Summers 
and  others,  concerning  which  you  shall  be  interrogated,  shall 
be  the  truth,  the  whole  truth,  and  nothing  but  the  truth.  So 
help  you  God."  Upon  the  testimony  given  under  this  oath 
twenty-four  bills  of  indictment  were  found  against  twenty- 
four  different  persons,  one  against  each.    Ko  indictment  was 


456  NOETHBRN  DISTBICT  OF  NEW  YORK, 

The  United  States  v.  Reed. 

found  against  "Moses  Summers  and  others,"  nor  was  any 
indictment  found  against  any  two  persons  jointly.  Could 
any  person  who  swore  falsely  against  the  defendant  be  in- 
dicted for  perjury  on  this  oath?  The  witnesses  were  not 
sworn  at  all  so  far  as  the  defendant  was  concerned,  and  the 
indictment  against  him  was  found  on  testimony  not  on  oath. 
{Swith  V.  Clarky  12  Howard^  21 ;  1  ChUty^s  Crim,  Law^ 
S22  ;  United  States  v.  Ooolidge^  2  Gallison^  364.)  The  oath 
here  was  not  a  general  oath,  naming  no  person,  and  swearing 
the  witnesses  as  to  any  matters  they  might  be  inquired  of 
before  the  grand  jury.  But  it  was  a  particular  oath,  confined 
to  a  particular  cause.  And  an  indictment  will  be  quashed 
unless  the  witnesses  are  regularly  sworn.  (6  Oarr,  c6  jP.  90 ; 
State  V.  Roberta  J  2  Dev.  <&  Batt  540;  Wharton^  s  Crim. 
LoAJo^  124 ;  State  v.  Cain^  1  Hawksy  252 ;  State  v.  JFellowSy 
2  ITayfjoardj  340 ;  The  People  v.  Hulhut^  4  Denio^  133.) 

Another  objection  we  have  to  urge  is,  that  ex  jmrte  affida- 
vits were  used  before  the  grand  jury  instead  of  oral  testimony. 
Those  affidavits  were  made  originally  for  the  purpose  of  issu- 
ing warrants  against  the'  parties  accused.  On  the  examina- 
tion of  the  parties  after  arrest,  the  same  affidavits  were  again 
used.  And  they  were  used  a  third  time  before  the  grand 
jury,  where  they  were  read  and  the  witnesses  asked  if  the 
statements  in  them  were  correct.  This  was  an  irregularity. 
In  an  ex  parte  investigation  as  to  a  person  not  present,  the 
witnesses  should  have  been  interrogated  as  to  what  they  re- 
membered concerning  the  transaction.  [Nelson,  J.  Have 
you  any  authorities  that  go  to  permit  an  inquiry  into  the 
mode  of  proceeding  before  the  grand  jury  in  the  taking  of 
testimony,  or  into  the  weight  or  sufficiency  of '  the  testimony, 
for  the  purpose  of  invalidating  an  indictment  ?  As  regards 
the  manner  of  swearing  the  witnesses,  when  they  are  sworn 
in  open  Court,  and  the  competency  of  the  evidence,  whether 
oral  or  documentary,  and  the  manner  of  the  authentication 
of  the  latter  species  of  evidence,  we  can  inquire.  But,  so  far 
as  regards  the  mode  of  conducting  the  examination  of  wit- 
nesses who  are  properly  before  the  grand  jury,  we  are  aware 
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of  no  principle  which  authorizes  us  to  revise  the  proceedings 
of  the  grand  jury.  Now,  the  afBdavits  in  question  here  were, 
as  we  understand  it,  used  before  the  grand  jury  in  the  course 
of  the  examination  of  the  witnesses  themselves  who  made  the 
aflSdavits.  The  witnesses  were  called  to  testify  in  regard  to 
facts  about  which  they  had  previously  made  affidavits.  The 
affidavits  were  used  to  refresh  their  recollections  and  to  save 
time.  The  witnesses,  being  present  before  the  grand  juiy, 
were  to  be  examined  according  to  the  discretion  of  that  body, 
over  which  we  have  no  control.  It  is  no  new  practice  for 
witnesses  to  consult,  for  the  purpose  of  refreshing  their  recol- 
lections, statements  which  they  have  previously  made,  al- 
though they  cannot  swear  from  the  statements.  There  is  no 
objection,  however,  to  the  witnesses  swearing  that  certain 
facts,  of  which  they  have  previously  made  statements  on 
paper,  are  true.] 

Again.  An  ex  pa/rte  affidavit,  purporting  to  have  been 
taken  in  Missouri,  and  to  have  been  made  by  the  alleged 
owner  of  Jerry,  was  the  only  evidence  before  the  grand 
jury  that  Jerry  was  a  slave,  that  he  owed  his  alleged  owner 
service,  that  he  escaped  from  Missouri  to  New  York,  and  that 
the  person  rescued  was  the  identical  Jerry  who  escaped. 
[Nelson,  J.  Evidence  before  a  grand  jury  must  be  compe- 
tent legal  evidence,  such  as  is  legitimate  and  proper  before  a 
petit  jury.  Lawrence^  The  affidavit  of  the  owner  referred 
to  was  annexed  to  the  warrant,  and  was  the  same  affidavit 
that  was  used  before  the  United  States  Commissioner,  and 
on  which  he  issued  his  warrant  in  the  case.  It  was  produced 
before  the  grand  jury  by  the  Commissioner  himself,  who  was 
sworn  as  to  the  issuing  of  the  warrant  upon  it,  and  the  only 
object  for  which  it  was  used  before  the  grand  jury  was  to 
show  what  the  Commissioner  who  issued  the  warrant  had  be- 
fore him,  with  a  view  of  showing  that  he  had  jurisdiction  to 
issue  it,  and  that  it  was  valid  in  the  hands  of  the  officer,  and 
that  the  rescue  was  in  violation  of  the  Act.  [Nelson,  J.  Can 
a  motion  to  quash  an  indictment  be  made  on  the  ground 
that  the  grand  jury  found  it  on  insufficient  evidence,  or  even 
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without  any  evidence  as  to  any  particular  point  ?  Can  jou 
produce  any  authority  for  setting  aside  an  indictment  on  that 
ground  ?]  In  Lovf%  Case^  (4  Chreenleaf^  439,)  the  affidavit  of 
a  grand  juror  was  received  to  show  Uiat  an  indictment  was 
found  by  less  than  twelve  of  the  jury.  In  United  States  v. 
Coolidge,  (2  OalUson^  364,)  an  indictment  was  set  aside  on 
the  ground  that  it  was  found  on  the  evidence  of  witnesses 
who  had  not  been  sworn  at  all.  [Nelson,  J.  In  this  last 
case,  the  inquiry  was  in  regard  to  a  fact  that  transpired,  not 
before  the  grand  jury,  but  in  open  Court.  Hatj.,  J.  The 
affidavit  of  the  party  here,  as  to  the  alleged  defect  in  the  evi- 
dence before  the  grand  jury,  is  merely  on  information  and 
belief.  If  objection  be  made  by  the  defendant,  no  affidavit 
of  a  grand  juror,  or  of  the  District  Attorney,  or  of  any  per- 
son who  was  present  before  the  grand  juxy,  can  be  used  to 
rebut  it.  If,  in  such  a  case,  an  affidavit  on  information  and 
belief  be  held  sufficient,  every  indictment  must  be  quashed. 
I  am  aware  of  no  case  where  any  Court  has  ever  re-examined 
the  evidence  before  a  grand  jury,  to  see  whether  it  was  suffir 
dent  The  result  of  sudb  a  practice  would  be,  timt  in  every 
case  the  Court  would  be  obliged  to  try  a  party  on  affidavits, 
on  a  motion  to  quash  the  indictment]  Affidavits  of  grand 
jurors  are  always  admitted  to  sustain  an  indictment  Besides, 
in  this  ease,  the  affidavits  on  the  other  side  admit  our  allega- 
tion, as  to  the  defect  of  evidence,  to  be  true,  by  not  denying 
it.  [Haix,  J.  Can  you  show,  by  authority,  that  the  affidavit 
of  a  grand  juror  is  competent  for  the  purpose  of  showing 
that  sufficient  evidence  was  given  to  find  the  indictment? 
The  position  that  your  allegation  is  admitted  because  it  is  not 
denied,  begs  the  question,  which  is,  whether  your  affidavit  is 
sufficient  to  call  for  either  an  admission  or  denial  You  can 
have  no  legal  information  as  to  the  fact  that  there  was  no  evi- 
dence before  the  grand  jury.  The  indictment  itself  is  evi- 
dence that  it  was  founded  upon  sufficient  testimony,  while  you 
are  speaking,  upon  information  and  belief  and  mere  hearsay, 
on  a  subject  as  to  which  you  can  have  legally  no  information. 
And  this,  you  maintain,  ^all  control  an  indictment  presented 
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by  a  grand  jury  upon  oath.]  The  doctrine  suggested  would 
go  BO  far,  if  carried  out,  as  to  allow  no  remedy,  even  if  it 
appeared  that  there  was  no  proof  at  all  before  the  grand  jury 
on  which  to  find  an  indictment. 

SpeneeVy  for  the  United  States.  All  the  questions  raised 
by  the  defendant  have  been  disposed  of  except  three.  1.  As 
to  the  oath  administered  to  the  witnesses.  2.  As  to  the 
affidavits  used  before  the  grand  jury.  3.  As  to  the  want  of 
sufficient  evidence  on  which  to  find  the  indictment 

1.  As  to  the  oath,  the  ai'gument  for  the  defendant  has  pro- 
ceeded on  the  assumption  that  a  suit  was  pending  between 
the  Government  and  the  defendant,  at  the  time  the  oath  w&s 
administered.  This  is  a  mistake.  The  proceedings  were 
merely  initiatory.  It  was  wholly  unknown  who  would  be 
implicated  in  the  transaction. 

The  oath  was  equivalent  to  a  general  oath,  which  is  suffi- 
cient. ( Wcurd  V.  The  Stcvte^  2  Missotirif  120.)  It  required 
the  witness  to  speak  the  truth  as  to  any  matter  about  which 
he  should  be  interrogated  before  the  graiid  jury.  The  oath 
related  to  the  matter,  and  it  was  not  necessary  it  should  be 
limited  to  any  particular  individual. 

It  is  objected  that  separate  bills  were  found,  against  the 
several  parties  implicated.  The  transaction  was  a  misde- 
meanor, in  whidi  all  were  principals^  and  all  jointly  and  sev- 
erally liable  for  everything  that  was  done  while  they  were 
acting  in  concert.  Whether  the  indictments  would  be  joint 
or  several  was  imknown,  and  was  a  matter  within  the  election 
of  the  District  Attorney,  and  could  make  no  difference  in  the 
deliberations  of  the  grand  jury. 

The  investigation  was  as  to  one  entire  transaction,  a  simple 
proceeding,  and  the  oath  was,  to  give  evidence  as  to  any  mat- 
ter about  which  the  witness  should  be  interrc^ted,  in  relation 
to  that  transaction,  respecting  Moses  Summers  and  all  others 
who  might  have  been  engaged  in  it 

It  is  said  that  perjury  could  not  be  predicated  on  this  oath. 
This  is  not  so.    It  would  sustam  a  count  that  false  evidence 
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was  given  against  the  party  who  complains.  The  witnesses 
were  bound  to  speak  the  truth  in  regard  to  each  and  all  of 
the  persons  concerning  whom  they  should  be  interrogated. 

The  oath  administered  was  the  only  one  which  could  have 
met  the  exigency  of  the  case.  It  cannot  be  that  the  grand 
jury  are  to  suspend  their  proceedings,  and  that  a  witness  is  to 
stop  in  his  testimony,  every  time  a  new  name  is  introduced,  in 
order  that  the  witness  may  be  sworn  as  to  that  particular 
individual. 

2.  As  to  the  use  of  aflSdavits  before  the  grand  jury.  Each 
affidavit  became  common  law  evidence  the  moment  the  wit- 
ness said  that  the  statement  to  which  his  name  was  signed 
was  true.  The  affidavit  was  not  read  to  the  grand  jury  as  an 
affidavit.  But  it  was  read  to  the  witness,  and,  when  he  said 
it  was  true,  the  evidence  was  the  same,  in  legal  effect,  as  if 
given  orally.  It  was  only  a  brief  way  of  examining  the 
witness. 

3.  The  last  point  is  not  open  for  inquiry.  The  question 
whether  there  was  sufficient  evidence  before  the  grand  jury 
on  which  to  find  the  bill,  is  a  field  into  which  the  Court  will 
not  enter.  It  is  a  startling  proposition,  that  a  Court  is  to  be 
allowed  in  every  case  to  inquire  whether,  on  the  whole,  the 
grand  jury  were  warranted  in  finding  a  bill. 

The»que8tion  here  is  not  whether  the  bill  was  found  with- 
out any  evidence,  but  whether  it  was  found  on  sufficient  evi- 
dence. The  indictment,  presented  on  oath,  and  a  matter  of 
record,  is  conclusive  evidence  that  it  was  found  on  sufficient 
testimony.  It  is  only  before  the  traverse  jury  that  the  evi- 
dence can  be  gone  into  again.  When  the  grand  jury  admits 
improper  evidence  and  abuses  its  trust,  the  Court  sometimes 
interferes.  But  the  door  is  not  open  to  inquire  whether  there 
was  sufficient  evidence  on  which  to  find  the  bill. 

In  LovfB  Case^  (4  Oreenleaf^  4:39,)  where  the  bill  was  found 
by  less  than  twelve  of  the  grand  jury,  it  had  no  jurisdiction, 
and  consequently  the  indictment  was  no  indictment. 

But,  the  allegation  that  the  evidence  was  not  sufficient  is 
made  only  on  information  and  belief.     Can  the  Court  inquire 
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into  the  matter  on  the  mere  suggestion  of  the  party  ?  What, 
in  such  case,  becomes  of  the  presumption  that  every  public 
officer  discharges  his  duty  ?  We  are  under  no  obligation  to 
speak  in  answer  to  such  an  allegation.  The  law  does  not  pre- 
sume that  we  have  the  means  of  speaking. 

But  the  indictment  contains  two  sets  of  counts — one  set 
founded  on  the  allegation  that  Jerry  was  a  fugitive — the 
other  on  the  allegation  that  he  was  an  alleged  fugitive,  and 
that  proceedings  were  in  progress  to  determine  the  fact. 
There  is  no  pretence  that  the  evidence  was  not  sufficient  to 
support  the  latter  class.  (Roscoe^s  Grim.  JSv.  233 ;  Whctr- 
torCs  Crim.  Law^  133 ;  Reap.  v.  Clea/oer^  4  Teates^  69 ; 
State  V.  BaMwin^  1  Dev.  <&  Batt,  198  ;  State  v.  Mathis^  3 
Pike,  84.) 

Sedgwick,  in  reply.  There  is  a  distinction  between  the 
oath  here  and  a  general  oath.  In  an  indictment  for  perjury, 
the  oath  must  be  stated  exactly  as  it  was  administered ;  and, 
under  the  oath  here,  if  an  attempt  were  made  to  prove  that' 
the  witness  swore  falsely  in  a  proceeding  against  the  defend- 
ant, the  variance  would  be  fatal. 

There  was  here  no  joint  indictment,  and  the  oath  was  taken 
in  a  case  in  which  no  indictment  was  found,  and  no  oath  was 
taken  in  the  case  against  the  defendant.  The  oath  wafl  not 
equivalent  to  a  general  oath. 

As  to  the  admission  of  incompetent  evidence.  The  accused 
has  no  access  to  the  grand  jury  room,  to  obtain  proof.  He 
cannot  compel,  nor  will  the  Court  permit,  the  grand  jurors  to 
disclose  what  took  place  before  them.  Nor  can  he  compel 
the  District  Attorney  or  his  clerk  to  give  their  affidavits  as  to 
what  transpired  in  the  grand  jury  room.  The  only  way,  then, 
that  a  party  can  know  of  an  irregularity  is  by  information 
and  •belief,  and  all  that  is  left  to  him  is  to  make  ^  suggestion 
to  the  C!ourt.  If,  then,  incompetent  testimony  vitiates  an 
indictment,  and  if  the  only  mode  of  reaching  the  question 
is  by  a  motion  to  quash,  and  if  the  affidavit  of  the  party  on 
information  and  belief  is  the  only  foundation  that  can  be  had 
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for  the  motion,  then,  such  an  affidavit  requires  an  answer 
from  the  District  Attorney,  who  can  call  on  the  grand  jnrorB 
to  give  evidence  in  reply,  and  can  give  it  himself. 

No  witness  was  produced  before  the  grand  jury  as  to  the 
ownership  or  escape  of  the  slave.  The  only  evidence  on  those 
points  was  by  affidavit  The  case  was  not  one  of  insufficient 
evidence,  but  of  a  want  of  evidence  as  to  vital  points. 

Nelson,  J.  Several  of  the  questions  raised  on  this  motion 
on  behalf  of  the  defendant  to  quash  the  indictment,  having 
been  already  disposed  of  in  the  course  of  the  argument,  we 
shall  only  refer  to  those  remaining,  and  which  are  deemed 
worthy  of  notice. 

The  first  is  in  respect  to  the  oath  administered  to  the  wit- 
nesses who  were  sent  before  the  grand  jury.  They  were 
sworn  in  open  Court,  on  a  criminal  charge  against  several 
persons  for  a  participation  in  the  rescue  of  a  person  from  the 
hands  of  a  public  officer  who  held  him  in  custody,  and  in  the 
following  manner:  The  clerk  of  the  C!ourt  was  furnished 
Mdth  a  general  description  of  the  persons  accused, — "  The 
United  States  v.  Moses  Summers  and  others/^ — and  then 
administered  to  the  witnesses,  in  due  form,  an  oath,  as  fol- 
lows :  "  You,  and  each  of  you,  do  severally  solemnly  swear, 
that  the  evidence  you  shall  give  to  the  grand  inquest,  touch- 
ing charges  against  Moses  Summers  and  others,  concerning 
which  you  shall  be  interrogated,  shall  be  the  truth,  the  whole 
truth,  and  nothing  but  the  truth.  So  help  you  God."  The 
argument  is,  that  this  oath  was  void,  as  it  respected  all  per- 
sons accused  before  the  grand  jury,  or,  at  least,  as  it  respected 
all  except  the  one  particularly  named ;  and  that  the  evidence, 
therefore,  given  before  that  body,  and  upon  which  the  indict- 
ment was  founded,  was  not  delivered  under  the  sanction  of 
an  oath. 

It  was  admitted  on  the  argument,  and  we  suppose  there 
can  be  no  doubt  as  to  the  correctness  of  the  position,  that  a 
general  oath  to  give  evidence  touching  criminal  charges  to 
be  laid  before  the  grand  jury,  without  reference  to  any  par- 
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tictilar  person,  would  be  unobjectionable.  This  seems  to  be 
the  practice  adopted  in  some  of  the  State  Courts.  But  it  is 
supposed  that  the  description  attempted  to  be  given  of  the 
persons  accused,  in  the  instance  before  us,  and  to  which  the 
oath  refers,  vitiates  it. 

It  is  true,  if  this  description  had  embraced  one  or  more 
persons  by  name,  whose  cases  were  about  to  be  laid  before 
the  grand  jury,  and  in  respect  to  which  the  oath  was  admin- 
istered, and  nothing  more,  the  objection  would  have  been 
well  founded,  so  far  as  concerned  evidence  given  in  support 
of  any  accusation  against  others.  It  must  then  have  been 
confined  to  complaints  against  the  persons  specified.  But,  in 
the  case  before  us,  the  oath  was  not  restricted  to  any  speci- 
fied nmnber  of  persons  mentioned,  or  to  the  single  person 
named.  The  witnesses  were  sworn  to  give  evidence  touching 
charges  against  him  and  any  other  persons  concerning  whom 
they  should  be  interrogated  by  the  grand  jury.  And,  if  a 
general  oath  to  give  evidence  touching  charges  against  any 
and  all  persons  concerning  whom  they  might  be  thus  inter- 
rogated, would  be  unexceptionable,  of  which  we  think  there 
can  be  no  doubt,  it  would  seem  difficult  to  maintain  the  objec- 
tion made  to  the  oath  in  this  instance.  It  is  no  more  general 
and  unrestricted,  as  it  respects  the  persons  against  whom  com- 
plaints may  be  made  before  the  grand  inquest,  in  the  one  case 
than  in  the  other,  but  applies  to  every  complaint  presented 
for  examination. 

There  are  no  authorities  to  be  found  in  the  English  books 
upon  this  question;  as  the  mode  of  proceeding  before  the 
grand  jury  in  England,  in  finding  bills  of  indictment,  differs 
from  the  practice  usually  adopted  in  this  country.  There, 
the  indictment  is  drawn  by  the  proper  officers  before  the 
case  is  presented  for  examination,  and  the  witnesses  are 
sworn  in  the  particular  case.  Here,  the  initiation  of  the  pro- 
ceedings is  by  swearing  the  witnesses  and  sending  them  be- 
fore the  grand  jury,  and  the  bill  is  drawn  after  they  have 
agreed  upon  it.  There  is  no  cause  pending  in  Court,  or  even 
before  the  grand  jury,  in  the  legal  sense  of  the  term,  at  the 
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time  the  witnesses  are  swom,  and,  in  consequence,  no  title  to 
the  proceedings  can  properly  be  given,  or  be  necessary  to  the 
validity  of  the  oath.  If  the  person  to  be  accused  before  the 
grand  jury  is  named,  it  is  simply  for  the  purpose  of  giving 
application  to  the  oath,  or  to  the  evidence  under  it ;  and,  as 
we  have  seen,  this  application  has  been  regarded  as  suffi- 
ciently direct  and  explicit  when  the  oath  is  administered  gen- 
erally, and  as  relating  to  all  persons  concerning  whom  charges 
are  to  be  made  before  that  body. 

Indeed,  if  the  description  of  the  case  given  to  the  clerk 
could  be  properly  regarded  as  a  title  to  the  proceedings,  in  a 
technical  sense,  there  might  be  some  difficulty  in  maintaining 
the  validity  of  the  oath  to  these  witnesses,  as  no  such  pro- 
ceeding was  then  pending,  in  contemplation  of  law.  An 
affidavit  taken  in  a  suit  in  which  the  title  is  given,  is  invalid 
if  no  such  suit  is  pending.  But,  we  do  not  regard  the  memo- 
randum given  to  the  clerk,  as  already  referred  to,  in  this  case 
or  in  any  other,  even  where  the  accused  are  all  specially 
named  when  the  oath  is  administered,  as  a  title,  within  the 
technical  meaning  of  that  term,  but,  as  used  simply  for  the 
purpose  of  giving  application  to  the  oath  and  to  the  evidence 
to  be  given  thereafter  under  it.  And,  as  the  oath  may  be 
general  as  it  respects  all  persons  who  may  be  accused,  it 
would  seem  to  follow,  necessarily,  that  the  form  in  which  it 
was  administered  in  this  case  is  not  liable  to  any  well-founded 
objection. 

Another  ground  taken  in  support  of  the  motion  to  quash 
the  indictment  is,  that  there  was  no  evidence  laid  before  the 
grand  jury  tending  to  prove  that  Jerry  was  a  person  held 
to  ser\'ice  in  the  State  of  Missouri,  or  that  he  was  a  fugitive 
from  such  service,  at  the  time  of  his  arrest  and  deten- 
tion by  the  officer,  or  when  the  rescue  took  place,  and  that 
for  this  cause  the  indictment  is  founded  on  insufficient  evi- 
dence, and,  as  it  respects  this  fact,  in  the  absence  of  evi- 
dence. 

The  indictment  contains  two  clajsses  of  counts,  one  em- 
bracing an  averment  of  these  facts,  and  the  other  omitting 
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this  averment,  and  resting  the  counts  upon  a  statement  of 
facts  showing  that  the  magistrate  had  jurisdiction  of  the  case, 
the  issuing  of  the  warrant,  the  arrest,  &c. 

The  affidavit  upon  which  this  ground  for  sustaining  the 
motion  is  founded,  charges  the  absence  of   this  evidence 
before  the  grand  jury  upon  information  and  belief  only — a 
charge,  as  is  obvious,  that  may  be  readily  made  by  the  ac- 
cused in  any  case  where  an  indidment  has  been  found,  and 
which,  if  maintainable  on  such  an  allegation,  might  devolve 
upon  the  public  prosecutor  and  the  Courts,  in  all  cases,  the 
necessity  of  going  into  the  evidence  before  the  grand  jury, 
for  the  purpose  of  re-examining  and  revising  the  adjudica- 
tion of  that  body ;  and  this,  without  any  authentic  record  of 
the  evidence  produced  before  them,  or  any  means  of  arriving 
at  that  evidence.     They  are  not  bound  to  keep  a  record 
of  the  evidence  taken  before  them,  and  are  prohibited  from 
disclosing  their  proceedings,  and  so,  also,  are  all  other  per- 
sons who  have  access  to  or  are  permitted  to  participate  in 
those  proceedings.     They  are  allowed  by  statute,  in  some  of 
the  States,  to  testify  whether  the  evidence  of  a  witness  ex- 
amined before  them  is  consistent  with  or  different  from  the 
evidence  given  by  him  before  the  Court,  and  also  upon  a 
complaint  for  perjury,  or  upon  a  trial  for  that  offence,  to 
disclose  the  t^timony  given  by  any  such  witness ;  and,  per^ 
haps,  evidence  in  these  cases  might  be  given  by  them  at  com- 
mon law  and  without  the  aid  of  the  statute.    It  is  even  doubt- 
ful whether  they  will  be  allowed  to  disclose  the  fact  that  a 
bill  of  indictment  was  found  by  a  less  number  than  twelve 
of  their  body,  the  authorities  being  contradictory.    {The  Kmg 
V.  Marsh,  6  Ad.  cfe  EU.  236 ;   Low's  Case,  4  Oreerd.  439 ; 
Rosco^s  Crvm.  Ev,,  192 ;  Th^  People  v.  HuXbut,  4  Denio, 
133 ;  Begma  v.  Cooke,  8  Ca^.  dk  P.  682 ;    The  People  v. 
JeweU,  8  Wend.  314;    WJujuHon's  Crim.  Law,  129.)     The. 
rule  is  founded  upon  public  policy,  to  guard  against  abuses 
that  might  arise  from  a  disclosure  of  their  proceedings  to 
the  accused,  and  to'  protect  witnesses  who  may  have  given 
evidence  before  them,  from  being  exposed  to  the  ill-will  and 
80 
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resentment  of  parties  indicted.  The  permission  to  disclose  in 
the  case  of  a  complaint  for  perjmy,  or  for  the  purpose  of  con- 
tradicting a  witness,  seems  to  remove  every  well-gronnded 
objection  to  the  rule. 

No  case  has  been  cited,  nor  have  we  been  able  to  find 
any,  furnishing  an  authority  for  looking  into  and  revising 
the  judgment  of  the  grand  juiy  upon  the  evidence,  for 
the  purpose  of  determiniog  whether  or  not  the  finding 
was  founded  upon  suflicient  proof,  or  whether  there  was 
a  deficiency  in  respect  to  any  part  of  the  complaint ;  and 
the  grounds  and  reasons  which  we  have  briefly  alluded 
to,  account  sufficiently  for  the  absence  of  any  such  prece- 
dent. 

The  unfitness  and  inconvenience  of  an  inquiry  into  the 
evidence  before  the  grand  jury,  in  this  ex  pwrte  and  informal 
manner,  afford,  also,  strong  grounds  of  objection  to  any  such 
practice.  The  re-examination  and  revision  of  the  evidence 
before  them,  attempted  to  be  established  by  ex  pa/rte  state- 
ments, and  upon  the  allegation  of  information  and  belief  by 
interested  parties,  would  necessarily  lead  to  abuses  in  the 
administration  of  criminal  justice,  besides  involving  it  in 
endless  and  profitless  litigation.  It  presupposes  improper, 
if  not  dishonest  conduct,  in  the  members  constituting"  the 
body,  and  seeks  to  establish  the  fact  in  this  loose  and  im- 
perfect mode  of  arriving  at  the  truth,  and  imder  circimi- 
Btances  in  which  the  jurors  themselves  are  precluded  from 
vindicating  their  proceedings.  For,  it  was  well  remarked  by 
the  learned  Judge  who  delivered  the  opinion  of  the  Court 
in  the  case  of  The  People  v.  HuUbut^  (4  DeniOj  133,)  upon 
this  subject,  that  "  the  evidence  which  the  defendant  pro- 
posed to  give  could  amount  to  nothing  less  than  an  impeach- 
ment of  the  grand  jurors.  They  had  found  a  bill  charging 
the  defendant  with  five  different  offences,  and  the  substance 
of  the  offer  was  to  show  that  only  one  offence  had  been 
proved  before  them."  "  It  cannot  be  proper,"  he  further  ob- 
served, "  to  allow  the  jurors  to  be  thus  "assailed.  To  permit 
the  question  to  be  tried  over  again  in  another  place,  whether 
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the  indicting  jurors  had  sufficient  evidence  or  any  evidence  to 
warrant  their  finding,  would  be  plainly  contrary  to  the  policy 
of  the  law,  which,  in  everything  that  may  affect  the  jurors 
themselves,  has  placed  the  seal  of  secrecy  upon  their  proceed- 
ings." These  remarks  were  made  in  a  case  where  the  evi- 
dence to  impeach  the  proceedings  was  offered  on  the  trial,  a 
mode  much  less  exceptionable  in  arriving  at  the  truth,  than 
upon  ex  parte  affidavits. 

In  the  administration  of  criminal  justice,  confidence  must 
be  reposed  somewhere ;  and  it  must  be  admitted  that  there 
are  few  bodies  concerned  in  it  that  may  be  more  safely 
trusted  than  the  grand  inquest  of  the  county.  Tliey  are 
selected  for  their  intelligence,  probity  and  character,  from 
the  whole  body  of  the  county.  In  the  county  of  Erie, 
whence  this  jury  were  drawn,  the  list  out  of  which  it  was 
selected  is  limited  to  the  number  of  three  hundred,  in  a 
population  of  some  one  hundred  thousand ;  a  fact  that  more 
strongly  illustrates  the  high  character  and  qualifications  of 
the  grand  inquest  of  the  county  for  the  discharge  of  the 
important  duties  devolved  upon  them,  than  any  remarks  we 
could  make. 

But,  assuming  that  we  may  be  mistaken  in  these  views, 
there  is  another,  which  it  is  proper  to  notice,  equally  decisive 
of  this  motion.  We  have  already  stated  that  this  indictment 
contains  two  classes  of  counts,  and  that  one  of  them  rests 
upon  a  statement  of  facts  showing  that  the  magistrate  had 
jurisdiction  of  the  case  to  issue  the  warrant,  the  issuing  of 
the  same,  the  arrest,  &c.  If  this  class  of  counts  is  well 
founded,  and  of  which  we  entertain  no  doubt,  then  the  in- 
dictment must  be  sustained,  even  conceding  the  absence  of 
the  evidence  as  alleged  by  the  affidavits  upon  which  the 
motion  is  founded. 

By  section  6  of  the  Act  of  September  18th,  1850,  (9  U.  S. 
Stat,  at  Large,  463,)  it  is  provided,  that  when  a  person  held 
to  service,  &c.,  shall  escape,  &c.,  the  person  to  whom  such 
service  is  due,  &c.,  Inay  pursue  and  reclaim  such  fugitive, 
either  by  procuring  a  warrant  from  some  one  of  the  Courts, 
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Judges  or  Commissioners,  for  the  apprehension  of  such  fugi- 
tive, &c.,  or  by  seizing  and  an-esting  such  fugitive  where 
the  same  can  be  done  without  process,  and  by  taking  or 
causing  him  to  be  taken  forthwith  before  such  Court,  Judge 
or  Commissioner,  whose  duty  it  shall  be  to  hear  and  deter- 
mine the  case  of  such  claimant,  &c.  If  the  facts,  as  pre- 
sented before  the  Commissioner,  brought  the  case  within  his 
jurisdiction,  and  authorized  the  issuing  of  the  warrant  for 
the  arrest,  then  the  ministerial  officer  had  full  authority  to 
make  the  arrest,  and  was  bound  to  make  it ;  and  any  person 
who  knowingly  rescued  or  attempted  to  rescue  the  fugitive 
from  the  custody  of  such  officer,  or  aided,  abetted  or  assisted 
in  such  rescue,  was  guilty  of  the  offence  charged  in  the 
indictment.  The  person  thus  arrested  under  the  warrant  is 
in  the  custody  of  the  law,  and  any  one  engaged  in  the 
attempt  to  take  him  forcibly  out  of  such  custody,  subjects 
himself  to  its  penalties.  When  the  warrant  is  issued  by  the 
authority  of  the  law,  it  is  made  the  duty  of  the  marshal  and 
deputy  marshal,  under  heavy  penalties,  (section  5,)  to  obey 
and  execute  it ;  and  it  would  be  absurd  to  hold,  that  such 
officer  could  not  be  protected  in  the  execution  of  the  pro- 
cess, when  the  proof  before  the  magistrate  was  sufficient, 
under  the  statute,  to  confer  jurisdiction  to  issue  it.  In  this, 
as  in  every  other  case  of  legal  proceedings  of  an  analogous 
description,  it  is  sufficient  to  justify  the  arrest  of  the  person, 
and  his  detention  in  custody  until  he  is  discharged  by  dne 
course  of  law,  that  the  warrant  was  issued  by  competent 
authority.  The  officer  must  be  protected  in  its  due  execu- 
tion, if  the  law  of  the  land  is  to  prevail ;  and  any  person 
concerned  in  the  endeavor  to  obstruct  it,  or  to  take  the 
person  arrested  forcibly  out  of  his  hands,  becomes  a  public 
offender,  and  liable  to  the  punishment  the  law  annexes  to  the 
offence. 

The  question,  whether  the  person  is  a  fugitive  from  service 
or  not,  or  whether  such  service  is  due  to  the  claimant  or  not, 
is  a  question  the  authority  to  determine  which,  at  the  final 
hearing,  is  conferred  by  law  upon  the  magistrate   issuing 
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the  warrant — not  upon  the  marshal,  the  ministerial  officer, 
whose  duty  it  is  made  to  execute  it.  If  these  facts  are  suffi- 
ciently established  before  the  magistrate  to  authorize  the  pro- 
cess, the  marshal  is  authorized  to  arrest  and  detain  the  person 
until  the  hearing  has  taken  place  according  to  the  provisions 
of  the  statute,  and  until  the  truth  or  falsity  of  the  facts  is 
established  by  the  evidence.  The  question  is  one  exclusively 
for  the  magistrate  to  determine,  and,  until  that  determina- 
tion, the  person  arrested  is  in  the  custody  of  the  law. 

These  principles  are  too  common  and  familiar  to  require 
illustration  or  authority;  and,  in  our  judgment,  upon  any 
sound  construction  of  the  provisions  of  the  Act  of  Congress 
on  this  subject,  must  govern  the  case.  We  have  examined 
these  provisions  with  some  care,  and  the  above  are  the  delib- 
erate conclusions  at  which  we  have  arrived. 

There  is  a  remaining  question  in  the  case,  which  it  is  prop- 
er to  notice — namely,  the  charge  impeaching  the  conduct  of 
Mr.  Gates,  the  deputy  marshal,  whose  duty  it  was  made  to 
draw  the  grand  jury  from  the  box  of  jurors  for  the  county 
of  Erie,  and  also  to  summon  them  for  the  term  of  the  Dis- 
trict Court  held  at  Buffalo,  when  this  indictment  was  found. 
This  charge  is  founded  upon  the  affidavit,  on  information 
and  belief,  of  one  of  the  parties  indicted.  We  have  the  affi- 
davit of  the  deputy  marshal,  of  the  clerk  of  the  county,  and 
of  a  third  person,  who  were  present  at  the  drawing  and  wit- 
nessed it,  and  they  show  that  the  charge  is  utterly  unfounded, 
and  most  unjust  as  it  respects  this  officer.  The  drawing  took 
place  in  the  usual  way,  and  in  strict  conformity  to  the  law. 
There  is  not  the  slightest  ground  for  the  imputation  against 
the  fairness  and  good  faith  of  the  deputy  in  the  discharge  of 
his  duty,  either  in  the  drawing  or  the  summoning  of  the  jury, 
and  it  never  should  have  been  made. 

For  the  reasons  above  given,  the  motion  to  qiiash  the  in- 
dictment must  be  denied. 
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The  United  States  vs.  Geoege  Cottinqham, 

Peremptory  challenges  to  jurors  are  not  allowed  in  the  Courts  of  the  United 
States  in  any  other  than  capital  cases,  even  though  they  are  allowed  in  other 
coses  by  the  State  law. 

A  decoy-letter,  containing  money,  mailed  for  the  purpose  of  entrapping  a  clerk 
in  a  Post-Office,  who  opens  it  and  takes  the  money,  is  within  the  2lBt  section 
of  the  Act  of  March  8d,  1826,  (4  I/.  8,  Stat,  at  Large,  107.) 

(Before  Nelson,  J.,  Northern  District  of  New  Tork,  October  20th,  1852.) 

This  was  an  indictment  against  a  clerk  in  the  Post-Office 
at  Albany,  New  York,  under  the  21st  section  of  the  Act  of 
March  Sd,  1825,  (4  U.  S.  Stat,  at  Large,  107,)  for  opening  a 
letter  and  stealing  money  therefrom.  The  punishment  fixed 
by  law  for  the  offence  was  imprisonment  for  not  less  than  ten 
nor  more  than  twenty-one  years. 

On  the  trial,  the  counsel  for  the  prisoner  claimed  the  right 
to  challenge  peremptorily  twenty  of  the  jurors,  under  the 
provisions  of  the  2d  section  of  the  State  statute,  (2  H.  jS.  734, 
§  9,)  which  is  as  follows :  "  Every  person  arraigned  and  put 
on  trial  for  any  offence  punishable  with  death,  or  with  impris- 
onment in  a  State  prison  ten  years  or  any  longer  time,  shall 
be  entitled  to  challenge  peremptorily  twenty  of  the  persons 
drawn  as  jurors  for  such  trial,  and  no  more." 

The  letter  containing  money,  which  it  was  proved  the  pris- 
oner had  opened,  and  from  which  he  had  taken  the  money, 
was  a  decoy-letter,  prepared  and  mailed  by  an  officer  of  the 
Government  for  the  purpose  of  entrapping  the  prisoner.  The 
counsel  for  the  prisoner  raised  the  objection  that  such  a  letter 
was  not  within  the  Act. 

JaTnea  Id.  Lavyrence,  {District  Attorney^  for  the  United 
States. 

DeodatuB  Wright,  for  the  prisoner. 

The  Cotirt  decided  that  the  prisoner  had  no  right  to 
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any  of  the  peremptory  challenges  claimed,  because  such 
challenges  were  not  allowed  at  common  law  in  any  other 
than  capital  cases.* 

It  also  charged  the  jury  that  the  purpose  for  which  the 
letter  from  which  the  money  was  taken  was  mailed,  was  not 
a  question  under  the  Act. 


Samuel  Colt  m.  TTtram  Tounq  and  Edward  LEAvrrr. 

Where  an  application  for  the  extension  of  a  patent  under  §  18  of  the  Act  of 
July  4th,  1836,  (6  CT.  8.  8taL  at  Large^  124,)  was  pending  at  the  time  of  the 
passage  of  the  Act  of  May  2'7th,  1848,  (9  Id.  281,)  which  conferred  upon  th» 
Commissioner  of  Patents  alone  the  same  authority  to  extend  patents  which 
had  previously  been  confided  to  the  Board  created  by  the  Act  of  1836 :  Held^ 
that  it  was  not  necessary  to  renew  the  application,  but  thai  the  Ck>mmlB8ioner 
was  authorized  to  go  on  with  the  proceedings,  as  having  been  properly  instl* 
tuted,  and  complete  them  by  granting  the  extension. 

Where  the  Commissioner  of  Patents  has  jurisdiction  over  an  application  for  the 
extension  of  a  patent,  his  decision  is  conclusive  as  to  the  regularity  of  the  pro- 
ceedings on  the  extension. 

The  only  exception  to  the  conclusiveness  of  his  decision  is,  perhaps,  the  case 
of  fraud. 

The  defendant  was  enjoined,  before  final  hearing,  from  infringing  two  of  the 
claims  of  a  patent,  although  it  was  not  held  that  another  claim  in  the  same 
patent,  the  novelty  of  which  was  disputed,  was  valid. 

(Before  Nelson  and  Birrs,  JJ.,  Southern  District  of  New  York,  November  Sth, 
1852.) 

This  was  a  motion  for  a  provisional  injunction,  to  restrain 
the  defendants  from  infringing  the  first,  second  and  third 
claims  of  Letters  Patent  granted  to  the  plaintiff,  February 
25th,  1836j  for  an  "  improvement  in  fire-arms,"  as  re-issued  to 
him,  on  an  amended  specification,  October  24th,  1848,  and 
extended  by  the  Commissioner  of  Patents  on  the  10th  of 
March,  1849,  for  seven  years  from  the  25th  of  February, 

*  See  note  to  Tfu  United  States  t.  Heed,  {ante,  p.  447.) 
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1850.  There  were  five  claimB  in  the  amended  specification. 
The  bill  set  out  a  recovery  by  the  plaintifE  in  a  suit  at  law  on 
tlie  patent,  in  the  Circuit  Court  for  the  MassachusettB  Dis- 
trict, which  was  strongly  defended,  and  in  which  the  jury 
found  specially  the  novelty  of  the  plaintifPs  patented  combi- 
nation, and  the  infringement  of  4:he  first  three  claims  of  his 
patent. 

In  opposition  to  the  motion,  the  defendants  set  up  want 
of  novelty  in  the  plaintifPs  patent,  illegality  in  its  exten- 
sion, and  non-infringement.  The  affidavits  were  principally 
directed  to  the  point  of  showing  a  want  of  novelty  in  the  first 
claim. 

Edwwrd  N.  Dickerson  and  Charles  M.  Keller^  for  the 
plaintiff. 

Setk  P.  StapUsy  Frcrnds  B.  Cutting  and  Bohert  Emmety 
for  the  defendants. 

Nelson,  J.,  (after  holding  that  the  evidence  produced  on 
the  part  of  the  defendants  in  no  manner  affected  the  plain- 
tiff's second  and  third  claims,  and  that  the  defendants  had 
infringed  those  claims.)  The  next  question  in  the  case  is  as 
to  the  validity  of  the  extension  made  by  the  Commissioner 
on  the  10th  of  March,  1849.  By  the  18th  section  of  the 
Patent  Act  of  July  4th,  1836,  (5  U.  8.  Stat  at  La/rge,  124,) 
the  power  to  hear  and  determine  applications  for  the  exten- 
sion of  patents  was  conferred  upon  a  Board  composed  of  the 
Secretary  of  State,  the  Commissioner  of  Patents  and  the 
Solicitor  of  the  Treasury.  That  Act  required  public  notice 
to  be  given  of  the  application  a  certain  number  of  days  pre- 
vious to  the  hearing.  By  the  Act  of  Congress  of  May  27th, 
1848,  (9  K  /S.  Stat  at  Large,  231,)  it  is  enacted,  that  "  the 
power  to  extend  patents  now  vested  in  the  Board  composed 
of  tlie  Secretary  of  State,  Commissioner  of  Patents  and 
Solicitor  of  the  Treasury,"  "  shall  hereafter  be  vested  solely 
in  the  Commissioner  of  Patents ; "  and  it  is  further  provided, 


NOVEMBER,  1852.  473 


Colt  V.  Yoimg. 


that  the  said  Commissioner  shall  exercise  the  powers  "  upon 
the  same  principles  and  rules  that  have  governed "  said 
Board.'' 

The  application  for  an  extension  of  the  patent  before  us 
was  pending  when  the  Act  of  1848  was  passed,  and  the  Com- 
missioner, after  its  passage,  went  on  with  the  proceedings,  as 
having  been  abeady  properly  instituted,  and  completed  them 
by  granting  an  extension.  The  argument  against  its  validity 
is,  that  the  proceedings  fell  with  the  modification  of  the 
Board  by  the  Act  of  1848 ;  and,  therefore,  that  it  was  neces- 
sary to  begin  them  anew,  observing  the  preliminary  steps  ne- 
cessary in  such  cases.  The  obvious  answer  is,  that  this  was 
not  a  repeal  of  the  section  providing  for  the  extension  of  pat- 
ents, and  the  enactment  of  a  new  system  for  the  purpose ;  in 
which  case,  the  principle  of  constniction  contended  for  would 
have  been  applicable,  ( United  States  v.  Boisdor^a  HeirSy  8 
How.  113,)  but  simply  a  repeal  of  so  much  of  it  as  related  to 
the  action  of  the  Secretary  of  State  and  the  Solicitor  of  the 
Treasury  in  the  matter,  leaving  the  Commissioner  alone  to  go 
on  in  the  execution  of  the  duty.  This  is  the  legal  as  well  as 
the  conmion-sense  understanding  of  the  change  produced  by 
the  Act  of  1848.  The  amendment  seems  guardedly  worded, 
for  the  purpose  of  avoiding  the  great  inconvenience,  if  not 
injustice,  that  might  result  to  appKcants,  if  the  construction 
contended  for  by  the  defendants  should  prevail,  namely,  the 
necessity  of  renewiag  the  applications,  with  sixty  days'  pub- 
lic notice.  It,  therefore,  simply  devolves  upon  the  Commis- 
sioner, after  its  passage,  the  whole  of  the  duty  which  wa& 
previously  divided  with  the  Secretary  and  the  Solicitor,  and 
directs  that  he  shall  be  governed  by  the  same  principles  and 
rules  that  had  governed  the  Board  composed  of  the  three. 
This,  as  we  understand,  was  the  construction  given  to  the  Act 
by  the  Commissioner,  and  is  the  one  upon  which  he  has  acted, 
and  we  think  it  is  right  and  should  be  upheld. 

The  jurisdiction  of  the  Commissioner  over  the  application 
being  established,  his  decision  must  be  regarded  as  conclu- 
sive as  to  any  informalities  or  irregularities  that  may  have 
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happened  in  the  course  of  the  execution  of  the  duty,  and 
cannot  be  the  subject  of  examination  and  review  on  this 
motion,  the  same  as  if  the  case  was  before  us  on  writ  of  error 
or  appeal.  The  Act  intended  to  make  the  decision  of  the 
Commissioner  conclusive,  except,  perhaps,  in  the  case  of 
fraud,  which  is  an  exception  to  the  general  rule. 

We  are  satisfied,  therefore,  that  the  plaintiff  is  clearly  enti- 
tled to  an  injimction  against  the  defendants,  enjoining  them 
from  using,  in  the  manufacture  of  fire-arms,  the  arrange- 
ments embraced  in  the  second  and  third  claims  of  his  patent. 
Under  the  circumstances  of  the  case,  and  in  view  of  the  affi- 
davits produced  in  opposition  to  the  motion,  we  shall  refrain 
from  passing  upon  the  question  raised  in  regard  to  the  first 
claim,  until  the  case  shall  come  up  for  hearing  upon  the 
pleadings  and  proofs,  when  we  shall  be  more  fully  in  posses- 
sion of  the  facts  bearing  upon  that  question. 


Benjamin  Tatham,  Jr.,  and  Geobqb  N.  Tatham 
Thomas  O.  Le  Roy  and  David  SMrra. 

The  hiistory  of  improTementB  in  macliinery  for  making  lead  pipe  by  preasure, 
given. 

The  rules  of  law  for  determining  the  question  of  identity  between  two  machines, 
stated. 

Effect  of  a  mere  change  in  form  or  proportions,  or  of  the  mere  substitution  of 
one  mechanical  equivalent  for  another. 

Tests  for  determining  what  is  a  substantial  change  in  a  machine. 

Where  the  plaintiff  was  the  first  to  apply  a  hollow  ram  sliding  upon  a  core  in  ft 
cylinder  to  the  making  of  lead  pipe  by  pressure,  (a  cylinder  sliding  upon  a  rod 
not  being  new  in  machinery,)  and,  in  his  patent,  claimed  as  his  invention  the 
constructing  of  the  ram  hollow,  so  as  to  slide  upon  the  core,  and  the  combina- 
tion of  the  same  with  the  core :  ffeldy  that  the  mere  use  of  a  hollow  ram  in 
combination  with  a  core,  in  a  machine  for  making  lead  pipe  by  pressure,  would 
not  be  an  infringement  of  the  patent,  but  that  there  must  be  a  use  of  such  com- 
bination, in  such  a  machine,  in  substantially  the  same  way  in  which  the  phun- 
tiff  had  applied  it. 
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Where  the  change  from  a  patented  machine  produces  an  effect,  in  the  operation 
of  the  machine,  different  in  kind,  such  difference  in  effect  ib  evidence  of  a 
substantial  change,  although,  without  connecting  the  new  effect  with  the  change, 
the  change  might  be  only  formal  and  unsubstantial. 

But  such  new  effect,  in  order  to  give  materiality  to   an  apparently  formal^ 
change,  must  not  consist  in  merely  doing  more  worlc  in  a  given  time  or  in 
merely  requiring  less  power.     These  results,  if  found,  must  follow  from  the 
different  effect  in  kind. 

The  role  of  damages  for  the  infringement  of  a  patent,  stated. 

Interest,  by  way  of  damages,  may  be  given  by  the  jury,  in  an  action  for  the 
infringement  of  a  patent 

(Before  Nklson,  J.,  Southern  District  of  New  York,  November,  1862.) 

This  was  an  action  on  the  case,  tried  before  Nelson,  J.,  for 
the  infringement  of  Letters  Patent  granted  to  the  plaintiffs 
October  11th,  1841,  for  an  "  improvement  in  the  machinery 
for  making  pipes  or  tubes  of  lead,  tin  and  other  metallic 
substances."  *    The  defendants  had  used,  in  the  manufacture 


*  The  specification  of  the  plaind£fs*  patent  was  as  foUows : 

**  The  Schedule  referred  to  in  these  Leitere  Patent,  and  making  pari  of  the 
tame.  Be  it  known  that  we,  George  N.  Tatham  and  Benjamin  Tatbam,  Junr., 
both  of  the  city  of  Philadelphia,  and  State  of  Pennsylvania,  have  invented  certain 
new  and  useful  improvements  in  machinery  or  apparatus  for  making  and  manu- 
facturing pipes  and  tubes  of  lead,  tin  and  other  metallic  substances,  and  their 
alloys.  And  we  do  hereby  declare  that  the  following  is  a  full,  clear  and  exact 
description  of  the  construcdon  and  operation  of  the  same,  reference  being  had 
to  the  accompanying  drawings,  making  part  of  this  specification : 

"  Our  invention  of  these  certain  improvements  applies  principally  to  the  *  ma- 
chinery or  apparatus  for  making  or  manufacturing  pipes  and  tubes  from  lead,  or 
a  mixture  or  compound  of  lead  with  other  metals,  as  tin,  or  zinc,  or  any  other 
compound  or  alloy  of  soft  metals  capable  of  being  squeezed  or  forced,  by  means 
of  great  pressure,  from  out  of  a  cylinder  or  Receiver,  through  or  between  aper- 
tures,  dies  and  cores,  when  in  a  eoHd  etdte^^  described  and  set  forth  in  the  speci- 
fication of  a  patent  granted  to  Thomas  Burr,  of  Great  Britain,  and  also  described 
in  the  first  volume  of  the  first  series  of  the  London  Journal  of  Arts  and  Sciences, 
as  therein  will  appear ;  and  our  said  invention  is  applicable  in  part  also  to  other 
machinery  for  manufacturing  leaden  and  other  metdlic  pipes,  which  will  be  here- 
inafter referred  to. 

^*  In  the  plan  described  by  Thomas  Burr,  the  core  (for  the  formation  of  the 
inner  diameter  or  calibre  of  the  pipe^  is  attached  to  the  end  of  the  piston,  and, 
advancing  before  it  through  the  cylinder,  became  bent  and  twisted  out  of  centre 
with  the  dies,  thus  preventing  or  destroying  the  uniformity  of  thickness  or  the 
centrality  of  the  bore  of  the  pipes.  This  defect  resulted  from  the  difference  of 
expansion  and  contraction,  and  from  the  extreme  pressure  required  to  drive  out 
the  solid  metal,  and  from  several  other  causes,  the  effect  of  which  was  to  render 
that  plan  ineffective  and  ineligible.  These  defects  it  is  the  object  of  our  improve- 
ments to  remedy. 

«« Our  said  improvements  may  be  fully  understood  by  referring  to  the  accom- 
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of  lead  pipe  machineiy  constructed  in  accordance  with  the 
specification  of  Letters  Patent  granted  to  Samuel  G.  Cornell, 


panying  drawings,  and  to  the  explanations  thereof  contained  in  this  specifica- 
tion. 

^*  We  use  a  powerful  hydraulic  press,  which  is  partially  represented  at  figure  1. 
In  this  figure  a  a,  is  the  cap  or  top  of  the  press ;  b  6,  tlie  base  or  frame  of  the 
bottom  thereof,  inclosing  the  great  cylinder  and  the  ram,  which  are  not  here 
exhibited.  GCGG,  are  the  upright  wrought-iron  piUars  of  the  press.  The 
pipes,  the  safety-Talve  and  other  parts  of  the  hydraulic  press  are  not  here  repre- 
sented. This  -engine  is  so  well  known,  and  may  be  constructed  in  such  variety 
of  forms,  as  to  render  a  descripUon  of  it  unnecessary,  and  the  figure  in  the 
annexed  drawings  is  intended  only  to  exhibit  the  relative  arrangements  of  the 
other  parts  of  the  apparatus.  We  use  a  strong  iron  cylinder,  constructed  in  a 
manner  substantially  resembling  that  described  by  Thomas  Burr,  and  intended 
for  precisely  the  same  purposes.  The  die  is  secured  at  the  upper  end  of  the 
cylinder  between  a  circular  plate  and  the  top  of  the  cylinder,  in  an  aperture 
or  recess  fitted  to  receive  it.  The  top  of  the  cylinder  is  attached  by  means  of 
screws  or  bolts,  or  otherwise,  thereto,  so  as  to  be  easily  removed  and  replaced. 
The  cylinder,  with  its  several  appurtenances,  is  to  be  firmly  bolted  or  secured 
to  the  top  of  the  hydraulic  press.  It  is  represented  in  perspective  at  A,  in 
figure  1,  and  in  section  at  A  A,  in  figure  2.  k  k^  figure  2,  is  a  section  of  the 
die,  which  is  a  polished  steel  ring,  mm,  is  the  circular  plate  with  k  large 
aperture  through  it  for  the  passage  of  the  metal  towards  the  die.  n  n,  is  the 
top  of  the  cylinder.  X  X,  figure  2,  is  a  section  of  a  part  of  the  top  of  the 
h]^raalic  press,  which  part  has  an  aperture  (t  t)  in  the  form  of  an  inverted  cone, 
to  allow  access  to  the  cylinder,  for  the  purpose  of  charging  it  through  the  dies 
or  other  apertures,  and  for  the  passage  of  tiie  pipes  or  tubes.  The  aperture  is 
hidden  at  figure  1.  Tex  Piston,  B  ,  (operating  within  the  cylinder,)  is  bored 
accurately  throughout  Its  length,  so  as  to  receive  and  fit  a  long  core-holder, 
upon  which  it  is  to  move  or  slide  easily  up  and  down,  being  at  the  same  time 
furnished  with  proper  packing.  The  Hollow  Piston  is  exhibited  in  its  place, 
in  perspective,  at  B,.  figure  1 ;  and  in  section,  at  B  B,  figure  2.  Its  parts  are 
shown  detached  at  a  and  6,  in  figure  5,  and  a  section  of  the  fiice  at  C.  Its 
packing  (around  the  long  core-holder)  consists  of  tight  rings  occupymg  the 
places  indicated  at  figure  2  by  the  letters  x  x ;  but  it  may  be  packed  in  other 
ways  in  common  use,  and  well  known  to  machinists.  The  face  C  should  be 
made  of  cast  steel  It  is  secured  to  the  body  of  the  piston  by  means  of  bolts  or 
screws.  The  piston  is  secured  in  its  ^lace,  upon  the  table  or  platform  of  the 
hydraulic  press,  in  any  convenient  manner.  We  employ  a  cast-iron  fixture, 
open  in  front  to  receive  the  piston-head,  grasping  the  same,  and,  being  firmly 
bolted  to  the  table,  is  strong  enough  to  bear  the  high  degree  of  force  often 
required  to  extract  the  piston  from  the  cylinder,  after  it  has  been  driven  home. 
This  instrument  is  represented  in  its  place  upon  the  table  at  G,  in  figure  1, 
and  in  plan  at  figure  8,  y,  and  in  transverse  section  at  s.  We  employ  a  long 
coRi-HOLDXR,  whlch  is  s  Strong  round  rod  of  iron  or  steel,  accurately  turned  and 
polished,  so  as  to  move  or  slide  easily  and  truly  through  the  hollow  piston, 
fitting  the  same  exactly.  One  end  of  this  long  core-holder  is  to  be  securely 
attached  (by  a  pin  or  otherwise)  to  strong  iron  framework,  below  the  table  or 
platform  of  the  press.  The  core-holder  is  to  be  sufficiently  long  to  pass  upwards 
through  the  table  or  platform,  through  the  piston,  and  trough  Uie  middle  of  the 
cylinder,  to  its  discharging  end,  where  it  is  to  hold  (in  the  centre  of  the  die)  a 
core  or  mandrel,  attached,  screwed  or  bolted  into  its  end ;  or  is  itself  to  b^ 
tapered,  if  necessary,  to  the  size  required  for  the  interior  diameter  or  calibre  of 
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AxigTiBt  2l8t,  1847,  for  an  "  improvement  in  lead  pipe  ma- 
chinery."   The  material  defence  was  non-infringement.    The 


the  pipes  or  tubes.  The  long  core-holder  is  exhibited  in  its  place  at  D,  figure  1, 
aud  in  section  at  D,  figure  2,  and  detached  at  D,  figure  4,  where  BCTeral  differ- 
ent plans  for  its  construction  next  the  core  are  exhibited.  The  iron  frame- 
work securing  the  end  of  the  Umg  core-holder  is  to  be  made  with  several 
armSf  each  to  be  firmly  attached  to  one  of  the  wrought-iron  pillars  of  the 
hydraulic  press.  This  frame  is  represented  in  perspective,  in  its  place,  at  £  E,  in 
figure  1,  and  in  plan,  at  figure  6,  where  the  relative  positions  of  the  pillars  that 
support  the  table  or  platform  of  the  press  are  exhibited  at  «,  A,  g.  The  lower 
part  of  the  framework  must  be  placed  at  such  a  distance  above  the  hydraulic 
mm4iead  as  not  to  interfere  with  the  rising  of  the  same,  when  the  press  is  in 
action.  This  distance  should  be  of  the  length  of  the  piston  at  the  least  '  The 
TABLK  or  platform  of  the  press  is  to  be  supported  by  strong  iron  pillars,  two, 
three  or  four  in  number,  standing  between  the  arms  of  the  framework  fixture 
last  described.  The  table  is  seen  at  FF,  figure  1.  It  is  to  slide  upon  the 
wrought-iron  pillars  of  the  press,  which  thus  serve  as  guides  to  it.  The  pillabs 
supporting  the  table  are  represented  at  6  G  G,  in  figure  1.  They  are  to  stand 
upon  the  ram-head,  which  is  a  solid  iron  fixture  upon  the  top  of  the  ram  itself, 
and  is  seen  at  H,  in  figure  1.  The  ram-head  is  to  contain  an  aperture  large 
enough  to  permit  the  end  of  the  Umg  core-holder  to  descend  into  the  hollow 
of  the  ram,  when  occasion  may  require  the  removal  of  the  piston,  or  a  change  in 
any  of  the  different  instruments. 

*^  The  operation  of  the  machinery  is,  in  most  respects,  the  same  as  that  de- 
scribed  by  Thomas  Burr,  to  whose  specification  we  here  particularly  refer.  The 
several  parts  being  adjusted  in  their  places,  as  at  figure  1,  the  piston  being  low- 
ered,  the  cylinder  is  filled  with  melted  metal,  through  the  aperture  between  the 
die  and  the  core ;  or,  if  preferred,  through  an  aperture  made  for  the  purpose  in 
the  cylinder,  which  is  to  be  stopped  with  a  screw-plug  or  otherwise.  The  space 
occupied  by  the  metal  in  the  cylinder  is  represented  in  the  sectional  drawings  by 
a  tint  of  red  color.  Upon  the  metal  in  the  cylinder  becoming  ^teV  or  solid,  the 
press  is  to  be  set  in  action,  and,  as  the  ram  of  the  press  rises  upwards,  carrying 
with  it  the  pillars,  and  the  table  or  platform  upon  them,  the  piston  (sliding  upon 
the  stationary  long  core-holder)  is  driven  into  the  cylinder,  and  the  metal  therein 
is  forced  upwards  between  the  core  and  the  die,  and  issues  above  the  top  of  the 
press  in  the  shape  of  a  pipe  or  tube.  Lead  perfectly  cold,  and  even  harder 
metal,  may  be  driven  by  this  machinery,  and  formed  into  pipes  or  tubes. 

"  We  do  not  intend  to  limit  or  confine  ourselves  to  the  precise  plan  here  above 
described  of  forcing  the  piston  upwards  into  the  cylinder,  and  of  causing  the 
pipe  to  issue  above  the  press,  since  the  same  results  will  be  produced  when  the 
action  of  the  machinery  is  reversed,  by  securing  the  piston  to  the  under  part  of 
the  top  of  the  hydraulic  press,  and  bolting  the  cylinder  upon  the  table  or  plat- 
form ;  thereby  causing  the  cylinder  to  advance  upon  the  stationary  piston,  and 
forcing  the  pipe  downwards*  through  an  aperture  in  the  table  made  to  admit 
its  passage.  In  this  reversed  mode  of  operation,  it  would  be  necessary  to  con- 
struct upright  shafts  or  pillars,  standing  upon  and  secured  to  the  table,  and 
made  to  slide  through  boxes  fitted  in  the  top  of  the  press.  These  uprights  are 
to  be  connected  above  the  top  of  the  press,  by  a  strong  cross-beam,  to  the  cen- 
tre of  which  the  end  of  the  long  core-holder  is  to  be  attached.  The  core-holder 
should  slide  through  a  box  in  the  top  of  the  press,  and  also  through  the  station- 
ary HOLLOW  PISTON,  and,  reaching  to  the  bottom  of  the  cylinder,  it  must  there 
bold  a  core  or  mandrel  in  the  centre  of  the  die,  as  before  described.  When  the 
press  is  set  in  motion,  the  core-holder  will  rise  with  the  upright  framework  and 
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following  extracts  from  the  Bpecifieation  of  Cornell's  patent 
are  sufficient  to  show  the  construction  and  operation  of  the 
machinery  used  by  the  defendants : 

"  My  machine  is  applicable  to  the  manufiicture  of  pipes  and  tabes  of  lead,  and 
such  other  metals  and  their  alloys  as  are  capable  of  being  squeezed  or  forced,  by 
means  of  great  pressure,  from  a  cylinder  or  receiver,  through  or  between  aper- 
tures, dies,  cores  or  mandrels,  when  in  a  solid  or  semi-fluid  state,  and  is  mainly 
referable,  in  its  general  construction  and  purposes,  to  the  machine  patented  by 
Thomas  Burr  in  Great  Britain,  and  described  in  the  first  Tolume  of  the  first  series 
of  the  London  Journal  of  Arts  and  Sciences.    •    •    • 

**  In  my  machine,  I  use  the  hydraulic  press,  the  lead  cylinder  or  receiver,  the 
columns  or  pillars  connecting  the  hydraulic  press  with  the  lead  cylinder,  the 
movable  ram  for  pressing  the  piston  upon  the  lead  in  the  cylinder  or  receiver, 
the  dies  and  cores  to  give  the  pipes  the  required  form  and  calibre  and  dimen- 
sions, and  such  other  parts  of  the  old  machines  as  may  be  necessary,  substantially 
umilar  to  the  machine  of  the  said  Thomas  Burr,  now  in  common  use.    •    •    * 

**  In  the  macUncs  heretofore  used  the  die  is  placed  in  the  lead  cylinder — at 


the  cylinder,  fixedly  preserving  its  relative  position  with  the  die  at  the  bottom  of 
the  cylinder. 

'*  Figure  7  is  a  representation  (partly  in  section^  of  this  reversed  mode  of 
operation.  A,  is  the  cylinder  reversed,  having  the  die  now  at  the  bottom.  B,  is 
the  hollow  piston,  secured  to  the  top  of  the  press.'  G  G,  are  the  upright  pillars 
.  of  the  framework.  D  D,  is  the  cross-beam  thereof.  E,  is  the  long  core-holder 
depending  from  the  cross-beam.  In  this  latter  form  or  manner  of  arrangement 
we  intend  to  apply  the  foregoing  improvements  to  the  apparatus  for  manufactur- 
ing pipes  or  tubes  from  lead  or  other  metallic  substances,  invented  by  Gharles 
and  John  Hanson,  of  Great  Britain,  for  which  Letters  Patent  of  the  United  States 
were  granted  to  the  present  inventor,  Benjamin  Tatham,  junr.,  and  to  Henry  B. 
Tatham,  of  the  city  of  Philadelphia,  under  assignment  from  the  said  Gharles  and 
John  Hanson,  before  patent  issued,  and  recorded  preparatory  fiiereto,  which 
Letters  Patent  are  dated  the  twenty-ninth  day  of  March,  eighteen  hundred  and 
forty-one. 

'^  We  do  not  claim  as  our  invention  any  pari  of  the  cylinder,  nor  of  the  dies, 
nor  of  the  arrangement  thereof  in  the  cylinder,  nor  the  manner  of  adapting  these 
to  the  hydraulic  press,  nor  the  mode  of  operation  generally,  all  of  which  have 
been  substantially  described  in  the  specifications  of  £e  patents  of  Thomas  Burr, 
and  of  Benjamin  and  Henry  B.  Tatham,  assignees  of  Otuirles  and  John  Hanson, 
heretofore  referred  to.  But  what  we  do  claim  as  cons^tuting  our  invention,  and 
desire  to  secure  by  Letters  Patent,  are, 

**  First.  The  long  core,  or  core-holder,  formed  and  held  stationary  with  rela- 
Uon  to, the  dies  as  described. 

**  SscoNDLT.  We  claim  the  constructing  of  the  piston  B,  hollow,  in  the  manner 
described ;  and  the  combination  of  the  same  with  the  long  core,  or  core-holder, 
upon  which  the  piston  slides. 

*'  Thirdly.  We  claim,  as  a  modification  of  our  invention,  the  arrangement  and 
combination  of  the  several  parts  above  mentioned  as  exhibited  in  what  has  been 
termed  ^  Thk  Bbv£Bsed  AaaAifGKMKNT,*  shown  at  figure  7,  ui  the  accompanying 
drawings." 
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the  top  thereof  when  the  power  is  applied  at  the  bottom,  and  at  the  bottom 
thereof  when  the  power  is  applied  at  the  top— and  the  core  which  forms  the 
inner  surface  of  the  pipe  and  determines  its  calibre,  is  either  attached  to  the 
piston,  adrancing  before  it  through  the  lead,  according  to  the  method  of 
Thomas  Burr,  or  attached  to  a  long  stationary  core-holder  passing  through  the 
platform  of  the  press,  through  the  piston  or  ram,  and  through  tlio  centre  of  the 
lead  cylinder  to  its  discharging  end,  and  the  core  being  attached  to  the  upper 
end  thereof,  and  passing  through  the  centre  of  the  die,  acljusted  and  secured  so 
as  to  remain  stationary  in  its  proper  position ;  and  the  pipe  is  formed  by  press- 
ing the  whole  mass  of  the  lead  upwards  by  means  of  the  piston,  forcing  it 
through  the  aperture  between  the  die  and  the  core.  This  long  core-holder  is 
eecured  to  the  platform  of  the  press  and  lead  receiver,  so  as  to  remain  station* 
ary  the  one  to  the  other,  and  the  piston  slides  over  it.  This  is  the  method  of 
George  N.  and  Benjamin  Tatham,  as  described  in  their  patent  granted  October 
lltb,  1841. 

**  In  these  methods,  the  core  and  core-holder,  or  other  apparatus  used  for  like 
purposes,  are  liable  to  be  broken,  or  twisted,  or  bent,  or  otherwise  displaced 
by  the  upward  or  the  lateral  pressure  caused  by  the  piston  pressing  against 
the  metal,  which  may  be  of  unequal  density,  or  from  any  other  cause,  so  that 
the  pipes  wiU  be  imperfect,  and  often  useless,  and  the  machinery  often  injured  or 
broken. 

"To  obviate  these  difficulties,  a  bridge,  cross-bar  or  guide-piece  has  been 
placed  in  the  upper  part  of  the  lead  cylinder,  near  the  die,  closely  fitting  the 
oore-holder  which  passes  through  it,  and  firmly  secured  to  the  interior  of  the 
cylinder  by  means  of  arms  extending  from  the  bridge  to  the  inner  surface  of  the 
cylinder,  and  there  secured.  This  apparatus  is  io  support  the  short  or  stationary 
core,  or  to  guide  the  long  core,  and  prevent  its  being  displaced,  or  the  core  from 
being  broken  or  bent.  But  it  will  be  seen  that  in  this  method  the  mass  of  the 
lead  in  the  cylinder,  on  being  pressed  upwards  through  the  same,  is  divided  by 
the  arms  into  as  many  parts  as  there  are  arms,  and,  after  passing  the  arms,  is 
onited  and  pressed  together  so  as  to  adhere  in  its  passage  through  tlie  die.  It  is 
obvious,  however,  that  the  adhesion  of  these  divisions  will  be  more  or  less  imper- 
fect, and  that  the  pipe  formed  in  this'way  will  be  liable  to  burst  under  any  con- 
siderable pressure.  In  all  these  methods,  the  great  pressure  required  to  lift  the 
whole  mass  of  the  lead  contained  in  the  cylinder  and  force  it  through  thb  die 
will,  besides  displacing  or  breaking  the  cores  or  the  mandrels,  often  burst  the 
lead  cylinder  and  destroy  the  machine. 

"  The  object  attuned  by  my  improvement  is,  the  forming  of  pipe  in  all  cases 
at  the  point  of  contact  of  the  piston  and  the  lead,  where  the  pnsssure  is  applied, 
without  moving  forward  the  whole  mass  of  lead  in  the  cylinder.  This  is  the 
leading  feature  of  my  invention,  and  the  various  apparatus  and  the  different 
arrangements  and  combinations  thereof,  hereinafter  described,  are  all  subsidiary 
to  the  accomplishment  of  this  object,  being  the  different  methods  by  which  it  is 
accomplished. 

"  In  my  machine,  instead  of  fixing  the  die  in  the  upper  or  lower  end  of  the 
lead  cylinder,  and  there  forming  the  pipe,  in  the  manner  above  mentioned,  I 
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usually  place  and  secure  the  die  in  the  end  of  the  piston  which  is  to  enter  the 
lead  cylinder  and  press  against  the  lead.  «  •  •  •  Around  the  die  proper 
packing  is  placed,  to  make  it  fit  the  lower  orifice  of  the  lead  cylinder  into  which 
it  is  to  pass.  The  piston  is  hollow,  with  an  opening  or  openings  •  *  *  near 
the  bottom,  to  permit  the  passage  of  the  formed  pipe  downward  through  it,  and 
thence  out  at  one  of  the  openings.  In  a  right  line  with  the  centre  of  the  pis- 
ton, I  place  a  long  movable  core-holder,  extending  from  the  top  of  the  piston 
upward  «  •  •  •  through  the  middle  of  the  lead  cylinder,  and  beyond  to 
the  top  of  the  frame.  •  «  •  This  core-holder  is  of  sufficient  size  and 
strength  to  sustain  any  pressure  required,  without  being  broken  or  bent,  or 
otherwise  displaced,  and  is  connected  with  the  ram  by  means  of  *  *  * 
cross-heads,  *  •  •  *  one  of  which  is  secured  to  the  piston,  and  the  other 
to  the  movable  core-holder  by  *  *  keys,  •  «  «  •  and  the  cross^ieads 
are  connected  together  and  kept  in  their  proper  relative  position  by  *  *  * 
connecting  rods,  •  •  •  which  are  secured  to  the  cross-heads  by  •  • 
nuts,  «  «  *  v^  the  die-holder  or  piston  and  the  core-holder  being  thus 
relatively  stationary  the  one  to  the  other.  The  upper  cross-head  moves  in,  and 
is  guided  by  a  strong  cast-iron  frame  *  *  secured  to  the  lead  cylinder  by 
bolts,  or  otherwise.  The  frame  extends  above  the  lead  cylinder  to  which  it  is 
secured.  *  *  •  •  in  the  top  of  the  frame  is  placed  an  iron  collar  or 
bush,  *  *  through  which  the  movable  core-holder  passes,  and  is  adjusted 
and  kept  in  its  place  by  means  of  •  *  set  screws.  •  •  •  »  The  upper 
cross-head,  in  the  woridng  of  the  machine,  slides  up  and  down  in  the  frame,  by 
means  of  which  arrangement  the  movable  core-holder  is  always  kept  in  its 
proper  position,  that  is,  in  right  line  with  the  centre  of  the  piston.  To  the 
lower  end  of  the  movable  core-holder  I  attach  and  properly  secure  the  short 
core  which  is  to  form  the  interior  surface  of  the  pipe  and  determine  its  calibre, 

*  «•»»•  ^hich  is  not  required  to  be  more  than  an  inch  or  an  inch 
and  a  half  long  in  the  working  machine.  The  nuts  *  *  at  the  lower  ends 
of  the  connecting  rods  *  *  may  be  turned  off  to  permit  the  cross-heads  to 
be  moved  further  apart,  thus  separating  the  piston  from  the  core-holder,  to  allow 
the  die  and  core  to  be  replaced  or  changed  at  pleasure.  This  being  done,  the 
core  at  the  end  of  the  core-holder  may  be  inserted  in  the  centre  of  the  die 

*  *  and  properly  adjusted.  The  nuts  are  then  screwed  on,  bringing  the  oper- 
ating parts  of  the  machine  into  their  proper  relative  position,  and  there  firmly 
securing  them. 

"  The  machine  is  thus  made  ready  for  operation.    The  piston,  by  means  of  the 
hydraulic  ram,  being  moved  up  to  the  lower  orifice  of  the  lead  cylinder,    *    * 

*  *  the  machine  is  charged  with  the  metal  in  the  ordinary  way,  and,  when 
the  metal  is  sufficiently  set  and  cooled,  the  power  is  applied  to  the  ram  in  the 
usual  manner,  causing  it  to  press  the  piston  upwards  against  the  metal,  which 
immediately  flows  downwards  from  the  point  where  the  pressure  is  applied, 
through  the  die  and  over  the  core,  thus  forming  the  pipe.  The  pipe,  as  it  is 
formed,  passes  downward  through  the  hollow  piston,  and  out  at  the  aperture, 
and  is  reeled  in  the  ordinary  way.    When  the  metal  in  the  cyUnder  is  thus 
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pressed  out,  the  ram  descends  to  the  proper  point,  the  cylinder  is  re-charged,  and 
the  process  repeated  in  the  usual  manner. 

"  In  my  method,  much  less  power  is  required  than  in  the  methods  heretofore 
employed,  as  the  pipe  is  formed  at  the  head  of  the  piston,  by  the  pressure  upon 
the  lower  portion  of  the  metal,  instead  of  being  formed  at  the  top  of  the 
cylinder,  by  forcing  the  whole  mass  of  the  lead  upward  through  the  die  there 
placed.  By  reason  of  this  greatly  diminished  pressure,  and  the  peculiar  con- 
struction and  arrangement  of  the  parts  in  my  machine,  neither  the  core  nor 
€ore-tioIder  is  liable  to  be  broken  or  bent,  or  otherwise  injured  or  displaced ; 
nor  »  Uie  cylinder  liable  to  burst  by  the  lateral  pressure.  There  being  no  divis- 
ion of  the  metal  in  the  cylinder  into  parts  by  the  bridge  or  guide  before  men- 
tioned, as  used  in  Hauson^s  plan,  the  pipe  is  mUch  stronger  and  every  way  more 
perfect 

*'  Another  great  advantage  of  my  method  is  the  facility  with  which  the  dies  and 
cores  may  be  changed ;  it  being  only  necessary  for  that  purpose  to  drop  the 
piston  a  little  below  the  lead  cylinder,  and  loosen  the  nuts  at  the  lower  ends  of 
the  connecting  rods,  thereby  separating  the  die  and  the  core,  which  are  readily 
renewed,  and  different  ones  substituted,  and  the  nuts  again  screwed  up  and  the 
parts  adjusted  as  before. 

'*  By  placing  the  die  in  the  movable  core-holder  or  mandrel,  as  it  may  in  this 
ease  be  called,  and  fixing  the  short  core  to  the  piston,  and  adjusting  the  parts  as 
before,  tlie  pipe  will  be  formed  in  the  movable  mandrel,  which  may  be  made 
hollow  for  that  purpose,  instead  of  being  formed  in  the  piston,  and  will  in  that 
case  pass  upwards  through  the  hollow  mandrel,  and  out  at  the  top.  •  •  • 
But  the  machinery  employed  and  the  principles  upon  which  I  form  the  pipe 
will  be  substantially  the  same  in  both  methods,  and  the  advantages  over  the 
old  method  equnlly  important.         •»••••»» 

*'  What  I  claim  as  my  invention,  and  desire  to  secure  by  Letters  Patent,  is 
pladng  the  die  for  forming  the  exterior  surface  of  the  pipe  in  the  piston  or 
the  hollow  mandrel,  as  the  case  may  be,  substantially  as  described,  instead  of 
placing  it  in  the  head  of  the  lead  cylinder,  as  has  been  heretofore  done ;  so  that^ 
as  the  piston  is  forced  into  the  cylinder,  or  the  cylinder  forced  over  the  piston, 
the  pipe  will  be  formed  at  the  point  of  pressure,  without  moving  the  mass  of 
lead  reUttively  to  the  cylinder;  and,  in  combination  therewith,  I  claim  the 
cores  for  forming  the  interior  surfoce  of  the  pipe — the  die  and  core  being 
a^usted  and  held  in  their  proper  relative  positions  by  any  of  the  known 
methods." 

In  charging  the  jury,  Nelson,  J.,  said : 

The  first  machine  for  making  lead  pipe  by  pressure  was 
the  Burr  jnachine,  which  was  constructed  in  1820.  In  that 
machine,  the  core  which  formed  the  bore  of  the  pipe  was 
fastened  into  the  face  of  the  ram,  and  extended  through  the 
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cylinder  and  into  the  die.  Burr  was  the  first  person  to  whom 
it  occurred  that  lead  pipe  could  be  made  out  of  set  or  hard 
lead,  by  means  of  pressure.  Tliis  machine  was  his  contriv- 
ance to  carry  that  idea  into  practical  effect.  It  virtually 
failed,  especially  so  in  respect  to  the  manufacture  of  pipe  of 
the  usual  or  ordinary  size.  It  seems,  from  the  testimony,  to 
have  been  successful  so  far  as  respected  the  manufacture  of 
pipe  of  two  inches  or  two  inches  and  a  half  in  diameter,  and 
above  that  size  ;  but,  for  the  ordinary  size — under  two  inches 
— it  was  a  failure,  and  it  went  out  of  use.  What  constituted 
the  real  difficulty  in  the  way  of  the  successful  operation  of 
the  Burr  machine,  is  a  matter  of  controversy,  as  you  have 
seen  during  the  course  of  this  trial. 

In  1837,  an  improvement  was  made  upon  this  machine  of 
Burr  by  the  Hansons,  which  went  into  successful  operation. 
This  machine  was  patented  by  them  in  England  on  the  21st 
of  August,  1837.  The  improvement  consisted  in  making  a 
bridge  at  the  bottom  or  near  the  bottom  of  the  cylinder,  for 
the  purpose  of  holding  a  short  core,  and  was  founded  upon 
the  development  of  a  new  and  beautiful  idea.  They  had 
discovered,  for  the  first  time,  that  lead,  like  steel  or  iron,  was 
susceptible  of  being  welded  together  after  separation  when 
solid  ;  and  they  were  thus  enabled  to  construct  a  bridge  at 
the  bottom  or  near  the  bottom  of  the  cylinder,  in  which 
they  could  insert  a  short  core,  where  it  could  be  kept  firm 
and  steady.  The  lead  had  to  be  forced  through  the  apertures 
in  this  bridge,  which  separated  the  mass  when  in  a  solid 
state  ;  but  it  became  re-united  and  welded  together  by  means 
of  pressure  in  the  chamber  beneath  the  bridge,  and  in 
the  formation  of  the  pipe  as  it  was  forced  out  of  the  die, 
The  improvement  was  successful,  and  enabled  the  Hansons 
to  make  good  merchantable  pipe,  and  to  make  it  cheaper 
and  better  than  by  any  previous  mode  of  manufacturing  it, 
so  that  it  superseded  all  prior  methods  of  making  lead  pipes. 
The  correctness  of  this  idea,  that  le^d  could  be  separated 
when  hard,  and  re-united  by  pressure,  like  the  re-union  of 
welded  iron  or  steel,  has  been  fully  established  on  a  trial  in 
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this  Court,  in  which  the  Hanson  machine  was  involved.  The 
truth  of  this  idea  was  denied  by  the  most  eminent  chemista 
in  New  York  upon  that  trial,  and,  as  a  consequence  of  their 
disbelief  of  the  fact  that  this  property  belonged  to  the  metal, 
they  testified  that  the  pipe  was  made,  in  the  Hanson  macliine, 
while  in  a  fluid  state,  because  the  welding  of  the  lead  in  a  set 
state  was  a  physical  impossibility.  They  stated  that  they  had 
never  known  this  property  as  belonging  to  lead.  But  the  fact 
was  proved,  by  actual  experiment  on  the  trial,  to  their  entire 
satisfaction,  and  they  afterwards  came  into  Court  and  admit- 
ted they  were  mistaken. 

Now,  although  this  machine  thus  constructed  manufactured 
merchantable  pipe,  and  superseded  all  modes  of  manufac- 
ture known  at  that  time,  yet  it  was  subject  to  an  imperfec- 
tion which  embarrassed  the  manufacturer.  The  re-union  of 
the  lead,  after  its  separation  in  passing  through  the  bridge, 
was  not  at  all  times  complete  throughout  the  length  of  the 
pipe  made  from  a  given  charge ;  and  hence,  when  the  pipe 
was  subjected  to  a  considerable  pressure  of  water,  a  flaw 
would  sometimes  appear.  This,  I  believe,  was  the  only  de- 
fect ever  imputed  to  the  article  manufactured  by  the  Hanson 
machine.  • 

The  next  improvement  upon  the  Burr  machine  was  the 
plaintiffs',  in  1841 — the  one  in  question  in  this  suit  They 
bored  the  solid  ram  of  Burr,  and,  instead  of  fastening  the 
core  on  the  face  of  the  ram,  extended  it  through  the  ram, 
and  fixed  it  firmly  to  the  cross-head  of  the  frame — the  core 
extending,  also,  through  the  cylinder  into  the  die.  The  bore 
of  the  ram  is  fitted  to  the  core  or  core-holder,  either  by 
adapting  the  aperture  to  it,  or  by  packing,  so  that,  when  the 
machine  is  put  in  operation,  the  ram  slides  upon  the  core. 
The  core,  in  the  first  place,  is  fastened  to  the  cross-head, 
which  is  firm  and  immovable,  differing  in  this  respect  from 
the  Burr  machine,  in  which  the  core  was  movable  with  the 
ram,  being  fastened  upon  its  face.  The  core  in  the  plaintififa' 
machine  is  also  steadied  by  the  aperture  in  the  hollow  ram, 
or  by  packing.    The  advantage  in  this  over  the  arrangement 
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of  Burr,  is  in  steadying  the  core  or  core-holder,  and  in  pre- 
aerving  its  centrality  in  reference  to  the  die.  This  machine 
appears  to  have  been  entirely  successful  in  the  manufacture 
of  lead  pipe  of  any  dimension. 

I  will  now  call  your  attention  to  what  is  claimed  as  new  in 
llie  plaintiffs'  patent  After  the  description  of  the  construc- 
tion of  the  machine,  which  is  minutely  given,  the  patentees 
wind  up  by  claiming,  first,  "  the  long  core  or  core-holder, 
formed  and  held  stationary  with  relation  to  the  dies,  as  de- 
scribed ; "  and,  secondly,  "  the  constructing  of  the  piston  B 
hollow,  in  the  manner  described,  and  the  combination  of  the 
same  with  the  long  core  or  core-holder  upon  which  the  piston 
slides.'*  The  third  claim  relates  to  the  reversed  arrangement 
of  the  ^machinery  in  the  working  machine,  which  it  is  not 
important  to  describe. 

The  first  and  third  claims  are  not  in  controversy,  and  may 
be  left  out  of  the  case.  The  dispute  between  the  parties  is 
confined  to  the  second  claim.  It  is  insisted  by  the  plaintiffs 
that  the  pectiHar  arrangement  covered  by  that  claim  gets  rid 
of  the  defect  in  the  Burr  machine,  of  the  unsteadiness  of  the 
core  in  the  manufacturing  of  pipe  of  the  ordinary  size,  and 
also  gets  rid  of  the  defect  in  the  Hanson  machine,  because  it 
dispenses  with  the  bridge;  and  that  this  arrangement  has 
been  infringed  by  the  defendants.  The  arrangement  enables 
the  plaintiffs  to  use  a  strong  core  or  core-holder,  and  to  fix  it 
firmly  at  the  cross-head,  and,  by  the  aperture  in  the  ram  and 
the  packing,  to  preserve  its  centrality  in  relation  to  the  die ; 
by  reason  of  which  they  have  succeeded  in  making  perfect 
pipe.  This  is,  in  substance,  the  new  arrangement  of  the 
plaintiffs,  and  these  are  the  advantages  which  they  claim  to 
have  derived  from  the  change,  and  from  the  improvement 
upon  the  previous  machines. 

Let  me  now  call  your  attention  to  the  construction  of  the 
defendants'  machine.  Tliis,  also,  is  claimed  to  be  an  im- 
provement on  the  Burr  machine.  It  was  constructed  some 
•five  or  six  years  after  the  plaintiffs'  improvement  It  is 
arranged  by  boring  the  solid  ram  of  Burr,  and  placing  the  die 
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in  die  face  of  it,  at  the  same  time  closing  the  bottom  of 
Burr's  cylinder,  and  fixing  the  core  firmly  at  the  bottom, 
where  Burr's  die  was  placed.  The  core  extends  through  the 
cylinder  and  into  the  die  thus  fixed  in  the  face  of  the  ram. 
In  the  operation  of  the  machine,  the  core  passes  through 
the  die  and  into  the  hollow  ram  nearly  the  length  of  it, 
the  pipe,  of  course,  passing  through  the  same  aperture 
above. 

It  will  be  necessary  for  you  to  examine  the  arrangement 
and  construction  of  these  two  machines,  in  the  particulars 
that  I  have  mentioned,  with  great  care  and  attention,  be- 
cause the  determination  of  the  case  will  hinge  mainly,  if 
not  exclusively,  upon  the  judgment  you  shall  form  in  respect 
to  them  and  their  operation.  In  other  words,  the  case  de- 
pends upon  the  opinion  you  shall  form  of  the  substantial 
identity  or  want  of  identity  between  the  two,  as  it  respects 
the  arrangement  of  the  hollow  piston  and  the  core  or  core- 
holder  found  in  them,  and  the  opei-ation  and  effect  of  the 
same  in  the  manufacture  of  pipe.  If,  in  looking  at  the 
arrangement  and  combination  of  the  two,  you  arrive  at  the 
conclusion  tliat  they  are  substantially  the  same,  then  the  use 
of  the  defendants'  is  an  infringement  of  the  plaintiffs'.  If, 
on  the  contrary,  you  arrive  at  the  conclusion  that  they  are  not 
substantially  the  same,  then  the  defendants  will  be  entitled 
to  your  verdict 

These  questions  of  identity  between  two  opposing  ma- 
chines are  frequently  exceedingly  difficult,  and  often  the 
most  difiiciQt  questions  involved  in  these  patent  cases.  The 
question  is  ultimately  one  of  fact,  smd  the  jury  must  examine 
it  with  a  consciousness  that  they  are  to  be  responsible  for  its 
determination. 

There  are  some  principles  of  law  bearing  upon  these  ques- 
tions which  may  shed  some  light  upon  your  examination  of 
them,  and  which  it  is  proper  should  be  stated.  A  change  in 
form  from  the  constmction  of  an  existing  machine,  is  not 
a  substantial  change  in  the  eye  of  the  patent  law ;  nor  is  a 
change  in  proportions.    These  changes  require  no  great  in- 
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genuity ;  at  all  events,  they  do  not  call  for  the  exercise  of 
the  inventive  faculties.  They  are  simply  the  work  of  a  m^ 
chanic  of  ordinary  skill,  and,  therefore,  are  entitled  to  no 
particular  consideration  when  we  are  inquiring  into  the  ques- 
tion of  identity  between  the  construction  of  two  machines. 
So,  also,  the  sul^stitution  of  a  mechanical  equivalent,  as  it  is 
termed,  in  the  construction  of  a  machine,  is  not  a  substan- 
tial change.  There  are  many  devices  in  construction  that 
can  be  made  by  a  skilful  mechanic,  differing  very  much 
from  each  other  in  appearance,  but  wliich,  in  the  eye  of  the 
patent  law,  are  regarded  as  identical.  For  instance,  an  in- 
ventor, in  tiie  construction  of  his  machine,  desires  a  given 
power,  in  order  to  give  practical  operation  and  effect  to  his 
discovery.  One  mechanic  may  furnish  the  power  by  means 
of  a  lever,  another  by  means  of  a  screw — two  very  different 
instniments — yet,  so  far  as  the  use  of  the  instruments  and 
so  fur  as  their  purpose  to  furnish  the  power  is  concerned, 
they  are  regarded  simply  as  mechanical  equivalents,  and  the 
tise  of  one  in  one  machine  does  not  distinguish  that  ma- 
chine from  a  machine  in  which  the  other  is  found.  So, 
too,  a  given  power  may  be  obtained  by  a  spring  or  by  a 
weight,  or  by  a  pidley — apparently  very  different  devices. 
Yet,  as  they  are  used  for  the  same  purpose,  and  to  accom- 
plish the  same  end  in  machinery,  they  are  regarded  as 
substantially  identical.  It  is  also  proper  to  state,  in  this 
connection,  that  a  patentee  is  not  confined  to  the  precise 
arrangement,  in  the  construction  of  his  machine,  which  he 
has  described  in  his  patent.  This  is  obvious  from  the  prin- 
ciples already  stated.  Formal  changes  are  nothing — mere 
mechanical  changes  are  nothing — all  these  may  be  made 
outside  of  the  description  to  be  found  in  the  patent ;  and 
yet  the  machine,  after  it  has  been  thus  changed  in  its  con- 
struction, is  still  the  machine  of  the  patentee,  because  it  con- 
tains his  invention,  the  fruits  of  his  mind,  and  embodies  the 
discovery  which  he  has  brought  into  existence  and  put  into 
practical  operation.  A  familiar  illustration  of  the  principle- 
that  I  am  endeavoring  to  develop,  and  one  bearing  directly 
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upon  the  issue  between  the  parties  here,  will  be  found  in  the 
instance  of  the  large  core-holder  or  core  described  in  the 
plaintiffs'  patent.  It  is  said,  that  the  description  in  the  pat- 
ent is  confined  to  a  large  core  or  core-holder.  But,  admitting 
this  to  be  so,  the  change  to  a  small  one,  if  a  small  one  can  be 
used  successfully,  is  but  a  change  in  proportions,  as  the  larger 
includes  the  smaller  one.  Any  person  that  could  make  a 
large  one  could  make  a  small  one,  and  could  pack  it  to  fit  the 
aperture  in  the  ram  just  as  well  as  the  large  one,  without  any- 
thing more  than  the  application  of  a  little  common  sense,  and 
ordinary  skill  in  the  working  of  the  machine. 

In  addition  to  these  instances  which  I  have  given  you,  in 
which  the  patentee  is  not  tied  down  to  the  precise  descrip- 
tion given  in  his  patent,  there  is  another  suggestion  I  wish  to 
make,  in  connection  with  this  branch  of  the  case,  and  it  is 
one  that  commends  itself  to  the  common  sense  of  the  jury. 
Any  machine  which  has  been  constructed  as  an  improvement 
upon  a  previous  one,  or  as  an  entirely  new  manufacture,  may 
be  very  considerably  changed  in  its  mechanical  arrangement 
and  constrijction,  the  description  of  ^it  may  be  very  much  de- 
parted from  in  the  construction,  and  yet  it  may  accomplish 
the  object  and  purpose  for  which  it  was  designed.  It  may 
not  be  as  perfect,  in  producing  the  result  intended,  but  still  it 
may,  though  changed  and  varied  very  much,  do  its  work  sat- 
isfactorily. It  is  proper  also  to  remark,  that  any  change  or 
alteration  which  is  suggested  to  the  skilful  operator  from  the 
working  of  the  machine,  and  in  the  course  of  its  operation 
— any  useful  change  that  may  be  the  result  of  the  practical 
working  of  the  machine — is  clearly  a  change  that  belongs, 
not  to  the  operator,  but  to  the  original  inventor  of  the  im- 
provement. Upon  this  branch  of  the  case,  and  in  this  line  of 
observation,  I  wish  to  guard  you  from  falling  into  any  error, 
because  I  am  desirous  that  you  shall  comprehend  accurately 
and  clearly  the  principles  of  law  that  properly  enter  into  the 
examination  and  decision  of  this  difficult  and  somewhat  meta- 
physical question.  I,  therefore,  wish  to  prevent  your  being 
misled  into  extending  these  principles  beyond  the  fan-  limit 
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and  Bcope  tliat  belong  to  them.  What  I  mean  to  say,  is  this — 
that,  in  order  to  ascertain  and  determine  whether  the  change 
in  the  arrangement  and  construction  of  an  existing  machine 
is  to  be  considered  as  a  substantial  change  or  not,  jou  must 
ascertain  and  determine  whether  the  change  is  the  result  of 
mechanical  skill,  worked  out  by  mechanical  devices — of  a 
knowledge  that  belongs  to  that  department  of  labor — or 
whether  the  change  is  the  result  of  mind,  of  genius,  of  in- 
vention, in  which  yo\i  discover  something  more  than  mere 
mechanical  skill  and  ingeuuity.  A  change  in  the  arrange- 
ment and  construction  is  not  substantial,  unless  you  find  em- 
bodied in  it,  over  and  beyond  the  skill  of  the  mechanic,  that 
inventive  element  of  the  mind  which  is  to  be  found  in  every 
machine  or  improvement  that  is  the  proper  subject  of  a  pat- 
ent If  you  iind  that,  then  the  change  is  a  substantial  one, 
that  entitles  the  party  to  a  patent  Then  it  is  a  change  that 
has  added  somediing  to  the  useful  knowledge  of  mankind 
and  to  the  business  interests  of  the  country. 

It  will  be  seen,  from  these  obsei-vations,  that  a  difference- 
in  the  mechanical  arrangement  and  construction  of  the  two 
machines  is  not  necessarily  a  test  by  which  to  determine  that 
the  two  are  not  identical.  They  may  be,  apparently,  very 
different  externally,  and  still  embrace  the  same  substantial 
identity  in  principle  or  mode  of  operation.  So,  on  the  other 
hand,  the  converse  of  the  proposition  is  equally  true.  Tlje 
two  may,  apparently,  be  very  similar  externally,  and  still,  in 
principle  and  mode  of  operation,  be  very  different  I  do  not 
know  any  better  mode  of  examining  a  question  of  this  kind, 
than  to  inquire  whether  the  mechanical  arrangement  and 
constniction  of  the  two  embrace  the  same  set  of  ideas,  the 
same  leading  features  or  ideas,  which,  in  practical  operation, 
produce  the  useful  result  In  other  words,  whether  the  ar- 
rangement and  combination  of  the  parts  of  machinery  found 
in  each  are  substantially  ^the  same,  and  operate  in  substan- 
tially the  same  way  in  producing  the  result  Hence,  the  real 
question  in  this  case,  as  it  respects  the  identity  of  the  two 
machines,  looks  simply  to  their  mechanical  arrangement  and 
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construction,  as  to  whether  or  not  tlie  defendants'  incorpo- 
rates, in  its  structure  and  operation,  the  spirit  and  substance 
of  the  plaintiffs'  improvement — tliat  is,  uses  the  arrangement 
and  mechanism  of  the  plaintiffs'  to  perform  the  same  func- 
tions or  pixxluce  the  same  effect  in  the  same  way,  or  substan- 
tially the  same  way. 

I  will  read  to  you  two  passages  upon  this  branch  of  the 
case,  which  embody  very  fully  and  clearly  the  views  that  I 
desire  to  impress  upon  you,  and  which,  being  in  the  words  of 
another,  (Chief  Justice  Tindal,  of  the  Common  Pleas,)  may, 
perhaps,  take  hold  of  your  minds  more  strongly,  from  the 
variety  of  the  illustration,  than  anything  that  I  have  said  or  ^ 
could  say.  In  Walton  v.  Potter ^  {Webster^ 8  Parent  CaaeSj 
590,  Curtis  on  PcUents^  §  255,  note  1,)  Chief  Justice  Tindal 
remarked:  "Now,  there  can  be  no  doubt  whatever,  that 
although  one  man  has  obtained  a  patent  for  a  given  object, 
there  are  many  modes  still  open  for  other  men  of  ingenuity 
to  obtain  a  patent  for  the  same  object ;  there  may  be  many 
roads  leading  to  one  place ;  and,  if  a  man  has,  by  dint  of  his 
own  genius  and  discovery,  after  a  patent  has  been  obtained, 
been  able  to  give  the  public,  without  reference  to  the  former 
one,  or  borrowing  from  the  former  one,  a  new  and  superior 
mode  of  arriving  at  the  same  end,  there  can  be  no  objection 
to  his  taking  out  a  patent  for  that  purpose.  But  he  has  no 
right  whatever  to  take,  if  I  may  so  say,  a  leaf  out  of  his 
neighbor's  book,  for  he  must  be  contented  to  rest  upon  his 
own  skill  and  labor  for  the  discovery,  and  he  must  not  avail 
himself  of  that  which  had  before  been  granted  exclusively 
to  another ;  and,  therefore,  the  question  again  comes  around 
to  this — whether  you  are  of  opinion  that  the  subject-matter 
of  this  second  patent  is  perfectly  distinct  from  the  former,  or 
whether  it  is  virtually  bottomed  upon  the  former,  varying 
only  in  circumstances  which  are  not  material  to  the  principle 
and  substance  of  the  invention."  I  read  another  passage 
from  the  same  case.  ( Webster^^  Patent  CaseSy  586,  Curtis 
on  Patents^  §  202,  note  1.)  "  Where  a  party  has  obtained  a 
patent  for  a  new  invention,  or  a  discovery  he  has  made  by 
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his  own  ingenuity,  it  is  not  in  the  power  of  any  other  person, 
simply  by  varying  in  form  or  in  immaterial  circumstances, 
the  nature  or  subject-matter  of  that  discovery,  to  obtain 
either  a  patent  for  it  himself,  or  to  use  it  without  the  leave 
of  the  patentee,  because  that  would  be,  in  effect  and  in  sub- 
stance, an  invasion  of  the  right ;  and,  therefore,  what  you 
have  to  look  at  upon  the  present  occasion,  is  not  simply 
whether,  in  fonn  or  in  circumstances,  that  may  be  more  or 
less  immaterial,  that  which  has  been  done  by  the  defendants 
varies  from  the  specification  of  the  plaintiff's  patent,  but  to 
see  whether,  in  reality,  in  substance  and  in  effect,  the  defend- 
ants have  availed  themselves  of  the  plaintiff's  invention  in 
order  to  make  that  fabric,  or  to  make  that  article  which  they 
have  sold  in  the  way  of  their  trade;  whether,  in  order  to 
make  that,  they  have  availed  themselves  of  the  invention  of 
the  plaintiff." 

There  is  one  other  observation  that  I  desire  to  make,  audi 
that  is  a  practical  one,  which  bears  more  directly  upon  the 
real  point  in  issue  between  these  parties  than  perhaps  any  of 
the  general  observations  to  which  I  have  called  your  atten- 
tion. You  have  seen  that,  after  all,  the  case  comes  down 
to  this  naked  question,  as  it  respects,  this  branch  of  it,  and 
that  is,  whether  or  not  the  defendants'  machine  embraces, 
within  its  arrangement,  the  combination  of  the  hollow  ram 
and  core  or  core-holder,  patented  to  the  plaintiffs.  I  am 
bound  to  say  that  I  do  not  think  the  question  is  simply 
whether  or  not  the  defendants  use  the  hollow  ram  in  combi- 
nation with  the  core ;  because  I  think  that  the  combination 
of  the  hollow  ram  and  the  core  or  core-holder  alone  and  in 
the  abstract,  is  not  the  invention  or  improvement  of  the 
plaintiffs.  Cylinders,  sliding  upon  rods,  had  previously  ex- 
isted in  mechanical  constructions  and  in  practical  use,  which 
is  all  that  is  found  in  the  combination  of  the  hollow  ram  and 
the  core  or  core-holder  upon  which  the  hollow  ram  slides. 
That  alone,  and  in  the  abstract,  is  not  the  invention  of  the 
plaintiffs,  and,  although  the  hollow  ram  and  the  core  in  com/ 
bination  may  be  found  in  the  defendants'  machine,  that  alone 
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will  not  constitute  an  infringement.  The  question,  in  my 
judgment,  is  this.  It  has  been  conceded  throughout,  that  the 
plaintiffs  were  the  first  persons  who  applied  this  peculiar 
combination  to  the  purpose  of  making  lead  pipe  by  pressure. 
They  were  the  first  to  conceive  of  the  adaptation  of  this 
peculiar  combination  (which  of  itself  was  not  new)  to  the 
purpose  of  producing  this  useful  and  practical  result ;  and  it 
is  in  this  idea  that  the  novelty  of  their  improvement  consists. 
The  point  in  the  case  is,  whether  or  not  the  defendants  have 
applied  this  combination  substantially  in  the  same  way  for 
the  same  purpose.  If  they  have,  then  they  have  appropri- 
ated the  improvement  which  belongs  exclusively  to  the  plain- 
tiffs, and  the  use  of  their  machine  is  an  infringement  of  the 
plaintiffs'  patent.  To  this  point  you  must  turn  your  atten- 
tion, and  upon  this,  in  my  judgment,  the  question  on  this 
branch  of  the  case  must  turn.  Have  the  defendants  applied 
this  combination  of  the  hollow  ram  and  the  core  substantially 
in  the  same  way  that  the  plaintiffs  have  applied  it,  for  the 
purpose  of  making  lead  pipe  by  pressure?  If  they  have, 
they  *  are  guilty  of  infringing ;  if  they  have  not,  then  they 
are  not  guilty. 

The  remarks  which  I  have  made  to  you  thus  far  apply 
simply  to  the  question  of  the  identity  of  the  mechanical 
arrangement  and  construction  of  the  two  opposing  machines. 
There  is  another  question  involved  in  the  case,  which  bears 
upon  this,  and  to  which  it  is  necessary  to  call  your  attention. 
The  defendants  contend  that,  admitting  there  is  an  apparent 
substantial  identity  in  the  arrangement  and  construction  of 
the  two  machines,  and  in  their  principle  of  pperation,  yet,  in 
point  of  fact,  the  practical  operation  and  effect  of  the  two 
upon  the  mass  of  lead,  in  forming  the  pipe,  are  essentially 
different,  and  that  such  effect  in  the  defendants'  is  highly  bene- 
ficial in  the  operation  of  the  machine.  In  other  words,  that 
because  the  defendants'  forms  the  pipe  at  the  point  of  pres- 
sure, at  the  face  of  the  ram,  the  operation  and  effect  of  the 
power  thus  used  upon  the  mass  of  lead  are  new.  In  this 
view  of  the  case,  and  in  respect  to  this  bimich  of  it,  the  law 
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looks  more  to  the  result  of  the  mechanical  arrangement  than 
to  the  arrangement  itself.  The  new  and  different  effect  in 
the  operation  of  the  machine  reflects  back  upon  the  mechan- 
ical arrangement  and  construction,  and  characterizes  the 
change,  and  may  authorize  an  inference  of  a  substantial 
change,  which  the  arrangement,  disconnected  from  the  new 
and  different  effect,  would  not  Without  connecting  the  new 
effect  with  the  change,  the  change  might  be  only  formal  and 
unsubstantial.  The  case  of  the  improvement  in  the  mould- 
board  of  the  cast-iron  plough  referred  to  by  some  of  the 
learned  counsel,  illustrntes  this  principle.  It  was  there  held, 
that  a  change  in  the  shape  of  the  mould-board,  tliough  ap- 
parently formal  and  one  of  proportion,  and  of  itself  amount- 
ing to  nothing,  became  a  substantial  change  by  producing  a 
new  and  different  effect,  in  its  operation,  from  that  which  was 
produced  in  the  previous  plough.  It  must  be  borne  in  mind^ 
however,  that  the  new  effect,  which  is  to  give  such  material- 
ity and  importance  to  the  apparently  formal  change,  must 
not  be  looked  for  in  the  simple  production  of  a  larger  quan- 
tity of  pipe  in  a  given  time,  or  in  the  reduced  amount  of 
power  required  to  operate  the  machine.  All  this  may  depend 
upon  other  considerations,  as  upon  superior  mechanical  skill 
in  the  construction  and  arrangement  of  the  machinery.  But 
the  new  effect  to  which  I  am  now  calling  your  attention 
must  be  different  in  kind.  The  operation  and  effect  upon  the 
lead  in  the  defendants'  machine  must  be  new  and  different 
from  tlie  operation  and  effect  upon  the  lead  in  the  plaintiff8^ 
And  the  capability  of  the  defendants'  machine  to  make  a 
greater  quantity  of  pipe  in  a  given  time,  or  to  use  a  reduced 
amount  of  power,  must  be  the  result  of  the  new  and  differ- 
ent operation  and  effect  of  the  arrangement  upon  the  mass 
of  lead.  This  principle,  which  has  been  brought  into  the  de- 
fence in  this  case,  is,  in  the  aspect  in  which  it  is  presented, 
a  very  important  one.  I  am  desirous,  therefore,  that  you 
should  thoroughly  comprehend  it,  and  also  the  qualiiicationa 
which  belong  to  it,  and  which  should  be  kept  in  mind  in 
applyhig  it 
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It  18  well  known  that  new  machines  which  have  been  de- 
vised for  the  purpose  of  carrying  into  practical  effect  an 
improvement  or  invention,  oftentimes  exhibit,  when  first  eon- 
Btnicted,  and  until  tested  by  practical  use,  great  imperfec- 
tions in  their  results.  It  requires  time  and  experience,  and 
the  observation  derived  from  the  practical  working  of  the 
machine,  to  perfect  it.  Hence,  the  mere  fact  that  a  macliine 
constructed  and  arranged,  apparently  or  externally,  like  a  pre- 
vious one,  produces  a  result  more  beneficial,  is  not  always  a 
safe  test  to  determine  that  the  two  are  substantially  different 
The  result  may  be  one  derived  fi*om  experience  in  the  use  of 
the  previous  machine.  The  new  result,  in  the  present  case, 
must  be  a  result  derived  from  a  different  mechanical  operation 
and  effect  upon  the  mass  of  lead  in  the  cylinder,  and  not 
from  the  same  operation  and  effect  This  is  a  question  of  fact, 
and  you  will  readily,  from  the  time  that  has  been  consumed 
upon  this  branch  of  the  case,  call  to  mind  the  evidence  bear- 
ing upon  it — ^first,  the  examination  of  the  experts  on  both 
sides,  as  regards  the  difference  in  the  operation  and  effect  of 
the  two  machines  upon  the  mass  of  lead,  in  producing  the 
pipe — also,  the  various  experiments,  many  of  them  exhibited 
in  your  presence,  others  made  elsewhere  and  detailed  by  the 
experts,  tending,  on  the  one  side,  to  make  out  this  new  and 
different  effect  upon  the  mass  of  lead,  in  manufacturing  pipe, 
and,  on  the  other  side,  to  discredit  and  disprove  it  The 
question  is  thus  raised,  upon  this  evidence,  for  your  determi- 
nation. You  must  decide  on  which  side  the  weight  of  the 
evidence  lies.  If  it  is  in  favor  of  the  view  taken  by  the 
defendants,  that  there  is  a  new  and  different  operation  and 
effect  upon  the  mass  of  lead  in  the  cylinder,  on  account  of 
the  arrangement  in  the  defendants'  machine,  then,  I  think, 
as  a  matter  of  law,  that  such  new  operation  and  effect  give 
character  to  the  mechanical  arrangement  and  afford  evidence 
of  a  substantial  change.  If,  on  the  other  hand,  you  think 
that  the  weight  of  the  evidence  is  with  the  plaintiffs,  and 
that  there  is  no  material  or  essential  difference  in  the  effect 
and  operation  of  the  two  machines  upon  the  mass,  then  you 
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will  be  obliged  to  go  back  to  the  first  question  presented  to 
you — whether  or  not  there  is,  in  the  defendants'  machine,  a 
substantial  change  in  the  mechanical  arrangement  and  con- 
struction, and  in  the  operation  of  the  same,  from  the  combi- 
nation, arrangement  and  operation  of  the  plaintiffs'  machine. 

One  word  upon  the  question  of  damages.  As  there  hajs 
been  no  serious  question  made  on  the  subject,  I  shall  simply 
call  your  attention  to  the  principle  that  must  govern.  It 
seems  that  the  defendants  have  made  711,551  pounds  of  pipe 
in  their  machine  within  the  time  for  which  the  plaintiffs 
claim  they  have  been  guilty  of  infringing.  The  price  of  lead 
pipe,  during  that  time,  was  six  cents  per  pound,  except  for  a 
small  quantity,  which  was  sold  at  five  cents  and  three-quar- 
ters per  pound.  The  price  of  pig  lead  was  about  four  cents 
and  a  half  per  pound,  during  the  same  period.  That  would 
make  a  difference  of  one  cent  and  a  half  per  pound.  But, 
out  of  this,  the  cost  of  manufacturing  the  pipe  must  be  taken. 
What  that  is,  is  open  to  a  good  deal  of  observation.  One 
witness  states  that  the  plaintiffs  could  have  made  it,  in  very 
large  quantities,  for  one-eighth  of  a  cent  per  pound.  The 
rule  in  these  cases  is  to  give  the  actual  damage  or  loss  in- 
curred by  reason  of  the  infringement,  and  that  is  the  profits 
which  the  plaintiffs  would  have  made  if  they  had  not  been 
embarrassed  by  the  interference  of  the  defendants'  machine. 
Because,  the  law  presumes  that  the  plaintiffs  would  have  had 
the  patronage  which  was  diverted  by  the  defendants.  The 
profits  which  the  plaintiffs  have  lost  in  consequence  of  the 
infringement,  affords,  therefore,  a  criterion  by  which  to  de- 
termine the  amount  of  damages  they  have  sustained. 

The  infringement  claimed  on  the  part  of  the  plaintiffs  took 
place  between  September,  1847,  and  April,  1848.  It  is 
claimed  that  they  are  entitled  to  the  damages  which  they 
have  actually  sustained,  together  with  interest  upon  the  same 
from  that  time  down  to  the  present.  My  own  view  of  this 
question  is,  that  the  jury,  in  estimating  the  damages,  may 
take  into  account  the  interest,  if  they  choose,  and  give  it  by 
way  of  damages.    They  may  take  into  account  in  estimating 
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the  damages,  the  fact  that  the  party  has  been  deprived  of 
them  from  the  time  the  infringement  took  place  down  to  the 
present  time. 

Cha/rUa   OWonor^  Francia  B.    Cutting  and   George  C. 
Ooddardj  for  the  plaintiffs. 

Daniel  Lordy  William  Curtis  Noyea^  Cha/rles  M.  Keller 
and  Edwin  W.  Stotcghtony  for  the  defendants. 


Henby  L.  Pieeson  and  Sai^uel  Hopkins 
Cornelius  W.  Lawrence. 

Where  duties  paid  to  a  collector  are  sought  to  be  recovered  back,  on  the  ground 
that  the  proceedings  in  the  Custom  House,  in  initiating  or  conducting  an 
appraisement  of  the  goods  on  which  the  duties  were  paid,  were  irregular,  the 
irregukrities  relied  on  must  be  set  forth  specifically  in  the  protest 

The  law  as  settled  in  Thon^on  y,  MattceU,  (atUe,  p.  885,)  in  regard  to  what  Is 
requisite  in  a  protest  against  the  payment  of  duties,  again  applied. 

An  accepted  order  for  goods,  although  a  purchase  in  the  usage  of  the  particular 
trade,  as  between  vendor  and  yendee,  is  not  a  purchase  under  the  16th  section 
of  the  Act  of  August  SOth,  1842,  (6  [/,  S.  Stat,  at  Large,  668,)  so  as  to  author- 
ize the  entry  of  the  goods,  when  imported,  at  a  dutiable  yalue  fixed  at  the 
current  price  of  like  goods  at  the  time  the  order  was  accepted,  where  the  goods 
are  to  be  manufactured  after  the  acceptance  of  the  order. 

The  date  of  an  invoice,  in  an  entry  by  the  purchaser  of  goods,  is,  as  against  such 
purchaser,  primd-facie  evidence  of  the  time  of  their  purchase,  and  conclusiTe, 
until  a  mistake  in  the  date  is  proved. 

(Before  Nelson  and  Bbtts,  JJ.,  Southern  District  of  New  York,  Kovember, 
18S2.) 

This  was  an  action  to-rccover  back  an  alleged  excess  of 
duties  paid  to  the  defendant,  as  collector  of  the  port  of  New 
York,  on  certain  importations  of  iron.  A  verdict  was  taken 
for  the  plaintiffs,  subject  to  the  opinion  of  the  Court.  Tlie 
facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 
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J.  Preacott  HdUy  {District  Attorney^  for  the  defendant 

Beits,  J.  This  cause  was  decided  by  the  Com-t  at  the  last 
term,  but,  at  the  instance  of  the  counsel  for  the  plaintiffs,  the 
opinion  of  the  Court  was  withheld,  and  leave  was  given  to 
the  plaintiffs  to  apply  to  the  Court  at  the  present  term  for  a 
rehearing,  upon  the  su^e^tion  that  important  facts  had  been 
overlooked  by  the  Court,  or  had  not  been  properly  presented 
to  their  attention.  The  Court  consented  to  receive  an  aigu- 
ment  on  paper  and  to  reconsider  the  case.  The  United  States 
Attorney  declined  offering  any  further  argument  The  coun- 
sel for  the  plaintiffs  has  presented  his  views  in^  a  carefully 
prepared  statement  of  facts  and  law,  and  the  Coui-t  has  re- 
viewed, with  close  attention,  these  suggestions.  The  result 
is,  that  we  have  not  been  able  to  discover  any  error  in  our 
conclusions  at  the  last  term. 

The  case  upon  the  facts  is  this :  On  the  7th  of  May,  1849, 
the  plaintiffs  made  an  entry,  at  the  Custom  House  in  New  York, 
of  870  bundles  of  hoop-iron,  valued  at«S174  10«.  9d»  sterling, 
commissions,  2j-  per  cent.^  £4  7«.  Sd.y  and  charges,  £1  la.  5rf., 
total,  £179  Ids.  5d.y  with  an  affidavit  of  one  of  the  plaintifEs 
that  the  invoice  accompanying  the  entry  was  true.  That  in- 
voice is  dated  March  14th,  1849,  and  is  from  The  Coalbrook- 
dale  Company  to  the  plaintiffs.  The  iron  was  imported  from 
Liverpool  to  New  York  in  the  ship  St  Lawrence,  and  the  date 
of  the  invoice,  for  the  purposes  of  this  case,  may  be  taken  to 
be  the  time  of  the  departure  of  the  ship  f n^m  Livei-pool, 
and  that  of  the  entry  the  time  of  her  arrival  in  New  York 
On  the  9th  of  May,  1849,  one  of  the  principal  appmsers 
wrote  on  the  face  of  the  invoice :  "  Add  lOs.  per  ton,  to  make 
market  value,  with  chgs.  and  coms.  as  per  invoice."  This 
raised  the  entry  to  £191  2*.  3c?.,  upon  which  sum  duties  were 
exacted.  On  the  10th  of  May,  1849,  the  plaintiffs  wrote 
upon  the  face  of  the  entry  the  following  protest,  addressed  to 
the  defendant:   ^^We  hereby  protest  against  the  payment 
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of  SO  per  cent  duty  on  £191  2s.  Sd.,  charged  on  870  bundles 
of  hoop-iron  contained  in  this  entry,  claiming  that,  under 
existing  laws,  said  goods  are  only  liable  to  a  dutj"-  of  30  jper 
cent,  on  £179  19«.  5^.,  because  that  was  the  actual  cost  of 
the  goods,  and  was  the  full  market  value  at  the  time  of  pur- 
chase, and,  if  any  delay  occurred  in  the  shipment,  it  was  con- 
trary to  our  express  wishes  and  directions  and  owing  to  cir- 
cumstances entirely  beyond  our  control.  We  pay  the  amount 
exacted,  in  order  to  get  possession  of  the  goods,  claiming  to 
have  the  dilFerence  refunded." 

Another  entry  was  made  by  the  plaintiffs,  the  same  day,  of 
346  bundles  of  hoop-iron  and  175  bundles  of  bar-iron,  in- 
voiced by  the  Coalbrookdale  Company,  March  14th,  1849, 
imported  in  the  ship  Blanche,  from  Liverpool,  invoiced  and 
entered  at  £120  7«.  5t?.,  and,  as  in  the  preceding  case,  raised 
by  appraisement  to  £128  4«.  Sd.  On  the  10th  of  May,  1849, 
a  protest,  in  the  same  terms  as  in  that  case,  was  written  by 
the  plaintiffs  on  the  entry.  The  oath  of  the  owner  and  the 
order  of  the  appraiser  were  the  same  in  this  instance  as  in 
the  preceding  one. 

On  the  same  day,  a  third  entry  was  made,  in  like  manner, 
by  the  plaintiffs,  of  974  bars  and  40  bundles  of  iron,  import- 
ed in  the  ship  E.  E.  Perkins,  from  Liverpool,  invoiced  by  the 
Coalbrookdale  Company,  March  16th,  1849,  at  £198  5*.  2d. 
As  in  the  preceding  cases,  the  invoice  valuation  was  raised  by 
appraisement  to  £226  168.  Sd.  The  duties  imposed  thereon 
were  paid  by  the  plaintiffs  under  a  written  protest,  dated  May 
10th,  1849,  in  the  same  terms  as  the  one  before  set  forth. 

On  the  2l8t  of  May,  1849,  three  other  entries  were  made 
by  the  plaintiffs.  One  was  of  839  bundles  of  bar-iron,  im- 
ported in  the  ship  N.  II.  Wolfe,  invoiced  March  27th,  1849, 
by  the  same  Company,  at  £200  7».  8.,  and  raised  by  appraise- 
ment to  £233  78.  6d.  The  second  was  of  3,449  bars  and  20 
bundles  of  iron,  imported  in  the  ship  Liberty,  invoiced  April 
19th,  1849,  at  £277  7».  Sd.y  and  appraised  at  £329  12«.  Od. 
The  third  entry  was  on  two  invoices  from  the  same  Company, 
one  dated  April  6th,  1849,  the  other  dated  April  12th,  1849,. 


498  SOXJTHEEN  DISTRICT  OP  NEW  TORK, 

Pienon  v,  Lawrence. 

imported  in  the  ship  Garrick.  The  joint  invoice  value  was 
£786  5^.  4td.  The  appraised  value  was  £866  6«.  dd.  Duties 
were  imposed  and  paid  on  the  appraised  values  in  all  the 
cases,  and  like  written  protests  were  made  by  the  plaintiffs. 

On  the  trial,  the  plaintiffs  proved  the  purchase-price  or 
actual  cost  of  the  iron,  by  giving  in  evidence  a  correspond- 
ence between  themselves  and  the  Cbalbrookdale  Company,  of 
Liverpool,  by  which  it  appeared  that  the  iron  charged  in  the 
invoices  was  ordered  by  the  plaintiffs,  by  letters  dated  in  New 
York  in  the  montlis  of  November  and  December,  1848,  and 
January,  184r9,  mth  specifications  of  the  description  and 
quality  of  the  iron  required.  When  those  orders  were  re- 
ceived in  Liverpool,  the  Coalbrookdale  Company  booked 
them,  charging  the  various  kinds  of  iron  specified  at  the  then 
current  prices,  and  advised  tlie  plaintiffs  that  the  orders  were 
accepted.  It  was  proved  that  this  constituted  a  purchase,  in 
the  usage  of  the  trade.  The  vendors  then  proceeded  to  pre- 
pare the  iron  conformably  to  the  ordei-s,  and,  when  it  was 
shipped,  the  invoices  were  made  out  at  the  prices  prevailing 
at  the  time  the  orders  were  received,  and  without  regard  to 
the  price  or  market  value  when  the  iron  was  delivered  or 
shipped.  Ordinarily,  on  the  purchase  of  iron  from  manufac- 
turers, some  time  elapses  after  the  iron  ordered  is  booked, 
before  it  can  be  rolled  and  prepared  for  shipping.  Manufac- 
turers are  not  accustomed  to  keep  large  stocks  on  hand  await- 
ing orders,  but  to  manufacture  it  to  conform  to  the  description 
ordered.  The  iron  in  the  present  case  was  ordered  previously 
to  the  period  it  was  expected  to  be  shipped,  to  give  time  to 
have  it  manufactured. 

It  is  to  be  assumed  tliat  the  appraisement  made  by  the 
appraisers  exhibits  the  true  market  value  of  the  iron  at  tlie 
times  it  was  invoiced  and  shipped,  for  there  is  no  evidence 
contradicting  that  valuation. 

The  plaintiffs  protested  against  the  duties  exacted  on  the 
valuations  of  the  appraisers,  claiming  that  the  iron  was  sub- 
ject to  duty  only  on  the  invoice  prices,  because  these  repre- 
sented the  actual  cost  and  full  market  value  at  the  time  of 
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purchase.  They  now  insist  that  the  evidence  produced  by 
them  on  the  trial  proves  that  the  market  value  and  purchase- 
prices  of  the  iron  were  according  to  the  chains  on  the  in- 
voices and  entries ;  and,  further,  that  tliey  have  now  made  it 
evident,  that  the  action  of  the  appraisers  and  collector,  in 
valuing  tlie  iron  and  imposing  the  additional  duties,  were 
irregular  and  without  authority  of  law. 

In  support  of  the  latter  branch  of  this  proposition,  the 
counsel  for  the  plaintiffs  has  gone  into  a  minute  and  labored 
analysis  of  the  provisions  of  the  revenue  laws  in  relation  to 
the  entry  and  appraisement  of  goods,  and  assumes,  in  mainte- 
nance of  the  firat  branch,  as  a  principle  of  law,  that,  under 
the  coirespondence  between  the  plaintiffs  and  the  Coalbrook- 
dale  Company,  there  was  a  purchase  of  the  iron  by  the  plain- 
tiffs at  the  time  their  orders  were  booked  by  the  Company  at 
Liverpool. 

This  latter  position  w^as  the  one  most  considered  by  the 
Court  on  the  former  argument,  and  we  disposed  of  it  ad- 
versely to  the  claim  of  the  plaintiffs.  We  supposed  that  the 
re-argument  was  intended  chiefly  to  reinforce  the  views  of 
the  plaintiffs  and  remove  the  difficulties  of  the  Court  on  that 
point ;  but  we  are  no  less  ready  to  review  both  points,  under 
the  advantage  of  the  present  argument,  than  if  the  same 
relative  importance  had  been  maintained  between  them  as  on 
the  previous  hearing. 

We  do  not  think  that  the  plaintiffs  have  placed  themselves 
in  a  position  for  questioning,  in  this  action,  the  regularity  of 
the  proceedings  in  the  Custom  House  i^i  initiating  or  con- 
ducting the  appraisements  complained  of,  because  they  did 
not  make  objections  of  that  character  a  ground  of  their  pro- 
tests. They  dealt  with  the  appraisement  as  being  one  right 
in  form  and  even  in  substance,  provided  the  time  of  ship- 
ment was  properly  taken  bs  the  time  of  purchase,  and  they 
cannot  now  charge  upon  the  collector  any  defective  or  unau- 
thorized exercise  of  power,  not  designated  in  their  protests 
as  grounds  of  objection.  {Mason  v.  Kane,  Circuit  Covrt, 
Maryland  District^  April  Tetm^  1851.)    The  same  position 
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was  taken  by  this  Court,  in  the  cases  of  Thomson  v.  Maawell^ 
ante,  j>.  385.  In  that  case,  and  in  others  decided  about  the 
same  time,  this  point  was  carefully  considered,  and  it  was 
held  that  the  importer  could  not  maintain  an  action  against 
the  collector,  to  recover  back  duties  paid,  without  proving 
that  the  moneys  remained  in  his  hands  when  the  action  was 
brought,  or  that  a  protest  in  writing  was  made  at  the  time  of 
payment,  "  setting  forth  distinctly  and  specifically  the  grounds 
of  objection  to  the  payment  thereof." 

We  find  that  our  construction  of  the  statute  in  this  particu- 
lar has  been  sustained  by  the  highest  authority,  in  decisions 
published  since  our  opinions  were  delivered.  In  Notctoss  v. 
Oredy^  (1  Cv/rtiSj  114,)  a  commission  of  2^  per  cent  (with 
other  charges)  was  added  by  the  collector  to  the  invoice  value 
of  an  importation  of  crockery.  The  importers  protested  that 
they  "  pay  no  such  commissions  "  as  were  added.  The  Cir- 
cuit Court  in  Massachusetts  decided  that  the  plaintiflFs  were 
not  entitled  under  the  protest  to  recover  back  the  payment. 
The  objections  taken  at  the  bar  were,  that  commissions  were 
not  usually  paid  in  the  trade  of  importing  crockery-ware 
from  England ;  that,  if  paid,  there  was  no  usual  rate ;  and 
that  2^  per  cent,  was  not  an  usual  rate  of  commissions ;  but 
the  Court  ruled  that  the  plaintiffs  could  not  avail  themselves 
of  those  objections  in  the  action,  without  setting  them  forth 
distinctly  and  specifically  in  the  protest.  Duties  are  not,  in 
judgment  of  law,  illegally  exacted,  so  as  to  afford  a  right  to 
the  importer  to  recover  them  back,  when  the  protest  required 
by.  the  Act  of  1845  is  not  made,  {Lcmrence  v.  CasweU,  13 
How.  488 ;)  and  the  Act  in  terms  fixes  the  requisites  of  the 
protest. 

The  counsel  for  the  plaintiffs  has  gone  through  a  labored 
research  of  the  tariff  Acts  from  their  earliest  enactment,  and 
has  argued  from  them  that  Congress  has  placed  the  whole 
system  upon  such  a  footing,  that  the  oath  made  under  the 
circumstances  presented  in  this  case,  together  with  the  sworn 
invoice,  determined  the  purchase-price  and  dutiable  value  of 
the  importation,  and  that,  even  if  the  Acts  could  bear  the  con- 
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struction  that  goods  imported  by  the  purchaser  and  owner 
could  be  subjected  to  an  appraisement,  yet  an  appraisement 
not  ordered  by  the  collector  on  his  suspicion  of  an  under- 
valuation in  the  invoice,  and  not  conducted  in  all  particulars 
by  the  appraisers  pursuant  to  the  direction  of  the  Acts  of 
Congress,  was  utterly  void,  and  afforded  no  authority  to  the 
collector  for  increasing  the  duties. 

We  do  not  concur  entirely  with  the  counsel  in  the  inferences 
he  has  drawn  from  the  statutes  he  has  examined,  but  we  for- 
bear from  all  discussion  of  the  subject,  for  the  reasons  before 
indicated.  These  particulars  of  objection  should  have  been 
pointed  out  to  the  collector  in  the  protests,  so  that,  if  any 
error  existed,  he  might  have  protected  himself  or  the  Govern- 
ment from  the  consequences,  by  having  it  rectified,  or  have 
relieved  the  plaintiffs  without  litigation.  They  cannot,  under 
a  proper  imderstanding  and  enforcement  of  the  Act  of  1845, 
reserve  such  objections  until  the  trial  of  their  suit  against  the 
collector,  and  then  make  them  available  to  charge  him  and 
the  Government  with  the  repayment  of  the  duties  collected. 
In  our  opinion,  this  branch  of  the  case  also  falls  within  the 
provisions  of  the  Act  of  1845  ;  and,  as  the  protests  did  not 
set  forth,  distinctly  and  specifically,  these  objections  to  the 
payment  of  duties,  they  cannot  now  be  regarded. 

The  particular  point  upon  which  we  imderstood  that  a 
review  of  our  former  decision  was  sought  was,  whether  the 
plaintiffs  were  entitled  to  enter  the  iron  at  the  prices  it  bore 
when  the  contracts  of  purchase  were  closed,  or  whether  it 
was  liable  to  duties  on  its  value  at  the  times  of  its  shipment 
We  listened  to  the  application  for  a  rehearing,  under  the 
impression  that  the  point  might  involve  the  construction  of 
the  tariff  Acts  in  a  particular  which  does  not  seem  to  have 
yet  been  made  the  subject  of  judicial  exposition;  and, 
although  satisfied  with  the  construction  we  first  gave  to  the 
law  in  this  respect,  we  were  anxious  to  see  if  any  reasons, 
satisfactory  to  us,  could  be  shown  against  our  conclusions,  in 
order  that,  if  erroneous,  they  might  be  corrected  before  they 
should  be  promulgated. 
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For  the  purposes  of  this  decision,  it  is  assumed  that  the 
proofs  show  that  the  iron  imported  confonns  entirely  to  the 
articles  stipulated,  in  the  con-espondence  between  the  vendors 
and  the  plaintiffs,  to  be  furnished  under  the  orders  given,  and 
also  that  the  usage  of  that  trade  regards  the  orders  given  by 
the  plaintiffs,  and  their  acceptance  on  being  booked  by  the 
manufacturers,  as  a  completed  contract  of  purchase  and  sale. 
Under  the  equity  of  such  a  contract,  if  not  by  its  legal  effect, 
the  iron,  when  manufactured,  may  be  regarded  as  the  prop- 
erty of  the  plaintiffs.  We  state  these  propositions  in  the 
strongest  form  in  favor  of  the  plaintiffs,  in  order  that  the 
point  arising  out  of  them,  and  in  contest  in  this  action,  may 
be  fully  met  and  covered  by  our  decision. 

Assuming  that  the  invoices  were  made  up  as  of  the  times 
the  iron  was  contracted  for,  and  that  they  set  forth  correctly 
the  prices  agreed  to  be  paid  for  the  iron,  we  do  not  think  that 
the  contract  between  the  parties  constituted  the  jmrdicise  con- 
templated and  provided  for  by  the  revenue  acts,  so  as  to  fix 
the  dutiable  value  of  the  goods  or  even  justify  their  entry  by 
those  prices.  It  is  to  be  observed  that  the  tariff  and  revenue 
laws,  in  all  their  enactments  of  duties  specific  or  ad  valorem^ 
have  relation  to  the  r«»,  to  property  itself,  and  not  to  legal  or 
equitable  rights  of  property.  Iron  in  bars  or  hoops  is  sub- 
jected to  a  duty  of  30  per  cent,  ad  valorem^  and  that  tax  fast- 
ens upon  the  commodity,  not  from  the  time  it  is  manufactured 
for  a  particular  purchaser,  but  from  the  time  it  is  acquired  by 
him  for  the  purpose  of  importation.  This  was  the  effect  of 
the  law  prior  to  the  Act  of  March  3d,  1851,  (9  U.  S.  Stat,  at 
Large^  629.)     {Oreely  v.  Thompson,  10  llow,  225.) 

The  16th  section  of  the  Act  of  August  30th,  1842,  (5  U,  S. 
Stat,  at  Large,  563,)  declares  that  "  it  shall  be  the  duty  of  the 
collector,"  when  ad  valorem  duties  are  imposed  "on  any  goods, 
wares  or  merchandise  imported  into  the  United  States,"  "  to 
cause  the  actual  market  value  or  wholesale  price  thereof,  at 
the  time  when  purchased,  in  the  principal  markets  of  the 
country  from  which  the  same  shall  have  been  imported,"  to 
be  ascertained,  &c.     This  language  points  significantly  to 
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things  in  being,  to  commodities  having  a  market  value  and 
price  in  the  principal  markets  of  a  comitry,  and  is  in  no  way^ 
adapted  to  express  the  idea  that  a  prospective  contract  of  pur- 
chase with  a  manufacturer  who  is  afterwards  to  make  the 
article,  shall  fix  the  value  or  price  at  an  indefinite  period  sub- 
sequently, when  the  purchaser  may  obtain  the  merchandise. 
The  35th  section  of  the  Act  of  March  2d,  1799,  (1  TJ.  S,  Stat, 
at  Zarffe,  654,)  in  describing  the  invoices  required  and  the 
oaths  to  be  taken  by  importers,  manifestly  applies  both  to  the 
merchandise  in  the  condition  in  which  it  is  imported.  And 
the  Act  of  March  1st,  1823,  (3  U.  S.  Stat,  at  Large,  729,)  so 
strongly  relied  upon  by  the  plaintiffs'  counsel  on  the  argu- 
ment, has  relation,  in  its  enacting  sections  and  in  the  form  of 
the  oath  prescribed  to  the  owner,  consignee  or  manufacturer, 
to  the  property  imported,  in  the  state  and  condition  in  which 
it  was  exported  from  its  place  of  production,  and  most  plainly 
contemplates  the  ordinary  dealing  between  buyer  and  seller 
in  market.  The  4th  section  of  that  Act  {Jd.  731)  enacts 
that,*where  goods  imported  shall  be  entered  by  invoice,  the 
owner  shall  make  oath  tliat  the  entry  contains  a  just  and  true 
account  of  all  the  goods,  and  that  the  invoice  contains  a  just 
and  faithful  account  of  the  actual  cost  of  the  said  goods. 
The  terms  employed  in  the  same  section,  in  the  manufactur- 
er's oath  (Id.  732)  that  "  the  goods  were  not  actually  bought " 
"  in  the  ordinary  mod6  of  bargain  and  sale,"  supplies  an  in- 
terpretation of  the  sense  in  which  Congress  used  the  phrase 
actual  cost,  in  the  owner's  oath,  and  plainly  indicates  the 
meaning  to  be  that  the  goods,  then  owned  by  others,  were 
acquired  at  the  prices  stated  in  the  invoice.  So,  in  connec- 
tion with  the  manufacturer's  oath,  the  requirements  of  the 
5th  section  of  the  same  Act  {Id.  732)  tend  to  confirm  this 
construction ;  because,  the  word  procured,  there  used,  imports 
an  actual  possession  of  the  property,  and,  actual  purchase 
being  so  placed  in  juxtaposition  with  procurement,  the  same 
legal  signification  must  be  given  to  either  expression  in  respect 
to  possession  of  the  goods. 

That  this  consideration  is  entitled  to  weight,  in  determining 
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the  intention  of  Congress  in  the  whole  provision,  naay  be 
strongly  illustrated  by  supposing  that  the  Coalbrookdale  Com- 
pany had,  at  the  time  they  received  the  orders  of  the  plain- 
tiffs, resolved  to  ship  the  iron  called  for  on  their  own  account, 
and  registered  the  rates  on  their  books  and  directed  the  quan- 
tities to  be  shipped  by  their  Works.  It  is  obvious  they  could 
not  have  invoiced  the  iron  at  those  rates  and  prices,  but  must 
have  charged  the  market  price  at  the  time  the  iron  was  j^ra- 
dtoced  by  them,  that  is,  when  it  came  to  their  ownership 
manufactured,  in  a  state  for  exportation.  Upon  the  same 
principle,  we  think  that  the  plaintiffs  cannot  be  regarded  afi 
having  been  actual  purchasers  of  the  iron,  within  the  mean- 
ing of  the  revenue  laws,  until  they  became  owners  of  the 
thing  itself — the  subject-matter  made  liable  to  duties.  What- 
ever in  law  would  constitute  a  delivery  and  legal  ownership, 
might  satisfy  the  purpose  of  the  revenue  Acts  in  respect  to 
possession ;  but,  manifestly,  the  property  must  be  in  a  state 
and  condition  that  it  may  pass  by  delivery  to  the  purchaser. 

Chancellor  Kent  (2  KenPs  Comm,^  468,  arui  notes)  states 
accurately  the  constituents  of  a  valid  contract  of  sale.  The 
thing  sold  must  have  an  actual  or  potential  existence,  and  be 
specific  or  identified,  and  capable  of  delivery ;  otherwise,  it  is 
not  strictly  a  contract  of  sale,  but  a  special  or  executory  agree- 
ment. Admitting  the  arrangement  between  the  plaintiflfe 
and  the  Coalbrookdale  Company  to  have  had  all  the  essen- 
tial properties  of  a  contract  of  sale,  it  by  no  means  follows 
that,  as  such,  it  became  an  actual  purchase  of  the  goods  and 
merchandise,  within  the  meaning  and  policy  of  the  tariff 
Acts.  Indeed,  without  laying  emphasis  upon  the  obvious 
design  of  Congress  that  the  property  imported  should  in  kind 
be  the  subject  of  sale  and  delivery,  to  constitute  a  purchase, 
it  may  well  be  doubted,  upon  the  authorities,  whether  the  con- 
tract set  up  by  the  plaintiffs  could  carry  with  it  any  title  or 
right  in  the  plaintiffs  to  the  iron  after  it  was  manufactured. 
{GhUty  on  Contracts^  ed,  1851,  336 ;  Addison  on  Gontracts^ 
45,  46  ;  SmitKs  Mercantile  Law,  292,  293,  294.)  The  sale 
was  not  in  prcBsentij  and  everything,  even  the  creation  of 


NOVEBIBEB,  1862.  605 


PieiBon  «.  Lawienoe. 


the  goods  by  the  vendor,  was  to  be  done  before  delivery. 
Upon  these  qualities  of  the  contract,  it  would  be  difficult  for 
the  plaintiffs  to  maintain  an  existing  property  in  them  to  the 
iron,  coeval  with  the  making  of  the  contract.  It  is  to  that 
date  they  refer  their  purchase  or  acquisition  of  it. 

Suppose  the  value  of  iron  had  depreciated  largely  between 
the  date  of  this  contract  and  the  time  of  the  shipment — could 
the  collector  have  directed  a  valuation  of  the  iron  as  of  the 
time  of  the  order  ?  And,  in  a  stronger  point  of  view,  could 
the  plaintiffs  have  been  assessed  or  taxed  on  the  amount  of 
the  purchase-price  of  the  iron,  as  for  so  much  property  actu- 
ally purchased  by  them  ?  In  our  opinion,  the  term  €U^ual 
py/rchase^  used  in  the  revenue  laws,  is  stronger,  in  its  ordi- 
nary import  and  legal  signification,  than  the  phrase  contraM 
of  sale,  and  necessarily  implies  the  acquisition  of  the  thing 
as  actual  property.  We  think,  therefore,  that  on  the  fair  con- 
struction of  the  statute,  the  plaintiffs  are  not  permitted  to 
claim  the  date  of  their  contract  as  the  time  of  the  actual 
purchase  of  the  iron. 

We  have  given  this  part  of  the  case  an  enlarged  considera- 
tion, more  to  satisfy  the  counsel  that  no  part  of  his  elaborajte 
and  well-reasoned  argument  on  this  point  has  been  disregard- 
ed by  the  Court,  than  to  obviate  any  real  difficulty  presented 
in  supporting  the  judgment  before  rendered  by  the  Court. 
For,  conceding  that  the  plaintiffs  were  actual  owners  of  the 
iron  at  the  time  alleged  by  them,  and  that  its  price  then  co- 
incided exactly  with  their  invoices,  we  think  they  cannot 
support  this  action,  either  for  an  overvaluation  of  Ae  goods 
at  the  Custom  House  and  the  imposition  of  duties  upon  that 
valuation,  or  because  of  any  irregularity  or  want  of  authoritj^ 
on  the  part  of  the  appraisers  or  other  officers  of  the  Custom 
House,  in  appraising  the  iron  or  raising  its  invoice  and  entry 
valuation.  To  lay  a  foundation  for  the  action,  they  must 
show  that  the  duties  were  illegally  exacted  by  the  collector, 
and  that  they  are  entitled  to  appeal  to  the  judicial  tribunals 
for  relief.    {Lomr&iice  v.  CasweU,  13  How.  488.) 

Laying  out  of  view  the  form  of  the  protests,  and  consider- 
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ing  the  plaintiflFs  as  entitled  to  prove  their  allegation  that  the 
iron  ought  not  to  pay  duties  on  the  valuation  put  upon  it  at 
the  Custom  House,  and  that  they  were  entitled  to  enter  it  at 
the  purchase-price,  the  invoices  are,  as  against  the  plaintiffs, 
primd'facie  evidence  of  the  times  of  purchase,  and  become 
conclusive  evidence  on  that  point,  unless  a  mistake  of  date 
therein  is  pointed  out  and  proved  by  them.  {Ma/rriott  v. 
Brune^  9  How,  619.)  These  invoice^  all  bear  dates  concur- 
rently with  the  shipments  of  the  iron — March  and  April, 
1849 — and  the  plaintiffs  show  that  the  price  of  iron  at  Liver- 
pool was  then  from  2*.  6fl?.  to  £1  7«.  ^d,  sterling,  or  more, 
higher  per  ton  than  the  prices  charged  upon  the  invoices; 
and  it  was  conceded  on  the  argument,  that  the  valuation  upon 
which  duties  were  imposed  corresponded  with  the  correct 
market  value  of  the  iron  when  shipped.  There  is  no  proof 
in  the  case,  that  any  notice  in  fact  was  given  to  the  collector 
that  the  invoices  were  incorrect  in  dates,  and,  under  that 
state  of  facts,  we  think  that  the  plaintiffs  were  legally  con- 
cluded by  their  entries  and  oaths  and  by  the  invoices,  from 
claiming  a  valuation  of  the  invoices  at  periods  anterior  to 
those  dates. 

It  is  thus  manifest  that  this  action  could  not  be  supported, 
even  if  the  form  of  the  protests  was  not  interposed  as  an 
objection  by  the  defendant.  We  are,  however,  not  at  liberty, 
in  deciding  the  case,  to  disregard  that  objection,  and  are  of 
opinion  that  the  protests  made  to  the  collector  do  not  author- 
ize the  plaintiffs  to  take  any  exceptions  to  the  authority  of 
the  appraisers  to  act  in  the  valuation  of  the  iron,  nor  to  prove 
it  was  purchased  at  the  times  their  orders  for  it  were  received 
and  accepted  by  the  Coalbrookdale  Company,  or  at  any  time 
antecedent  to  the  dates  of  their  invoices.  Judgment  must 
accordingly  be  entered  for  the  defendant. 
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Heney  L.  Piebson  and  Samuel  Hopkins 

Hugh  Maxwell. 

The  insaffioiency  of  the  protest  against  the  payment  of  daties  in  this  case, 

p<»ntedout 
The  doctrine  of  the  case  of  Pierton  ,v.  Lawrence,  (ati/e,  p.  495,)  applied. 
(Before  Nelson  and  Betts,  JJ.,  Southern  District  of  New  York,  November, 

1862.) 

This  was  an  action  substantially  like  the  case  of  Pierson 
V.  La/wrenoe^  {ante,  j>.  495.)  The  facts  are  snflSciently  stated 
in  the  opinion  of  the  Court. 

Elias  IL  Ely,  for  the  plaintiffs. 

J,  Preacott  HdUy  {District  Attorney^  for  the  defendant. 

Betts,  J.  This  case  rests  essentially  upon  the  same  class 
of  facts  as  that  of  Pierson  v.  Lawrence,  {ante,  p.  495.)  It 
is  a  suit  to  recover  back  an  excess  of  duties  exacted  by  the 
present  collector  on  the  importation  of  several  invoices  of 
iron  from  Liverpool.  The  invoices  were  from  the  Coalbrook- 
dale  Company  and  Bailey,  Brothers  &  Co.,  to  the  plaintiffs, 
dated  in  April,  May  and  June,  1849,  and  the  iron  was  shipped 
concurrently  with  the  dates  of  the  invoices.  The  protests, 
written  on  the  respective  entries,  are  "  against  the  payment 
of  duty  on  (the  increased  valuation  specified)  added  to 
the  entry  value  by  the  appraisers,  because  the  original  entry 
was  the  actual  cost  and  full  value  at  the  time  of  purchase." 
The  protests  designate  no  time  of  purchase  different  from 
that  indicated  by  the  invoices,  at  which  the  value  is  to  be 
estimated,  and  there  is  no  evidence  impeaching  the  correct- 
ness of  the  valuation  made  by  the  appraisers  in  reference  to 
the  invoice  dates.  The  plaintiffs  cannot,  under  the  protests, 
set  up  a  different  and  long  antecedent  period  of  purchase, 
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nor  can  they  impugn  the  appraisement  by  giving  proof  of 
any  irregular  acts  of  the  appraisers  or  other  officers  in 
making  it.  Those  particulars  should  have  been  distinctly 
and  specifically  pointed  out  to  the  collector  by  the  protests, 
in  order  to  enable  him  to  rectify  anything  erroneous  in  the 
manner  of  determining  the  value  of  the  goods,  or  in  the 
selection  of  the  period  at  which  that  value  was  to  be  deter- 
mined. 

Judgment  must  be  rendered  for  the  defendant 


Julius  Fookb  and  Francis  Boult 

vs. 

Cornelius  W.  Lawrencb. 

A  protest  agunst  the  payment  of  duties  must  point  out  Bpecifically  the  particu- 
lar omission  or  irregularity  complained  of,  or  it  w|Il  not  be  available  in  an 
action  to  recover  back  the  duties. 

The  doctrine  of  the  cases  of  Pienon  v.  Lawrence^  (<sA<e,  p,  496,)  and  Piermm  v 
Maxwell^  (ante,  p.  607,)  applied  to  the  protests  in  this  case.     . 

A  collector  is  not  bound  to  take  the  invoice  valuation  of  goods,  supported  by 
the  owner's  oath  on  the  entry,  as  their  dutiable  value. 

A  collector  is  justified,  in  the  absence  of  written  notice  of  a  different  state  of 
facts,  in  assuming  the  place  of  shipment  of  goods,  as  stated  in  the  entry 
invoice,  to  be  the  place  of  their  purchase,  and  the  date  of  the  invoice  as  the 
time  of  their  purchase. 

(Before  Nelson  and  Bstts,  JJ.,  Southern  District  of  New  York,  November 
1862.) 

Tins  was  an  action  to  recover  back  an  alleged  excess  of 
duties  and  a  penalty,  paid  to  the  collector  of  the  port  of  New 
York.  A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court.  The  facts  sufficiently  appear  in  the 
opinion  of  the  Court. 

£lia8  -ff".  -E'Zy,  for  the  plaintiffs. 

J.  PresGOtt  IlaUy  {District  Attorney^  for  the  defendant 
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Betts,  J,  The  plaintiffB,  merchants  of  Livei'pool,  shipped 
at  that  port  three  invoices  of  iron,  in  March,  April  and  May, 
1849.  They  took  the  owner's  oath  upon  the  invoices  before 
the  American  consnl  at  Liverpool,  and  swore  that  the  iron 
was  charged  at  the  prices  paid  on  actual  purchase.  On  entry 
at  New  York,  in  May  and  June  following,  the  invoice  value 
was  raised  by  the  appraisers  to  the  market  prices  of  the  iron 
at  the  dates  of  the  respective  invoices,  and  duties  were  exact- 
ed by  the  collector  on  that  valuation,  with  the  addition  of  a 
penalty.  The  importers  subjoined  tQ  each  entry  a  wi-itten 
protest  against  the  additional  duty.  The  language  of  two  of 
the  entries  was,  "  claiming  to  enter  tibe  iron  at  actual  and 
invoice  cost."  That  of  the  third  was,  "  claiming  to  enter  it 
according  to  the  sworn  invoice." 

The  case  differs  from  that  of  JPierson  v.  Lawrence^  {ante^ 
p.  495,)  in  this,  that  the  plaintiffs  were  residents  of  Liverpool, 
and  shipped  the  iron  there  on  their  own  account.  Their  con- 
tracts of  purchase  were  made  with  the  manufacturers  in  Glas- 
gow, October  30th,  and  November  1st,  1848,  for  future  de- 
livery, and  the  iron  was  all  delivei'ed  at  Liverpool  in  March 
and  April,  1849.  The  plaintiffs  offered  no  evidence  against 
the  correctness  of  the  appraisers'  valuation,  taking  the  time 
of  shipment  as  the  time  of  purchase. 

The  plaintiffs  urge,  as  in  the  case  of  Pieraon  v.  Lawrence^ 
in  avoidance  of  the  appraisement,  firsts  that  the  invoice,  veri- 
fied by  the  owners'  oath,  is  conclusive  proof  of  the  purchase- 
price  of  the  goods ;  secondly^  that  the  course  pointed  out  by 
the  Acts  of  Congress,  to  be  pursued  on  the  appraisement  of 
imports  at  the  Custom  House,  was  not  conformed  to  in  this 
instance ;  thi/rcRy,  that  no  legal  order  to  appraise  was  made. 
They  also  claim  that  the  contracts  of  purchase  were  entered 
into  in  October  and  November,  1848  ;  that  the  increased  val- 
uation and  the  imposition  of  the  additional  duty  and  penalty 
were  all  carried  out  at  the  Custom  House  in  obedience  to  a 
Circular  from  the  Secretary  of  the  Treasury,  and  not  by  regu- 
lar appraisement  and  the  observance  of  the  requirements  of 
the  revenue  Acts ;  that  a  part  of  the  purchase  was  in  prcB- 
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^ntiy  the  plaintiffs  having  the  right  to  an  immediate  delivery 
of  the  iron  ;  and  that,  in  that  respect,  this  case  is  distinguish- 
able from  that  of  Pierson  v.  Lawrence^  and  from  that  of 
Pierson  v.  Maanjoell^  {ante^p.  607,)  where  the  purchases  were 
prospective. 

The  plaintiffs  proved,  in  this  case,  that  an  advance  in  the 
price  of  iron  at  Glasgow  took  place  between  the  dates  of  the 
contracts  of  purchase  and  the  shipments  of  the  iron,  but  there 
does  not  appear  to  have  been  any  distinct  proof  of  the  time 
or  amount  of  that  advance,  nor  of  the  market  value  of  the 
iron  in  Glasgow  at  the  period  of  the  contracts,  otherwise  than 
by  the  testimony  of  a  bix)ker  resident  at  Liverpool.  These 
facts  are  stated  in  this  opinion,  not  as  the  basis  of  the  judg- 
ment of  the  Court,  but  tliat  the  case  may  appear  substantially 
as  presented  to  the  Court. 

Our  decision  is  placed  essentially  upon  tlie  terms  of  the 
protests.  The  plahitiffs  cannot  go  beyond  or  out  of  those, 
with  their  objections  to  the  exaction  of  duties.  If  they  sup- 
posed that  the  officers  of  the  Customs  had  committed  any 
irregularity  in  ascertaining  the  dutiable  value  of  the  iron,  or 
if  ttey  desired  more  formal  action  on  the  part  of  the  collec- 
tor, the  protests  should  have  called  his  attention  to  the  partic- 
ular omission  or  irregularity  complained  of.  In  the  case  of 
Barker  v.  Lawrence^  cited  by  the  plaintiffs'  counsel,  in  which 
the  duties  paid  were  recovered  because  of  an  irregular  ap- 
praisement, no  question  was  raised  by  the  defendant  as  to  the 
sufficiency  of  the  protest. 

The  presumption  is,  that  the  duties  were  levied  according 
to  law,  and  the  collector  is  not  personally  subject  to  an  action 
unless  he  exacts  them  against  the  protest  of  the  importer,  "  set- 
ting forth  distinctly  and  specifically  the  grounds  of  objection 
to  the  payment  thereof."  {Lawrence  v.  Caswell^  13  Haw. 
488.)  This  is  demanded  by  the  statute,  and  it  is  a  wise  safe- 
guard to  a  public  functionary  who  exercises  a  very  delicate 
and  difficult  trust,  while  it  at  the  same  time  affords  every 
reasonable  protection  to  the  rights  of  the  unporter.  This 
Court  has  repeatedly  expressed  its  purpose  to  adhere  to  the 
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language  and  spirit  of  this  requirement  of  the  law;  and, 
applying  that  provision  to  this  case,  it  ia  clear  to  our  minds, 
that  the  plaintiffs  have  not  shown  that  the  collector  violated 
any  right  set  up  by  their  protests,  and  which  was  secured  to 
them  by  law.  The  protests  import  that  the  plaintiffs  claimed 
the  invoice  charges  to  be  conclusive  evidence  of  the  pur- 
chase-price and  market  value  of  the  goods,  biit  they  give  no 
intimation  to  tlie  collector  that  the  purchases  were  at  a  time 
different  from  the  dates  of  the  invoices,  or  that  the  market 
prices  at  the  periods  of  purchase  were  different  from  what 
they  were  at  the  times  of  the  shipments  or  at  the  dates  of  the 
invoices. 

It  is  a  great  misapprehensicai  to  suppose  that  the  collector 
is  bound  to  take  the  entry  of  goods  at  the  valuation  of  the 
invoice,  supported  by  the  owner's  oath.  His  dutj'  is  directly 
the  contrary.  The  16th  section  of  the  Act  of  August  30th, 
1842,  (5  U,  S.  Stat,  at  Large^  563,)  directs  the  collector  to 
cause  goods  subject  to  ad  valorem  duties  to  be  appraised,  and 
specifically  enacts  that  it  shall  be  the  duty  of  the  appraisers, 
or  of  the  collector,  by  all  reasonable  ways  and  means  in  their 
power,  to  ascertain,  estimate  and  appraise  the  true  and  actual 
market  value  and  wholesale  price  of  the  goods,  at  the  time 
purchased,  and  in  the  principal  markets  of  the  country 
whence  the  same  shall  have  been  imported  into  the  United 
States,  "  any  invoice  or  affidavit  tJiereto  to  the  contrary  not- 
withstanding,^^ To  enable  the  importer  to  avoid  the  penalty 
of  twenty  per  cent.,  when  the  appraisement  exceeds  the  in- 
voice value  by  ten  j>er  cent,  the  eighth  section  of  the  Act  of 
July  30th,  1846,  (9  U.  S.  Stat,  at  Large,  43,)  permits  the 
importer  to  make  an  addition  to  the  entry  price.  That  pro- 
vision goes  upon  the  assumption  that  the  invoice  price  in  no 
way  determines  the  value  of  the  goods. 

If  the  plaintiffs  were  entitled  to  enter  the  goods  at  their 
market  value  at  the  place  where  purchased,  {Maxwell  v. 
Oriswold,  10  How.  242 ;  Gheely  v.  Thompmn,  Id.  225,)  still, 
the  collector  was  not  bound  to  know  that  the  place  of  the 
purchases  was  different  from  that  of  the  shipments,  nor,  more 
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especially,  that  the  times  of  the  purchases  were  different  from 
the  dates  of  the  invoices,  unless  he  was  expressly  notified  of 
such  facts  by  the  protests.  It  does  not  appear  that  he  or  the 
appraisers  had  any  notice  whatever  of  such  facts.  A  verbal 
notice  would  be  of  no  avail,  even  if  the  Court  might  be 
authorized  to  imply  one,  for  the  plaintiffs  would  be  excluded 
from  all  advantage  under  it  by  the  express  provisions  of  the 
Act  of  February  26th,  1845,  (5  U.  S.  Stat,  at  Large,  727,) 
which  require  it  to  be  in  writing. 

We  adhere  to  the  judgment  rendered  in  this  case  at  the 
last  term,  finding  that  the  plaintiffs,  by  their  protests,  point 
to  no  fact  which  in  law  can  invalidate  the  appraisement,  and 
also  that,  by  the  entries  and  the  invoices,  the  collector  was 
justified  in  taking  the  place  and  times  of  shipment  as  those 
of  the  purchases  of  the  goods  in  question. 

Judgment  for  the  defendant 


Henby  T.  Cornett  and  Horatio  R.  Nightingale 

V8, 

CoRNEiiius  W.  Lawrence. 

Where,  in  a  protest  against  the  payment  of  duties,  on  an  addition  made  by  the 
appraisers  to  the  invoice  yalue,  the  only  ground  of  protest  stated  was,  that 
ih«  invoice  exhUnled  the  true  market  vttlue  of  the  goodt  at  the  place  from 
fchieh  they  vere  imported:  Hdd^  in  action  to  recover  back  the  duties,  that 
the  only  point  raised  by  the  protest  was  the  correspondence  of  the  invoice 
value  with  the  value  at  the  place  of  export  at  the  date  of  the  invoice,  and 
that  the  plaintiff  could  not,  under  the  protest,  show  that  the  invoice  value 
was  the  actual  purchase-price. 

A  protest  against  the  payment  of  dudes  must  set  forth  the  specific  objections  of 
the  party,  and  refer  the  collector  distinctly  to  the  facts,  otherwise  the  party 
cannot  avail  himself  of  them  in  an  action  against  the  collector  to  recover  back 
the  duties.   . 

(Before  Nklson  and  Bjbtts,  JJ.,  Southern  District  of  New  York,  November, 
1862.) 
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This  was  an  action  against  the  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excess  of  duties  paid  him. 
A  verdict  was  taken  for  the  plaintiffs,  subject  to  the  opinion 
of  the  Court.  The  facts  of  the  case  appear  from  the  opinion 
of  the  Court. 

Eliaa  H.  Ely,  for  the  plaintiffs. 

J.  Prescott  Hall,  {District  Attorney^  ior  the  defendant. 

Betfts,  J.  In  this  case,  and  in  the  three  preceding  ones  of 
Pierson  v.  Lavyrenae,  {ante,  p.  495,)  Pierson  v.  Maamell, 
{amie,  p,  507,)  and  Focke  v.  Lawrence,  {ante,  p.  508,)  the 
decisions  of  the  Court,  made  at  the  last  term,  were  withheld, 
at  the  instance  of  the  counsel  for  the  plaintiffs,  until  re-aigu- 
ments  could  be  heard  in  the  cases.  All  of  them  relate-  to 
importations  of  iron,  and  involve  substantially  the  same  ques- 
tions. 

In  this  case,  two  entries  of  bar-iron  were  made  by  the 
plaintiffs,  at  the  Custom  House  in  New  York,  in  May,  1849, 
on  invoices  .dated  at  Liverpool  in  March  and  April  preceding, 
and  the  valuations  were  raised  by  the  appraisers  to  corre- 
spond with  the  market  prices  of  the  iron  at  Liverpool  at  the 
times  of  shipment  The  proof  is,  that  the  values  were 
stated  on  the  invoices  at  the  purchase-prices  at  the  time  con- 
tracts were  made  for  the  iron  with  the  Coalbrookdale  Com- 
pany some  months  previously.  The  payment  of  the  duties 
exacted  by  the  collector  on  the  increase  in  valuation  was  pro- 
tested against,  in  writing,  by  the  attorney  of  the  plaintiffs,  in 
this  language,  on  each  entry :  ^^  that,  under  existing  laws,  said 
amount  is  unjustly  added,  and  is  not  liable  to  duty,  because 
the  said  invoice  and  said  entry  exhibited  the  true  market 
value  of  said  iron  at  Liverpool,  from  whence  said  iron  was 
imported." 

T^ere  is  no  evidence  to  support  the  assertion  of  the  pro- 
tests, if  they  import  that  the  invoices  exhibit  the  Liverpool 
prices  at  the  dates  of  the  invoices.     On  the  contrary,  the 
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plaintifEs  proved  on  the  trial,  that  the  prices  of  iron  advanced 
considerably  at  Liverpool  between  the  alleged  times  of  the 
purchase  of  these  parcels  and  the  times  of  their  shipment ; 
and  the  plaintiffs  now  insist  that  the  contract  prices  should 
govern,  and  not  the  prices  at  the  dates  of  the  invoices. 

The  orders  for  the  purchases  in  December  and  February 
preceding,  and  their  acceptance  by  the  manufacturers  in 
Liverpool,  were  exhibited  to  the  appraisers  after'  the  valua- 
tions had  been  raised.  Li  our  opinion,  had  these  papers 
been  submitted  to  the  collector  at  the  same  time,  that  would 
not  have  satisfied  the  requirements  of  the  Act  of  February 
26th,  1845,  (5  U.  S.  Stat,  at  Large,  727,)  and  would  not  have 
amounted  to  such  notice  to  him  as  would  enable  the  plaintifEs 
to  maintain  a  personal  action  against  him  for  the  recoveiy 
of  the  duties  exacted.  They  must,  in  their  written  protest, 
set  forth  their  specific  objections,  and  refer  him  distinctly  to 
the  facts  on  which  the  objections  rest,  in  order  to  be  enabled 
afterwards  to  avail  themselves  of  them,  in  an  action  against 
him. 

On  examining  the  j^tests  in  this  case,  it  is  palpable  that 
no  other  point  is  raised  by  them  than  that  of  the  correspond- 
ence of  the  invoice  charges  with  Liverpool  prices  at  their 
dates;  and,  as  already  observed,  that  fact  is  indisputably 
against  the  plaintiffs. 

Judgment  for  tiie  defendant 


Daniel  M.  Wilson  and  othees 
vs. 

CORNEUUS  W.  LaWBENCE. 

The  doctrine  of  the  cases  of  Pieraon  y.  Launrenet,  {ante,  p.  496,)  Pienon  v.  Max 
well,  {ante,  p.  607,)  Foeke  y.  Lawrence,  {ante,  p.  608,)  and  Comett  ▼.  Law^fnce, 
{ante,  /?.  612,)  applied  to  the  facts  of  tlus  case. 

(Before  Kelson  and  Bins,  JJ.,  Southern  District  of  New  Tork,  KoTcmber 
1862.) 
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This  was  an  action  against  the  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excess  of  duties  paid  him. 
A  verdict  was  taken  for  the  plaintiffs,  subject  to  the  opinicm 
of  the  Court  The  facts  are  stated  in  die  opinion  of  the 
Court 

EUaa  H.  Ely,  for  the  plaintiffs. 

J.  PresooU  Hall,  {District  Attorney^  for  the  defendant 

Betts,  J.  This  is  another  of  the  cases  of  iron  importations. 
The  iron  in  this  case  was  imported  by  the  plaintiffs  in  April, 
May  and  June,  1849.  It  was  purchased  by  them  from  the 
Coalbrookdale  Company,  and  Stitt,  Brothers,  of  Liverpool, 
through  an  agent  of  the  vendors  in  Kew  York,  by  written 
orders  addressed  to  the  vendors  in  December,  1848,  and  Jan- 
uary, 1849.  On  the  trial,  the  agent  testified  that  tiie  course 
of  business  was  to  supply  the  iron  at  the  prices  which  ruled^ 
when  the  order  was  booked  and  accepted.  That  date  is  not 
given  in  the  proofs,  but  it  is  to  be  assumed  that  the  arrange- 
ment was  completed  in  due  course  of  the  mails.  Letters  from 
the  vendors  to  the  plaintiffs,  of  contemporaneous  dates  with 
the  invoices,  were  put  in  evidence,  advising  the  plaintiffs 
that  the  iron  ordered  had  then  been  shipped  at  Liverpool 
It  was  further  proved  that  the  price  of  iron  materially  ad- 
vanced in  Liverpool,  between  the  times  the  orders  were  re- 
ceived and  the  dates  of  the  invoices  and  shipments,  and  that 
the  invoices  represented  the  prices  at  which  it  was  agreed 
the  iron  should  be  furnished  to  the  plaintiffs  at  Livjerpool. 
The  plaintiffs,  when  the  invoice  price  was  objected  to  at  the 
Custom  House  as  being  below  the  market  value  in  Liverpool 
at  the  dates  of  the  invoices,  offered  to  show  to  the  appraisers 
the  correspondence  above  referred  to,  and  claimed  the  right 
to  enter  the  goods  at  the  invoice  valuations,  based  upon  that 
correspond^ce  and  the  actual  purchase-prices  on  such  con- 
tracts. Eight  several  entries  were  made.  The  appraisers 
raised  the  invoice  prices  to  the  market  value  at  Liverpool, 
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and  duties  were  exacted  on  that  valuation.  The  duties  on 
the  increase  in  valuation  amounted  in  the  whole  to  $538  80, 
against  the  payment  of  which  the  plaintiffs  made,  on  the  first 
entry,  the  following  protest  in  writing :  "  We  do  hereby  pro- 
test against  the  payment  of  duties  on  the  extra  10«.  per  ton, 
added  to  the  invoice  per  Wisconsin,  from  Liverpool,  by  the 
IT.  S.  appraisers,  as  said  invoice  was  made  out  and  charged  at 
fair  market  value  at  the  time  of  purchase.  We  pay  the  addi- 
tional duty  to  get  possession  of  our  iron,  reserving  our  rights 
to  future  decisions  on  the  subject"  The  other  seven  protests, 
written  on  the  respective  entries,  varied  somewhat  from  the 
terms  of  the  first  one,  and  were  substantially  as  follows: 
**  We  protest  against  the  payment  of  duty  on  any  valuation 
exceeding  our  invoice,  and  only  pay  the  duty  on  the  value  as 
appraised,  to  gain  possession  of  our  goods."  The  action  is 
brought  to  recover  back  the  extra  payment  of  $538  80. 

This  statement  of  the  case  brings  all  the  points  raised  upon 
it  by  the  counsel  for  the  plaintiffs  within  the  principles 
adopted  in  the  several  other  cases  reviewed  and  decided  at 
the  present  term,  relative  to  the  rights  of  importers  under 
purchases  of  this  character  and  protests  of  like  import. 
{Pierson  v.  Lawrence^  antey  jp.  495 ;  Pierson  v.  Maxwell^ 
rnitey  p.  607 ;  Focke  v.  Lawrence^  anUy  p.  608  ;  Comett  v. 
La/wreTicey  ante^  p.  512.) 

In  our  opinion,  the  iron  was  not  purchased  by  the  plaintiffs, 
within  the  meaning  of  the  duty  Acts  of  Congress,  until  it 
was  acquired  by  them  in  a  condition  for  shipment ;  and  we 
think,  especially,  that  under  their  protests  they  cannot  legally 
raise  any  question  as  to  any  proceeding  at  the  Custom  House, 
except  as  to  whether  the  appraisement  was  according  to  the 
fair  market  value  of  the  iron  at  Liverpool  at  the  dates  of  the 
respective  invoices.  No  proof  was  offered  impugning  the 
justness  of  the  Custom  House  valuation  in  this  respect,  and, 
upon  the  reasons  assigned  in  the  cases  before  referred  to,  we 
hold  that  the  plaintiffs  cannot,  under  their  protests,  avail 
themselves  of  any  other  objection  to  the  payment,  of  the 
duties  which  were  exacted. 

Judgment  for  the  defendant 
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EoBBRT  A.  Tucker  and  Alphbus  Lightboubnb 
Hugh  Maxwell. 

Cider  a  protest  against  the  payment  of  duties  and  of  a  penalty,  which  only  sets 
out  that  the  entry  inToice  m  in  all  retpecU  correct  and  j%ut^  and  that  no  legal 
forf^htre  or  penalty  hae  been  incurred^  the  inroice  value  of  the  goods  having 
been  increased  on  an  appnusement,  no  question  can  be  raised,  in  an  action  to 
recover  back  the  duties  and  penalty,  except  as  to  the  diiferenoe  between  the 
appraised  and  the  market  value  of  the  goods  at  the  place  of  shipment  at  the 
date  of  the  invoice ;  nor  can  it  be  shown  that  the  invoice  value  was  the  actual 
purchase-price. 

What  should  be  stated  in  such  a  protest,  defined. 

(Before  Nslson  and  Bbtts,  JJ.,  Southern  District  of  New  Tork,  November, 
1862.) 

This  was  an  action  against  the  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excess  of  duties  and  a  pen- 
alty. A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court.  The  facts  are  stated  in  the  opinion  of 
the  Court 

Thomas  W.  Tnoker^  for  the  plaintiffs. 

J,  PresGott  Hatty  {District  Attom^y^  for  the  defendant. 

Betts,  J.  The  plaintiffs  moved  for  and  obtained  a  re- 
hearing of  this  case,  and  have  submitted,  in  writing,  the 
points  upon  which  they  ask  a  review  of  our  previous  decision. 
We  have  attentively  considered  the  points  and  the  reasons 
presented. 

The  plaintiffs,  on  the  29th  of  October,  1849,  entered,  at  the 
Custom  House  in  New  Tork,  640  bags  of  pimento  imported 
from  St.  Ann's  Bay,  in  the  island  of  Jamaica.  The  invoice  was 
dated  St.  Ann's  Bay,  October  6th,  1849,  and  the  pimento  was 
valued  on  that  and  on  the  entry,  at  2f  <^.  sterling  per  pound. 
The  pimento  was  apprais^  by  merchant  appraisers  on  the  3d 
of  November,  1849,  at  ^\d,  sterling  per  poimd.    Duties  were 
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charged  conformably  to  that  valuation,  and  a  penalty  or  addi- 
tional duty  of  $1,020  was  imposed  because  of  the  undervalu- 
ation upon  the  invoice.  Against  the  exaction  of  the  duty 
on  the  increase  in  valuation  and  of  the  penalty,  the  plaintiffs 
protested,  in  writing,  in  this  language:  ^^that  the  said  in- 
voice, as  originally  presented  by  us,  is  in  all  respects  correct 
and  just,"  and  that  "  no  legal  forfeiture  or  penalty  has  been 
incurred." 

On  the  trial,  the  plaintiffs  proved  that  they  purchased  the 
pimento  in  the  smnmer  of  1849,  and  that  the  invoice  price 
was  the  fair  market  value  of  the  article  at  that  time.  It  was 
further  proved  that  the  price  advanced  in  October  following. 
No  evidence  was  given,  on  the  trial,  that  the  appraised  valua- 
tion exceeded  the  market  price  at  St.  Ann's  Bay  at  the  date 
of  the  invoice,  other  than  what  is  to  be  implied  from  the 
proof  that  in  October  the  price  had  advanced  to  Sd.  sterling 
per  pound  at  that  place,  and  that  the  article  was  then  worth 
i<?.  sterling  more  at  Kingston. 

We  held,  at  the  last  term,  that  the  protest  would  not  au- 
thorize the  plaintiffs  to  recover  back  anything  beyond  the 
difference  between  the  appraised  and  the  market  value  of  the 
pimento  at  the  time  it  was  invoiced.  And,  even  as  to  that 
fraction  of  ^.  sterling  per  pound,  there  was  no  clear  and 
satisfactory  evidence  to  outweigh  the  judgment  of  the  public 
appraisers,  supported  by  the  valuation  of  merchant  apprais- 
ers. Indeed,  the  only  direct  evidence  to  the  point  is  a  differ- 
ent valuation  of  the  article  by  the  Baltimore  appraisers,  on 
an  importation  into  that  port  of  pimento  purchased  and 
shipped  at  St.  Ann's  Bay  about  contemporaneously  with  the 
shipment  of  the  parcel  in  question. 

We  adhere  to  our  former  opinion,  and  hold  further,  that, 
the  plaintiffs  cannot  recover  the  duties  paid  on  the  !«?.  ster- 
ling per  pound  extra,  supposing  the  appraisement  to  have 
been  to  that  amount  above  the  market  value  at  the  date  of 
the  invoice,  because  they  did  not  specify  in  the  protest  that 
cause  of  objection.  Had  that  particular  been  brought  to  the 
notice  of  the  collector,  he  might  have  ordered  a  reconsidera- 
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tion  of  the  subject,  and  the  importer  might  have  been  re- 
lieved from  the  improper  charge;  or,  if  justice  had  been 
denied  him  at  the  Custom  House,  he  would  then  have  had  a 
l^al  foundation  for  an  action  to  recover  back  the  excess  of 
duty. 

The  plaintiffs  offered  in  evidence,  on  the  trial,  a  letter  writ- 
ten to  the  collector  by  the  merchant  appraisers,  on  the  27th 
of  November,  1849,  in  which  they  asked  him  to  re-appraise 
the  pimento,  on  the  ground  that  a  like  article  had  been  en- 
tered and  appraised  in  Baltimore  at  2id,  sterling  per  pound, 
and  that  the  information  on  which  they  acted  in  their  ap- 
praisement might  not  have  been  so  reliable  as  the  evidence 
adduced  at  Baltimore,  and  that  injustice  might-  have  been 
done  to  the  plaintiffs  in  their  valuation.  That  evidence  was 
excluded  by  the  Court,  and  we  think  it  was  properly  rejected, 
as  there  was  no  color  for  holding  it  to  be  legal  testimony  in 
the  cause.  It  was  not  brought  to  the  attention  of  the  collec- 
tor when  the  duties  were  liquidated  on  the  29th  of  Decem- 
ber, 1849,  nor  when  they  were  paid  on  the  12th  of  January, 
1850,  and  can,  therefore,  in  no  way  be  considered  as  forming 
part  of  the  protest  or  notice  in  writing  to  him.  So,  also,  it  is 
manifestly  out  of  our  power,  on  this  re-argument  of  the  case, 
to  notice  the  letter,  if  it  might  be  regarded  as  legal  evidence, 
no  exception  having  been  taken  at  tide  trial  to  the  exclusion 
of  the  letter.  We  can  only  pass  upon  the  evidence  present- 
ed by  the  case  agreed  between  the  parties,  and  we  discover 
nothing  in  that  to  support  the  allegation  of  the  plaintiffs  that 
the  appraisers  overvalued  the  pimento.  We  think,  therefore, 
that  in  so  far  as  respects  the  appraisement  and  the  proceed- 
ings of  the  collector  thereon,  the  plaintiffs  make  out  no  legal 
ground  for  reclaiming  the  moneys  paid  by  them. 

The  plaintiffs  further  protested  against  the  imposition  and 
exaction  of  duties  upon  the  invoice  weight  of  the  merchan- 
dise, and  insisted  that  the  same  should  be  imposed  upon  the 
actual  real  weight  thereof  which  was  ascertained  by  the  Cus- 
tom-House  weigher  or  other  oflBcer  of  the  Government.  We 
find  no  evidence  in  the  case  showing  that  any  difference 
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in  weight  between  the  invoice  statement  and  that  of  the  Cub- 
tom  House  existed  in  respect  to  the  pimento.  The  Court 
cannot  assume  that  there  was  such  difference,  and  they  offer 
no  opinion  as  to  what  would  have  been  the  effect  of  such 
difference,  if  one  had  been  proved. 

A  further  protest  was  added  "  against  the  imposition  and 
exaction  of  any  duties  or  penalty  upon  said  merchandise 
whatever,  the  same  being  actually  exported  in  bond."  We 
find  no  evidence  of  that  fact  in  the  case.  It  is  set  forth  in 
the  petition  for  a  rehearing,  but  is  in  no  way  admitted  by  the 
United  States  Attorney.  lie  declined  to  appear  on  the  re- 
argument,  stating  to  the  Court  that  he  relied  upon  his  pre- 
vious argument  and  the  decision  of  the  Court  at  the  last 
term.  We  are  not,  therefore,  at  liberty  to  act  upon  the  alle- 
gation of  the  protest,  or  the  re-statement  of  the  fact  in  the 
petition  for  a  re-argument.  The  plaintiffs  should  have  shown 
on  the  trial  the  facts  which  would  bring  their  importation 
within  the  Act  excepting  it,  on  re-exportation,  from  payment 
of  duties  at  all,  and  then  the  protest  would  have  brought  up 
the  objection  now  raised.'  The  documents  put  in  evidence 
only  prove  that  the  goods  were  entered  for  warehousing  on 
the  29th  of  October,  1849,  and  that  the  duties  were  liquida- 
ted on  the  29th  of  December,  1849,  and  paid  on  the  12th  of 
January,  1850,  under  the  above  protest,  but  they  nowhere 
prove  the  fact  of  re-exportation,  or  that  the  satisfactory  secur- 
ity required  by  the  Act  of  Congress,  that  the  goods  should 
be  landed  out  of  the  jurisdiction  of  the  United  States,  was 
given  to  the  collector. 

« 
Judgment  for  the  defendant. 
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EzEKiEL  Byam  Ain)  others 

vs. 
EzBA  B.  Eddy.    In  Equity. 

Where  a  patent  was  granted  for  an  improTement  in  making  friction  matohes, 
the  inyention  being  only  a  new  combination  of  old  materiala  before  used  in 
making  such  matches,  and  consisting  In  a  composition  formed  of  phosphorus 
and  earthy  material  and  a  glutinous  substance  only,  ^tliout  chlorate  of  pots 
ash,  or  any  highly  combustible  material,  in  addition  to  the  phosphorus :  Held^ 
that  it  was  no  ii^ringement  to  use  any  one  or  all  of  the  materials  forming  the 
compodtion,  m  making  matches,  prorided  they  were  not  used  in  the  combina- 
tion  patented,  or  to  use  them  for  such  purpose  in  combination  with  chlorate  of 
potash,  as  they  were  formerly  used. 

But  a  mere  colorable  difference,  or  slight  yariation  in  the  combination,  will  not 
exempt  a  person  from  the  charge  of  infringement. 

Where  a  defendant,  four  months  before  the  service  of  an  injunction  on  him, 
had  executed  a  bond  to  the  plaintiff,  acknowledging  the  yalidity  of  his 
patent,  and  his  right  to  all  that  was  granted  by  it:  Held^  that  the  bond 
was  no  evidence  of  a  breach  of  the  injunction,  further  than  the  recital  in  it, 
that  the  defendant  had  infringed  the  patent,  might  have  a  tendency  to 
establish  such  breach;  and  that  the  inference  or  presumption  arising  from 

^'  it  might  be  overcome  by  credible  and  poritive  testimony,  proving  no  infringe- 
ment 

(Before  KsLaoN  and  Pbeiitibs,  JJ.,  Vermont,  January  16th,  1868.) 

This  was  a  suit  in  Equity,  founded  on  the  infringement  of 
Letters  Patent.  A  provisional  injunction  having  been  grant- 
ed against  the  defendant,  pursuant  to  the  prayer  of  the  bill, 
the  plaintiffs  afterwards  moved  for  an  attachment  against 
him  for  a  breach  of  the  injunction.  An  order  to  show  cause 
against  the  motion  was  thereupon  issued  and  served  upon 
the  defendant;  and,  his  affidavit  in  answer  thereto  being 
filed,  the  matter  came  on  to  be  heard  upon  affidavits  and 
exhibits.  The  facts  will  appear  from  the  opinion  of  the 
Court. 

D.  A,  SmaUey  and  Joseph  A.  Prentiss,  for  the  plaintifFs. 

Zevi  Underwood  and  Bradford  jRiafordy  for  the  defend- 
ant. 
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P£E3ni88,  J.  This  is  a  motion  for  an  attachment  against 
the  defendant,  for  contempt  in  violating  the  injunction  grant- 
ed against  him  on  the  22d  of  last  September,  and  served 
upon  him  on  the  next  day.  The  injunction,  which,  it  is 
proper  to  observe,  was  granted  virtually  without  any  hearing 
on  the  part  of  the  defendant,  though  upon  notice  and  appear- 
ance, refers  to  the  bill,  and,  by  the  terms  of  reference,  was 
intended  to  be  co-extensive  wifli  the  bill,  and  must  be  so  un- 
derstood. We  must,  therefore,  look  to  the  bill  to  see  the 
extent  of  the  injimction,  what  it  forbids,  and  consequently 
what  would  be  a  disobedience  of  it 

The  bill  sets  forth  a  patent  to  one  Phillips,  with  the  speci- 
fication in  full.  The  patent  is  stated  to  have  been  issued 
October  24th,  1836,  for  fourteen  years ;  renewed  and  extend- 
ed September  11th,  1850,  for  seven  years  from  and  after  the 
expiration  of  the  original  term  ;  and  assigned  to  the  plaintiffs 
September  17th,  1850.  The  patent  purports  to  be  for  "a 
new  and  useful  improvement  in  the  manufacture  of  friction 
matches,''  and  grants  the  exclusive  right  of  inaking,  using 
and  vending  to  be  used,  "  the  said  improvement." 

The  specification,  after  stating  the  invention  to  be  "  a  new 
and  useful  improvement  in  the  mode  of  manufacturing  fric- 
tion matches,  for  the  instantaneous  production  of  light,"  and 
to  consist  in  "  a  new  composition  of  matter  for  producing 
ignition,"  proceeds  to  say:  "The  composition  used  in  pre- 
paring the  matches  usually  called  loco-f  oco,  and  which  light 
by  a*  slight  friction,  is  a  compound  of  phosphorus,  chlorate 
of  pota^,  sulphuret  of  antimony,  and  gum-arabic  or  glue. 
That  which  I  use  consists  simply  of  phosphorus,  chalk  and 
glue."  The  specification  then  states  the  proportions  of  the 
ingredients,  and  the  mode  of  preparing  the  composition, 
and,  after  saying  that  the  proportions  may  be  varied,  and 
that  the  ingredients  may  also  be  varied  by  substituting  gum- 
arabic  or  other  gum  for  glue,  and  Spanish  white  or  other 
absorbent  earth  or^material  for  chalk,  concludes  in  these 
words :  "  What  I  claim  as  my  invention,  is  the  using  of  a 
paste  or  composition  to  ignite  by  friction,  consisting  of  phos- 
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phoruB  and  earthy  material  and  a  glutinonB  BubBtance  only, 
witfatont  chlorate  of  potash,  or  any  highly  combustible  mate- 
rial, snch  BA  snlphniet  of  antimony,  in  addition  to  the  phos- 
phorus," 

From  the  specification,  it  is  obviqos  that  the  right  seemed 
by  the  patent  consists,  as  expressed  in  the  granting  part  of 
the  instrument,  merely  in  an  improvement  in  the  then  exist- 
ing mode  of  making  friction  matches ;  not  in  a  combination 
of  new  ingredients  not  before  known  and  used  for  that  pur- 
pose ;  nor  in  a  combination  of  any  new  with  old  ingredients, 
unless  the  use  of  chalk,  Spanish  white  or  other  absorbent 
earths  may  be  considered  new,  which  would  be  contrary  to 
the  fact,  as  appears  from  the  testimony  of  William  Weller, 
an  old  manufacturer  of  friction  matches  in  Fort  Ann,  New 
York.  This  witness,  after  stating  that  all  the  materials,  ex- 
cept the  absorbent  earth,  were  contained  in  the  old  lucif  er 
matches,  says  that  that  substance,  as  well  as  the  other  mate- 
rials, was  contained  in  the  loco-f oco  matches ;  and  that,  in 
1835,  he  made  matches  formed  of  glue  or  gum-arabic,  or 
chalk  or  Spanish  white,  combined  with  phosphorus  and  clilo- 
rate  of  potash,  and,  during  the  spring  and  summer  of  1836, 
publicly  made,  used  and  sold  matches  composed  of  these 
materials,  and  has  continued  to  use  that  composition  from 
that  time  to  the  present 

The  invention  claimed  in  the  specification,  then,  is  not  a 
compound  of  new  ingredients  before  used  in  making  match- 
es, but  simply  and  only  a  new  combination  of  old  mate- 
rials before  in  use  for  that  purpose.  It  purports  to  con- 
sist in  a  composition  producing  ignition  and  combustion  by 
friction,  formed  of  phosphorus  with  the  earthy  materials 
and  the  glutinous  substance  only,  without  the  presence  of 
chlorate  of  potash,  or  of  any  other  like  objectionable  ingre- 
dient, thus  avoiding  the  danger  supposed  to  exist  in  the  com- 
bination of  substances  of  such  a  nature  with  phosphorus. 
This,  as  I  understand  the  Bpecification^  the  ^^  new  compo- 
sition of  matter,"  or  new  combination^  materials,  for  pro- 
ducing ignition,  claimed  and  patented^  an  improvement; 
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and  it  seems  quite  clear,  that  any  person  may  use  any  one 
or  all  of  the  materials  forming  ^e  composition,  in  making 
matches,  provided  he  does  not  nse  them  in  the  combination 
patented.  Certainly,  any  one  may  lawfully  use  them  for  that 
purpose  in  combination  ^th  chlorate  of  potash,  as  they  were 
formerly  used,  for  that  is  a  combination  recognized  as  essen- 
tially different,  and  as  being  known  and  in  use  anterior  to  the 
patent 

The  question,  therefore,  is,  whether  the  defendant,  in  man- 
ufacturing and  dealing  in  friction  matches  since  the  service 
of  the  injunction,  as  it  is  admitted  he  has  done,  has  used  the 
plaintifib'  improvement  or  combination  of  materials,  or,  in 
other  words,  made  matches  substantially  according  to  their 
patent.  I  say,  substcmtiaUy  according  to  their  patent,  for,  a 
mere  colorable  difference  or  slight  variation  would  not  ex- 
empt the  defendant  i^m  the  charge  of  infringement.  Such 
is  the  question  in  the  case ;  for,  as  the  injunction  does  not 
extend  beyond  what  appears  from  the  bill  to  be  the  right  of 
the  plaintiffs,  unless  there  has  been  a  violation  of  the  right 
held  by  them  under  the  patent  set  up  in  the  bill,  there  can 
have  been  no  disobedience  of  the  injunction. 

The  plaintiffs'  composition  for  matches,  as  described  in 
their  patent  and  charged  to  have  been  used  by  the  defendant, 
is  a  compound,  admitting  of  variation  in  the  proportions  of 
the  ingredients,  of  one  ounce  of  phosphorus,  one  ounce  of 
glue  or  gum-arabic,  and  four  ounces  of  chalk,  Spanish  white 
or  other  absorbent  earth. 

The  composition  asserted  by  the  defendant  to  have  been 
used  by  him,  and  which  appears  to  have  been  publicly  known 
and  in  use  before  the  date  of  the  plaintiffs'  patent,  is  formed 
of  four  pounds  of  glue,  two  pounds  of  phosphorus,  four 
pounds  of  whiting,  and  three-fourths  of  a  pound  of  chlorate 
of  potash  ;  or,  somewhat  vaiying  the  ingredients  and  propor- 
tions, of  four  pounds  of  gum-arabic,  two  and  one-half  pounds 
of  phosphorus,  f our^pounds  of  whiting  and  one-half  of  a 
pound  of  chlorate  dBx>tash. 

The  only  differeniM^  aside  from  the  relative  proportions  of 
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the  ingredients,  between  the  composition  patented  and  that 
claimed  to  have  been  used  by  the  defendant  consisting,  as 
appears  from  the  formula  thus  given  of  each,  in  one  being 
made  without  and  the  other  with  chlorate  of  potash,  the  ques- 
tion in  the  case  is  reduced  to  the  simple  inquiry,  whether  the 
matches  manufactured  by  the  defendant  contained  that  sub- 
stance as  a  principal  ingredient  or  material  part,  in  conform- 
ity with  the  prescribed  formula,  or  were  made  without  the 
use  of  it,  or  with  but  so  inconsiderable  a  portion  of  it  as  to 
be  substantially  according  to  the  plaintiffs'  patent. 

The  defendant,  in  his  answer  to  the  matters  charged  against 
him  on  this  motion,  after  declaring  that  he  has  never  violated 
Or  infringed  the  plaintiffs'  patent,  and  that  the  bond  executed 
by  him  to  them  was  given  through  misapprehension  on  his 
part  of  the  extent  of  their  patent  and  of  his  own  rights,  occa- 
sioned by  nMsrepresentation,  says,  that  he  has  never  at  any 
time  since  he  conamenced  business,  which  was  last  spring, 
made  a  match  without  the  use  of  chlorate  of  potash,  nor  out 
of  any  composition  of  which  that  substance  was  not  a  con- 
stituent part,  nor  otherwise  than  according  to  what  he  states 
to  be  the  ingredients  and  their  proportions  in  the  composition 
used  by  him. 

Now,  is  the  statement  made  by  the  defendant  in  his  answer, 
true  or  untrue  ?  What  is  the  proof  relative  to  the  main  essen- 
tial fact  asserted  in  it  ?  Is  the  fact  proved  or  disproved  ?  In 
deciding  this,  if  the  proofs  applicable  to  it  are  in  any  degree 
conflicting,  thtey  must  be  weighed,  and  the  fact  determined 
according  as  the  weight  or  preponderance  of  proof  may 
appear  to  be. 

It  appears  that  specimens  of  both  kinds  of  matches  manu- 
factured by  the  defendant,  there  being  two  kinds,  as  inferable 
from  the  marks  and  labels,  have  been  analyzed  by  Dr.  Hayes, 
a  professional  chemist,  and,  for  anything  that  is  shown,  a 
man  of  science  and  skill  in  his  profession.  In  stating  his 
analysis  of  one  of  the  kinds  of  matches.  Dr.  Hayes  says  that 
he  found  the  composition  to  contain,  witl|the  other  materials 
he  specifies,  a  vety  small  portion  of  chlorate  of  potash  or  ni- 
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trate  of  potash.  In  stating  another  or  second  analysis  of 
matches,  marked  as  of  the  same  kind,  he  mentions  chlorate 
of  potash  as  one  of  the  materials  of  the  composition,  withoat 
saying  anything  as  to  its  quantity  or  relative  proportion.  In 
giving  his  analysis  of  the  other  kind  of  matches,  he  names 
the  substances  into  which  the  composition  was  resolved,  with- 
out any  mention  of  chlorate  of  potash  as  one  of  them.  But, 
in  reference  to  both  kinds  of  matches,  he  says  that  phospho- 
rus, gum  or  glue,  and  whiting  or  chalk,  formed  the  essential 
parts  of  the  composition,  and  that  the  composition  was  essen- 
tially the  same  as  that  of  the  matches  made  under  the  Phil- 
lips patent 

The  results  of  these  analyses,  at  least  as  to  one  of  the  kinds 
of  matches,  do  not  appear  to  disagree  with  what  the  defend- 
ant declares  to  be  the  constituent  parts  or  materials  of  the 
composition  used  by  him,  except  >  ad  to  the  quantity  or  pro- 
portion of  chlorate  of  potash  contained  in  it  And,  as  to  the 
other  kind,  the  disagreement  is  a  matter  of  implication  or 
inference,  rather  than  of  positive  assertion  or  statement  Dr. 
Hayes  says,  to  be  sure,  as  to  both,  that  the  other  ingredients, 
phosphorus,  gum  or  glue,  and  whiting  or  chalk,  formed  the 
essential  parts  of  the  composition — a  somewhat  indefinite 
expression,  implying,  at  least,  that  they  did  not  form  the 
whole  of  the  composition.  He  admits  that  chlorate  of  potash, 
to  some  extent,  was  found  in  one  of  the  kinds  of  matches, 
and  he  does  not  say  that  none  of  it  was  found  or  contained  in 
the  other.  What  proportion  this  substance  bore  to  the  others, 
in  the  two  analyses  in  which  it  is  admitted  to  have  been 
found,  is  not  stated,  and,  according  to  the  opinion  of  one  of 
the  witnesses  in  the  case,  could  not  have  been  ascertained  by 
chemical  process.  The  point  is  a  very  material  one,  requiring 
some  exactness  of  proof,  at  least  as  much  as  the  nature  of 
the  subject  will  admit  of,  whether  the  proportion  of  chlorate 
of  potash  in  the  composition  used  in  making  the  defendant's 
matches  was  really  very  small,  so  small  as  to  be  merdy  color- 
able, or  to  justify  its  being  considered  as  used  for  the  pur- 
pose of  evasion,  or  whether  the  proportion  was  such  as  has 
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always  been  used  in  that  kind  of  composition,  or  as  makes  it 
a  substantial  part  of  the  composition. 

The  bond  executed  by  the  defendant  to  the  plaintiffs  is  an 
acknowledgment  of  the  validity  of  the  patent  and  of  the 
plaintiffs'  right  to  all  that  is  granted  by  it.  It  is  no  evidence 
of  a  breach  of  the  injunction,  certainly  any  further  than  the 
recital  in  it,  that  the  defendant  had  infringed  the  patent, 
may  have  a  tendency  to  establish  such  breach.  But  the 
recital,  in  terms,  only  proves  an  infringement  prior  to  the 
execution  of  the  bond.  The  bond  was  executed  in  May. 
The  pending  proceeding  relates  to  acts  which  have  occurred 
since  the  service  of  the  injunction,  and  embraces  nothing  fur- 
ther back  than  the  23d  of  September.  Still,  the  admission 
of  a  prior  infringement,  unless  procured  by  fraud  or  made 
through  mistake,  is  entitled  to  its  proper  influence,  with  the 
other  evidence  in  the  case,  in  deciding  upon  the  character  of 
the  acts  directly  in  question.  But  no  inference  or  presump- 
tion arising  from  it  can  overcome  the  weight  of  credible, 
positive  testimony,  such  testimony  being  uncontradicted  by 
any  proof  of  the  same  nature  or  of  equal  certainty.  This  is 
especially  true  in  a  case  partaking  of  the  nature  of  a  crimi- 
nal proceeding,  involving  not  only  the  imprisonment  of  the 
party,  by  way  of  punishment,  but  also  the  breaking  up  of  his 
business. 

Now,  George  E.  Arnold  says,  that  he  has  worked  for  the 
defendant  in  his  shop,  at  Burlington,  in  the  manufacture  of 
friction  matches,  since  the  15th  of  April  last,  and  has  made 
up  the  composition  for  most  of  the  matches,  and  assisted  in 
TnitlriTig  aU  that  has  been  made  in  the  shop.  He  states  the 
materials,  with  their  proportions,  used  in  the  composition, 
which  are  the  same  specified  in  the  formula  we  have  already 
given.  He  says,  that  all  the  matches  have  been  made  ac- 
cording to  the  specifications  in  the  formula ;  that  no  matches 
have  been  made,  to  his  knowledge,  of  other  or  different 
materials ;  and  that,  if  any  had  been  otherwise  made,  he 
thinks  he  must  have  known  it,  as  he  has  been  constantly  in 
the  shop. 
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Such,  then,  is  the  Bnbstanee  of  the  proofs  relatiye  to  the 
actual  composition  of  the  matches  manuf  actm^d  by  the  de- 
fendanlr— a  fact  upon  which,  as  we  have  seen,  the  case  wholly 
rests.  Ou  the  one  side,  the  results  of  chemical  analysis,  such 
as  have  been  already  stated ;  on  the  other,  the  positive  testi- 
mony of  a  witness,  standing  unimpeached,  having  full  means 
of  information,  and  swearing  from  actual  knowledge.  On 
which  side  the  weight  of  proof  is,  would  seem  not  to  admit 
of  a  doubt,  especially  when  it  is  remembered  that  one  of  the 
witnesses,  who  professes  to  have  acquired  much  knowledge 
and  skill  in  si^ch  matters,  from  long  practice  and  experience, 
says,  that  he  considers  it  impracticable  to  ascertain  by  anal- 
ysis the  proportions  of  the  ingredients  of  a  match.  How  this 
may  be,  I  am  imable  to  ^y,  but  such  is  the  testimony.  Upon 
the  testimony  I  am  to  judge  and  determine ;  and  my  judg- 
ment is,  what  appears  to  be  alone  warranted  by  the  proofe  as 
they  stand,  that  the  attachment  be  refused,  and  the  rule,  of 
course,  discharged. 


The  TJinTED  States  vs.  Charles  W.  Farnham. 

On  an  indictment  for  manslaughter,  nnder  the  12th  section  of  the  Act  of  July 
'Tth,  1888,  (6  U.  S.  Sua,  at  Large,  806,)  against  the  captain  of  a  steamboat,  it 
is  not  necessary  for  the  prosecution  to  show  wilful  misconduct,  n^ligence  or 
inattention  in  the  captain. 

The  captain  of  a  steamboat  is  responsible  for  the  proper  performance  by  the 
engineer,  the  pilot,  and  aU  the  other  officers,  of  their  duties  on  board,  unless 
their  authority  is  expressly  maAe  independent  of  him. 

The  duties  and  responsibilities  of  the  captain  of  a  steamboat  are  the  same  as 
those  of  the  captain  of  any  other  vessel ;  and,  as  to  the  relative  duties  and 
responsibilities  of  the  different  officers  of  steam  ressela,  there  is  no  distinc- 
tion between  those  which  navigate  inland  waters,  ezclusiyely  and  sea-going 
vessels. 

The  7th  section  of  the  Act  above  named  makes  it  the  duty  of  the  nuuier  to  see 
that  the  safety-valve  of  the  boiler  ia  raised  when  the  steamboat  stops.    , 

Under  that  section,  it  is  not  sufficient  to  raise  the  safety-valve  only  when  the 
pressure  of  steam  is  higher  after  than  before  the  stoppage  of  the  boat 
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Nor  is  the  safety-Talre  to  be  raised  only  when  the  preRsure  of  steam  becomes, 
during  the  stoppage,  higher  than  that  named  in  the  certificate  of  the  inspec- 
tors as  the  pressure  the  boiler  will  bear. 

Nor  can  other  methods  of  lowering  the  pressure  of  steam — such  as  opening  the 
furnace-doors— be  substituted  for  the  raising  of  the  safety-valve.. 

It  is  a  culpable  omission  in  the  captain  to  leave  it  to  the  discretion  of  the  engi- 
neer whether  to  raise  the  safety-valve  during  a  stoppage  or  not. 

The  omission  of  the  captain  to  give  orders  for  the  raising  of  the  safety-valve 
when  the  boat  stops,  is  l^;al  evidence  to  support  an  indictment  against  him 
under  the  12th  section  of  the  Act,  provided  the  omission  to  raise  the  safety- 
valve  was  the  proximate  cause  of  the  destruction  of  life. 

(Before  Betts,  J.,  Southern  District  of  New  York,  January  2lBt,  1868.)* 

This  was  an  indictment  against  the  defendant,  under  the 
12th  section  of  the  Act  of  July  7th,  1838,  entitled  "  An  Act 
to  provide  for  the  better  security  of  the  lives  of  pafisengers 
on  board  of  vessels  propelled  in  whole  or  in  part  by  steam," 
(5  JJ.  S.  Stat  at  Zarc/e,  304,)  for  manslaughter,  in  causing 
the  death  of  several  persons,  who  lost  their  lives  by  the  explo- 
sion of  the  boiler  of  the  steamboat  Reindeer,  while  she  was 
landing  passengera  at  Bristol  dock,  on  the  Hudson  River. 
The  defendant  was  tlie  captain  of  the  steamboat.  The  sub- 
stance of  the  indictment,  and  the  facts  put  in  evidence  to 
sustain  it,  on  the  trial,  which  took  place  before  Beits,  J., 
sufficiently  appear  from  the  charge  of  the  Court. 

X  Prescott  HaM^  {District  Attorney^  for  the  United 
States. 

William  Curtis  Noyea  and  Dennis  McMahon^  for  the 
defendant. 

Betts,  J.,  in  charging  the  jury,  remarked  as  follows : 
The  indictment  in  this  case  is  founded  on  the  12th  section 
of  tlie  Act  of  July  7th,  1838,  which  is  in  these  words :  "  And 
be  it  further  enacted.  That  every  captain,  engineer,  pilot  or 
other  person  employed  on  board  of  any  steamboat  or  vessel, 
propelled  in  whole  or  in  part  by  steam,  by  whose  misconduct, 
negligence  or  inattention  to  his  or  their  respective  duties,  the 
84 
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life  or  lives  of  any  person  or  persons  on  board  said  vessel 
may  be  destroyed,  shall  be  deemed  guilty  of  manslaughter, 
and,  upon  conviction  thereof,  before  any  Circuit  Court  in  the 
United  States,  shall  be  sentenced  to  confinement  at  hard 
labor,  for  a  period  of  not  more  than  ten  years."  The  7th 
section  of  the  Act  is  to  be  taken  in  connection  with  the  12th, 
as  indicating  the  particular  act  of  negligence  on  which  the 
indictment  is  based.  That  section  is  as  f oUows :  "  And  be  it 
further  enacted.  That  whenever  the  master  of  any  boat  or 
vessel,  or  the  person  or  persons  charged  with  navigating  said 
boat  or  vessel,  which  is  propelled  in  whole  or  in  part  by  steam, 
shall  stop  the  motion  or  headway  of  said  boat  or  vessel,  or 
when  said  boat  or  vessel  shall  be  stopped  for  the  purpose  of 
discharging  or  taking  in  cargo,  fuel  or  passeugers,  he  or  they 
shall  open  the  safety-valve,  so  as  to  keep  the  steam  down  in 
said  boiler  as  near  as  practicable  to  what  it  is  when  the  said 
boat  or  vessel  is  under  headway,  under  the  penalty  of  two 
hundred  dollars  for  each  and  every  oflFence." 

The  indictment  charges  on  the  master  of  the  Eeindeer  the 
crime  of  manslaughter,  because,  by  his  misconduct,  negli- 
gence or  inattention  at  the  time  and  place  alleged,  the  lives 
of  many  persons  on  board  were  destroyed.  The  question  at 
issue  on  the  indictment  is,  whether  the  Government  has,  by 
legal  and  sufiicient  proof,  convicted  the  defendant  of  the 
crime  of  manslaughter. 

The  law  does  not  require  the  public  prosecutor  to  prove 
wilful  mismanagement  or  malconduct  by  the  accused.  The 
inquiry  is  not,  whether  he  was  guilty  of  intentional  negli- 
gence or  inattention,  but  only  whether  he  did  what  is  forbid- 
den by  the  law,  and  whether  the  explosion  and  destruction 
of  life  charged  in  the  indictment  arose  from  either  of  those 
causes.  To  resolve  that  question,  you  must  have  a  clear  and 
accurate  understanding  of  the  meaning  of  the  terms  used  by 
Congress  in  the  law. 

By  misconduct,  negligence  or  inattention  in  the  manage- 
ment of  steamboats,  mentioned  in  the  statute,  is  undoubtedly 
meant  the  omission  or  commission  of  any  act  which  may 
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naturally  lead  to  the  consequences  made  criminal ;  and  it  is 
no  matter  what  may  be  the  degree  of  misconduct,  whether 
it  be  slight  or  gross,  if  the  proof  satisfies  you  that  tlie  explo- 
sion of  the  boiler  was  the  necessary  or  most  probable  result 
of  it. 

In  order  to  possess  a  satisfactory  apprehension  of  the  lan- 
guage of  the  Act,  it  is  important  to  understand  what  are  the 
duties  of  the  captain  of  a  steamboat — what  responsibility  he 
incurs  personally — when  his  duty  is  merged  in  the  duties  of 
the  other  officers — and  when  the  responsibilities  of  the  other 
officers  are  independent  of  his.  Was  it  the  duty  of  the  mas- 
ter to  see  to  the  state  of  the  boiler,  or  that  proper  precautions 
were  taken  to  relieve  it  from  the  pressure  of  steam  when  the 
boat  was  rmming  or  had  stopped,  or  did  that  duty  belong 
exclusively  to  the  engineer  ?  The  practice  and  opinions  of 
experienced  officers  and  engineers  on  the  subject  have  been 
testified  to.  ^  It  appears  that  a  practice  has  grown  up  and 
become  very  common,  to  allot  to  the  different  officers  sepa- 
rate and  independent  trusts  and  commands ;  and  it  is  a  gen- 
eral notion  that  it  belongs  to  the  pilot  to  navigate  the  vessel, 
independently  of  the  captain,  and  that  the  engineer  is,  in  his 
special  department,  not  subordinate  to  the  captain  in  the  per- 
formance of  his  duties.  If  that  were  the  true  construction 
of  the  law,  the  captain  would  stand  discharged  of  responsi- 
bility for  all  acts  of  the  engineer  appei*taining  to  his  particu- 
lar department.  There  is  no  foundation  in  law  for  such  dis- 
tinction and  restriction  in  the  duties  of  officers  of  steam- 
boats. They  are  the  same  in  law  as  those  of  the  officers  of 
other  vessels.  The  master  is  commander-in-chief.  The  law 
entrusts  him  with  the  control  of  the  vessel  and  of  every  de- 
partment of  service  on  board ;  and  the  engineer  has  no  more 
right  to  refuse  obedience  to  his  orders  than  has  the  mate. 
The  captain  is  charged  with  responsibility  for  the  right  per- 
formance of  all  duties  which  appertain  ^to  the  command  and 
management  of  the  propelling  power  of  the  vessel.  If 
there  be  misconduct  or  neglect  in  the  engineer's  depart- 
ment, the  captain  is,  by  the  maritime  law,  responsible  civilly. 
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and,  by  this  statute,  criminally,  for  the  consequences.  But,  if 
he  procures  competent  persons,  and  gives  them  injunctions  to 
perform  the  duties,  the  law  will  not  impute  guilt  to  him,  if 
they,  without  his  knowledge,  neglect  the  duties  assigned  to 
them. 

Although  the  captain  may  not  select  or  engage  the  engi- 
neer, and  the  owners,  as  they  have  a  right  to  do,  employ  him 
and  fix  the  amount  of  his  compensation,  yet  that  circumfitance 
in  no  way  withdraws  from  the  captain  the  rightful  control 
over  him,  in  every  particular  of  his  service  on  board,  unless 
his  authority  is  expressly  made  independent  of  the  captain. 
This  must  manifestly  be  so,  or  there  could  be  no  unity  of 
command  or  action  in  working  the  vesseL  The  notion  ex- 
pressed by  some  of  the  witnesses,  that  an  engineer  holds  his 
place  independently  of  the  authority  of  the  master,  and  that 
the  latter  has  no  power  to  restrain  him,  even  if  he  is  crowd- 
ing the  machinery  with  a  head  of  steam  beyond  what  the 
master  deems  to  be  safe  or  pmdent,  has  no  foundation  in  law. 
The  master  has  supreme  command  in  all  respects,  in  direct- 
ing the  navigation  of  the  boat,  including  control  over  the 
head  of  steam  to  be  used.  He  is  responsible  for  every  mis- 
use or  neglect  of  that  authority,  and  is,  by  the  law  in  ques- 
tion, made  a  wrong-doer,  answerable  criminally  on  indict- 
ment, if  he  omits  to  interpose  and  suppress  the  danger.  He 
is  bound  to  see  that  all  persons  under  his  command  do  their 
duty  properly ;  and  this  statute  especially  compels  him,  at  his 
personal  peril,  to  be  actively  awake  to  the  safety  of  his  pass- 
engers. It  makes  no  difference  in  his  favor,  if  the  engineer 
be  the  more  skilled  and  competent  man  in  respect  to  the  man- 
agement of  steam.  The  supremacy  of  authority  is  with  the 
master,  on  general  principles;  and,  in  respect  to  specific 
duties  imposed  on  him  by  law,  he  is  responsible  that  proper 
measures  be  taken  for  their  performance. 

There  is  no  distinction,  in  law  or  maritime  usage,  between 
the  relative  duties  and  responsibilities  of  different  officers 
who  serve  on  vessels  propelled  by  steam,  whether  such  ves- 
sels navigate  inland  waters  exclusively  or  are  sea-going  ves- 
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sels.  The  pilot  cannot,  at  his  discretion,  take  a  course  differ- 
ing from  that  directed  by  the  master.  Nor  can  the  engineer 
raise  the  steam  to  or  keep  it  at  a  gauge  beyond  what  is  pre- 
scribed by  the  master,  whatever  may  be  the  desire  or  judg- 
ment of  the  pilot  or  engineer  in  those  respects.  It  belonging 
to  the  master,  of  right,  to  dictate  to  his  subordinate  officers, 
it  will  be  presumed  that  what  is  done  by  them,  under  his 
observation,  is  so  done  by  his  direction  or  assent,  unless  he 
proves  his  ignorance  or  that  his  directions  have  been  disre- 
garded. 

The  great  question  in"this  case  is,  whether  the  omission  to 
raise  the  safety-valve  when  the  vessel  stopped  at  the  dock  at 
Bristol,  was  an  act  of  misconduct,  inattention  or  negligence 
in  the  captain,  within  the  meaning  of  the  12th  section  of  the 
statute  ?  This  question  arises  on  the  7th  section  of  the*  same 
statute,  which  I  have  already  read  to  you.  The  statute  does 
not  charge  the  engineer  with  the  duty  of  raising  the  safety- 
valve,  but  it  is  imperative  in  respect  to  the  master,  and  im- 
poses the  duty  on  him  to  see  that  the  safety-valve  is  raised 
when  the  boat  stops.  The  omission  to  do  so  thus  becomes, 
in  respect  to  him,  a  direct  violation  of  the  law,  and  has  an 
important  bearing  upon  the  meaning  and  application  of  the 
12th  section. 

It  is  not  a  correct  interpretation  of  the  law,  to  understand 
it  as  requiring  the  safety-valve  to  be  raised  only  in  the  con- 
tingency that  the  boiler  has  acquired,  while  stopped,  a  higher 
pressure  of  steam  than  was  upon  it  when  the  boat  was  under 
headway  ;  for  that  would  permit  the  captain,  without  regard 
to  danger,  to  keep  the  head  of  steam,  during  stoppage,  the 
same  as  it  was  before  coming  to  the  dock.  This  would  be, 
manifestly,  in  violation  of  the  whole  policy  of  the  enact- 
ments, because  a  boat  might  thus  be  running  imder  any  head 
of  steam,  no  matter  how  extreme  and  perilous,  and  yet  the 
steam  might  be  maintained  at  the  same  height  while  at  the 
dock.  The  law  was  framed  to  promote  the  safety  of  the  ves- 
sel and  of  the  property  and  passengers  on  board.  The  whole 
purpose  aimed  at  would  be  frustrated,  if  the  boat  could  be  al- 
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lowed  to  retain,  when  stopped,  any  pressure  of  steam  she 
could  generate  whilst  in  motion.  The  object  of  the  law  was 
to  secure  a  low  state  of  steam,  at  all  events,  when  the  boat 
stopped ;  and,  to  effect  this,  the  safety-valve  is  required  to  be 
opened,  so  as  to  keep  the  steam  down,  at  all  events,  to  what 
it  was  when  the  vessel  was  under  headway.  This  presup- 
poses that  she  is  running  with  no  more  steam  than  is  safe  and 
prudent  in  the  condition  of  her  boiler.  It  would  be,  in  itself, 
an  act  of  misconduct  to  keep,  at  any  time,  a  gauge  of  steam 
on  the  boiler  beyond  its  fair  capacity  to  bear ;  and,  in  addi- 
tion to  that  plain  obligation  implied  in  the  provisions  of  the 
12th  section,  Congress  superadded,  in  the  7th  section,  the 
express  duty  of  raising  the  safety-valve  on  stopping  the  boat. 

The  course  of  the  defence  would  seem  to  imply  that  the 
accused  was  justified  in  carrying  any  amount  of  steam  within 
the  range  of  fifty  pounds  to  the  square  inch,  which  the  cer- 
tificate of  the  inspectors  suggests  the  boiler  would  bear.  But, 
the  inspectors  have  no  authority,  under  the  Act,  to  dictate 
what  amount  of  steam,  whether  forty  or  fifty  pounds,  more 
or  less,  may  be  used,  or  to  compel  steamboat  owners  or  mas- 
ters to  follow  their  advice  in  that  respect.  It  was  wise  and 
prudent  in  them  to  counsel  parties  on  that  subject.  But  this 
was  only  advisory  and  cautionary.  They  had  no  power  to 
compel  obedience.  Nor  was  their  opinion  backed  by  facts 
which  could  give  to  it  kny  special  importance  with  the  engi- 
neer or  master.  They  had  no  authority  to  test  the  sufliciency 
of  the  boiler  by  steam  or  hydraulic  pressure,  to  ascertain 
whether  it  could  bear  fifty  pounds  or  ten  pounds  pressure  to 
the  inch.  Moreover,  these  inspections  are  only  periodical, 
and  are  required  to  be  made  at  six  months  intervals.  In  this 
instance,  the  period  for  re-inspection  had  nearly  come  around, 
and  that  should  have  been  a  further  caution  to  the  ofiicers  of 
the  Reindeer  to  be  vigilant  and  pnident,  and  not  to  rely  upon 
the  opinions  of  inspectors,  given  months  previously,  as  to  the 
present  safety  and  sufficiency  of  the  boiler. 

Tlie  testimony  also  affords  reason  to  believe  that,  during 
the  time  since  the  last  inspection,  the  boat  had  been  running 
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in  active  competition  with  others,  which  would  have  tended 
to  overstrain  and  weaken  the  boiler,  and  to  render  less  and 
less  reliable  and  trustworthy  the  opinion  of  the  inspectors 
upon  its  former  condition  and  strength.  This  condition  of 
things  is  necessarily  incident,  in  a  greater  or  less  degree,  to 
all  boats  in  use ;  and,  therefore,  it  is  not  to  be  implied  that 
Congress  intended  to  take  the  height  of  steam  put  upon  a 
boiler  whilst  a  boat  is  running,  as  the  measure  of  what  may 
be  retained  when  she  is  stopped.  It  would  be  to  abrogate  the 
beneficial  object  of  this  feature  of  the  law,  so  to  construe  it. 
The  whole  scope  of  the  enactment  shows  that  Congress  in- 
tended that  steam  vessels  should  be,  at  all  times,  restrained  to 
the  use  of  no  more  steam  than  is  compatible  with  entire 
safety ;  and  the  particular  provision  in  question  aims  to  fulfil 
that  general  intention,  by  guarding  against  an  accumulation 
of  steam  when  the  vessel  is  at  rest.  Masters  and  engineers 
would  be  responsible,  under  the  common  and  local  law,  for 
putting  on  an  unsafe  amount  of  steam  in  running  boats. 
And  Congress,  without  giving  further  sanction  to  that  law, 
by  inflicting  a  fine  or  punishment,  under  the  United  States 
authority,  for  its  violation,  has  applied  its  positive  enactments, 
in  this  particular,  by  an  absolute  injunction  that  the  safety- 
valve  shall  be  raised  whenever  the  vessel  is  stopped.  It  is 
hoped  that  the  provisions  of  the  new  law,  which  goes  into 
effect  in  a  few  days,  (Act  of  Augtist  SOth,  1852,  10  ZL  S. 
Stat,  at  Large^  61,)  will  prove  more  efficacious,  both  in  ascer- 
taining the  actual  strength  of  boilers,  and  in  compelling  a 
prudent  use  of  them  when  the  boat  is  in  motion,  than  has 
been  secured  under  the  existing  law ;  but  its  regulations  have 
no  application  to  this  case. 

The  special  question  for  the  jury  to  consider  and  determine 
is,  whether  the  vessel  was  under  a  prudent  and  safe  head  of 
steam  at  the  time  she  was  stopped  at  the  landing,  and  whether 
the  boiler  had  a  sufficient  supply  of  water ;  and  next,  whether 
the  omission  to  open  the  safety-valve  at  that  time  was  the 
cause  of  the  explosion. 

A  ground  of  defence  taken  on  this  branch  of  the  case  is, 
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that  the  safety-valve  is  required  to  be  raised  only  b&  a  means 
for  lowering  the  steam  in  the  boiler,  and  tliat  the  method 
pointed  out  in  the  Act  need  not  be  adopted,  if  other  and 
better  means  are  employed  for  effecting  the  same  end.  In 
this  view,  it  is  contended  that  the  accused  has  clearly  proved, 
from  universal  practice  and  the  judgment  of  skilful  and  ex- 
perienced men,  that,  when  coal  is  used  for  fuel,  the  steam  in 
the  boiler  is  more  speedily  and  certainly  reduced  and  made 
safe,  by  opening  the  furnace  and  flue-doors,  than  by  raising 
the  safety-valve.  I  do  not,  however,  interpret  the  statute  as 
leaving  it  optional  with  the  master  to  adopt  the  course  pre- 
scribed by  the  statute,  or  to  substitute  another.  I  think  the 
statute  is  peremptory,  and  that  the  master  has  no  right  to 
deviate  from  its  particular  requirement.  The  plain  lan- 
guage of  the  Act  must  govern,  and  the  master  is  bound  to 
obey  it.  Congress  has  the  like  power  to  dictate  in  this  par- 
ticular as  in  that  of  the  enrolment  or  inspection  of  steam 
.vessels  before  they  are  allowed  to  nm,  and,  in  either  case,  to 
subject  owners  and  masters  to  penalties  for  disobeying  tlie 
prohibition. 

The  propriety  of  this  enactment,  or  its  fitness  to  secure  the 
end  proposed,  or  its  inutility  or  inferiority  to  other  methods, 
could  not  be  determined  with  certainty  by  the  opinions  or 
theories  of  experts,  if  it  were  left  an  open  question.  This 
has  been  clearly  evuiced  by  the  evidence  on  this  trial.  The 
statute  is  designed  to  obviate  all  obscurity  or  speculations  on 
this  point,  and  to  supply  a  plain  and  determinate  rule  of 
action  for  the  avoidance  of  a  special  hazard  and  peril,  and, 
what  is  equally  important,  to  insure  implicit  obedience  to 
its  regulations.  Engineers,  like  other  professional  men, 
naturally  incline  to  give  slight  heed  to  legislative  directions 
which  stand  in  conflict  with  their  own  opinions  and  prac- 
tices. But  it  cannot  be  necessary  to  say  more  on  this  head, 
than  that  theories  and  speculations  can  have  no  place  here. 
Congress  has  the  power  to  give  the  rule,  and  we  must  accept 
the  national  will,  as  expressed  in  the  law,  as  fixing  the 
method  which  must  be  observed  and  adhered  to,  without 
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regard  to  its  abstract  reasonableness  or  usefulness.  Besides, 
it  is  far  from  being  made  clear,  upon  the  evidence,  that  the 
usage  of  opening  the  doors  of  the  furnaces  relieves  the  boiler 
sufficiently,  or  that  the  idea  is  an  erroneous  one  which  induced 
Congress  to  require  the  safety-valve  to  be  always  opened  for 
the  discharge  of  steam  when  the  boat  is  stopped.  After  an 
experience  of  twelve  or  thirteen  years.  Congress  appears  to 
adhere  to  the  same  opinion ;  and,  in  a  few  days,  a  law  will 
go  into  operation  compelling  steamboats  to  have,  not  only  one 
but  three  safety-valves  ready  for  use,  one  of  which  must  be 
self-acting  and  out  of  the  control  of  the  captain  or  engineer, 
BO  that  it  shall  open  at  a  particular  point  of  steam,  no  matter 
what  other  means  are  in  use  to  keep  the  steam  below  that 
point.  Nor  do  I  think  that  the  engineers  express  themselves 
,-*  decidedly  of  opinion  that  opening  the  doors  of  the  furnaces 
and  flues  can  always  be  relied  upon  as  sufficient,  nor  but  that, 
under  many  circumstances,  it  will  be  necessary  to  open  the 
safety-valve  also,  especially  if  there  be  a  deficiency  of  water 
in  the  boiler. 

It  seems  to  the  Court  plain,  that  the  object  Congress  had 
in  view,  in  the  provision,  was  to  compel  the  master  to  have 
the  safety-valve  opened  when  the  boat  stops,  without  regard 
to  other  measures  which  may  be  employed  to  prevent  an 
explosion.  If  experience  has  demonstrated  the  law  to  be  use- 
less or  improvident,  and  that  additional  danger  is  incurred  by 
raising  tlie  safety-valve,  the  Legislature  should  have  been 
appealed  to  for  a  repeal  or  modification  of  the  law,  so  that 
masters  need  not  be  compelled  to  use  means  calculated  to 
increase  danger  instead  of  warding  it  off.  The  legislative 
will  must  govern ;  and  that  declared  by  this  law  must  be 
obeyed  until  a  different  one  is  substituted  by  Congress.  But, 
if  we  may  judge  by  the  late  enactment  on  the  subject,  there 
has  been  no  change  of  legislative  opinion.  It  is  no  matter 
what  may  be  the  inconvenience  or  expense  to  the  owners,  or 
what  delay  it  may  cause  in  the  progress  of  the  boat.  It  is 
your  duty,  equally  with  that  of  the  Court,  to  hold  captains 
of  steamboats  to  a  strict  obedience  to  the  direction  of  the 
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Legislatui'e,  and  to  regard  an  intentional  deviation  from  it  as 
a  fault  Whether  such  neglect  or  misconduct  be  of  a  crimi- 
nal character,  will  be  more  particularly  considered  here- 
after. 

The  excuse  set  up  for  the  master,  in  this  instance,  that  he 
was  occupied  with  other  duties  of  his  command,  cannot  avail 
as  a  defence,  because  it  was  in  no  way  necessary  that  he 
should  be  personally  at  the  engine  and  raise  the  valve  with 
his  own  hand.  He  would  stand  acquitted  of  blame  if  he 
had  laid  express  commands  on  the  engineer  and  his  assistants 
to  see  that  it  was  done  at  every  stoppage.  He  is  not  permit- 
ted to  leave  this  duty  to  the  judgment  and  discretion  of  the 
engineer,  even  if  satisfied  the  latter  has  more  skill  and  expe- 
rience than  himself. 

The  crime  created  by  the  statute  does  not  rest  upon  ^ny 
wrong  intention  of  the  ofiicer  who  is  subjected  to  indictment. 
As  regards  the  defendant  in  this  case,  he  is  not  accused  of 
any  wilful  misconduct,  or  of  any  design  to  injure  the  vessel 
or  any  person  on  board,  or  to  put  either  in  danger.  The  in- 
dictment is  not  placed  upon  that  ground.  You  will  examine 
the  evidence,  and  see  whether  you  can  fairly  imply  from  it 
that  the  captain  had  given  proper  orders  for  the  safety-valve 
to  be  raised  when  the  boat  was  stopped ;  and,  if  not,  you 
must  regard  his  omission  to  take  that  precaution  as  legal 
evidence  of  misconduct,  negligence  and  inattention,  tending 
to  support  the  indictment.  In  order  to  convict  him,  the  Dis- 
trict Attorney  must  prove  some  act  of  negligence  or  omis- 
sion. It  must  be  shown  that  the  accused  omitted  to  do  some- 
thing which  it  was  incumbent  upon  him  to  do  in  fulfilment 
of  his  duty,  or  that  he  did  something  in  violation  of  his  duty. 
The  mere  circumstance  of  the  valve's  not  having  been  raised, 
is  not  to  be  taken  by  itself  as  full  proof  of  the  crime 
charged  against  the  captain.  The  essential  question  is,  not 
whether  the  evidence  shows  that  the  captain  was  negligent 
of  his  duty,  but  whether  the  explosion  was  caused  by  the 
particular  negligence  proved ;  that  is,  whether  the  proof 
satisfies  your  judgment  that  the  omission  to  raise  the  valve 
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wa8  the  proximate  cause  of  the  explosion  and  of  the  death  of 
the  persons  destroyed.  And,  in  examining  this  point,  it  is 
important  to  ascertain  what  was  the  actual  state  of  the  boiler. 
If  it  was  insufficient,  from  some  inherent  defect,  at  the  time 
it  was  inspected,  or  had  afterwards  become  so  from  ordinary 
use,  and  there  was  nothing  discernible,  by  reasonable  atten- 
tion  and  diligence,  to  indicate  any  defect,  and  if,  further- 
more, it  appears  that  such  occult  defect  was  the  cause  of  the 
explosion,  then  the  defendant  cannot  be  made  responsible 
criminally  for  consequences  arising  out  of  that  condition  of 
things.  It  is  necessary  that  this  branch  of  the  case  be  care- 
fully considered,  and,  if  it  appears  upon  the  evidence  that 
this  boiler  must,  most  probably,  have  exploded  under  a  cau- 
tious use  of  steam,  and  that  it  was  intrinsically  unsafe  under 
such  circumstances,  the  omission  to  raise  the  valve  on  stop- 
ping the  boat  should  not  be  regarded  as  adequate  evidence 
th^t  such  omission  caused  the  explosion,  and  the  accused 
ought  to  be  acquitted  of  the  crime  charged  upon  him  by  tlie 
indictment. 

It  is  incumbent  upon  the  jury  to  weigh  considerately  the 
proofs  bearing  upon  this  point,  and  to  be  satisfied  there  was 
no  more  than  a  reasonable  head  of  steam  upon  the  boiler  at 
the  time  of  the  explosion ;  because,  latent  defects  in  that  will 
afford  the  master  no  protection,  if  he  allowed  an  improvident 
and  unsafe  pressure  of  steam  to  be  then  generated.  The 
accused  is  called  on  to  answer  for  his  negligence  or  miscon- 
duct in  allowing  the  boiler  to  be  under  a  dangerous  gauge 
and  pressure  of  steam,  but  not  for  an  explosion  arising 
from  other  causes.  The  only  direct  proof  of  any  act  of  mis- 
conduct, negligence  or  inattention  by  the  defendant,  is  liis 
omission  to  have  the  safety-valve  raised  at  the  time  it  was, 
by  statute,  made  his  duty  to  raise  it ;  but,  you  must  connect 
with  that  and  consider  all  other  circumstances  in  evidence 
attendant  upon  the  catastrophe  or  directly  preceding  it,  and 
judge  from  the  whole  evidence  whether  that  omission  was 
the  productive  cause  of  the  explosion  and  homicide  charged 
upon  him.    If,  on  consideration  of  all  the  facts  and  circum- 
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stances  laid  before  you  by  the  testimony,  you  are  unable  to 
determine,  to  the  clear  satisfaction  of  your  judgment,  what 
was  the  immediate  cause  of  this  disaster,  and  of  the  appall- 
ing destruction  of  life  which  attended  it,  or  if,  on  such  re- 
view, it  remains  doubtful  in  your  minds  whether  the  explo- 
sion was  occasioned  by  any  culpable  inattention,  or  negli- 
gence or  misconduct  of  the  defendant,  then  he  is  entitled  to 
your  acquittal. 

The  jury,  after  retiring,  came  into  Court,  and  requested 
a  further  explanation  of  the  7th  and  12th  sections  of  the 
Act. 

Judge  Betts  read  the  two  sections  to  the  jury,  and  re- 
marked that,  the  command  of  the  7th  section  being  positive, 
that  the  master  shall  open  the  safety-valve  on  the  stoppage  of 
the  boat,  it  is  a  culpable  omission  in  him  to  leave  it  to  the 
option  of  the  engineer  to  open  the  valve  or  not,  at  his  dis- 
cretion. It  is  the  duty  of  the  master  to  give  explicit  orders 
that  the  statutory  direction  in  this  respect  be  strictly  obeyed. 
The  true  construction  of  the  law  does  not  authorize  the  mas- 
ter to  keep  the  safety-valve  down  while  the  boat  is  stopped, 
although  the  steam  is  no  higher  during  the  stoppage  than 
when  the  boat  was  under  headway,  provided  the  pressure 
before  she  stopped  was  an  unsafe  one.  The  law  does  not 
authorize  the  master  to  keep  on  a  head  of  steam  when  tlie 
boat  is  stopped,  which  was  dangerous  when  she  was  imder 
headway. 

The  12th  section  does  not  declare  that  the  particular  act  of 
misconduct  or  neglect,  in  keeping  down  the  safety-valve  when 
the  boat  is  stopped,  is  a  criminal  offence  ;  but  it  becomes  so, 
under  that  section,  if  the  omission  to  open  the  valve  at  that 
time  causes  the  explosion  of  the  boiler.  If  the  jury  are 
satisfied,  upon  all  the  evidence,  that  an  improper  and  unsafe 
pressure  of  steam  was  kept  on  the  boiler,  and  that  it  ex- 
ploded from  that  cause,  and  of  the  further  fact,  that,  if  the 
safety-valve  had  been  opened  when  the  boat  was  stopped,  the 
danger  would  have  been  avoided,  then,  as  before  remark- 
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ed,  the  master's  disobedience  of  the  7th  section  in  that  re- 
spect would  be  legal  evidence  against  him  under  the  12th 
section.  That  disobedience  is  not  declared  to  be  of  itself  a 
crime;  but  yet,  if  it  causes  the  death  of  a  person  on  the 
boat,  it  is  competent  evidence  in  proof  of  the  misconduct  or 
negligence  which  is  made  criminal  by  the  12th  section. 


DUTELH   &   COUSINEEY  V8.   HuGH   MaXWELL. 

Under  the  proviso  to  the  6l8t  section  of  the  Act  of  March  2d,  1799,  (1  U,  8. 
Stat  at  Large,  678,)  an  importer  of  goods  from  Austria  is  entitled  to  enter 
them  on  the  payment  of  duties  on  their  specie  value,  although  the  invoice  is 
made  out  in  a  depreciated  paper  currency,  legitimated  by  the  Austrian  Govern- 
ment ;  but,  in  order  to  avail  hunself  of  the  benefit  of  the  proviso,  the  deterio- 
ration of  the  invoice  currency  must  be  proved  in  the  manner  required  by  the 
proviso. 

Accordingly,  as  the  proidso  authorizes  the  President  to  make  regulations  for 
estimating  the  duties  on  goods  invoiced  in  a  depreciated  currency  issued 
under  the  authority  of  a  foreign  Government :  JIdd  that,  under  a  Treasury 
Circular  requiring  invoices  of  goods,  when  made  out  in  such  depreciated  cur- 
rency, to  be  accompanied  by  a  consular  certificate  showing  the  specie  value 
of  such  currency,  the  presentation  of  such  certificate  is  a  prerequisite  to  any 
correction  of  the  invoice,  or  to  any  relief  founded  on  such  depreciation  in 
currency. 

Where  no  such  certificate  accompanies  the  invoice,  and  no  bond  for  its  produc- 
tion is  given,  its  place  cannot  be  supplied  by  parol  evidence  of  the  depreda- 
tion in  the  currency. 

(Before  Betts,  J.,  Southern  District  of  New  York,  February,  1868.) 

• 

This  was  an  action  against  the  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excess  of  duties  paid  him. 
A  verdict  was  taken  for  the  plaintiffs,  subject  to  the  opin- 
ion of  the  Court.  The  facts  are  stated  in  the  opinion  of  the 
Court. 

John  S.  MoOidlohy  for  the  plaintiffs. 

J.  PreacoU  HaUy  {District  Attorney^  for  the  defendant 
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Betts,  J.  The  importations  in  question  in  this  case  were 
of  merchandise  purchased  in  Austria  and  invoiced  and 
shipped  at  Trieste  in  June  and  September,  1849,  and  entered 
at  the  Custom  House  in  New  York  in  August,  September 
and  October,  1849.  The  purchase-prices  of  the  goods  were 
stated,  in  the  invoices  and  entries,  in  the  paper  currency  of 
Austria,  from  which  a  deduction  on  some  of  28^  per  cent.y 
and  on  some  of  27i  per  cent.y  was  claimed  by  the  plaintiffs  at 
the  Custom  House,  to  bring  the  invoice  prices  in  florins  to 
the  specie  standard.  The  values  of  the  goods  were,  however, 
rated  by  the  collector  according  to  the  nominal  paper  prices, 
and  duties  were  exacted  on  those  values.  A  protest  in  writ- 
ing was  made  at  the  time  by  the  plaintiffs,  to  the  sufficiency 
of  which  in  law  no  objection  is  taken  on  the]  part  of  the  de- 
fendant. No  consular  certificate  of  the  United  States  consul 
at  Trieste,  showing  the  depreciation  of  the  invoice  currency 
below  the  specie  standard,  was  offered  by  the  plaintiffs  or 
demanded  at  the  Custom  House  by  the  collector  or  any  of 
his  officers,  nor  is  there  evidence  that  the  collector  exacted  a 
bond  for  its  after  production.  The  plaintiffs  brought  their 
action  to  recover  back  the  duties  paid  on  the  differences 
between  the  specie  value  of  the  importations  and  that  ex- 
pressed in  the  invoices  in  the  depreciated  currency. 

This  Court  has  decided,  in  two  cases  heretofore  before  it, 
that  the  Government  was  entitled,  by  the  revenue  laws,  to 
exact  duties  only  on  the  specie  value  of  goods  in  the  country 
of  production  or  exportation,  and  that,  when  the  purchase-price 
was  exhibited  in  a  depreciated  currency,  the  importer  might 
prove,  as  a  fact  in  paisy  wtat  was  the  actual  value  of  the 
nominal  currency  in  the  foreign  market.  {Grant  v.  Maxwell^ 
ante,  p,  220 ;  Loewmistem  v.  MaayvoeU^  ante,  p.  401.)  In  the 
last  case,  oral  evidence  of  the  fact  of  depreciation  was  given 
and  received  without  question  by  the  Government  as  to  its 
admissibility  or  sufficiency,  and  the  jury  found  the  value  of 
the  currency  upon  that  testimony.  In  the  first  case,  the  de- 
preciation was  proved  both  by  the  production  of  a  consular 
certificate  and  by  evidence  in  pais.    No  evidence  other  than 
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oral  was  given  in  the  present  case,  and  it  was  taken  subject 
to  the  objection  of  the  defendant  as  to  its  competency  and 
effect 

The  principle  adjudged  in  the  two  cases  above  referi'ed  to 
is,  that  the  Act  of  May  22d,  1846,  (9  27?  S.  Stat,  at  Large, 
14,)  does  not  rescind  the  proviso  to  the  61st  section  of  die 
Act  of  March  2d,  1799,  (1  XJ.  S.  Stat,  at  La/rge,  673,)  sg  as 
to  permanently  fix  the  value  of  the  Austrian  florin  in  respect 
to  purchases  and  invoices  made  in  that  money  on  importa- 
tions from  Austria  to  the  United  States,  but  that  subsequent 
adulterations  or  depreciations  of  the  currency  may  be  proved 
according  to  the  provisioils  of  the  Act  of  1799.  In  case  the 
Government  of  that  Empire  legitimates  a  base  currency  in 
florins  at  a  value  equal  to  that  of  specie  florins,  the  importer 
will  be  protected,  by  force  of  the  Act  of  1799,  from  losses  so 
arising,  and  will  be  entitled  to  enter  his  goods  on  payment  of 
duties  upon  the  specie  value  of  the  importation.  That  con- 
struction of  the  law  is  in  effect  adopted  at  the  Treasury,  and, 
by  a  Circular  issued  Sepember  19th,  1851,  will  govern  future 
importations. 

That  doctrine  is  not  called  in  question  in  this  case,  but  the 
point  is  now  raised  for  the  first  time,  that  the  merchant  can- 
not have  the  advantage  of  the  principle  without  proving  the 
deterioration  of  the  invoice  currency  in  the  manner  required 
by  the  Treasury  instructions  founded  upon  the  authority  con- 
ferred by  the  proviso  to  the  61st  section  of  the  Act  of  1799. 

There  can  be  no  doubt  of  the  legal  principle  that,  if  a 
mode  of  proof  is  prescribed  by  the  terms  of  the  law,  or  by 
its  fair  interpretation,  no  other  than  the  statutory  evidence 
can  be  admitted. 

It  appears  to  me,  that  the  cases  adverted  to,  and  this  suit 
itself,  rest  upon  a  principle  which,  in  effect,  disposes  of  the 
question  now  presented.  The  right  to  maintain  this  action 
springs  out  of  the  provisions  of  the  proviso  referred  to,  as 
interpreted  by  this  Court,  in  connection  with»the  Act  of  1846. 
If  the  latter  Act  works  a  repeal  of  the  proviso,  in  respect  to 
the  currency  of  Austria,  the  plaintiffs  have  no  footing  upon 
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which  to  base  their  action.  In  bringing  forward  that  proviso 
as  the  authority  for  their  demand,  they  must  necessarily  take 
it  subject  to  all  its  legal  qualifications  and  conditions.  A 
cardinal  one  is  a  power  in  the  President  to  establish  regular 
tions  to  meet  the  case  of  invoices  exhibited  in  a  depreciated 
currency,  for  the  purpose  of  equalizing  ad  valorem  duties* 
Its, terms  are,  "that  it  shall  be  lawful  for  the  President  of 
the  United  States  to  cause  to  be  established  fit  and  proper 
regulations  for  estimating  the  duties  on  goods,  wares  and 
merchandise  imported  into  the  United  States,  in  respect  to 
which  the  original  cost  shall  be  exhibited  in  a  depreciated 
currency  issued  and  circulated  under  the  authority  of  any 
foreign  Government."  The  acts  of  the  Treasury  Depart- 
ment, to  which  matters  affecting  the  revenue  appropriately 
belong,  are,  in  law,  the  acts  of  the  President,  {WUcox  v. 
Ja^ikson^  13  Peters^  498,)  and,  accordingly,  the  instructions 
given  by  the  Secretary  of  the  Treasury,  either  by  general 
Circulars  to  collectors,  or  by  specific  directions  in  a  particular 
case,  are  to  be  regarded  by  the  Court  as  regulations  in  that 
behalf  established  by  the  President.  A  part  of  the  Circular 
of  August  20th,  1845,  is  directly  applicable  to  this  subject, 
and  is  as  follows :  "  Invoices  of  ad  valorem^  specific  or  free 
goods,  when  made  out  in  a  foreign  depreciated  currency,  or  a 
currency  the  value  of  which  is  not  fixed  by  the  laws  of  the 
United  States,  must,  in  each  case,  be  accompanied  by  a  con- 
sular certificate,  showing  the  value  of  such  currency  in  Span- 
ish or  United  States  silver  dollars." 

The  decisions  before  cited  regard  a  foreign  currency  de- 
based by  legislative  authority  since  the  Act  of  1846,  as  being 
"  a  currency  the  value  of  which  is  not  fix:ed  by  the  laws  of 
the  United  States,"  and  hold  that,  accordingly,  the  importer 
can  have  relief  against  its  effect  upon  his  invoices,  under  the 
Treasury  instructions  founded  upon  the  Gist  section  of  the 
'Act  of  1799.  It  follows,  as  a  necessary  consequence  of  that 
doctrine,  that,  in  order  to  obtain  the  relief,  he  must  present 
his  claim  under  the  sanction  prescribed  by  the  instructions, 
and  must  accompany  each  case  by  a  consular  certificate.    A 
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collector  has  no  power  to  dispense  with  this  requirement,  or, 
by  a  course  of  practice  or  construction,  to  enable  importers  to 
draw  from  the  Treasury,  upon  other  and  inferior  evidence, 
duties  paid  in  upon  a  wrong  valuation  of  importations,  the 
same  as  if  a  consular  certificate  had  accompanied  the  invoice 
and  been  presented  to  prove  the  debasement  of  the  invoice 
currency.  That  document  is  the  statutory  evidence  and 
authority  upon  which  the  invoice  may  be  rectified ;  and  it 
cannot  legally  be  corrected  without  either  exacting  the  pre- 
sentation of  the  certificate  with  the  invoice,  or  taking  a  bond 
to  produce  it  This  bond,  of  necessity,  becomes  estreated  to 
the  Government  if  the  certificate  is  not  forthcoming  accord- 
ing to  its  condition ;  and  the  direction  of  the  President  that' 
'  a  bond  must  be  given  to  produce  the  certificate,  is  full  notice 
that  the  certificate  is  a  prerequisite  to  any  relief  in  this 
respect 

The  entry,  in  this  case,  was  made  without  the  ofFer  of  a 
consular  certificate,  or  any  demand  of  one  by  the  collector,  or 
of  a  bond  for  its  production,  and  the  protest  against  the  exac- 
tion of  duties  on  the  invoice  value  makes  no  mention  of  the 
existence  of  such  a  certificate. 

Upon  these  facts,  I  am  of  opinion  that  the  plaintiCs  have 
not,  by  legal  and  sufficient  evidence,  substantiated  a  right  of 
action  against  the  defendant,  and  that  judgment  must  be 
entered  for  him. 


WnjJAM  Cbaio  and  Chables  M.  Dutilh 
Hugh  Maxwell. 

Where  a  protest  against  the  payment  of  duties  claimed  a  discount  on  the  value 
in  paper  currency  stated  in  the  invoice,  "  as  per  consul's  certificate,"  and  the 
invoice  stated  the  fiur  market  value  of  the  goods,  at  its  date,  at  the  foreign 
port,  in  paper  currency,  and  also  the  correct  rate  of  discount  for  specie  value : 
Stldf  that  the  statement  in  the  protest  amounted  to  an  averment  that  a  proper 
85 
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consurs  certificate  was  presented  to  the  collector  with  the  invoice,  or,  at  least, 
that  the  importer  had  one,  or  was  able  and  offered  to  produce  it. 

It  b  not  necessary  that  such  a  certificate  shoald  be  absolutdj  presented  with  the 
invoice  when  the  entry  is  made ;  but,  if  it  is  not  so  presented,  a  bond  most 
be  given  to  produce  it 

Where  such  a  certificate  is  offered  aiMl  rejected,  or  when  an  offer  is  made  to  pro- 
duce one,  and  the  collector  does  not  exact  such  bond,  it  will  be  presumed  that 
the  collector  refused  to  be  governed  by  the  certificate  if  exhibited. 

Under  such  circumstances,  the  importer  stands  on  the  same  footing  ss  if  sodi  a 
certificate  had  accompanied  his  invoice. 

(Before  Bsm,  J.,  Southern  District  of  New  Tork,  Febrtiaiy,  186S.) 

This  was  an  action  to  recover  back  an  alleged  excess  of 
duties  paid  to  the  defendant,  as  collector  of  the  port  of  New 
York.  A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court.  The  facts  are  stated  in  the  opinion  of 
the  Court. 

John  S.  McCiMohy  for  the  plaintiffs. 

J.  Prescott  HaUj  {District  Attorney^  for  the  defendant 

Beits,  J.  In  September,  1849,  the  plaintiffs  made  entry, 
at  the  Custom  House  at  New  York,  of  three  parcels  of  goods 
imported  from  Trieste.  The  invoices  were  all  dated  at  Tri- 
este, July  lOth,  1849,  and  the  prices  of  the  goods  were  stated 
therein  in  paper  florins,  with  a  discount  of  18i  per  centj  to 
bring  them  to  specie  value.  The  same  abatement  was  claimed 
by  the  plaintiffs  on  the  entry,  but  it  was  refused  them  at  the 
Custom  House,  and  the  collector,  on  the  24th  of  September, 
1849,  exacted  and  received  payment  of  duties  upon  the  paper 
valuation  of  the  invoices.  The  plaintiffs,  at  the  time  of  pay- 
ment, made  on  the  entry  the  following  protest,  in  writing : 
"We  do  hereby  protest  against  the  payment  of  duty  on 
2,939.52  florins,  as  per  entry,  claiming  a  discount  of  18^  j>er 
cent  on  the  paper  currency,  as  per  consul's  certificate.  We 
pay  the  amount  exacted,  to  gain  possession  of  the  goods, 
claiming  to  have  the  difference  refunded." 

No  consular  certificates  are  proved  to  have  accompanied 
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the  invoices,  nor  is  it  shown  that  the  collector  demanded  a 
bond  of  the  plaintiffs  for  .their  after  production.  It  was 
proved  on  the  trial  that  the  invoices  stated  the  fair  market 
prices  and  value  of  the  goods  .at  Trieste  at  their  date,  in 
paper  florins  reduced  to  their  specie  value,  and  that  the  de- 
preciation of  the  paper  currency  was  then  at  the  rate  claimed 
upon  the  invoices  and  entry.  It  was  also  proved  to  be  a  fre- 
quent usage  at  the  Custom  House  at  New  York,  when  an 
invoice  was  presented  of  Austrian  goods,  charged  in  paper 
currency,  accompanied  by  a  consular  certificate  certifying  the 
depreciation  of  that  currency,  for  the  collector  to  separate  the 
certificate  from  the  invoice,  as  not  admissible  nor  entitled  to 
any  consideration,  because  the  value  of  the  Austrian  florin 
w^  fixed  by  law. 

I  think  that  the  statement  in  the  protest  must  be  under- 
stood to  be  an  averment  that  a  proper  consular  certificate  was 
presented  to  the  collector  with  the  invoices  in  this  case,  and 
that  the  receipt  of  the  money  of  the  defendants  by  the  col- 
lector on  such  protest,  is  an  implied  admission  by  him  that 
he  was  cognizant  of  the  certificate.  The  language  of.  the 
protest,  if  not  deemed  a  direct  assertion  that  a  consular  cer- 
tificate accompanied  the  invoices,  at  least  imports  that  the 
plaintiffs  had  one  in  their  posseession,  or  were  able  and  offered 
to  produce  it.  The  instructions  from  the  Treasury  Depart- 
ment do  not  require  a  consular  certificate  to  be  absolutely 
presented  with  the  invoice  when  an  entry  is  made.  The  in- 
structions of  May  14th,  1831,  require  a  certificate  by  a  United 
States  consul  of  the  value  of  the  foreign  currency,  but  do 
not  fix  the  time  of  its  production.  The  Circular  of  October 
16th,  1832,  makes  it  necessary,  in  all  cases  when  the  invoice 
is  not  accompanied  by  the  certificate,  to  give  bond  to  produce 
it  within  eight  months,  if  the  goods  were  imported  from  any 
place  on  this  side  of  the  Cape  of  Good  Hope.  The  injunc- 
tion to  fcimish  consular  certificates  in  cases  wherein  they  are 
necessary,  is  renewed  with  greater  emphasis  in  the  Circu- 
lar of  April  4th,  1840.  It  says,  that  each  invoice  in  depre- 
ciated currency  is  required  to  be  accompanied  by  a  consular 
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certificate,  stating  the  'true  value  of  such  currency  in  silver, 
&c.,  and  that,  in  default  thereof,  bond  is  to  be  given  for  its  pro- 
duction, according  to  the  instructions  of  October,  1832.  This  is 
in  substance  repeated  in  the^Circular  of  October  12th,  1849. 

When  the  importer  ofFers  a  consular  certificate,  and  it  is 
rejected  as  imperfect  and  not  fulfilling  the  requirements  of 
the  President,  or  asserts  that  he  will  produce  one,  it  is  the 
duty  of  the  collector  to  take  a  bond  from  him  to  produce  one 
conformable  to  the  demand  of  the  law ;  and,  if  such  bond  is 
not  exacted,  it  must  be  presumed  that  the  collector  refused 
to  be  governed  by  the  consular  certificate  if  »exhibited.  In 
such  case,  the  importer  ought  to  be  exempted  from  the 
expense  and  delay  of  obtaining  one,  it  being  ofiicially  made 
known  to  him  that  the  coUectoi:  will  not  regard  it  when  pro- 
duced. 

I  consider  the  evidence  in  this  case  as  amounting  to  satis- 
factory proof  that  the  collector  refused  to  make  the  deduc- 
tion claimed  upon  a  certificate  of  the  consul  showing  it  t»  be 
the  true  rate  of  depreciation,  and  that  the  plaintiffs  stand  on 
the  same  footing  as  if  a  consular  certificate  to  the  fact  had 
accompanied  their  invoices.  They  are,  therefore,  entitled  to 
judgment  for  the  difference  of  duty  paid  between  the  silver 
value  of  the  importations  and  the  prices  in  paper.  The 
amount  is  to  be  adjusted  at  the  Custom  House,  if  not  agreed 
between  the  parties. 


DuTiLH  &  Co.  V8.  Hugh  Maxwell. 

The  doctrine  of  the  case  of  XhaiVi  t.  Maxwell^  (ajito,  p,  641,)  applied. 

Where  duties  on  an  importation  are  AiUy  paid,  a  consular  certificate  of  deprecia- 
tion in  the  foreign  paper  currency  in  which  the  in  voice  was  mad^up,  cannot 

[  be  afterwards  presented  to  the  collector,  so  as  to  entitle  the  importer  to  recover 
back  the  duties  paid  on  the  difference  between  the  specie  value  of  the  goods 
and  their  invoice  value. 

(Before  Bettb,  J.,  Southern  District  of  New  York,  February,  1868.) 
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TraB  was  an  action  against  the  collector  of  the  port  of 
New  York,  to  recover  back  fui  alleged  excess  of  duties  paid 
biTn.  A  verdict  was  taken  for  the  plaintiffs,  subject  to  the 
opinion  of  the  Court  The  facts  are  stated  in  the  opinion  o3E 
the  Court 

John  S.  McCuUohj  for  the  plaintiffs. 

J.  Prescott  HaU^  {District  Attorney^  for  the  defendant 

Betts,  J.  The  plaintiffs,  on  the  15th  of  February,  1851, 
made  entry  of  an  importation  of  merchandise  from  Trieste, 
and,  at  the  same  time,  produced  at  the  Custom  House  two 
invoices  thereof,  dated  at  Trieste,  August  27th  and  28th, 
1850,  in  which  the  value  of  the  goods  was  stated  in  the  cur- 
rency of  Austria,  and  claimed  the  right  to  enter  the  goods  at 
their  specie  value  and  pay  duties  on  that  only.  The  discount 
claimed  for  the  difference  was  sixteen  jper  cent.  The  collec- 
tor exacted  duties  on  the  nominal  or  paper  value  stated  on 
the  invoices.  This  was  paid  under  protest,  on  the  21st  of 
February,  1851,  and,  to  recover  that  amount,  with  interest 
from  that  date,  the  plaintiffs  have  brought  their  action  against 
the  defendant  In  these  respects,  the  case  presents  the  same 
features  as  that  of  DutUh  v.  MaocweUy  {ante,  jp.  541,)  decided 
in  favor  of  the  defendant 

There  is  a  difference  in  the  particularity  of  the  protest 
made  in  this  case  at  the  time  of  payment,  which  merits  no- 
tice. It  is  in  writing,  upon  the  entry,  addressed  to  the  de- 
fendant, and  is  in  these  terms :  "  The  exaction  of  excessive 
duties  on  the  depreciated  currency  in  which  our  annexed 
invoice  is  made  out,  as  the  law  requires,  and  the  rate  of  which 
depreciation  is  stated  by  our  invoice  and  entry,  is  hereby 
protested  against,  and  tlie  object,  to  recover  back  this  and 
all  future  similar  exactions  from  yourself  and  the  United 
States,  by  suit  or  otherwise,  is,  at  the  time  thereof,  hereby 
expressly  reserved,  the  said  payments  being  made  only  to 
obtain  possession  of  our  goods ;   and  we  maintain  that  the 
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fair  wholesale  cash  value  or  prices  of  our  merchandise,  in  the 
principal  markets  of  the  country  of  production,  at  the  times 
specified  by  §  16,  TarifF,  1842,  must  be  ascertained,  and  the 
allowance  for  the  depreciation  of  currency,  as  set  out  by  our 
invoices  and  entries,  be  made  in  estimating  the  dutiable  value 
of  the  merchandise,  and  in  exacting  the  duties  thereon.'' 
This  is  a  very  full  and  perspicuous  statement  of  the  grounds 
of  objection  to  the  duties  demanded,  but  it  was  not  support- 
ed by  the  production  of  a  consular  certificate  at  the  time,  nor 
is  there  any  evidence  that  one  had  been  presented  at  the  Cus- 
tom House,  accompanying  any  previous  importation  of  the 
plaintiffs,  or  that,  on  the  occasion  of  this  protest,  one  was 
offered  or  referred  to  by  the  plaintiffs.  The  oral  testimony 
on  the  trial  satisfactorily  proves  a  large  depreciation  of  the 
Austrian  paper  currency  from  the  year  1848  to  the  time  of 
these  importations.  Had  such  certificate  been  previously 
offered  to  the  collector  with  a  like  protest,  I  think  that, 
within  the  spirit  of  the  case  of  Ma/rrioU  v.  Brum,  (9  How. 
619,)  and  within  the  reason  of  the  Act  of  March  2d,  1799, 
the  plaintiffs  would  have  been  entitled  to  the  benefit  of  that 
evidence  upon  the  protest  in  the  case,  more  especially  if,  on 
making  this  entry,  they  had  offered  to  furnish  the  certificate 
thereafter. 

The  duties  were  paid  under  this  protest,  on  the  21st  of  Feb- 
ruary. On  the  28th  of  February,  seven  days  afterwards,  an- 
other importation  from  the  same  place  was  entered  by  the 
plaintiffs,  of  similar  merchandise,  the  invoices  being  dated 
at  Trieste,  November  6th  and  Tit,  1850,  accompanied  by  a 
consular  certificate  showing  the  depreciation  of  the  Austrian 
paper  florin  at  Trieste,  on  the  6th  of  November,  1850,  to 
have  been  20^  per  cent.  The  equity  of  the  plaintiffs  to  the 
restoration  of  the  excess  of  duties  paid  on  the  importation  in 
question,  was  thus,  by  evidence  supplied  immediately  after- 
wards, made  most  manifest,  and  would  seem  to  claim  con- 
sideration from  the  fact  that  the  importations  and  entries 
were  so  nearly  simultaneous,  while  it  is  to  be  fairly  inferred 
that  the  time  of  exportation  was  also  the  same.    The  point 
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for  oonsideration  on  this  state  of  facts  is,  whether  the  plain- 
tifis  can,  by  means  of  that  after  evidence,  now  have  a  rem- 
edy at  law  for  such  payment,  as  one  illegally  exacted  by  the 
defendant. 

It  is  well  settled,  that  a  payment  exacted  and  made  with- 
out a  written  protest  is  not  illegal,  and  affords  no  foundation 
for  an  action  by  the  importer  against  the  collector  to  recover 
it  back  (Zatorence  v.  Caswell^  18  ffow.  488.)  The  Su- 
preme Court,  however,  in  Marriott  v.  Brunei  (9  How.  619,) 
allowed  an  after  protest,  put  in  whilst  the  moneys  remained 
in  |the  hands  of  the  collector,  and  before  the  duties  were 
closed  up,  to  retroact  and  avail  the  importer,  the  same  as  if 
it  had  been  presented  at  the  time  the  duties  were  paid.  This 
was  for  the  reason  that,  ^^  till  the  final  adjustment,  the  money 
remains  in  the  hands  of  the  collector,  and  is  not  accounted 
for  with  the  Government,  and  more  may  be  necessary  to  be 
paid  by  the  importer."  That  is,  the  advance  of  money  by 
the  importer,  to  obtain  his  permit  or  make  his  entry,  is  not 
regarded  as  a  final  payment,  as  it  does  not  at  the  time  go 
into  the  public  treasury.  But,  after  the  duties  are  fully 
ascertained  at  the  Custom  House,  and  the  adjusted  amount 
is  demanded  by  the  collector  and  paid  by  the  importer,  the 
payment  is  regarded  as  "  closed  up,"  and  the  Court  does 
not  feel  justified  in  embracing  the  case  ^^  under  any  exist- 
ing equities."  (Id.  636.)  That  is  the  predicament  in 
which  the  present  case  stands.  The  duties  were  fully  made 
np  and  paid  on  the  21st  of  February,  and  the  money,  od 
its  payment  to  the  collector,  passed  into  the  Treasury  of 
the  United  States,  and  became  public  funds ;  (Act  of 
March  8dy  1839,  &  Ui  S.  Stat,  at  Large,  348,  §  2 ;  Cary  v. 
Owrtis,  3  How.  236 ;)  and  the  protest  cannot  be  mad^  to 
invoke  an  after  consular  certificate  to  prove  the  payment 
illegal.  Such  certificate  must  have  been  presented  at  the 
time,  or  a  bond  have  been  tendered  to  produce  it.  The  im- 
porter, to  support  an  action  afterwards  for  the  recovery  of 
the  money  so  circumstanced,  must  bring  himself  within  the 
requirements  of  the  Act  of  February  26th,  1846,  (5  U.  S. 
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Stat  at  Large,  727 ;)  and  the  instructionfl  of  the  President, 
nnder  the  proviso  to  the  6lBt  section  of  the  Act  of  March 
2d,  1799,  (1  Id.  673,)  being  also  a  statutory  appointment,  pre- 
requisite to  a  right  of  recovery,  must  have  been  equally 
observed  and  fulfilled.  The  plaintifb  in  the  present  case, 
not  having  acownpanied  their  invoice  with  a  consular  certifi- 
cate, nor  presented  one  to  the  collector  until  after  the  duties 
were  closed  and  paid,  failed  to  make  the  proofs  exacted  by 
the  statute,  and  cannot  recover  back  the  duties  paid  on  that 
entry. 

Judgment  for  the  defendant. 


Ernest  Fiedler  vs.  Hugh  Maxwell. 

Where  an  inToice  sets  forth  the  prices  of  goods  in  a  foreign  paper  carreney,  and 
also  carries  them  out  reduced  to  a  specie  standard,  and  the  importer  makes 
the  entrj  in  the  specie  Talne,  and,  on  appraisement,  the  ralne  is  returned  at 
the  invoice  paper  currency  prices,  which  is  greater  by  10  per  cent,  than  the 
specie  yalne — It  §eenuy  this  is  not  such  an  excess  of  appraised  Talne  orer  the 
yalue  declared  in  the  entry  as  to  warrant  the  impositioB  of  a  penalty  of  20  per 
cent,  fur  undervaluation. 

Trover  will  lie  against  a  collector  who  unlawfully  detains  the  goods  of  an  im- 
porter, and  it  is  no  defence  that  the  ooUector  acts  nnder  the  instructions  of  the 
Secretary  of  the  Treasury. 

(Before  Bstts,  J.,  Southern  District  of  New  Toik,  February,  185S.) 

This  was  an  action  of  trover  against  the  collector  of  the 
port  of  New  York,  for  the  conversion  of  certain  merchandise 
imported  by  the  plaintiff.  The  merchandise  in  question  was 
invoiced  at  Trieste  and  imported  thence.  The  invoices,  two 
in  number,  set  forth  the  prices  of  the  goods  in  Austrian  paper 
florins,  and  carried  them  out  reduced  to  the  specie  standard. 
The  entry  on  both  invoices  was  made  in  specie  value  only. 
The  invoice  charges  were  raised  by  the  appraisers,  or  rather 
confined  to  the  nominal  value  stated  in  paper  currency,  and 
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the  Custom  House  appraisers,  and  also  merchant  appraisers 
on  a  re-appraisement,  returned  the  goods  to  have  been 
charged  at  proper  prices  in  that  currency.  The  plaintiff 
made  his  entry  at  the  specie  value  of  the  importations,  and, 
this  being  more  than  10  per  cent  below  the  paper  denomi- 
nation, a  duty  was  charged  on  the  difference,  and  also  a 
penal  duty  of  20  per  cent.  The  invoices  on  entry  were 
accompanied  by  the  certificate  of  the  American  consul  at 
Trieste,  that  the  paper  currency  at  the  time  was  depreciated 
17i  per  cent.  Oral  proof  of  the  same  fact  was  given  before 
the  jury  on  the  trial,  and  it  was  not  controverted  by  the  de- 
fendant. The  plaintiff  made  due  protest  in  writing  against 
the  exaction  of  the  additional  and  penal  duties,  tendered  to 
the  collector  in  specie  the  legal  duties,  and  demanded  the 
delivery  of  his  goods.  This  being  refused,  he  brought  an 
action  of  trover  against  the  collector  in  the  Supreme  Court 
of  the  State,  and  the  cause  was  removed  by  the  defendant, 
by  certiorari^  into  this  Court.  On  the  trial,  a  verdict  was 
taken  by  consent  for  $901,  subject  to  adjustment  at  the  Cus- 
tom House  and  to  the  opinion  of  the  Court  on  a  case  to  be 
made. 

John  S,  McOuMohj  for  the  plaintiff. 

J.  Prescott  HaUy  (District  Attorney,)  for  the  defendant 

Bktts,  J.  This  case  embraces  several  questions  which 
have  been  passed  upon  by  this  Court.  The  law  thus  settled 
must  be  considered  as  the  law  governing  the  subject,  until  it 
is  changed  by  the  Supreme  Court  or  by  Congress.  The  plain- 
tiff was  entitled  to  enter  his  goods  at  the  specie  value  of  the 
Austrian  florin,  on  payment  of  the  legal  duties  chargeable 
upon  that  amount,  {(jfrant  v.  MaoBweUy  wnte,  jp.  220.)  The 
defendant,  therefore,  had  no  authority  in  law  to  impose  duties 
on  any  other  valuation. 

It  is  exceedingly  doubtful  whether,  if  these  goods  had 
been  subject  to  duty  on  a  paper  valuation,  the  collector 
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could  have  also  imposed  a  peiial  duty  because  of  a  difference 
of  more  than  10  per  cent,  between  silver  and  paper  currency. 
This  could  hardly,  in  any  reasonable  acceptation,  be  consid- 
ered an  excess  of  appraised  value  over  the  value  declared  in 
the  entry ;  because,  the  invoice  accompanies  the  entry,  and 
the  transcription  of  the  summation  of  its  charges  into  the 
entry  does  not,  without  the  presentation  of  the  invoice,  con- 
stitute the  proceeding  known  to  the  law  or  in  practice  as  an 
entry  made.  Under  such  circumstances,  when  the  valuation 
insisted  upon  by  the  Government  and  that  claimed  by  the 
importer  are  both  of  them  on  the  face  of  the  invoice,  placing 
the  latter  alone  upon  the  scrip  called  the  entry,  could  not, 
except  under  the  severest  interpretation  of  the  language  of 
the  Act,  subject  the  goods  to  a  penal  duty. 

Be  that  as  it  may,  it  is  clear,  upon  the  main  point,  that  the 
plaintiff  was  entitled  to  enter  his  importations  at  theii-  specie 
value  in  the  Austrian  market 

The  only  point  not  covered  by  previous  decisions  of  this 
Court  relates  to  the  form  of  the  action.  There  are  two  cases 
decided  by  the  Supreme  Court,  {Canard  v.  The  Pddjio  Ins. 
Co.y  6  Pet^s,  262,  and  Tracy  v.  Swa/rtwotit^  10  Peters,  80,) 
which  recognize  it  as  a  clear  principle  of  law,  that  an  im- 
porter can  mamtain  trespass  or  trover  against  a  United  States 
officer  for  the  detention  of  his  goods  on  the  ground  that  they 
are  subject  to  a  lien  on  behalf  of  the  Government,  if  no  such 
lien  is  given  by  law.  A  collector  of  the  customs  cannot  de- 
fend himself  against  such  an  action  by  showing  that  he  acted 
under  the  instructions  of  the  Secretary  of  the  Treasury  in 
enforcing  the  payment  of  duties  or  obtaining  due  security 
therefor.  If  his  acts  are  not  warranted  by  law,  the  owner  of 
the  goods  can  assert  his  right  by  an  action  of  trover,  and  will 
be  entitled  to  full  remuneration  for  the  injury  done  him. 

Judgment  must  be  rendered  for  the  plaintiff  upon  the  ver- 
dict, according  to  the  stipulation  in  the  case,  with  costs. 
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William  B.  Eeynoldb  and  Patbiok  Gkant 

vs. 

Hugh  Maxwell. 

Where  two  entries  on  unportationB  from  the  aime  Austrian  port  were  made, 
not  much  over  one  month  apart,  and  the  goods  were  valaed  in  the  invoioes, 
in  both  oases,  in  a  depreciated  paper  currency,  and  a  deduction  was  claimed 
in  both  cases  on  that  account,  a  proper  consular  certificate  having  been  pre- 
sented to  the  collector  in  the  first  ease,  and  rejected  on  the  ground  that  no 
allowance  for  depreciation  could  be  made,  and  there  being  a  proper  written 
protest  in  the  second  case:  Held  that,  although  the  importer  presented  no 
consular  certificate  with  his  entry  in  the  second  case,  he  was  entitled,  in  that 
case,  to  a  deduction  of  the  rate  of  depreciation  stated  in  the  certificate  in  the 
firstcase. 

(Before  Bjetts,  J.,  Southern  District  of  New  Tork,  February,  1858.) 

This  was  an  action  against  the  collector  of  the  port  of  New 
Tork,  to  recover  back  an  alleged  excess  of  duties  paid  him. 
The  facts  are  stated  in  the  opinion  of  the  Court 

John  S.  McOuUohj  for  the  plaintiffs. 

J.  Prescott  Sail,  {District  Attorney^)  for  the  defendant 

Betts,  J.  In  this  case,  a  verdict  was  rendered  for  the 
plaintiffs,  by  consent  of  parties,  subject  to  the  opinion  of 
the  Court  and  to  correction  and  adjustment  at  the  Custom 
House. 

The  plaintiffs  made  two  importations  of  wool  into  New 
York,  from  Trieste,  one  by  the  ship  Antoinette  Maria,  the 
entry  of  which  was  made  on  the  6th  of  March,  1851.  The 
invoice  was  dated  at  Trieste,  November  14th,  1850,  and  a  de- 
duction of  23  per  cent,  was  claimed  from  the  valuation  stated 
in  paper  currency.  A  certificate  of  the  United  States  consul 
at  Trieste  was  attached  to  the  invoice,  certifying  that  the 
agio  on  silver  at  Trieste,  on  the  14th  of  November,  1850,  was 
23  jper  cent.    Duties  were  exacted  by  the  defendant  on  the 
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.  invoice  amount,  and,  on  the  6th  of  March,  1851,  they  were 
paid  by  the  plainti&  under  a  written  protest  claiming  the 
deduction  of  23  j)er  cent,  to  bring  the  goods  to  actual  cost 
On  the  15th  of  April,  1861,  the  other  entry  was  made,  of  an 
importation  from  the  same  port  by  the  brig  Smyrna.  The 
invoice  was  dated  at  Trieste,  January  23d,  1851,  and  the  price 
of  the  wool  was  charged  in  paper  florins.  The  plaintifc 
claimed  to  enter  the  goods  at  the  silver  value  of  the  florin, 
but  presented  no  consular  certificate  with  their  invoice.  The 
defendant  exacted  duties  upon  the  paper  valuation,  and  that 
amount  was  paid,  April  17th,  1851,  under  the  following  pro- 
test :  "  We  hereby  protest  against  the  payment  of  duties  on 
the  foregoing  entry,  calculated  at  paper  florins,  claiming  the 
true  value  is  expressed  in  the  invoice  in  silver  florins,  and  we 
pay  the  excess  of  duties  to  get  possession  of  the  goods."  It 
was  proved  on  the  trial,  by  a  witness  acquainted  with  the 
Austrian  currency,  that  the  paper  currency  in  Austria,  on  the 
23d  of  January,  1861,  exceeded  the  specie  value  24  per  cent. 
The  entry  by  the  Antoinetta  Maria  was  directly  within  the 
principle  recognized 'by  this  Court  in  recent  cases,  and  the 
plaintiffs  are  entitled  to  recover  the  excess  of  duties  paid  on 
that  importation,  with  interest  from  the  time  of  payment 
To  bring  the  importation  by  the  Smyrna  within  the  same 
rules,  it  must  appear  that  the  entry  or  payment  was  made 
under  circujnstances  giving  the  plaintiffs  the  advantage  of 
the  consular  certificate  which  accompanied  the  previous  in- 
voice and  entry.  It  is  to  be  observed  that,  although  the  two 
entries  were  not  exactly  coincident  in  time,  yet  the  interval 
between  them  was  not  much  over  one  month,  and,  the  pro- 
tests having  relation  to  importations  from  the  same  port,  and 
the  consular  certificate  from  that  port  having  been  presented 
without  avail  in  the  first  case,  it  may  fairly  be  presumed  that 
the  collector  acted,  as  to  the  second  entry,  with  full  knowl- 
edge of  that  certificate,  and  refused  to  allow  the  plaintiffs 
the  benefit  of  it  Moreover,  it  was  proved  before  the  jury 
that  it  is  a  common  occurrence,  in  making  entries  at  the  Cus- 
tom House,  when  a  consular  certificate  accompanies  an  in- 
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voice  of  Austrian  goods,  for  the  collector  to  tear  it  ofF  and 
give  it  back  to  the  importer  as  useless,  as,  under  the  instruc- 
tions of  the  Treasury  Department,  he  regards  the  value  of 
the  Austrian  florin  as  being  fixed  by  statute  at  48^  cents,  and 
takes  no  notice  of  evidence  proving  a  depreciation  below 
that.  I  think  that,  upon  this  evidence,  the  jury  would  have 
been  well  warranted  in  finding  that  the  duties  were,  in  the 
case  of  the  Smyrna,  exacted  by  the  collector  upon  the  paper 
value  of  the  goods,  with  knowledge  of  the  consular  certifi- 
cate which  accompanied  the  importation  immediately  preced- 
ing, and  with  a  full  understanding  between  him  and  the 
plaintiffs  that  they  would  not  be  allowed  a  deduction  from 
the  paper  valuation  stated  in  the  entry,  upon  that  or  any  other 
description  of  proof. 

The  verdict  being  taken  for  the  plaintiffs  by  consent  of 
parties,  subject  to  the  opinion  of  the  Court  upon  the  law  of 
the  case,  I  shall  hold,  upon  the  evidence,  that  the  collector 
was  bound  to  have  taken  cognizance  under  the  protest  in  this 
case,  of  the  consular  certificate  on  file  with  the  previous 
importation,  and  to  have  demanded  a  bond  for  the  produc- 
tion of  a  later  one,  if  that  was  not  satisfactory  as  to  the  true 
rate  of  depreciation  at  the  time  of  the  purchase. 

The  plaintiffs  proved  the  depreciation  of  the  paper  florin  to 
have  been  24  j}er  cent  at  Trieste  at  the  date  of  the  invoice, 
but,  in  my  opinion,  the  collector  is  only  chargeable  with  the 
rate  certifled  by  the  consul.  The  plaintiffs  are,  therefore, 
entitled  to  recover,  with  interest,  the  duties  paid  on  the  differ- 
ence between  the  paper  and  silver  value  of  the  invoice  and 
entry  rated  at  23  jper  centy  and  also  costs  of  suit. 


Joseph  W.  Alsop,  Jk.,  and  Heney  Chauncey 

Hugh  Maxwell. 

The  doctrine  of  the  case  of  DtUilh  ▼.  AfaxueU,  {ante,  p.  541,)  applied  to  importa- 
tions  from  Chili,  Peru  and  Bolivia. 

(Before  BnTS,  J.,  Soathern  District  of  New  York,  February,  1868.) 
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This  was  an  action  against  the  collector  of  the  port  of  New 
York,  to  recover  back  an  alleged  excess  of  duties  paid  him. 
A  verdict  was  taken  for  the  plaintiffs,  subject  to  the  opinion 
of  the  Court  The  facts  are  stated  in  the  opinion  of  the 
Court 

John  S.  McCvJloh^  for  the  plaintifEs. 

J.  Prescott  Ilallj  (JHatrict  Attorney^  for  the  defendant 

Betts,  J.  The  plaintiffs,  in  May,  September  and  Novem- 
ber, 1851,  made  four  several  entries,  at  the  Custom  House  in 
New  York,  of  merchandise  imported  from  Valparaiso  and 
Coquimbo,  in  Chili,  and  invoiced  at  those  ports  in  the  months 
of  January,  February,  May  and  June,  1851, 'made  up  in  the 
paper  currency  of  the  country.  Each  invoice  was  accompa- 
nied by  a  consular  certificate  stating  the  specie  value  of  the 
currency  in  which  the  invoice  prices  were  exhibited.  The 
collector  exacted  duties  upon  the  nominal  value  of  the  mer- 
chandise, which  was  paid  by  the  plaintiffs  imder  written  pro- 
tests against  the  legality  of  the  demand.  The  plaintiffs  also 
proved,  on  the  trial  before  the  jury,  that  the  currency  was 
debased  or  depreciated  to  the  amount  of  the  reduction  demand- 
ed on  the  entries. 

It  is  unnecessary  to  detail  the  reasoning  in  support  of  the 
justness  of  this  claim.  It  is  sufficiently  set  forth  in  several 
cases  recently  decided  by  this  Court.  I  find,  also,  that  the 
Circuit  Court  in  Massachusetts  coincides  with  these  princi- 
ples. I  have  been  furnished  vrith  an  opinion  given  by  Mr. 
Justice  Curtis,  in  that  Court,  in  October  last,  in  which  he 
holds  the  collector  responsible  to  an  importer  for  an  excess  of 
duties  exacted  on  goods  imported  from  Chili,  on  facts  very 
analogous  to  those  proved  in  the  present  case. 

Judgment  is,  therefore,  rendered  for  the  plaintiffs,  with 
costs.* 

*  In  the  caae  of  Theodore  W,  JUley  t.  Buffh  Mamodl^  decided  at  the  same 
time,  the  same  doctrine  waa  applied  to  importations  from  Pern  and  BoUyia,  and 
to  invoioes  made  up  in  the  depreciated  paper  cunency  of  those  countries. 
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[The  following  charge  was  delivered  to  the  Onnd  Jury,  at  the  October  Term,  1851,  of  the  Cir- 
cuit Oonrt  of  the  United  States  for  the  Nordiem  Distriot  of  New  York,  by  Mr.  Jnstioe  NBL0ON.] 

Thx  Fuoititk  Blati  Law. 

Bo  far  as  it  reepeots  an  obatnictkm  to  the  exeootibn  of  l«gal  prooeeB,  or  a  forcible  rencne  of  a 
fogitire  from  eeryioe,  under  the  Act  of  September  18th,  1860,  (9  U.  8.  Stat,  at  Large,  403,) 
oomnioaly  called  "The  Fugitive  Slave  Law,*"  the  proviaiona  of  that  Act  probably  sapersede 
those  of  tlie  Act  of  April  80th,  17W,  (1  U,  8.  8tat.  at  Large,  118,)  with  one  exception. 

The  provision  in  the  SSd  section  of  the  Act  of  1790,  for  the  case  of  afleaalting,  beating  or  womid- 
ing  any  Federal  officer,  or  other  person  dnly  aathorised,  while  engaged  in  serving  or  execnt- 
ing  any  process,  may  apply  as  well  to  the  execution  of  process  under  the  Act  of  1860  as  under 
any  other  Act,  the  esse  not  being  spedflcally  provided  for  in  the  Act  of  I860,  and  theore  being 
no  necessary  repugnancy  between  the  two  Acts  in  this  respect. 

There  is  some  doubt  whether  a  Circuit  Court  has  jurisdiction  of  the  offences  named  in  the  7th 
sectkm  of  the  Act  of  1860,  as  that  Act  in  terms  limits  cognisance  of  those  oflfeaoes'to  the 
District  Courts. 

It  may  be  a  question  whether  the  proviBion  of  the  11th  section  of  tiie  Judiciary  Act  of  Beptem- 
her  94th,  1789,  (1  U.  8,  Stat,  at  Large,  78,)  conferring  on  the  Circuit  Court  concurrent  juris* 
diction  with  the  District  Court  of  all  crimes  and  offences  cognisable  therein,  applies  to  juris- 
diction subsequently  conferred  on  the  District  Court  in  as  spedflo  terms  as  that  confarred  by 
the  Act  of  1860. 

The  provialan  of  the  9d  section  of  1^  Act  of  August  8th,  184a,  (9  27.  A  Slat,  at  Large,  7%,)  by 
which  the  District  Court  \b  authorised  to  remit  to  tiM  Circuit  Court  any  indictment  pending 
in  the  District  Court,  no  doubt  embraces  the  cases  spedfled  in  the  7th  section  of  the  Act  of 
1860. 

The  consequences  of  forcible  reslBtance  and  obstruction  to  the  execution  of  the  Act  of  I860, 


At  the  commencement  of  the  tenn,  Mr.  Justice  Nelson,  in  charging  the  Grand 
Jury,  after  instmoting  them  upon  the  law  applicable  to  the  sereral  cases  that 
were  to  come  before  them,  proceeded  aa  follows : 

The  District  Attorney  has  called  my  attention  to  a  crime  recently  committed 
In  one  of  the  most  populous  towns  in  the  Western  part  of  this  State^the  case 
of  the  seizure  and  rescue  of  a  iiigitlve  slave  out  of  the  hands  of  a  Federal 
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officer,  by  an  imUwful  asseniblage  of  people,  more  or  lees  armed,  pending  an 
examination  before  a  magistrate  in  pursuance  of  an  Act  of  Gongreas  passed  Sep- 
tember 18th,  1850,  (9  U.  8,  Stat,  at  Large^  462.)  The  crime,  as  alleged,  was 
committed  in  the  edge  of  the  evening,  in  the  midst  of  the  local  police  and 
municipal  authorities  of  a  city  of  intelligence  and  character;  and  this,  after 
threats  and  other  unmistakable  endences  of  an  intended  rescue  and  crime  had 
been  given  out.  The  marshal,  and  all  the  authorities  associated  with  him,  and 
other  persons  coming  to  his  aid  and  assistance,  were  overborne  by  the  violenee  of 
the  mob,  and  law  and  legal  authority  were  trampled  under  foot  The  case  is  one 
calling  for  grave  and  serious  inquiry  on  the  part  of  the  public  authorities.  Nei- 
ther time  nor  expense  should  be  regarded  in  the^investigation  of  the  crime,  and 
in  bringing  the  guilty  offenders  to  justice.  In  a  case  so  serious,  striking  at  the 
very  foundation  of  a  Government  of  laws,  and  substituting  in  its  place  brute  force 
and  anarchy,  the  whole  power  of  the  Government  should  be  put  into  requitttion 
to  suppress  the  spirit  of  disorder  and  punish  the  guilty.  No  Government  is 
worth  preserving  that  does  not  or  cannot  enforce  obedience  to  its  laws. 

The  7th  section  of  the  Act  of  1860  makes  it  a  misdemeanor,  subject  to  fine 
and  imprisonment — ^the  fine  not  to  exceed  $1,000,  and  the  imprisonment  not  to 
exceed  six  months— for  any  person  knowingly  to  obstruct  the  arrest  of  a  fugitive 
from  service,  or  for  any  person  to  rescue  or  attempt  to  rescue  the  fiigitive  after 
the  arrest  is  made,  or  to  aid  or  abet  or  assist^  directly  or  indirectly,  in  an  escape 
or  rescue.  The  punishment,  aooording  to  this  Act,  is  by  indictment  and  convic- 
tion before  the  District  Court  of  the  United  States  for  the  District  within  which 
the  offence  is  committed. 

The  22d  section  of  the  Act  of  Congress  passed  April  80th,  1790,  (1  U.  8,  Slat, 
at  Largey  117,)  also  provides  for  the  case  of  the  obstruction  of  legal  process  in 
the  hands  of  an  officer  of  the  Federal  Government.  The  offence  is  punishable 
by  a  fine  not  exceeding  |S00,  and  imprisonment  not  exceeding  twelve  months. 
So  &r  as  it  respects  an  obstruction  to  the  execution  of  legal  process,  or  a  forcible 
rescue  of  the  prisoner,  under  the  Fugitive  Slave  Act,  the  provisions  of  that 
Act  probably  supersede  those  of  the  Act  of  1790,  with  one  exception.  The  Act 
of  1790  provides  for  the  case  of  assaulting,  beating  or  wounding  any  Federal 
officer  or  other  person  duly  authorized,  while  engaged  in  serving  or  executing 
any  process.  This  case  is  not  specificallyjprovided  for  in  the  Act  of  1850,  and 
may  apply  as  well  to  an  execution  of  process  under  that  Act  as  under  any 
other  Act,  there  being  no  necessary  repugnancy  between  the  Acts  in  this 
respect. 

There  is  some  doubt  as  to  whether  the  Circuit  Court  of  the  United  States 
has  jurisdiction  of  an  offence  committed  under  this  Act  of  1850,  as  the  Act  in 
terms  limits  the  cognizance  of  the  offence  to  the  District  Court  I  have,  there- 
fore, advised  the  District  Attorney  to  present  the  cases  before  that  Court  The 
11th  section  of  the  Judiciary  Act  of  1789,  (1  IT.  S.  Stat,  at  Large^  78,)  ccmfets 
on  the  Circuit  Court  concurrent  jurisdiction  with  the  District  Court  of  all  crimes 
and  offences  cognizable  therein.  But  it  may  be  a  question  whether  this  pro- 
vision applies  to  jurisdiction  subsequently  conferred  on  the  District  Court  as 
specifically  as  that  conferred  by  the  Act  of  1860.  There  is  a  provision  in  a 
recent  Act  of  Congress,  by  which  the  District  Court  is  authorized  to  adjourn  or 
continue  criminal  cases  pending  therdn  to  the  CSrcuit  Court,  which,  no  doubt. 
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embraces  the  cases  in  question.    (Act  of  August  %thy  1846,  9  27.  8,  Stat,  at 
Large,  n,  %  2.) 

The  forcible  resistance  to  and  obstmction  of  the  law  to  which  I  have  referred, 
involve  something  more  than  the  simple  defeat  of  the  execution  of  an  Act  of 
Congress.  The  Act  of  1860  was  passed  to  carry  into  effect  an  important  provis- 
ion of  the  Constitution  of  the  United  States,  which  declares  that  *'  no  person 
held  to  service  or  labor  in  one  State,  under  the  laws  thereof,  escaping  into  an- 
other, shall,  in  consequence  of  any  law  or  regulation  therein,  be  discharged  from 
such  service  or  labor,  but  shall  be  delivered  up  on  claim  of  the  party  to  whom 
such  service  or  labor  may  be  due."  > 

The  State  of  New  York,  in  full  Convention  assembled,  ratified  and  adopted  the 
Constitution  of  which  this  provision  is  a  part,  on  the  26th  of  July,  1788,  when 
she  entered  into  the  Union,  and  thereby  pledged  the  faith  and  honor  of  the 
people  of  the  State  to  the  observance  and  fulfilment  of  all  its  provisions  and 
injunctions,  and  of  all  laws  enacted  by  Congress  in  pursuance  thereof.  The  faith 
and  honor  of  the  State  are  involved,  therefore,  in  the  discharge  of  these  duties 
and  obligations,  and,  while  these  virtues  are  acknowledged  by  the  people  of  the 
State,  the  Constitution  will  be  revered  and  obeyed,  and,  so  far  as  she  is  con- 
cerned, the  Union  will  be  cherished  and  preserved.  It  is  not  to  be  believed  that, 
in  the  comparatively  short  period,  in  the  being  of  a  nation,  of  sixty-three  years, 
her  sons  have  so  far  degenerated  as  to  become  recreant  to  the  obligations  of  the 
Government  formed  by  their  fiithers  and  cemented  by  their  blood,  and  under 
which  they  have  enjoyed  a  degree  of  freedom  and  prosperity,  and  a  share  of  all 
the  social  blessings  flowing  therefrom,  that  never  before  fell  to  the  lot  of  the 
human  race.  Kor  is  it  to  be  doubted  that,  when  it  is  seen  that  there  is  a  senti- 
ment of  treasonable  opposition,  in  some  parts  of  the  State,  against  the  Govern- 
ment, organized  and  breaking  out  into  open  acts  of  resistance  to  the  Constitution 
and  laws,  they  will  awake  to  the  danger,  and  put  down,  with  a  strong  hand,  this 
spirit  of  disunion,  and  vindicate  the  faith  and  honor  of  their  fathers  and  the 
character  of  their  State. 

The  question,  whether  this  provision  of  the  Constitution  is  to  be  carried  into 
execution  in  the  spirit  in  which  it  was  adopted,  is  not  one  that  concerns  New 
York  alone.  If  that  were  all,  the  question  could  be  settled  among  ourselves. 
But  other  States  have  an  interest — ^fifteen  of  them,  a  deep  and  abiding  interest*— 
in  its  observance.  The  compact  has  been  made  with  them  and  with  their  people, 
and,  until  they  consent  to  release  us  from  it,  we  are  bound  by  it,  by  every  faith 
and  tie  that  can  give  sanction  to  an  obligation.  It  is  true.  New  York  may  pos- 
sess the  physical  power  to  disregard  her  obligation,  and  set  the  Constitution  at 
naught,  and  abide  the  consequences.  There  are,  I  am  sorry  to  say,  Acts  upon 
her  statute-books  which,  if  carried  out  into  practical  effect,  would  have  already 
accomplished  it  But  they  have  not  been  carried  into  eff^t,  and  I  trust  never 
will  be.  They  are,  fortunately,  a  dead  letter.  Before  the  people  of  New  York, 
or  of  any  other  Northern  State,  make  up  their  minds  to  disregard  and  disobey 
this  provision  of  the  Constitution,  they  wUl,  I  doubt  not,  look  well  to  the  conse- 
quences. Common  sense,  as  well  as  common  prudence  and  wisdom,  would  dic- 
tate this. 

As  I  have  already  said,  the  provision  in  question  is  a  material  part  of  the 
Constitution— the  fundamental  law  of  the  Union,  framed  by  our  fathers,  and 
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under  which  we  live— bo  material  and  important,  that  any  one  conTersant  with 
the  history  of  that  ingtniment  knows  that  without  it  the  Union  would  never  have 
been  formed.  Let  any  one  or  more  of  the  Northern  States,  therefore,  annul  or 
utterly  disregard  it,  setting  the  fundamental  law,  in  this  respect,  at  defiance,  and 
be  successful  in  maintaining  such  disregard  and  abandonment  of  duty,  against 
the  whole  force  and  power  of  the  general  Government,  and  a  disruption  of  the 
Union  is  already  accomplished.  One  or  more  members  of  the  Confederacy  can- 
not annul  a  material  part  of  the  compact  which  they  have  entered  into  with  the 
other  States,  because  they  have  no  interest  in  it,  or  even  if  it  be  against  their 
interest,  and,  at  the  same  time,  claim  an  observance  of  the  compact  by  others. 
There  can  be  no  such  obligation  on  those  others,  legal  or  moral.  It  requires  but 
common  sense,  and  common  honesty,  to  settle  this.  That  other  State  or  those 
other  States,  interested  in  the  rejected  and  repudiated  part,  after  an  unavailii% 
effort  by  the  constituted  authorities  of  the  Union  to  enforce  obedience,  would 
have  a  right  to  regard  the  compact  as  at  an  end,  and  to  withdraw  from  a  Confed- 
eracy of  faithless  associates.  There  are  two  sides  to  the  compact,  and  both  must 
be  observed,  or  neither. 

These  principles  are  fundamental.  Tbey  lie  at  the  foundation  of  all  contracts 
and  compacts  entered  into  by  parties,  whether  for  government  or  any  other  pur- 
pose ;  and  they  exact  nothing  more  than  common  honesty  and  good  fidth,  in  the 
observance  of  the  duties  and  obligations  of  each. 

Seeing,  therefore,  and  properly  appreciating  these  consequences,  as  the 
inevitable  tendency  and  result  of  breaking  and  setting  at  naught  a  material  part 
of  the  Constitution,  with  what  concern  should  every  good  citizen  contemplate 
the  act,  and  with  what  alacrity  and  spirit  should  he  come  up  to  its  support 
and  maintenance  1  What  vast  and  momentous  interests  may  depend  upon  his 
active  and  patriotic  devotion  in  defence  of  the  Constitutidn  and  laws  of  his 
country  I 

No  one  need  for  a  moment  harbor  the  supposition  or  belief  that  the  Northern 
States  will  not  be  held  to  a  strict  fulfilment  of  their  constitutional  obligations 
arising  out  of  this  clause  of  the  compact.  The  people  of  fifteen  States  of  the 
Union  are  deeply  interested  in  its  execution,  and  demand  its  observance.  They 
have  already  determined  that  it  must  no  longer  be  disregarded,  and  have 
appealed  to  their  Northern  brethren  to  come  up  to  theur  constitutional  duties  and 
obligations  and  save  the  Union.  Many  of  them  have  confidence  that  they  will, 
and  are  at  this  moment,  upon  the  strength  of  that  confidence,  maintaining  a 
vigorous  and  manful  struggle  with  their  less  confident  brethren,  in  behalf  of  the 
Union.  It  requires  but  an  honest  and  faithful  discharge  of  these  duties  and 
obligations  by  the  North,  to  cheer  them  on  and  crown  their  patriotic  efforts  with 
success.  Let  the  great  State  of  New  York,  therefore,  not  falter  in  her  duty, 
nor  prove  recreant  to  her  obligations,  at  this  time  and  in  this  struggle.  No 
State  has  a  greater  stake  in  the  preservation  of  the  Union  ;  nor  is  there  any  one 
whose  voice,  for  good  or  for  evil,  will  be  more  powerfully  felt  throughout  its 
limits. 

Disorderly  and  turbulent  men— the  common  disturbers  of  society — are  found 
in  every  Government ;  and  occasional  outbreaks  against  law  and  legal  authority 
must  be  expected.  They  scarcely  compromit  the  character  of  a  people,  when 
the  violence  is  speedily  suppressed  and  the  guilty  offenders  are  sternly  pun- 
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ished.  New  York  may  thus  redeem  herself  from  the  odium  of  suffering  the 
Gonstitation  and  lawd  of  the  Union  to  be  trampled  under  foot,  and  from  a  just 
responsibility  to  the  other  members  of  the  Ck)nfederacy.  She  will  thus  vindicate 
herself  from  the  bad  example  of  having  broken  the  compact ;  and  other  States 
will  not,  BO  far  as  her  action  is  concerned,  be  released  from  their  obligations. 
But,  should  she  falter  in  this  duty,  and  in  redeeming  her  own  plighted  faith  to 
the  Constitution,  how  can  she  expect  to  preserve  the  Union,  or,  that  other  States, 
deeply  concerned  in  the  observance  of  her  obligations,  will  remain  with  her  in 
the  Confederacy  ?  It  would  be  vain  to  expect  it  ;  and  her  conduct,  in  the  case 
supposed,  will  have  rendered  her  powerless  in  any  attempt  to  coerce  the  associa- 
tion. Having  broken  the  compact  herself,  and  cast  off  her  constitutional  obliga- 
tions, she  will  have  rendered  herself  morally  impotent  to  exact  fidelity  from 
others. 

Any  one  conversant  with  the  history  of  the  times,  and  with  the  great  issue  now 
agitating  the  country,  and  in  which  the  perpetuity  of  this  Union  is  involved,  can- 
not fail  to  have  seen  that  the  result  is  in  the  hands  of  the  people  of  the  Northern 
States.  They  must  determine  it,  and  the  responsibility  rests  upon  them.  If 
they  abide  by  the  Constitution— the  whole  and  every  part  of  it — all  will  be  well. 
If  they  expect  the  Union  to  be  saved,  and  to  enjoy  the  blessings  flowing  from  it, 
short  of  this,  they  will  find  themselves  mistaken  when  it  is  too  late. 


II. 


[The  following  proceedinga  took  plaoe  In  the  Oiicnit  Conrt  of  the  United  States  for  the  Southern 
District  of  New  York,  at  the  Oity  of  New  York,  on  the  25th  of  October,  1853.] 

Thb  Death  of  Diniel  Webster. 

At  the  opening  of  the  Court,  Mr.  J.  Prescott  Hall,  United  States  District 
Attorney,  addressed  the  Court  (held  by  Judge  Betts)  as  follows : 

May  it  please  your  Honor :  Since  the  last  adjournment  of  this  Court,  the  intel- 
ligence, sad  but  not  unexpected,  has  reached  us,  that  Daniel  Webster  is  no 
more.  He  died  yesterday  morning,  in  the  full  possession  of  all  his  mental 
powers,  exhibiting  in  his  death,  as  he  had  always  exhibited  in  life,  the  entire 
superiority  of  his  mind  over  all  corporeal  attributes.  When  we  consider  his 
greatness  as  a  man,  his  public  services,  his  glowing  patriotism,  his  political  dis- 
tinction, his  official  station,  his  matchless  eloquence,  and,  as  lawyers,  his  profe»- 
sional  eminence,  which  placed  him,  beyond  dispute  and  without  doubt,  at  the 
very  head  of  the  American  bar,  it  seems  fit  that  the  occasion  of  his  death  should 
not  be  suffered  by  this  tribunal  to  pass  by  without  some  special  notice  of  the 
event,  and  some  evidence  to  endure,  upon  its  records,  of  the  high  eonsideratioa 
with  which  he  was  here  regarded. 
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I  rise  not,  sir,  to  pronounce  an  eulog^um  upon  this  great  man.  ^  The  world 
knows  that  by  heai*t ; "  and  a  nation's  tears  are  at  this  moment  poured  out  upon 
the  bier  where  he  lies  in  the  solemnity,  the  repose  and  the  nugesty  of  his 
death.  He  died,  sir,  as  we  all  could  have  wished  him  to  die,  when  the  inevi- 
table hour  should  come — his  profound  intellect  clear,  serene  and  unclouded, 
triumphing  over  all  the  infirmities  of  physical  decay,  and  relying  upon  those 
religious  consolations  which  are  the  only  solace  in  the  dread  hour  of  mortal 
dissolution. 

I  knew  Mr.  Whbster  well.  I  had  the  honor  of  his  acquaintance,  and  hope 
it  is  not  too  much  to  say,  of  his  friendship,  for  more  than  a  quarter  of  a  cen- 
tury. It  was  his  counsel  and  advice  which  led  me  to  this  great  city,  where 
I  met  with  professional  encouragement  far  beyond  my  deserts.  I  have  seen 
him  under  every  variety  of  circumstances — in  the  secluded  hours  of  consulta- 
tion, where  his  client's  interests  seemed  to  absorb  all  his  remarkable  power  of 
attention.  I  have  seen  him  in  the  midst  of  his  family  circle,  dispensing  and 
enjoying  a  genial  hospitality.  I  have  partaken  of  his  innocent  and  manly 
amusements.  I  have  walked  with  him  alone,  at  twilight,  upon  the  shore  of  the 
^^  far-resounding  sea.'*  I  have  seen  him  in  the  forum  and  in  the  Senate-chamber 
— his  gigantic  intellect  towering  above  all  his  compeers.  And,  under  no  circum- 
stances nor  on  any  occasion  did  I  ever  know  him  to  forget  his  own  dignity,  or 
cease  to  impress,  if  not  overwhelm,  with  the  sense  of  his  surpassing  greatness. 
From  his  lips  I  have  never  heard  an  irreverent,  a  profane  or  an  unseemly 
expression ;  while  his  playful  wit,  his  deep  philosophy,  his  varied  acquirements 
and  unrivalled  powers  of  conversation  are  among  the  richest  treasures  of  my 
recollection. 

He  has  gone  down  to  the  grave  full  of  years  and  fiiU  of  honors.  His  voice 
will  no  longer  be  heard  in  the  Court-room  or  in  the  halls  of  legislative  debate ; 
but  his  example  still  remains,  and  his  fame,  undying  and  wide«spread  as  the 
world,  will  be  cherished  among  the  chief  treasures  of  his  country.  His  sun  is 
set,  but  it  leaves  behind  that  long  and  luminous  track  which  shows  what  glo- 
rious orb  it  is  that  has  descended  beyond  the  horizon.  The  philosopher,  the 
patriot,  the  "  great  man  eloquent,"  has  gone  to  "  his  recompense  of  reward," 
and  there  remains  not  upon  the  whole  earth  another  intellect  to  supply  his 
place. 

I  move  you,  sir,  in  consideration  of  our  professional  loss  and  the  national 
bereavement,  that  this  Court  do  now  adjourn,  and  that  the  cause  of  its  ad- 
journment be  entered  upon  its  records,  in  perpetual  remembrance  of  the  sad 
event. 

Judge  Bbtts  replied,  in  substance :  It  has  not  been  the  usage  with  this  Court, 
or  the  Presiding  Officer,  on  occasions  like  the  present,  to  accompany  the  accept- 
ance of  motions  of  this  character  with  extended  observations  on  his  part  I 
trust,  however,  that  a  long  and  intimate  acquaintance,  in  professional,  legis- 
lative and  private  life,  with  the  eminent  subject  of  the  eulogy  pronounced  so 
feelingly  and  eloquently  by  the  United  States  Attorney,  will  render  it  not 
inappropriate  for  me  to  add  the  expression  of  my  deep  sympathy  in  this  great 
bereavement,  and  join  my  mdividual  testimonial  with  that  of  this  assemblage 
of  the  friends  and  associates  of  the  deceased,  to  his  surpassing  gifts  as  a  jurist, 
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statesman,  orator,  scholar,  oompanion  and  friend.  These  proceedmgs  at  this 
place,  although  not  within  the  special  sphere  of  Mr.  Wksster's  professional  and 
public  life,  seem  to  be  eminently  appropriate,  not  only  because  this  tribunal  was 
frequently  the  field  on  which  were  displayed  his  commanding  eloquence  and 
Juridical  powers,  but  especially  because  his  highest  distinctions  at  the  bar  were 
those  of  a  national  lawyer  and  an  expounder  of  the  Constitution  of  the  country. 
I  accept  the  motion  of  the  United  States  Attorney,  and  direct  that  the  testimonial 
of  this  meeting  to  the  talents  and  character  of  Mr.  Wxbstks  be  recorded  upon 
the  minutes  of  the  Oourt ;  and,  in  further  respect  to  his  memory,  it  is  ordered 
that  judicial  business  be  suspended  for  the  day,  and  that  the  Court  now  adjourn. 


III. 

[The  following  piooeedings  took  plaoe  in  the  Circnit  Oourt  of  the  United  States  for  the  Northern 
District  of  Ntfw  York,  at  Albany,  on  the  SGth  of  October,  1852.] 

Thi  Death  or  Danul  Wxbstir. 

At  the  opening  of  the  Court,  Samuel  Stevens,  Esq.,  addressed  the  Court  (held 
by  Mr.  Justice  Nklson  and  Judge  Hall)  as  follows : 

May  it  please  the  Court :  Since  the  adjournment  of  this  Court  on  Saturday 
erening,  a  member  of  our  profession,  who,  as  a  jurist,  had  no  superior  in  pro- 
found wisdom,  deep  and  varied  learning,  and  clear,  forcible  and  convincing 
eloquence,  in  this  or  any  other  country,  and  who,  as  a  statesman,  justly  occupied 
the  highest  position  in  the  councils  of  this  nation,  and  the  largest  space  in  the 
confidence  and  affecUons  of  the  people  of  the  United  States,  has  departed  this 
life.  Danikl  Wkbstbr  died  at  Marshfield,  a.  few  minutes  before  3  o'clock,  yes- 
terday morning. 

The  present  year  has  been  singularly  fraught  with  melancholy  events  both  in 
this  country  and  in  England.  Scarcely  three  months  had  elapsed  since  the  nation 
was  called  upon  to  deplore  and  lament  the  death  of  Henry  Clay.  It  is  no  injus- 
tice to  others  to  say,  that  those  two  great  men,  for  the  last  forty  years,  have  acted 
the  most  important  parts  in  the  councils  of  this  nation;  and  tliat,  to  their 
patriotism  and  their  wisdom  this  country  is  deeply  indebted  for  the  stability  of 
its  Government  and  institutions,  and  for  the  unexampled  prosperity  and  happiness 
of  its  people.  England,  too,  during  this  year,  has  been  called  upon  to  mourn 
the  loss  of  two  of  her  most  distinguished  sons — Sir  Robert  Peel  and  the  Duke  of 
Wellington. 

It  is  some  consolation  to  us,  while  we  most  deeply  deplore  the  loss  of  our  two 
great  statesmen  and  jurists,  that  they  were  called  to  their  last  rest  full  of  years, 
poflsesnng  the  entire  confidence  and  deep  aifection  of  the  people  of  the  United 
States,  and  with  well  and  faithfhlly-eamed  honors  thickly  clustering  around 
thenr. 
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As  an  evidence  of  our  heartfelt  appreciation  of  the  great  loss  which  our  pro- 
fession and  oar  country  have  sustained  in  the  death  of  Mr.  Webster,  and  as  a 
mark  of  our  never-dying  respect  for  his  worth  and  memory,  I  move  that  this 
Court  do  now  adjourn. 

Mr.  Justice  Nelson  responded  as  follows :  The  Court  readily  acquiesce  in  the 
propriety  of  this  motion.  The  long  and  eminent  life  of  Mr.  Webster  in  the  pro- 
fession, and  in  the  public  councils  of  the  nation,  well  entitles  his  memory  to  this 
mark  of  respect  from  his  professional  brethren  and  the  Court.  It  is  not  too 
much  to  say  that,  in  our  profession,  which  he  loved,  he  had  no  superior  in  this  or 
any  other  country. 

We  shall  direct  the  adjournment  of  the  Court,  agreeably  to  the  request  of  the 
bar,  and  that  the  proceedings  be  entered  upon  the  minutes. 

Judge  Hall  said :  I  am  well  aware  that,  on  ordinary  occasions  of  this  charac- 
ter, it  would  be  most  appropriate  for  me  to  remain  silent  and  leave  to  the  Presid- 
ing Judge  the  expression  of  the  sentiments  and  sympathies  of  the  Court.  Bat, 
having  been  so  recently  the  personal  associate  and  official  coUeagae  of  Mr. 
Webster,  I  cannot  refrain  from  declaring  my  concurrence  in  the  sentiments 
already  expressed,  as  well  as  my  deep  sympathy  with  those  who  feel  most  keenly 
the  afflicting  dispensation  which  has  taken  from  us  one  whose  genius  and  intellect 
and  eloquence  and  learning  eminently  entitled  him  to  rank,  by  common  consent, 
as  the  profoundest  American  lawyer  and  the  ablest  American  statesman. 


IV. 

Rules. 

[The  following  Rules  have  been  adopted  since  Januazy  2dth,  1851,  in  the  Circoit  Court  for  the 
Sonthem  District  of  New  York.] 

January  21th,  1853. 

Ordered,  that  all  and  each  of  the  Commissioners  appointed  by  this  Court, 
by  order  or  rule  entered  January  20th,  1851,  to  take  affidavits  in  civil  causes 
depending  in  the  Courts  of  the  United  States,  &c.,  be  and  the  said  Commis- 
sioners arc  hereby  appointed  and  authorized  to  act  as  Commissioners,  and  each 
of  them  is  hereby  appointed  and  authorized  to  act  as  a  Commissioner,  under 
the  provisions  of  the  Act  of  Congress  entitled  "  An  Act  for  giving  efifect  to 
certain  treaty  stipulations  between  this  and  foreign  Governments  for  the 
apprehension  and  delivering  up  of  certain  offenders,"  approved  August  12th, 
1848. 
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MiY  Ith^  1853. 

Ordered,  as  a  standing  rule  of  this  Court,  that  the  Clerk  issue  a  venirs  to  the 
Marshal,  for  a  Grand  Jury  to  be  in  attendance  at  the  commencement  of  each 
regular  tenn  of  this  Court.  \ 


[The  followingr  RnloB  have  been  adopted  sinoe  October  iStd,  1860,  in  the  Glicnit  Court  for  the 
Northern  District  of  New  York.] 

August  15^,  1866. 

Ordebed,  that  the  Clerk  of  this  Court  be,  and  he  is  hereby  vested  with  general 
power  to  name  Commissioners,  in  commissions  to  be  issued  to  take  testimony,  in 
like  manner  that  the  Court  or  a  Judge  thereof  can  now  do  by  the  67th  Equity 
rule  prescribed  by  the  Supreme  Court  of  the  United  States. 


July  W,  1858. 

It  18  HEHXBY  OBDBRBD,  that  the  rule  formerly  adopted  by  the  District  Court 
of  this  District,  while  having  Circuit  Court  powers,  and  which  afterwards 
became  and  was  made  a  rule  of  this  Court,  under  which  the  First  Judge  of  the 
County  Courts  and  the  Clerks  of  the  several  Counties  in  this  District  were  made 
or  appomted  Commissioners,  and  authorised  to  discharge  certain  duties  conferred 
by  Acts  of  Congress  upon  Commissioners  appointed  by  the  Circuit  Courts  of  the 
United  States,  shall  be  and  the  same  is  hereby  repealed,  annulled  and  vacated, 
and  that  such  officers  and  persons  shall  no  longer  be  tx^ffido  Commissioners 
under  the  said  Acts  of  Congress,  by  appointment  of  this  Court,  or  of  the  said 
District  Court  whilst  exercising  the  powers  and  authority  of  a  Circuit  Court. 


[The  following  Role  has  been  adopted  in  the  Circuit  Court  for  the  District  of  Cannectlout.] 

April  Tebm,  1857. 

The  parties  shall  be  allowed  to  examine  their  witnesses  and  exhibit  their  proofs 
in  open  Court,  at  the  hearing  qf  the  cause,  in  the  same  manner  as  on  the  trial  of 
actions  at  common  law.  Provision  shall  be  made  by  the  party  or  parties  so 
examining  the  witnesses  in  Court,  for  taking  down  the  testimony  of  such  wit- 
nesses, and  placing  a  transcript  thereof  on  file,  in  all  appealable  causes. 


INDEX. 


•     A. 

ABANDONMENT. 
Bee  Patuits,  14  to  26,  89, 140. 

ACCOUNT. 

8t€  KONIT  HAD  AJVD  BBCBITID,  1,  4. 

ACTION. 

1.  The  extension  of  Admiralty  jurisdic- 
tion  to  the  lakes,  by  the  Act  of  Feb- 
ruary 26tb,  1846,  (6  U,  8,  StoL  at 
Large^  726,)  did  not  take  away  the 
concurrent  remedy  which  existed  at 
common  law,  and  which  is  to  be 
sought  in  the  jurisprudence  of  the 
States,  and  usually  in  the  State 
Courts.     The  Globe,  427 

Bee  Admiiultt,  1,  2. 
Carrier,  0,  6. 

COPTRtGHT,  6. 

Corporation. 

Courts  op  U.  States. 

Duties,  11, 13, 14, 16,  19,  20,  62. 

IKJT7N0TI0N,  1  tO  8. 
JUDOM BMT,  6  to  8. 

Lien,  2,  4  to  9. 

HoifBT  HAD  AND  RSCEITSD,  1. 

Patents,  88  to  41,  46  to  49. 
Practice,  26  to  28,  32,  83. 

ADMIRALTY. 

1.  Where  an  action  in  pertcnam  is 
brought  in  the   District  Court,  in 


Admiralty,  on  a  money  demand 
amounting  to  less  than  |60,  but  the 
Ubellantls  daun,  with  interest, 
amounts  to  more  than  |60  at  the 
time  the  decree  is  made  by  the  Dis- 
trict Court,  and  he  has  a  decree  in 
that  Court  for  more  than  |60,  an 
appeal  lies  to  this  Court  from  such 
decree.     OcdfretfY,  OUmartin,  840 

2.  On  such  appeal,  the  action  becomes 
a  plenary  suit  in  this  Court,  and,  if 
the  decree  is  affirmed  by  this  Court 
with  costs,  full  costs  of  this  Court 
may  be  taxed.  id, 

3.  A  surety  in  a  stipulation  given  on 
the  release  from  attachment  of  the 
property  of  a  respondent  in  a  suit 
in  Admiralty  in  pertonanij  in  the 
District  Court,  cannot,  where  the 
stipulation  is  in  a  sum  certain,  be 
compelled,  as  surety,  to  pay  more 
than  that  sum,  although  the  stipula- 
tion is  conditioned  to  pay  such  sum 
as  shall  be  awarded  to  the  libelUnt  by 
the  final  decree  in  the  suit  Brown 
Y.  Burrows,  840 

8e$  Action. 

Bill  or  Lading. 

Carrier. 

Collision. 

Lien. 

Salvage. 


ADlHiTEBT. 
See  Marriage,  2, 1 


570 


INDEX. 


ADVANCES. 

See  Bill  of  LAniNO,  8,  4. 
Factob,  2  to  .4. 


AGENT. 

Sm  Factor. 

m03fet  had  and  recbiyed,  1. 


AGRE]BMENT. 

See  GoPTRiOBT,  16,  17. 
Equity,  1,  2. 
Factor. 

Patents,  68  to  65,  67  to  62. 
Reports,  8. 

ALIEN. 

See  Jurisdiction. 
Patents,  85  to  87. 


AMENDMENT. 
See  Practice,  8. 

APPEAL. 
See  Adiciraltt,  1,  2. 

APPRAISEMENT. 

See  Duties,  8,  12,  14,  16,  17, 18,  20, 
22  to  26,  26,  28,  40,  61. 

ASSIGNMENT  AND  A^IGNEE. 

See  GopTRiOHT,  16, 17. 

Patents,  46  to  56, 85,  111,  112, 114. 
Practice,  26  to  28. 

ATTACHMENT. 

1.  A  plaintiff,  in  moTlng  for  an  attach- 
ment against  a  defendant  for  con- 
tempt of  Coart  in  not  obeying  an 
injunction,  must  state,  in  the  proofs 
on  which  the  application  is  founded, 
the  specific  acts  of  omission  or  com- 
mission which  constitute  the  alleged 
contempt.    Parkhuret  v.  Kiruman, 

76 


2.  When,  in  such  a  proceeding,  the 
defendant  is  ordered  to  answer  in- 
terrogatories to  be  filed,  such  inter- 
rogatories must  be  limited  to  the 
particular  offences  so  alleged,  and 
must  not  inquire  in  regard  to  mat- 
ters not  charged  specifically  in  such 
proofs.  id, 

8.  Nor  can  the  plaintiff  require  the 
defendant  to  answer  interrogatories 
as  to  particulars  which  are  charged 
on^  informaUon  and  belief,  and  are. 
not  established  by  direct  .evidence.* 

id, 

4.  Interrogatories  which  were  unau- 
thorized having  been 'demurred  to 
by  the  defendant,  and  he  having  an- 
swered, taking  issue  upon  others: 
Held,  that  he  was  entitled  to  recover 
his  costs  on  the  demurrer,  but  the 
enforcement  of  the  costs  was  stayed 
until  the  issues  on  the  interrogato- 
ries answered  should  be  disposed  ol 

5.  Heldf  also,  that  the  proper  mode  of 
proof  on  such  issues  was  by  testi- 
mony taken  orally  before  a  Master. 

id, 

6.  The  80th  section  of  the  Judiciary 
Act  of  September  24th,  1789,  (1  U. 
S,  Stat,  at  Large,  88,)  gives  author- 
ity  to  this  Court  to  compel  witnesses 
to  attend  before  a  Commissioner  for 
examination  de  bene  esse,  in  the  same 
manner  as  to  compel  them  to  appear 
and  testify  in  Court  And,  upon  due 
proof  of  service  of  a  subpoena  upon 
a  witness,  requiring  his  attendance 
before  a  Commissioner,  and  the  cer- 
tificate of  the  Commissioner  that  the 
witness  did  not  attend  before  him,  it 
is  proper  that  an  attachment  should 
issue  against  the  witness.  £k  parte 
Humphrey,  228 

7.  But  that  statute  does  not  apply  to 
a  witness  who  is  casually  absent  ft-om 
home,  although  he  is  found  at  a  place 
more  than  one  hundred  miles  from 
the  place  of  trial  of  the  cause,  unless 
he  is  about  going  to  sea,  or  is  aged, 
infirm,  &c.  id. 

8.  Where  an  attachment  is  issued 
against  such  a  witness,  the  question 
of  the  authority  of  the  Commissioner 
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and  of  the  regularity  of  the  proceed- 
ings before  him,  is  properly  brought 
before  the  Court  by  affidavit.         id. 

See  JuDOMEMT,  6  to  8. 
Lien,  8,  9. 
Patents,  16, 
Practice,  6,  6. 

AUSTRIA. 
See  Duties,  8,  28, 42,  68. 

AUTHOR. 
See  Ck>PTRiaHT,  1  to  8,  18, 14. 

B. 

BAD  DEBTa 
See  Patents,  95, 105. 

BAGGAGE. 
See  Carrier,  1  to  4. 

BAILEE. 
See  Carrier,  8. 

BANES. 

See  Injunction,  8,  4. 
Intvrplbader. 

BILL  IN  EQUITY. 
See  Pleading. 

BILL  OF  DISCOVERY. 
See  DiscoTERT,  1  to  10,  16  to  17. 

BILL  OF  LADING. 

1.  Where  a  bill  of  lading  of  bales  of 
cotton  describes  them  as  ^Mn  good 
order  and  well-conditioned,"  those 
words  have  reference  to  the  external 
condition  of  the  cotton,  and  import 
that  it  was  in  good  shipping  condi- 
tion at  the  time  it  was  received  on 


board  of  the  vessel,  but  do  not  war- 
rant the  internal  condition  of  the 
cotton  in  the  bales.  Bradetreet  v. 
Heran^  116 

2.  Where  cotton  in  bales  was  shipped 
at  New  Orleans  for  New  York,  and 
the  master  of  the  vessel  gave  a  bill 
of  lading  for  the  cotton  as  **  in  good 
order  and  well-conditioned"  when 
received  on  board  the  vessel,  and  it 
was  in  bad  sliipping  condition  when 
it  arrived  at  New  York,  a  large  part 
of  the  bales  being  old  and  rotten, 
and  badly  torn  and  damaged,  and 
the  cotton  being  consequently  soiled 
and  damaged  by  exposure,  and  it  ap- 
peared that  the  effects  of  this  dam- 
age upon  the  external  state  of  the  cot- 
ton were  developed  at  New  Orleans 
before  it  was  shipped:  Held^  on  a 
libel  in  pnrtonamy  in  Admiralty,  by 
the  master  against  the  consignees  of 
the  cotton,  to  recover  the  freight, 
that,  as  the  damage  to  the  cotton  ex- 
ceeded the  freight,  the  libel  must  be 
dismissed.  id. 

8.  Held,  also,  that  as  the  consignees 
had  made  large  advances  upon  the 
cotton  on  the  faith  of  the  representa- 
tion in  the  bill  of  lading,  that  it  was 
shipped  "  in  good  order,"  their  secur- 
ity, as  band-fide  purchasers,  ought 
not  to  be  lessened  or  impaired  by 
permitting  the  master  to  contradict 
that  representation.  id. 

4.  Meldj  also,  that  although  the  cotton 
might  have  been  sold  for  an  excess 
beyond  the  advances,  sufficient  to 
cover  the  freight,  the  consignees 
were  entitled  to  it  in  the  condition 
described  in  the  bill  of  lading,  as 
security  for  their  advances,  without 
regard  to  the  fluctuations  of  the  mar- 
ket, or  to  sales  to  be  made  at  any 
particular  state  of  it.  id. 

See  Carrier,  8,  4,  6. 

BILL  OF  SALE. 
See  Lien,  2,  8. 

BILLS  OF  EXCHANGE. 

1.  J.,  for  the  accommodation  of  M.,  ac- 
cepted a  draft  drawn  by  M.,  paya- 


672 


INDSZ, 


ble  to  faifl  own  order.  In  a  suit 
againat  J.  on  the  draft,  brought  by 
P.,  to  whom  M.  transferred  it  before 
due,  J.  Bet  up  that  his  acceptance 
was  obtained  by  ft-aud :  Helcl,  that  a 
receipt  sisned  by  M.,  expressing  a 
oonsiderauon  for  the  transfer  of  the 
acceptance  to  P.,  was  not  competent 
OTidence  against  J.  to  prore  the  pay- 
ment of  value  by  P.  for  the  accept- 
ance.   Piatt  V,  Jerome,  186 

2.  Before  the  draft  was  passed  to  P.,  it 
was  put  by  M.  into  the  hands  of  one 
B.,  to  negotiate.  B.  inquired  of  J. 
as  to  the  draft,  who  said  it  was  a 
business  draft  and  would  be  paid  at 
maturity.  Afterwards,  and  before 
taking  the  draft,  P.  applied  to  B.  to 
know  what  J.  had  add  about  the 
draft,  and  was  told,  and  then  took 
the  draft :  ffeldy  that  P.  could  not  be 
in  any  more  favorable  position,  as 
regarded  the  ioquiiies  he  made  of 
B.,  than  if  he  had  made  them  of  J. 
himself,  in  which  castf  he  would  have 
been  bound  to  disclose  to  J.  any 
knowledge  he  had  that  J.  had  been 
defrauded  in  giving  the  acceptance. 

id. 

8.  ffdd  fhrther,  that  if  P.,  when  he  ap- 
plied to  B.,  knew  that  J.  had  been 
defrauded  in  giving  the  acceptance, 
such  knowledge  would  affect  his  title 
to  the  draft.  id. 


BOLIVTiL 
See  Duties,  64. 

BONA.FIDE  PUBCHASEB. 

See  Bill  or  Lading,  8,  4. 
Bills  of  Exchanok. 
Equitt,  2. 
Patsmts,  50  to  65. 

BOND. 
See  DvTXSS,  44,  46  to  48. 

BURDEN  OF  PROOF. 
See  PatkntSi  26. 


c. 

CAPTAIN. 
See  Stkamboatb. 

CARRIER. 

1.  Where  a  passenger  accompanies  his 
baggage,  the  fare  chai^e^  for  his 
passage  includes  compeuMtion  for  its 
transportation,  and  the  carrier  be- 
comes responsible  for  its  safe  deliv- 
ery.     The  Elvira  Earbeek,  886 

2.  If  a  passenger  does  not  accompany 
his  baggage,  the  carrier  may  claim 
compensation  in  advance  for  its 
transportation,  or  may  postpone  his 
claim  till  the  delivery,  and  rely  on 
his  lien  or  on  the  personal  responsi- 
bility of  the  owner;  in  either  of 
which  cases,  the  carrier  is  responsi- 
ble for  the  nfe-keeping  and  delivery 
of  the  baggage.  id, 

8.  Where  a  person  took  passage  in  a 
vessel,  but  his  personal  bsggage  did 
not  reach  him  in  season  to  be  put  on 
board  of  tliat  vessel,  and  he  sailed 
without  it,  and  it  was  put  on  board 
of  another  vessel,  a  receipt  or  bill  of 
lading  being  given  for  it  by  the  mate 
of  the  latter  vessel,  but  it  was  never 
deUvered  at  its  port  of  destination : 
Held^  in  an  action  in  rem  brought 
against  the  latter  vessel  for  the  vuue 
of  the  baggage,  that  the  case  was 
one  of  the  ordinary  shipment  of 
goods  on  freight,  for  whose  safe  de- 
livery the  vessel  was  liable,  and  that 
her  owner  was  not  to  be  regarded 
merely  as  a  gratuitous  bailee,  i^ 
sponsible  only  for  gross  ne^^gence. 

id, 

4.  Heidy  also,  that  the  words  "  personal 
goods  '*  on  the  mai^n  of  the  receipt 
or  bill  of  lading,  were  at  most  but  a 
description  of  the  character  of  the 
goods,  and  did  not  exempt  the  owner 
of  the  goods  from  freight^  or  the  ves- 
sel from  responsibility.  id 

6.  Where  goods  in  cases  are  shipped 
by  sea,  and,  on  being  opened,  after 
delivery,  are  found  to  be  injured,  it 
will,  in  an  action  by  the  owner  of 


iin>Ex. 


673 


tho  goods  against  the  carrier,  to  re- 
cover damages  for  the  injury,  be  pre- 
gomed  that  they  were  properly  packed, 
iu  a  fit  state  for  transportation,  by 
the  manufacturer  or  shipper,  unless 
there  is  something  in  their  appear- 
ance or  condition  to  afford  ground 
for  a  contrary  inference,  or  unless 
some  eWdence  to  that  effect  is  given. 
Engluh  V.  The  Ocecen  Steam  Namga- 
Htm  Go.^  426 

6.  And  this  will  be  the  presumption, 
although  the  bill  of  Uuling  contains 
the  ckuse,  **  weight,  contents  and 
value  unknown.*'  id. 


CASE. 
See  CoPTRiOHT,  5. 

CASES  CITED  AND  EXAMINED. 

1.  The  City  Bank  of  New  York  v.  SkeU 
ton,  (ante,  p.  14.)  The  City  Bank 
of  New  York  v.  Skeliofiy  26 

2.  Parkhurst  v.  Kinsman,  (1  Blatch.  C. 
C.  IL,  488.)    Wilbur  v.  Beecher,  182 

8.  Wilson  «.  Rousseau,  (4  How.  646.) 
Wobdioorth  v.  Cook,  161 

4.  Powell  V.  Harper,  (6  Carr.  &  P.  690.) 
I%e  United  Staiet  v.  Douglats,    207 

6.  Doe  V.  Hadden,  (8  Doug.  110.)     id. 

6.  United  Sutes  v.  Marchant,  (12 
Wheat.  480.)  id, 

7.  Neilson  v,  Harford,  (Webst.  P.  C. 
296.)    Fooie  Y.  SUeby,  260 

8.  Smith  V.  Eemochen,  (1  How.  198.) 
Tyler  v.  Hyde,  808 

9.  Grinnell  v.  Lawrence,  (1  Blatch.  C. 
C.  R.,  846J  Wilbur  v.  Laiorence, 
814,  and  WUeon  v.  Mtvewell,        816 

10.  The  Barque  Chusan,'(2  Story,  466.) 
The  Globe,  .     427 

11.  Thomson  v.  Maxwell,  (ante,  p.  886.) 
Piereon  v.  Lawrence,  496 

12.  Piersoo  v.  Lawrence,  (ante,  p.  496.) 


Pienon  v.  Maxxoell,  607,  and  Foeke  v. 
Lawrence,  608,  and  WUeon  v.  Law- 
rence, 614 

18.  Pierson  v.  Maxwell,  (ante,  p.  607.) 
Poeke  V.  Lawrence,  608,  and  Wilsot^ 
V.  Lawrence,  614 

14.  Focke  V.  Lawrence,  (ante,  p.  608.) 
Wilton  V.  Lawrence,  614 

16.  Comett  v,  Lawrence,  (ante,  p.  612.) 
WUeon  V.  Lawrence,  614 

16.  Dutilh  V,  Maxwell,  (ante,  p.  641.) 
DutUh  V.  Maxwell,  648,  and  Ahop 
V.  Maxwdl,  667 


CERTIORARL 
See  PRACTICK,  82. 

CHALLENGE. 

See  Grand  Jurt,  2  to  16. 
Jury. 

CHILL 
See  Duties,  64. 

CIRCUIT  COURTS. 

See  Courts  of  U.  States. 

Fugitive  Slavx  Law,  4  to  6. 

CITIZEN. 

See  JuBiSDicTiOK. 

CLERK. 
See  Post-Officx,  11,  12. 

COAL. 
See  Duties,  126,  27. 

COLLECTOR. 
1.  In  an  action  against  a  collector  of 
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the  customs,  to  recover  the  value  of 
goodH  lost  while  on  deposit  in  a  Cus- 
tom-Hoose  warebouse,under  the  pro- 
visions of  the  Ace  of  August  6th, 
1846,  (9  U,  S.  Slat,  at  Large,  53,)  no 
recovery  can  be  had  unless  it  appears 
that  the  defendant  was  guilty  of  actual 
personal  negligence  in  regard  to  the 
safe-keeping  of  the  goods,  and  that, 
in  consequence  of  such  personal  neg- 
ligence, they  were  lost.  BrUsac  v. 
Zavfreneej  121 

2.  Such  negligence  in  the  collector 
cannot  be  inferred  from  the  mere  loss 
of  the  goods.  Whether  such  infer- 
ence would  be  proper  in  an  action 
against  the  store-keeper  who  had 
chaise  of  the  goods,  quan^.  id. 

m 

8.  The  collector  is  not  personally  re- 
sponsible for  the  negligence  of  his 
subordinates  in  the  Custom-House 
Department.  id. 

4.  The  rule  stated,  as  to  the  responsi- 
bility of  a  collector  for  losses  occur- 
ring through  defects  in  the  regula- 
tions established  by  the  Treasury  De- 
partment for  the  transaction  of  the 
business  of  the  customs.  id 

5.  The  fact  that  the  book-keeper  in  the 
warehouse  was  intoxicated  daily,  is 
not  enough  to  render  the  collector 
liable  for  a  loss  of  goods  stored  in 
the  warehouse,  but  it  must  be  shown 
that  the  goods  were  lost  from  that 
particular  cause.  id, 

/S?e  Costs,  2. 

DUTIKS. 
FOROERT. 

Practice,  82,  S3. 
Rkvence  Laws. 
Seizure. 


COLLISION. 

1.  Whether  a  libellant,  in  Admiralty,  is 
entitled  to  damages,  in  a  case  of  col- 
lision, for  the  delay  and  loss  of  trips 
while  his  vessel  is  undergoing  the 
necessary  repairs,  quere.  The  Mhode 
Island,  113 

2.  There  is  no  settled  rule  as  to  whether 
anything  should  be  allowed,  or  as  to 


the  measure    by  which  the  allow- 
ance, if  any,  should  be  determined. 

id. 

i.  In  a  case  where  no  vessel  was  hired 
to  supply  the  place  of  the  libellanVs 
vessel,  and  the  District  Court  allowed 
to  the  libellant  interest,  at  the  rate 
of  six  per  cent,  per  annum,  upon  the 
value  of  his  vessel  before  the  collis- 
ion, for  the  interval  after  the  collis- 
ion until  she  was  repaired  and  fitted 
to  resume  her  trips,  the  allowance 
was  upheld  against  an  appeal  by  both 
parties,  not  as  being  founded  on  any 
established  principle,  but  as  being 
just  in  the  particular  case  and  as 
high  a  measure  of  damages  as  was 
warranted.  id. 


COMBINATION. 

See  Patents,  13,  63,  73,  74, 130  to  183, 
141,  142. 


COMMISSIONER  OF  PATENTS, 
See  Patents,  42  to  44,  79. 

COMMON  CARRIER. 

See  Carrier. 

CONFLICT  OF  LAWS. 

See  Judgment,  7,  8. 
Post-Offick,  2,  6,  6. 
Reports,  1. 

CONSIGNEE. 
See  Bill  of  Lading,  2  to  4. 

CONSTITUTIONAL  LAW. 

See  Copyright,  17. 

Courts  of  U.  States,  1. 
Jurisdiction. 
Reports,  1,  2. 

CONSULAR  CERTIFICATE. 
See  Duties,  43  to  48,  50,  53. 
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CONTRACT. 

See  Copyright,  16,  17. 
Equity,  1,  2. 
Factor. 

Patents,  68  to  55,  67  to  62. 
Reports,  8. 

CONVEYANCE. 
See  Deed. 

COPYRIGHT. 

1.  To  constitute  a  person  an  author 
under  the  copyright  Act  of  February 
8d,  1881,  (4  U,  S.  Stat,  at  Large, 
486,)  he  must,  by  his  own  intellect- 
ual labor  applied  to  the  materials  of 
his  composiiion,  produce  an  arrange- 
ment or  compilation  new  in  itself. 
Atwill  V.  Ferre/t,  89 

2.  He  may  arrange  or  compile  a  new 
production  from  materials  before 
known,  or  obtained  fur  him  by  the 
labors  of  others,  but  he  cannot  ob- 
tain a  copyright  for  those  materials 
in  the  same  state  in  which  they  are 
furnished  to  him.  id. 

8.  A  person  cannot  appropriate  as  his 
own,  by  copyright,  alterations  and 
improvements  made  in  a  musical 
composition  by  others  at  his  procure- 
ment and  for  him.  id. 

4.  Where  a  bill  in  Equity  contains 
all^ations  which  constitute  an  asser- 
tion of  authorship  under  the  copy- 
right Act,  in  terms  sufficiently  ex- 
plicit to  constitute  a  perfect  title  at 
law  in  the  plaintiff,  the  bill  will  be 
held  good  on  general  demurrer,  not- 
withstanding the  defectiveness  and 
inconsistency  of  other  allegations  in 
the  bill  as  to  the  authorship.  id. 

5.  An  action  on  the  case  is  the  proper 
form  of  remedy  to  recover  damages 

.  for  the  violation  of  a  copyright,  and 
iretpan  will  not  lie  for  such  viok- 
to .  id. 

6.  Under  the  copyright  Act  of  Febru- 
ary 8d,  1881,  (4  U.  8.  Stat,  at  Large, 
486,)  the  deposit  of  the  title-page  in 
the  proper  clerk's  office,  the  publica- 
tion of  notice  according  to  ^e  Act, 


and  the  delivery  of  a  copy  of  the 
book,  are  indispensable  conditions 
precedent  to  a  title  to  a  copyright. 
Baker  v.  Taylor,  82 

7.  Where  the  title-page  of  a  book  was 
deposited  in  1846,  and  the  notice  of 
the  entry,  as  printed  in  the  copies  of 
the  book,  stated  the  entry  to  have 
been  made  in  1847 :  Held  that,  under 
§  6  of  the  Act,  the  error  was  fatal  to 
the  title.  id. 

8.  Whether  the  error  arose  from  mis- 
take or  not,  makes  no  difference,  id. 

9.  A  sale  of  a  book  naturally  imports 
publication,  and  the  presumption  is 
that  the  purchaser  exercised  his 
right  to  know  the  contents  of  the 
book  and  to  make  them  known  to 
others,  and  that  an  actual  publication 
followed  the  sale.  id. 

10.  Hence,  where  copies  of  a  book 
were  sold  prior  to  the  date -of  the 
deposit  of  a  copy  of  the  title-page : 
Held^  that  such  sale  was  evidence  of 
a  publication  of  the  book  at  the  time 
of  the  sale.  id. 

I'l.  And,  where  a  printed  copy  of  the 
book,  then  complete,  was  deposited 
in  the  clerk's  office  at  the  same  time 
the  title-page  was  deposited  there: 
Held,  that  these  facts,  in  connection 
with  the  fact  of  such  prior  sale,  war- 
ranted the  inference  of  an  actual 
publication  of  the  book  prior  to  the 
date  of  such  deposit.  id 

12.  Under  §  4  of  the  Act,  a  person  is 
not  entitled  to  the  benefit  of  a  copy- 
right unless  he  deposits  the  title- 
page  before  the  publication  of  the 
book.  id. 

IS.  The  State  Reporter,  Mr.  Comstock, 
by  whom  the  third  volume  of  Com- 
stock's  Reports  of  cases  ai^ucd  and 
determined  in  the  Court  of  Appeals 
of  the  State  of  New  York  was  pre- 
pared, was  the  author  of  that  vol- 
ume, within  the  copyright  Act  of 
February  8d,  1881,  (4  C/.'S.  Stat,  at 
Large,  486.)    LiUle  v.  Oould,     862 

14.  Under  the  Acts  of  the  Legislature 

,  of  New  York  of  April  11th,  1848, 

and  April  9thy  1860,  in  relation  to 
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the  Reports  of  the  decisionB  of  the 
Court  of  Appeals,  the  interest  of  the 
Reporter  in  said  third  Tolumc,  as  an 
author,  passed  to  the  Secretary  of 
State,  in  trust  for  the  benefit  of  the 
State,  and  it  was  competent  for  that 
officer  to  take  out  a  copyright  for 
the  Tolume  under  said  Act  of  Febru- 
ary 8d,  1881.  id, 

16.  The  words,   "any  notes  or  refer- 
ences,''   in    the  Act  of  April  9tb, 
I860,  embrace  the  head-notes  and 
'^  marginal  notes  of  the  Reporter,  to- 
"  gether  with  the  arguments  of  coun- 
sel and  the  cases  cited  therein.      itL 

16.  Where,  under  said  Acts  of  the 
Legislature  of  New  Torlc,  a  contract 

,  was  entered  into  by  the  State  offi- 
cers with  A.,  to  publish  the  volumes 
which  should  be  prepared  by  the 
Reporter,  and  the  contract  declared 
that  it  was  intended  to  operate  as  an 
assignment  of  the  copyright :  ffeld^ 
that  A.  was,  as  assignee  of  the  copy- 
right, entitled  to  a  remedy  by  in- 
junction for  its  infringement.         id, 

17.  ffdd,  also,  that  A.'8  right  was  not 
affected  by  the  provision  in  the  22d 
section  of  the  6th  article  of  the  Con- 
stitution of  New  York,  that  all  "judi- 
cial decisions  shall  be  free  for  publi- 
cation by  any  person.**  id. 

See  Deicurrer,  8. 

Discovery,  2  to  6,  8,  9.  ^ 
°,  Pleading,  1. 
Reports. 


;  CORPORATION. 

1.  Where  corporate  rights  and  inter- 
ests  are  affected  in  any  way  wrong- 
s  fully  and  injuriously,  those  rights 
and  interests,  generally  speaking, 
and  unless  some  special  ground  be 
shown,  must  be  asserted  and  defend- 
ed, both  at  law  and  in  Equity,  in  the 
corporate  name.  BradUy  v.  Bich- 
ardeoti,  843 

See  Money  had  and  rxceited. 


COSTS. 
1.  In  suits  at  common  law,  in  the  Cir- 


cult  Coarts  of  the  United  States, 
neither  party  can  recover  costs  upon 
any  equity  in  the  case,  nor  do  those 
Courts  possess  authority  to  award 
them  as  an  incident  of  their  power 
over  the  parties  or  the  subject-mat- 
ter in  litigation.  They  are  purely  a 
subject  of  legislative  appointment 
CoggiU  v.  Zaurrmee,'[  304 

2.  Where  an*  action  [was  commenced 
in  a  State  Court  against  a  collector, 
to  recover  back  an  excess  of  duties 
paid  on  the  importation  of  foreign 
merchandise,  and  the  action  was  re- 
moved into  this  Court  by  the  defend- 
ant, under  §  8  of  the  Act  of  March 
2d,  1888,  U  U.  S  Sua,  at  Larye,  683, 
and  the  plaintiff  obtained  a  verdict 
for  $9  60:  Held,  that  the  plaintiff 
was  not  entitled  to  any  costs.         id, 

8.  It  was  the  intention  of  Congress 
that  the  description  of  revenue  cases 
mentioned  in  §  8  of  said  Act,  ^ould, 
when  removed  into  this  Court,  after 
being  commenced  in  a  State  Court, 
be  proceeded  in,  in  all  particulars,  as 
cases  originally  commenced  in  this 
Court.  id, 

4.  Such  removal  does  not  bring  with  it 
the  State  law  as  to  costs,  and,  there- 
fore,  in  cases  of  that  kind,  the  costs 
in  this  Court  are  regulated  by  §  20 
of  the  Judiciary  Act  of  September 
24th,  1789,  (1  U,  &  Stat,  at  Large, 
83,)  which  allows  no  costs  to  a  plain- 
tiff when  he  recovers  less  than  $600, 
and  provides  that  he  may,  in  such 
case,  be  adjudged  to  pay  costs,  at 
the  discretion  of  the  Court  id, 

6.  Where,  in  a  cause  removed  into  this 
Court  under  §  8  of  said  Act  of  1888, 
the  plaintiff  obtained  a  verdict  for 
$9  60 :  Heldy  that  the  case  was  not 
a  proper  one  for  the  allowance  of 
costs  to  the  defendant  id, 

6.  SembUy  that  cases  removed  into  this 
Court  from  a  State  Court,  under  §  12 
of  the  Judiciary  Act  of  September 
24th,  1789,  (1  I/.  S,  Stat,  at  Large, 
79,)  do  not  bring  with  them  the 
State  law  of  costs,  but  are  subiect 
to  the  provisions,  as  to  costs,  of  §  20 
of  the  same  Act  id. 

See  Admiralty,  2. 
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Attaohmbkt,  4. 
Patknts,  88. 
Practice,  5. 
Skizurb,  4. 

COTTON. 
See  Bill  of  Lading,  1  to  4. 

COURTS  OF  U.  STATES. 

1.  A  party  entitled  to  sue  in  this  Coart 
by  reason  of  a  constitational  qualifi- 
cation, acquires  no  right  to  any 
standing  here  dififerent  from  what  he 
would  have  in  any  other  tribunal 
competent  to  take  cognizance  of  his 
case.  The  CUy  Bank  of  New  York 
V.  Sketton,  26 

2.  Whenever,  therefore,  jurisdiction 
over  his  case  has  attached,  this 
Court  will  proceed  with  it  conform- 
ably to  the  general  principles  of  law, 
and  to  the  usage  and  practice  of  the 
Court.  ^' 

See  Action. 

Attaghiiznt,  6  to  8. 

Costs. 

Discovert,  11  to  18. 

FuGiTivB  Slave  Law,  4  to  6. 

Grand  Jury. 

Injunction,  1  to  8,  6,  7. 

JUDOMSNT,  1  to  4. 

Jurisdiction. 

Jury. 

Fractics,  14  to  80,  82,  88. 

CROSS-BILL. 
See  Discovert,  16  to  17. 

CUSTOM  HOUSE. 
See  Collector. 


D 


DAMAGES. 

'See  Collision. 

Fatbntb,  90  to  109, ' 
87 


DECLARATION. 

See  Demurrer,  1. 
Insurance,  6,  7. 
Patents,  18  to  20,  76  to  84. 
Practice,  7,  8. 


DECREE. 
See  Judgment,  1  to  4. 

DEDICATION. 
[See  Patents,  14  to  21,  89. 

DEED. 
See  Power,  4  to  6. 

DEFENCE. 

See  Equity,  1,  2. 
Patents,  85  to  87. 

DEMURRER. 

1.  Variances  between  the  declaration 
*  and  the  writ  cannot  be  taken  advan- 
tage of  on  general  demurrer.    WiUer 
V.  MeCarmick,  81 

2.  A  special  demurrer,  to  a  bill  in 
Equity  is  insufficient  unless  it  points 
out  specifically  by  paragraph,  page 
or  folio,  or  other  method  of  refer- 
ence, the  parts  of  the  bill  to  which 
it  is  Intended  to  apply.  Aivdll  v. 
Ferrelt,  89 

8.  Where  an  action  at  law  for  the 
infringement  of  a  copyright  was 
brought  against  G.,  and  then  the 
plainUff  filed  a  bill  in  equity  against 
G.,  F.  and  A.,  charging  them,  as  co- 
partners, with  having  committed  the 
acts  for  which  G.  was  sued  at  law, 
and  seeking  a  discovery  from  all  of 
them  in  aid  of  the  suit  at  law :  Held^ 
that  G.  could  not,  by  demurrer,  ob- 
ject to  the  bill  as  multl&rious  in  re- 
spect to  his  co-defendants,  especially 
as  it  appeared  by  the  bill  that  they 
readed  out  of  the  jurisdiction  of  tiie 
Court.  «^ 
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4.  Ji  seemi^  too,  that  the  charge  in  the 
bill  that  the  defendants  committed 
the  acta  complained  of  aa  copart- 
nerSf  would  be  an  answer  to  the  ob- 
jection of  multifariousness,  provided 
the  bill  contained  other  proper  alle- 
gadons  connecting  them  with  the 
object  and  purpose  of  the  discoFcrj 
prayed.  id. 

See  Attacidciot,  2  to  4. 

COPTEIOHT,  4. 

DisooTiRT,  2,  6,  9. 

FORGKRT. 

Marriage,  2,  8. 
Patints,  76  to  84. 
Plsadino. 
Practici,  7,  8. 


DEP0SITION& 

Se$  Attachment,  6  to  8 
Practice,  28,  24. 


DEVISfi. 
See  Power. 

BISCLAIMEB. 
See  PAmns,  88  to  41. 

DISCOVERT. 

1.  A  defendant  cannot  be  compelled  to 
make  discoveries  in  answer  to  a  bill 
which  seeks  to  enforce  penalties  and 
forfeitures  against  him  by  means  of 
such  discoveries.  AiwUl  y,  Ferrett,  Z9 

a.' Where  a  biU  in  Equity  claimed  a 
forfeiture  of  pieces  of  music  under 
g  7  of  the  copyright  Act  of  Febru- 
ary  8d,  1881,  (4  U.  S  Stat,  at  Large, 
438,)  and  also  sought  a  discovery 
from  the  defendants  of  the  number 
of  pieces  printed  by  or  for  them,  and 
of  the  number  on  hand :  Hdd,  that 
the  bill  was  bad,  on  special  demurrer. 

a, 

8.  If  the  forfeiture  had  been  waived  in 
the  bill,  the  discovery  might  be  com- 
pelled in  aid  of  the  recovery  of  dam- 
ages in  a  suit  at  law.  ^  id. 


4.  And  it  eeemt  iliat,  on  sudi  discov- 
ery. Equity  might  compel  the  defend- 
ants to  deliver  up  to  the  pbuntiff  the 
forfeited  copies.  id. 

5.  But  the  defendants  cannot  be  direet- 
-  ly  required  to  convict  themselves  of 

the  act  which  carries  with  it  tbe  for- 
feicure.  id, 

6.  The  objections  which  may  be  taken 
by  general  demurrer  to  a  bill  found- 
ed on  a  copyriglit,  and  seeldng  a  dis- 
covery in  regard  to  its  infringement, 

;  in  aid  of  a  suit  at  law,  are :  (1.)  That 
the  plaintiff  sets  forth  no  title  ii^  him- 
self to  the  subject-matter  of  the  copy- 
right ;  and  (2.)  That  the  bill  kys  no 
legal  foundation  for  the  discoverv 
sought'^  tJ. 

7.  To  obtain  a  discovei7  in  Equity  in 
aid  of  a  suit  at  law,  the  bill  must 
show  it  to  be  necessary  for  the 
plaintiff,  and  that,  when  made,  it  can 

*be  used  to  his  advantage.  id. 

8.  Such  a  discovery  will  not  be  granted 
where  it  is  sought  in  aid  of  an  action 
of  irctpasM  for  the  violation  of  a 
copyright.  id. 

9.  And  a  bill  seeking  such  discovery 
will  be  held  bad,  on  general  demur- 
rer, id, 

10.  It  eeems^  too,  that  such  a  bill  is  de- 
fective in  substance,  where  it  seelES  a 
discovery  from  three  defendants,  and 
tbe  action  at  law  is  against  only  one 
of  them.  id, 

11.  Under  §  15  of  the  Act  of  Scptcm- 
ber  24th,  1789,  (1  IT.  S,  Stat,  at 
Large,  82,)  the  Courts  of  the  United 
States  have  power,  on  the  applica- 
tion of  a  party  to  an  action,  to  re- 
quire the  production  of  books  or 
writings  in  tbe  possession  or  power 
of  the  adverse  party,  which  contain 
evidence  pertinent  to  the  issue,  only 
in  cases  and  under  circumstances  in 
which  a  Court  of  Chancery,  by  the 
ordinary  rules  of  proceeding  in  that 
Court,  would  compel  the  production 
of  tbe  same.    J^neh  v.  Jiikeman^ 

801 

12.  The  authority  conferred  by  the 
Act  can  be  exercised,  therefore,  only 
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in  cases  where  the  relief  might  hare 
been  had  by  a  bill  of-  distcovery,  and 
as  a  substitute  for  that  proceeding. 

id, 

13.  Where,  in  an  action  at  law  for  the 
infringement  of  a  patent,  the  plain- 
tiflf  applied  to  this  Court  for  an  order 
requiring  the  defendant  to  produce 
his  books,  for  the  purpose  of  ena- 
bling the  plaintiff  to  establish  there- 
from the  quandty  and  value  of  cer- 
tain machinery  made  by  the  defend- 
ant, which  the  declaration  charged  to 
have  been  made  in  vioation  of  the 
patent:  ffekL^  that  the  application 
could  not  be  granted,  because  the 
direct  consequence  of  the  evidence, 
if  obtained,  would  be  to*  subject  the 
defendant  to  a  penalty  under  g  14  of 
the  Act  of  July  4th,  1836,  (6  U,  8. 
Stat,  at  Largt,  128,)  and  the  plaintiff 
had  not  relinquished  his  claim  to  the 
penalty.  id. 

14.  A  bill  of  discovery  will  not  be 
allowed  in  any  case  where  the  dis- 
covery will  subject  the  defendant  to 
a  penalty,  unless  the  bill  relinquishes 
all  claim  to  the  penalty.  td 

16.  A  defendant  in  a  suit  in  Equity 
founded  on  the  infringement  of  a 
patent,  cannot,  by  a  cross-bill  which 
sets  up  no  color  of  Utle  in  himself, 
demand  a  discovery  from  the  plain- 
tiff in  the  original  suit  as  to  the 
source  or  validity  of  his  title.  T<mng 
v.  Cdi,  873 

16.  It  lA  essential  to  a  bill  of  discovery 
that  it  should  set  forth  a  title  suffi- 
cient  to  support  or  defend  a  sudt,  and 
pray  a  discovery  pertinent  to  that 
title  and  nothing  beyond.  id, 

17.  And,  where  it  cannot  be  sustained 
as  a  bill  for  discovery,  it  cannot  be 
retained  for  the  purpose  of  relief, 
unless  it  makes  a  case  for  relief  in- 
dependently of  the  discovery  sought. 

id. 
See  Dkmukrbr,  8,  4. 
Pleadiko,  1. 
Practice,  3,  4,  12. 

DISTRICT  COURTS. 
See  Fugitive  Slatb  Law,  4  to  6. 


DIVORCE. 
See  Marbiaob,  2,  3. 

DRAFT. 
See  Bills  of  Exchange. 

DRAWINGS, 
See  Patents,  88  to  37,  88,  89,  139. 

DUTIES. 

1.  The  proviso  to  the  61st  section  of 
the  Act  of  March  2d,  1799,  (1  U,  S. 
Stat,  at  Large,  673,)  which  declares 
'*  that  it  shall  be  lawful  for  the  Presi- 
dent of  the  United  States  to  cause 
to  be  established  fit  and  proper 
regulations  for  estimating  the  duties 
on  goods,  wares  and  merchandise 
imported  into  the  United  States,  in 
respect  to  which  the  orginal  cost 
shall  be  exhibited  in  a  depreciated 
currency  issued  and  circulated  under 
authority  of  any  foreign  Govern- 
ment," is  not  repealed  by  the  Act 
of  May  22d,  1846,  (9  U.  8.  Bat.  at 
Large,  14,)  which  prescribes  the 
rates  at  which  certain  foreign  coins 
shdl  be  estimated  in  computations 
at  the  Custom  House.  Orant  v. 
Maxwell,  *        220 

2.  Notwitlistanding  the  Act  of  May 
22d,  1846,  an  importer  of  foreign 
goods  is  entitled,  under  the  proviso 
to  the  6l8t  section  of  the  Act  of  1799 
and  the  Treasury  Instructions  issued 
for  carrying  the  same  into  effect,  to 
enter  his  goods  on  paying  duties  only 
upon  their  cash  value  in  the  country 
of  their  purchase ;  and  is  entitled,  in 
order  to  fix  that  value,  to  have  the 
paper  or  nominal  value  at  which  they 
were  purchased  and  invoiced,  re- 
duced to  its  specie  value  in  such 
country  at  the  time  of  the  purchase, 
and  to  enter  the  goods  on  that  valu- 
ation, id, 

8.  Where  goods  were  purchased  in 
Austria,  iu  1850,  and  imported  into 
New  York,  snd  the  invoice  and  entry 
set  forth  the  purchase-price  in  paper 
florins,  and  they  were  paid  for  in 
paper  currency,  and  it  appeared  that 
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the  paper  florin  was  depreciated  in 
Austria,  at  the  date  of  the  purchase 
of  the  goods,  below  the  value  of  the 
silver  florin,  although  it  was  the 
legal  currency  in  Austria,  and  was  a 
legal  tender  at  its  nominal  value: 
Ileld  that,  although  the  Act  of  May 
22d,  1846,  directed  the  florin  of  the 
Austrii&n  Empire  to  be  estimated  at 
forty^ight  and  one-half  cents,  yet, 
under  the  proviso  to  tiie  6l8t  section 
of  the  Act  of  1799,  and  tbe  Treasury 
Instructions  in  regard  to  invoices 
made  out  in  a  foreign  depreciated 
currency,  the  goods  were  chargeable 
with  duty  only  on  their  value  iu  silver 
florins,  after  allowing  for  the  depre- 
ciation, id, 

4,  Where  wool,  the  growth  and  pro- 
duction of  Buenos  Ayres,  was  pur- 
chased there  for  exportation  to  New 
York,  but,  on  account  of  the  block- 
cde  of  Buenos  Ayres,  was  ti-ansport- 
ed  in  lighters  to  Montevideo,  and 
shipped  thence  to  New  York :  Held 
that,  under  §  16  of  the  Act  of  Au- 
gust 80th,  1842,  (5  U,  S.  Siat.  at 
Large^  663,)  the  costs  and  charges  of 
such  transportation  from  Buenos 
Ayres  to  Montevideo  could  not  be 
added  as  a  part  of  tiie  dutiable  value 
of  the  wool.    WUbur  v.  Lawrence^  8 14 

6.  The  Tariff  Act  of  July  80th,  1846, 
(9  U..S.  Stat,  at  Large,  42,)  did  not 
vary  the  law  previously  in  force  regu- 
lating the  method  of  ascertaining  the 
quantity  of  merchandise  imported. 
Such  quantity  is  still  to  be  ascer- 
tained by  the  rules  prescribed  in  §§ 
68  and  69  of  the  Act  of  March  2d, 
1799,  (1  U.  J3,  Stat,  at  Large,  671, 
672.)     Wil90ti  V.  JfaxweU,  316 

6.  Accordingly,  where  soap  in  boxes 
was  imported  in  1860:  Beld,  that 
the  dutiable  weight  was  the  gross 
weight  of  the  soap  and  boxes,  de- 
ducting, only  10  per  cervt.  as  tare,  as 
prescribed  by  §  68  of  the  Act  of 
March  2d,  1799,  and  that  the  im- 
porter was  not  entitled  to  an  allow- 
ance of  the  actual  weight  of  the 
boxes  as  tai*e.  id. 

7.  But,  the  soap  having  been  entered 
at  tlie  Custom  House  at  a  valuation 
based  upon  its  net  weight,  after 
deducting  the  actual  weight  of  the 


boxes,  and  the  Oustom-House  valnsr 
tion,  upon  an  allowance  sf  only  10 
per  cent,  on  the  gross  weight  as  tare, 
having  exceeded  tlie  invoice  valua* 
tion  by  more  than  10  per  cent.,  and 
the  collector  having  then  imposed 
an  additional  duty  or  penalty  of  20 
per  cenL  upon  the  Custom-Honse 
valuation,  claiming  that  such  penalty 
was  authorized,  in  consequence  of 
such  excessive  valuation,  by  §  8  of 
the  Act  of  July  SOth,  1846,  (9  U.  & 
Stat,  at  Large,  48) :  Held,  that  the 
penalty  was  illegally  imposed.       tdL 

8.  The  weight  of  the  boxes,  cases  or 
padiages  in  which  goods  are  import- 
ed is  not  the  subject  of  appraite- 
ment,  within  the  meaning  of  §  8  of 
the  Act  of  July  80tli,  1846.  id. 

9.  Where  property  is  purchased  abroad 
by  the  United  States,  and  is  shipped 
to  this  country,  to  be  delivered  to 
the  United  States  on  payment  of  the 
purchase-money,  and  is  landed  under 
the  general  permit  of  a  collector  and 
placed  in  a  public  store,  the  legal 
right  of  property  therein  is  vested  in 
the  United  States,  subject  only  to 
the  vendor's  lien  for  the  purchase- 
money.     The  United  Statet  v.  Ztitr, 

883 

10.  Such  property,  being  imported  for 
the  United  States,  is  not  subject  to 
any  import  duty,  and,  therefore,  the 
sale  of  it  by  a  collector,  for  the  non- 
payment of  such  duty,  is  void.       id, 

11.  And,  if  such  property  be  in  the 
actual  possession  of  the  United  States 
at  the  time  of  such  sale,  and  it  he 
taken  from  that  possession  by  the 
purchaser  of  it  on  such  sale,  the 
United  States  are  entitled  to  recover 
its  possession  by  an  action  of  re- 
plevin against  such  purchaser.       id. 

12.  Under  the  16th  section  of  the  tariff 
Act  of  August  80th,  1842,  (6  U.  S. 
Stat,  at  Large,  668,)  and  the  8th  sec- 
tion of  the  tariff  Act  of  July  80ih, 
1846,  (9  IT.  S.  Stat,  at  Large,  48,)  it 
is  the  duty  of  a  collector  to  assess 
duties  upon  the  appraised  vakie  of 
goods  imported  by  their  manufac- 
turer, notwithstanding  there  is  an 
invoice  sworn  to  by  their  owner, 
Thoqe  sections  are  not  confined  to 
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goods    imported   by  a   purchaser.* 
Thomiwi  V.  Maxwell,  385 

18.  Under  the  Act  of  February  26th, 
1846,  (5  IT,  R  Stat,  at  Large,  727,) 
it  is  a  condition  precedent  to  a  right 
of  action  against  a  collector  for  the 
return  of  duties  paid  under  protest, 
that  the  claimant  shall,  in  his  pro- 
test, point  out  to  the  collector,  by 
positive  and  direct  notice,  every 
particular  of  fact  and  of  law  which 
he  relies  upon  as  protecting  his 
goods   from   the  duties  demanded. 

id, 

14.  Where  a  protest  was  in  these 
words:  "We  protest  against  pay- 
ing additional  duty  and  penalty  on  " 
(describing  the  goods)  ^*  they  being 
appraised  too  high.  We  claim  to 
have"  (naming  the  amount)  "re- 
funded, being  amount  paid  for  addi- 
tional duty  and  penalty:**  Held, 
that  the  person  making  such  protest 
could  not,  in  an  action  against  the 
collector  for  the  return  of  the  amount 
ao  paid,  raise  any  objection  to  the 
regularity  of  the  appraisal  proceed- 
ings.  id, 

15.  Whore  a  protest  is  written  on  an 
entry,  they  compose,  in  effect,  one 
paper,  and  it  is  unnecessary  to  repeat 
in  the  protest  the  description  given 
of  the  goods  in  the  entry.  id. 

Id.  Where  goods  were  described  in 
the  invoice  as  "plain  Indiana 
squares,'*  "embd.  Indiana  hdkfe.,** 
"  emb.  Indiana  shawls,"  "  embd. 
hdkfe.**  and  "  plain  do.,"  with  no 
allusion  to  the  material  of  which 
they  were  composed,  and  were  de- 
scribed in  the  entry  as  "  worsted 
and  cotton  shawls,"  and  were  re- 
ported by  the  appraisers  as  "  wool 
and  cotton,  and  worsted  and  cotton 
shawls,  suitable  for  wear,*'  and  as 
"  worsted  shawls,  suitable  for  wear,'* 
and  the  protest  under  which  duties 
were  paid  on  them  described  them 
simply  as  "cotton  and  worsted 
shawls,"  and  they  were  subjected  by 
the  collector  to  a  duty  of  thirty  per 
cent. :  Held,  in  an  action  to  recover 
back  the  excess  of  duties  paid  be- 


yond twenty-five  per  cent.,  there 
being  no  evidence  explaining  the 
character  of  the  articles,  that  they 
were  properly  chargeable  with  thirty 
per  cent,,  as  being  "  articles  worn  by 
men,  women  or  children,"  and  fall- 
ing within  Schedule  G  of  the  Tariff 
Act  of  July  80th,  1846,  (9  U.  8.  Stat. 
at  Large,  44.)  id, 

17.  Where  the  time  of  exportation  is 
taken  by  the  appraisers  as  the  time 
of  valuation,  and  the  importer  claims 
that  the  time  of  manufacture  or  pro- 
duction should  have  been  taken,  he 
must  make  that  a  ground  of  protest, 
and  must  give  evidence  to  show  the 
incorrectness  of  the  appraisal.  Ordi- 
narily, the  two  periods  may  properly 
be  treated  as  the  same.  id, 

18.  Where  goods  are,  on  appraisal, 
valued  at  more  than  ten  per  cent. 
above  the  invoice  price,  they  are, 
nevertheless,  not  liable  to  an  addi- 
tional duty  of  twenty  per  cent,  under 
the  8th  section  of  the  Tariff  Act  of 
July  80th,  1846,  (9  U.  S.  Stat,  at 
Large,  43,)  if  they  were  manufac- 
tured by  the  importer,  or  were  pro- 
cured by  him  in  the  country  of  their 
production  otherwise  than  by  pur- 

id. 


19.  In  an  action  to  recover  back  duties 
as  having  been  illegally  exacted,  no 
ground  of  objection  to  the  payment 
of  the  duties  can  be  taken,  which 
was  not  specifically  and  distinctly 
stated  in  a  protest  made  at  the  time 
of  paying  the  duties.  Durand  v. 
Law^nce,  396 

20.  Where  the  protest  merely  protest- 
ed against  the  payment  of  the  duty, 
but  stated  no  ground  of  objection^ 
Held  that,  on  tbe  trial  of  an  action 
to  recover  back  the  duty  paid,  the 
plaintiff  could  not  question  the  va- 
lidity or  accuracy  of  the  appraise- 

[  ment  on  which  the  duties  were  paid. 

id 

21.  Where  the  invoice  valuation  of 
goods  imported  by  their  manufactu- 
rer is  increased  on  appraisement  by 
more  than  ten  per  cent.,  the  collector 


*  See  Belcher  t.  Lawratmi,  (21  How,)  contrd. 
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has  DO  anthoritj  to  impose  the  pen- 
alty prescribed  by  the  8th  section  of 
•    the  Act  of  July  30th,  1846,  (9  U.  A 
'    Stat,  at  Large,  43.)  id, 

22.  Under  the  16th  section  of  the  Act 
of  August  80th,  1842,  (6  U,  &  Stat, 
at  Large,  663,)  appraisers  must,  in 
valuing  importations,  adopt  the  real 
market  value  of  the  goods  abroad  in 
cash,  and  not  their  value  in  a  depre- 
ciated paper  currency.    LoeteertKtein 

'.  y.  Maxwell,  401 

28.  Goods  purchased  in  Austria  were 
invoiced  and  entered  here  in  florins 
at  thdr  specie  value.    The  appndsers 

'  here  valued  the  goods  according  to 
the  nominal  value  of  the  florin  in 
paper  currency,  which  was  eleven 
jper  cent.  less  than  its  specie  value : 

\  Held,  that  the  appraisement  was 
erroneous  and  should  have  been 
made  in  florins  at  their  specie  value. 

id, 

24.  In  such  a  case,  a  protest  against 
the  additional  valuation  found  on 
such  appraisement,  and  a  claim  to 
enter  the  goods  according  to  the  in- 
voice and  actual  cost,  is  a  suflicient 
Srotest,  without  a  specification  as  to 
ow  the  appraisement  was  made  to 
exceed  the  true  value  of  the  goods. 

id 

26.  Such  an  erroneous  appraisement 
is  not  conclusive  on  the  importer  as 
to  the  dutiable  value  of  the  goods. 

id, 

26.  A  qnanUty  of  coal  was  invoiced 
and  entered  at  a  certain  weight  and 
price  per  ton.    On  appraisement,  the 

.  price  per  ton  was  reported  to  be 
correct,  but  the  quantity  was  report- 
ed as  so  mHph  greater  as  to  make 
the  entire  valuation  greater  by  10 
per  cent,  than  the  entry  valuation. 
The  collector  exacted  a  penalty  of 
20  per  cent,  under  §  8  of  the  Act  of 
July  80Ui,  1846,  (9  U,  S,  Stat,  at 
Large,  43) :  Held^  that  this  was  ille- 
gal.  The  ManJiattan  Oat-Light  Co, 
V.  Maxwell,  406 

27.  Beld,  also,  that  the  importer  was 
not  liable,  in  such  case,  under  §  4  of 
the  Act  of  July  30th,  1846,  (9  (T.  S, 


Slat,  at  Large,  43,)  to  pay  the  fees  of 
tiie  weigher  and  measurer.  id, 

28.  Where  duties  paid  to  a  collector 
are  sought  to  be  recovered  back,  on 
the  ground  that  the  proceedings  in 
the  Custom  House,  in  initiating  or 
conducting  an  appraisement  of  the 
goods  on  which  the  duties  were  paid, 
were  iiregular,  the  irregularities  re- 
lied on  must  be  set  forth  spedficsUy 
in  the  protest    Pierwn  v.  Lawrence, 

495 

29.  The  law  as  settled  in  Thornton  v. 
Maxwell,  {ante,  p.  386,)  ui  regard  to 
what  is  requisite  in  a  protest  against 
the  payment  of  duties,  again  applied. 

id. 

80.  An  accepted  order  for  goods,  al- 
though a  purchase  in  the  usage  of  the 
particular  trade,  as  between  vendor 
and  vendee,  is  not  a  purchase  under 
the  16th  section  of  the  Act  of  Au- 
gust  SOtfa,  1842,  (6  U.  S,  Stat,  at 
Large,  668,)  so  as  to  authorize  the 
entry  of  the  goods,  when  imported, 
at  a  dutiable  value  fixed  at  the  cur- 
rent  price  of  like  goods  at  the  time 
the  order  was  accepted,  where  the 
goods  are  to  be  manufactured  after 
the  acceptance  of  the  order.         id 

81.  The  date  of  an  invoice,  in  an  entry 
by  the  purchaser  of  goods,  is,  as 
against  such  purchaser,  prisnd-faeie 
evidence  of  the  time  of  their  pur- 
chase, and  conclusive,  until  a  mistake 
in  the  date  is  proved.  id, 

82.  The  insufficiency  of  the  protest 
against  the  payment  of  duties  in  this 
case,  pointed  out.  Fieraon  v.  Max- 
weU,  607 

83.  The  doctrine  of  the  case  of  Pier^ 
ton  V.  Lawrence,  {ante,  p.  496),  ap- 
plied, tk 

34.  A  protest  against  the  payment  of 
duties  must  point  out  specifically  the 
particular  omission  or  irregularity 
complained  of,  or  it  will  not  be 
available  in  an  action  to  recover 
back  the  duties.    Foeke  v.  Lawrence, 

608 

86.  The  doctrine  of  the  cases  of  Pier- 
8on  V.  Lawrence,  {ante,  p,  496,)  and 
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Pienan  v.  J^axweU,  (an/e,  p.  607,) 
applied  to  the  protests  in  this 


case. 
id. 


Sd.  A  collector  is  not  bound  to  take 
the  invoice  valuation  of  goods,  sup- 
ported by  the  owner's  oath  on  the 
entry,  as  their  dutiable  value.         id, 

37.  A  collector  is  justified,  in  the  ab- 
sence of  written  notice  of  a  different 
state  of  facts,  in  assuming  the  place 
of  shipment  of  goods,  as  stated  in 
the  entry  invoice,  to  be  the  place  of 
their  purchase,  and  the  date  of  th^ 
invoice  as  the  tune  of  their  purchase. 

id, 

88.  Where,  in  a  protest  against  the 
payment  of  duties,  on  an  addition 
made  by  ihe  appraisers  to  the  in- 
voice value,  the  only  ground  of  pro- 
test stated  was,  that  the  invoice  ex- 
hibited the  true  market  valtts  of  the 
goode  at  the  place  from  vhich  they 
were  imported:  Held,  in  an  action  to 
recover  baclc  the  duties,  that  the  only 
point  raised  by  the  protest  was  the 
correspondence  of  the  invoice  value 
with  the  value  at  the  place  of  export 
at  the  date  of  the  inv6ice,  and  that 
the  phuntiff  ■  could  not,  under  the 
protest,  show  that  the  invoice  value 
was  the  actual  purchase-price.  Cor- 
netl  V.  Lawrence,  512 

89.  A  protest  against  the  payment  of 
duties  must  set  forth  the  specific  ob- 
je^ons  of  the  party,  and  refer  the 
collector  distinctly  to  the  facts, 
otherwise  the  party  cannot  aviul 
himself  of  them  in  an  action  against 
the  collector  to  recover  back  the 
duties.  «^ 

40.  Under  a  protest  against  the  pay- 
ment of  duties  and  of  a  penalty, 
which  only  sets  out  that  the  entry  in- 
voice ia  in  all  reepeete  correct  and 
hut,  and  that  no  legal  forfeiiure  or 
penalty  hat  been  incurred,  the  invoice 
value  of  the  goods  having  been  in- 
creased on  an  appraisement,  no  ques- 
tion can  be  raised,  in  an  action  to  re- 
cover back  the  duties  and  penalty, 
except  as  to  the  difference  between 
the  appraised  and  the  market  value 
of  the  goods  at  the  place  of  shipment 
at  the  date  of  the  invoice ;  n<Mr  can  it 
be  shown  that  the  invoice  value  was 


the  actual  purchase-price.    Tucker  v. 
Jfaxwdl,  617 

41.  What  should  be  stoted  in  such  a 
protest,  defined.  id, 

42.  Under  the  proviso  to  the  61st  sec- 
tion of  the  Act  of  March  2d,  1799, 
(1  U.  8,  Stat,  at  Large,  673,)  an  im- 
porter of  goods  from  Austria  is  enti- 
tled to  enter  them  on  the  payment  of 
dudes  on  their  specie  Talue,  although 
the  invoice  is  made  out  in  a  depre- 
ciated paper  currency,  legitimated  by 
the  Austrian  Government;  "but,  in 
order  to  avail  himself  of  the  benefit 
of  the  proviso,  the  deterioration  of 
the  invoice  currency  must  be  proved 
in  the  manner  required  by  the  pro- 
viso.   Dutilh  V.  Maxwell,  641 

43.  Accordingly,  as  the  proviso  author- 
ises the  President  to  make  regula- 
tions for  estimating  the  duties  on 
goods  invoiced  in  a  depreciated  cur- 
rency issued  under  the  authority  of 
a  foreign  Government:  H^  that, 
under  a  Treasury  Ciroular  requiring 
invoices  of  good^  when  made  out  in 
such  deprociated  currency,  to  be  ac- 
companied by  a  constilar  certificate 
showing  the  specie  value  of  such  cur- 
rency, the  prosentation  of  such  cer- 
tificate is  a  prerequisitCito  any  correc- 
tion of  the  invoice,  or  to  any  relief 
founded  on  such  deprodation  in  the 
currency.  id, 

44.  Where  no  such  certificate  accom^r 
panics  the  invoice,  and  no  bond  for 
its  production  is  given,  its  place  can- 
not be  supplied  by  parol  evidence 
of  the  depreciation  in  the  currency. 

46.  Where  a  protest  against  the  pay- 
ment of  duties  claimed  a  discount  on 
the  value  ia  paper  currency  stated 
in  the  invoice,  **  as  per  consuPs  cer- 
tificate," and  the  invoice  stated  the 
fiiir  marlcet  value  of  the  goods,  at  its 
date,  at  the  foreign  port,  in  paper 
currency,  and  also  the  correct  rate 
of  discount  for  specie  value :  ffeld, 
that  the  statement  in  the  protest 
amounted  to  an  averment  that  a  prop- 
er consuPs  certificate  was  presented 
to  the  collector  with  the  invoice,  or, 
at  least,  that  the  importer  had  one, 
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or  was  able  and  offered  to  produce 
it.     Craig  t.  Maxwelf,  646 

46.  It  18  not  necessary  that  such  a  cer- 
tificate should  be  absolutely  present- 
ed with  the  iDToice  when  the  entry 
is  made ;  but,  if  it  Is  not  so  present- 
ed, a  bond  must  be  given  to  produce 
it.  id. 

47.  Where  such  a  certificate  is  offered 
and  rejected,  or  when  an  offer  is  made 
to  produce  one,  and  the  collector 
does  not  exact  such  bond,  it  will  be 
presumed  that  the  collector  refused 
to  be  goTcmed  by  the  certificate  if 
exhibited.  id, 

48.  Under  such  circumstances,  the  im- 
pdrter  stands  on  the  same  footing  as 
if  such  a  certificate  had  accompanied 
his  invoice.  id, 

49.  The  doctrine  of  the  case  of  Ihailh 
V.  Maxwell^  (^^  />•  641),  applied. 
JhtiUh  T.  Maxwell,  648 

60.  Where  duties  on  an  importation 
are  fully  paid,  a  consular  certificate 
of  depreciation  in  the  foreign  paper 
currency  in  which  the  invoice  was 
made  up,  cannot  be  afterwards  pre- 
sented to  the  collector,  so  as  to  enti- 
tle the  importer  to  recover  back  the 
duties  paid  on  the  difference  be- 
tween the  specie  value  of  the  goods 
and  theur  invoiee  value.  id, 

61.  Where  an  invoice  sets  forth  the 
prices  of  goods  in  a  foreign  paper 
currency,  and  also  carries  them  out 
reduced  to  a  specie  standard,  and 
the  importer  makes  the  entry  in  the 
specie  value,  and,  on  appraisement, 
the  value  is  returned  at  the  invoice 
paper  currency  prices,  which  is  great- 
er by  10  per  cent  than  the  specie 
yalue — It  MeemSy  this  is  not  such  an 
excess  of  appraised  value  over  the 
Talue  declared  in  the  entry  as  to  war- 
rant the  impomtion  of  a  penslty  of 
20  per  cent,  for  undervaluation. 
JF%edUr  v,  MaxweV,  662 

62.  Trover  will  lie  against  a  collector 
who  unlawfully  detains  the  goods  of 
an  importer,  and  it  is  no  defence  that 
the  collector  acts  under  the  instruc- 
tions of  the  Secretary  of  the  Treas- 
iiry.  id. 


68.  Where  two  entries  on  importations 
from  the  same  Austrian  port  were 
made,  not  much  over  one  month 
apart,  and  the  goods  were  valued  in 
the  invoices,  in  both  cases,  in  a  de- 
preciated paper  currency,  and  a  de- 
duction was  claimed  in  both  cases 
on  that  account,  a  proper  consular 
certificate  having  been  presented  to 
the  collector  in  the  first  case,  and  re- 
jected on  the  ground  that  no  allow- 
ance for  depreciation  could  be  made, 
aud  there  being  a  proper  written 
protest  in  the  second  case :  Hdd  that, 
although  the  importer  presented  no 
consular  certificate  with  his  entry  in 
the  second  case,  he  was  entitled  in 
that  case  to  a  deduction  of  the  rate 
of  depreciation  stated  in  the  certifi- 
cate in  the  first  case.  BeynoldM  v. 
Maxwdl,  666 

64.  The  doctrine  of  the  case  of  Ihailh 
Y,  Maxwell,  (antCy  p,  641,)  applied  to 
importations  from  Chili,  Peru  and 
Bolivia.    AUap  ▼.  Maxwell,         667 


E 

EJECTMENT. 
j3ee  FowiB,  6,  6. 

EMINENT  DOMAIN. 
• 

1.  The  right  of  eminent  domain  em- 
powers the  Legislature  to  devote 
private  property  to  public  use.  ^e 
Varaiffng  v.  Fax,  96 

2.  An  Act  of  the  Legislature  of  New 
Yoik,  reciting  that  certain  lands 
were  needed  by  the  Corporation  of 
the  city  of  New  York  for  the  pur- 
pose of  extending  the  Aims-House 
Establishment  of  t)ie  city,  and  pro- 
viding that,  on  the  ascertainment  and 
payment  to  the  owner  of  the  lands, 
of  the  loss  and  damage  for  taking 
them,  the  Corporation  should  be 
seized  of  the  lands  in  fee-timpU  ah- 
MoluU,  does  not  exceed  the  ri^tfal 
authority  of  the  Le^slature.  id, 

8.  In  the  exercise  of  its  power  to  de- 
vote private  property  to  public  use, 
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the  Legislature  is  the  exclusiye 
judge  of  the  degree  and  quality  of 
interest  which  are  proper  to  be  taken, 
as  well  as  of  the  necessity  of  taking 
it  id. 

4.  Where  the  Legislature  has  conferred 
an  estate  in  fee-simple  absolute  in  the 
premises  taken,  it  must  be  assumed 
that  it  judged  it  necessary  to  do  so, 
to  answer  the  public  use  contem- 
plated, uf. 

5.  Such  a  grant  of  a  feesimpU  absoltUe 
will  not  be  construed  as  a  conditional 
fee  or  usufruct,  leaving  the  possibil- 
ity of  a  reyerter  to  the  original  owner 
on  the  lapse  of  the  particular  use, 
but  will  be  held  to  have  vested  the 
entire  property  forever  in  the  grantee, 

id. 

6.  If  a  change  in  the  destination  of  the 
property  granted,  after  a  continuance 
for  twenty-six  years  of  the  use  of  it 
first  contemplated,  raises  any  interest 
or  right  on  the  part  of  the  original 
owner,  it  is  of  an  equitable  charac- 
ter, cognizable  only  in  Chancery,  and 
not  at  law.  *     id. 


ENGINEER. 
Bee  Steamboats,  2,  8,  8. 

ENTRY^ 

See  Duties,  16,  16,  28,  26, 80,  81,  86, 
87,  40. 
Rbyxnuk  Laws. 


EQUITT. 

1.  It  seems  to  be  an  established  rule  in 
Equity,  that  matter  entitling  a  party 
to  an  amendment  of  k  contract  may 
be  set  up  by  way  of  defence  to  a  pro- 
ceeding to  enforce  a  specific  perform- 
ance of  the  contract,  where  the  clause 
omitted  through  mistake  or  accident 

■    would,  if  found  in  the  instrument, 

constitute  a  ground  of  defence.  Wood- 

'    V)orth  V.  Ccok^  161 

2.  But  such  a  defence  cannot  be  set  up 
where  the  rights  of  a  hofud-fide  pur- 
chaser  have  intervened,  which  would_ 


or  might  be  seriously  prejudiced  by 
giving  efi'ect  to  the  defence.  id. 

8.  It  is  not  sufficient  for  a  debtor,  or 
for  those  who  are  entitled  to  assert 
his  rights,  in  order  to  induce  a  Court 
of  Equity  to  relieve  against  a  judg- 
ment at  law,  to  show  that  the  debtor 
was  wrongfully  deprived  of  an  op- 
portunity of  making  a  defence  in  the 
suit  at  law,  unless  a  defence,  appa- 
rently, would  have  been  available. 
To  entitle  them  to  the  interposition 
of  a  Court  of  Equity  in  their  behalf, 
it  must  appear  that  the  judgment  is 
unjust  and  inequitable,  and  ought  not 
to  be  enforced.  Bradley  v.  Richard- 
Mm,  848 

4.  Where  property  of  a  debtor,  which 
is  subject  to  an  attachment  in  a  suit 
pending  at  law,  is  sold  to  one  to 
hold  in  trust  for  certain  creditors  of 
the  debtor,  and  a  judgment  is  ren- 
dered in  the  suit  at  law,  and  the 
creditors  for  whose  benefit  the  pur- 
chase was  made  institute  proceed- 
ings in  Equity  to  be  relieved  against 
the  judgment  so  obtained,  alleging 
that  it  was  unduly  obtHincd  and  for 
too  large  an  amount,  the  Court  will 
not  inquire  merely  whether  the 
judgment  was  just  and  equitable  as 
between  the  parties  to  it,  but 
whether  it  includes  claims  or  de- 
mands not  covered  by  the  action,  or 
not  due  and  payable  at  the  con)- 
mcncement  of  the  action,  or  which, 
by  a  proper  application  of  payments 
or  credits,  will  appear  to  have  been 
paid  and  satisfied,  and  were,  there- 
fore, not  existing  legal  chiims ;  and, 
unless  the  judgment  appears  to  be 
wrong  in  some  of  these  paiticulars, 
and  consequently  to  have  been  ren- 
dered for  more  than  the  property 
ought  to  have  been  charged  with, 
the  plain tiffk  will  have  no  ground  of 
complaint,  whatever  may  have  been 
the  manner  in  which  the  judgment 
was  obtained.  id. 

See  Attachitekt,  1  to  6. 
Copyright,  4. 
DpOTRRER,  2  to  4. 

Discovert. 
Eminent  Domain,  6. 
Injunction. 
Interplsadkb. 
Marriage,  2,  8. 
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PinNTS,  50  to  65,  67  to  62, 110  to 

112. 
Plradino. 
Power,  6. 
Pbactice,  9  to  ^4. 
Rbciitkr. 
Hkmts  and  Profits. 


ESTOPPEL. 

See  JuDoaf EKT,  7,  8. 

Money  had  and  rxcsitbd,  4. 
Patents,  19,  75, 114  to  117. 


EVIDENCE. 

1.  Where,  on  a  Joint  indictment 
against  three  for  marder,  one  of 
them  is  tried  separately,  it  is  not 
competent  for  him  to  give  in  evi- 
dence a  conversation  between  the 
oiher  two,  when  they  were  alone,  in- 
culpating  themselves  and  exculpat- 
ing  him  from  all  participation  in 
the  crime.  The  United  StaUe  ▼. 
Ihufflaes^  207 

2.  What  is  direct  evidence,  and  what 
drcnmstantial  eyidenoe.  id. 

8.  In  a  case  of  circumstantial  evidence, 
the  Jury,  in  order  to  convict,  must 
find  the  circumstances  to  be  satis&c- 
torily  proved  as  facts,  and  must  also 
find  that  those  facts  clearly  and  un- 
equivocally imply  the  guilt  of  the 
accused,  and  cannot  be  reasonably 
reconciled  with  any  hypothesis  of 
his  innocence.  id. 

See  Bill  of  Lading,  8. 

Bills  of  Exchange,  1. 

Carrier,  5,  6. 

Duties,  44. 

Grand  Jury,  19  to  26. 
:      Patknts,  8,  26,  85  to  87,  75,  88,  89, 
91  to  98. 

Practice,  16  to  24. 

Steamboats,  9.  ^ 

Verdict. 


EXAMINERS. 
Bee  Practice,  16  to  22. ; 


ExcEpnoNa 

See  Patents,  90. 
Practice,  1,  2. 

EXPERIMENT. 

See  Patents,  16, 16, 140. 

EXTENSION. 
See  Patents,  42  to  44. 

F 


FACTOR. 

1.  The  undertaking  of  a  fiictor  is 
merely  to  answer  for  the  solvency 
of  the  buyer  of  the  goods,  or  rather 
to  guaranty  to  the  principal  the  pay- 
ment of  the  debt  due  from  the  buy- 
er. He  becomes  liable  to  pay  to  the 
principal  the  amount  of  the  pur- 
chase-money, if  the  buyer  fiuls  to 
pay  it  when  it  becomes  due.  And 
his  undertaking  is  not  collateral, 
within  the  statute  of  frauds,  but  is 
an  original  and  absolute  agreement 
that  the  price  for  which  the  goods 
are  sold,  or  the  debt  created  by  the 
sale  of  the  goods,  shaU  be  paid  to 
the  principal  when  the  credit  given 
on  the  sale  shall  have  expired.  Srad- 
ley  V.  Riehat^deon^  848 

2.  If  the  factor  has  agreed  that  he 
will  advance  to  a  certain  amount 
upon  the  goods  consigned  to  him,  to 
that  extent  his  advances  may  be 
treated  as  payment  in  advance  of  so 
much  towards  thef;oods,  and,  so  fiir, 
the  one  may  be  set  off  against  Uie 
other.  But  all  moneys  advanced  on 
account  beyond  the  amount  agreed 
to  be  advanced  upon  the  goods  will 
constitute  a  present  legal  debt,  for 
which  he  will  have  a  present  legal 
right  of  action.  id, 

8.  If  the  principal  procures  and  has 
the  benefit  of  the  advances,  he  is 
thereby  precluded  from  objecting  to 
them  as  not  answering  the  agree- 
ment, whaterer  may  be  the  form  in 
which  they  are  made.  id. 
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4.  If  the  factor  commences  a  suit  at  law 
against  the  principal,  to  recover  the 
unpud  balance  due  to  him  for  his 
actual  advances,  having  previously 
made  sales  of  goods  upon  a  credit 
not  yet  expired,  and  being  at  the 
same  time  liable  upon  acceptances 
and  bills  for  the  principal  not  yet 
matured,  he  is  entitled  to  have  the 
avails  of  the  sales,  as  they  become 
due,  applied  in  satisfaction  of  the 
additional  advances  which  he  is  com- 
pelled to  niake  upon  such  bills  and 
acceptances  as  they  become  due,  and 
cannot  be  required  to  apply  such 
avails  in  satisfaction  of  his  present 
legal  claims  existing  at  the  commence- 
ment of  his  suit.  id. 


:fees. 

8e$  DuTiKS,  27. 

FEE  SIMPLE. 
&e  EiUNENT  Domain,  2,  to  6. 

FOREIGN  COINS. 

See  Duties,  1  to  8,  22  to  25,  42  to  48, 
50,  51,  53. 


FORFEITURE. 

Bee  Discotert,  1  \o  6. 
Patents,  14  to  26,  89. 
Practice,  82,  88. 


FORGERY. 

An  indictment  for  forgery,  under 
~  19  of  the  Act  of  March  8d,  1825, 
>  ir.  8.  StaL  at  Large,  120,)  in  alter- 
ing a  certificate  issued  unaer  8  41 
of  the  Act  of  March  2d,  1799,  (1  U, 
8.  Stat,  at  Large,  659,)  alleging  that 
the  certificate  was  issued  by  the  col- 
lector ex^jfficioj  is  bad  on  demurrer. 
The  UnUed  States  v.  Schayer^       59 


2.  By  the  Act  of  1799,  the  certificate 
was  to  be  issued  by  the  eupervisor  of 
the  revenue,  and  the  mdictment 
ought  to  allege  that  the  collector 
was  designated  by  the  President  to 


fulfil  the  duties  of  supervisor,  under 
the  Act  of  March  8d,  1803,  (2  U.  8, 
Stat,  at  Large,  243,)  and  thac  the 
certificate  was  granted  by  the  collec- 
tor in  that  capacity.  id. 


FRAUD. 

See  Bills  ov  Exchange. 
Patents,  44. 


FREIGHT. 

See  Bill  of  Lading,  2,  4. 
Carrier,  4. 

FUGITIVE  SLAVE  LAW. 

1.  When,  under  §  6  of  the  Act  of  Sep- 
tember 18th,  1850,  (9  U,  S  Sfai,  at 
Large,  468,)  known  as  the  Fugitive 
Siave  Act,  a  warrant  is  issued  by 
competent  authority,  that  is  sufficient 
to  justify  the  arrest  and  detention  of 
the  fugitive  until  he  is  discharged  by 
due  course  of  hiw,  and  any  person 
concerned  in  rescuing  or  attempting 
to  rescue  such  fugitive  out  of  the 
custody  of  the  law,  subjects  himself 
to  the  penalties  of  the  Act.  The 
Utdied  States  v.  Heed,  485 

2.  So  far  as  it  respects  an  obstruction 
to  the  execution  of  legal  process,  or 
a  forcible  rescue  of  a  fugitive  from 
service,  under  the  Act  of  September 
18th,  1850,  (9  U,  S.  Stat,  at  Large, 
462,)  commonly  called  **  The  Fugi- 
tive Slave  Law,"  the  provisions  of 
that  Act  probably  supersede  those  of 
the  Act  of  April  30th,  1790,  (1  £/".  8. 
Stat,  at  Large,  112,)  with  one  excep- 
tion.    The  Fugitive  Slave  Law,  559 

8.  The  provision  in  the  22d  section  of 
the  Act  of  1790,  for  the  case  of  as- 
saulting, beating  or  wounding  any 
Federal  officer,  or  other  person  duly 
authorized,  while  engaged  in  serving 
or  executing  any  process,  may  apply 
as  well  to  the  execution  of  process 
under  the  Act  of  1850  as  under  any 
other  Act,  the  case  not  being  spe- 
cifically provided  for  in  the  Act  of 
1850,  and  there  being  no  necessary 
repugnancy  between  the  two  Acts  in 
this  respect.  id 
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4.  There  is  some  doubt  whether  a  Cir- 
cuit Court  has  juriadictioa  of  the 
offences  named  in  the  7th  section  of 
the  Act  of  1850,  as  that  Act  in  terms 
limits  cognizance  of  those  offences  to 
the  District  Court.  id. 

6.  It  maj  be  a  question  whether  the 
proyi:don  of  the  Mth  section  of  the 
Judiciary  Act  of  September  '24th, 
1789,  (1  a.  8.  Stat,  at  Large,  78,) 
conferring  on  the  Circuit  Court  con- 
current  jurisdiction  with  the  District 
Court  of  all  crimes  and  offences  cog- 
nizable therein,  applies  to  jurisdiction 
subsequently  conferred  on  the  Dis- 
trict Court  in  as  specific  terms  as  that 
conferred  by  the  Act  of  1860.        id, 

6.  The  provision  of  the  2d  section  of 
the  Act  of  August  8th,  1846,  (9  U, 
&  Stai,  at  Larae,  72,)  by  which  the 
District  Court  is  authorized  to  remit 
to  the  Circuit  Court  any  Indictment 

.  pending  in  the  District  Court,,  no 
doubt  embraces  the  cases  specified 
in  the  7th  section  of  the  Act  of  I860. 

id, 

7.  The  consequences  of  forcible  resist- 
ance and  obstruction  to  the  execution 
of  the  Act  of  1860,  con^dered.    id. 


G 

GRAND  JFRORa 
See  Gband  Jurt. 

GRAND  JURY. 

1.  The  Judiciary  Act  of  September 
24th,  1789,  (1  ir.  8,  8tat.  at  Large, 
88,  §  29,)  the  Act  of  May  13th,  1800, 
(2  Id.  82,)  and  the  Act  of  July  20th, 
1840,  (6  Id.  394,)  adopt  the  State 
regulations  respecting  the  procure- 
ment of  grand  and  petit  jurors  tp 
serve  in  the  Federal  Courts,  and  ap- 
ply  to  those  Courts  the  State  regula- 
tions respecting  the  qualifications 
and  the  exemptions  of  grand  and 
petit  jurors.  The  United  States  v. 
Reed,  436 

2.  A  challenge  to  a  grand  juror  for  fa- 
vor, on  the  ground  that  he  is  the 
prosecutor  or  complainant  upon  a 
charge,  or  that  he  is  a  witness  on  the 


part  of  the  prosecution,  and  hsB  been 
subpoenaed  or  been  bound  in  a  re- 
cognizance as  such,  goes  to  the  quali- 
ficaJIwfU  of  the  juror.  id, 

8.  A  challenge  to  the  array  of  the 
grand  jury  in  a  given  case,  on  the 
ground  that  they  have  been  selected, 
summoned  and  returned  by  a  person 
unfit  to  summon  an  indifferent  jury 
in  the  case,  touches  the  gualifieaiiofis 
of  the^paneL  id. 

4.  Therefore,  State  regulations  respect- 
ing such  challenges  are  applicable  in 
the  Federal  Courts.  id. 

6.  But  peremptory  challenges  in  crimi- 
nal cases  in  the  Federal  Courts  are 
regulated  by  the  common  law.       id, 

6.  The  absence  of  a  venire  for  the  sum- 
moning of  a  grand  jury,  in  a  case 
where  it  is  required,  is  a  ground  of 
challenge  to  the  array.  id, 

7.  Challenges  to  the  array  of  grand 
jurors  are  abolished  by  the  laws  of 
New  TorlL,  and  are  consequently 
also  abolished  in  the  Federal  Courts 
in  New  Yorlt.  id, 

8.  But  still,  where  there  has  been  any 
improper  conduct  on  the  part  of  the 
officers  employed  in  designating, 
summoning  and  returning  the  grand 
jury,  an  accused  person  who  is  pre- 
judiced thereby  has  his  remedy  by 
motion  to  the  Court  for  relief.       id, 

9.  All  objections,  however,  to  the  pro- 
ceedings in  the  selection  and  sum- 
moning  of  grand  jurors,  over  and  be- 
yond £e  right  of  challenge,  are  pre- 
sented to  the  Court  for  the  exercise 
of  its  sound  discretion,  and,  altliough 
there  may  be  technical  irregularities, 
it  will  not  interpose,  unless  satisfied 
that  the  accused  party  is  prejudiced 
by  them.  id, 

10.  Under  the  Act  of  August  8th,  1846, 
(9  U.  8  Stat,  at  Large,  73,  §  3,)  pro- 
viding  that  no  grand  jury  shall  be 
summoned  in  the  Federal  Courts  ex- 
cept  upon  an  order  for  a  venire,  to 
be  made  by  a  Judge,  a  venire  should 
be  issued  by  the  cierk  of  the  Court, 
in  pursuance  of  the  order.  id,, 

11.  A  verbal  order  given  by  a  Judge 
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to  the  clerk  in  such  case  is  sufficient, 
though  no  order  be  filed  or  entered 
of  record.  id, 

12.  The  omission  to  issue  a  vetiire  in 
such  cose,  if  a  ground  of  challenge 
to  the  array,  and  if  taken  advantage 
of  at  the  proper  time,  is  fatal  to  the 
panel.  id, 

18.  But,  if  not  a  ground  of  challenge, 
or  if  the  time  for  making  the  chal- 
lenge be  passed,  it  is  only  a  ground 
for  a  motion  to  set  aside  the  panel 
for  cause.  id, 

14.  The  mere  omission,  however,  to 
issue  tlie  venire^  is  not  such  cause, 
where  the  application  is  addressed 
to  the  sound  discretion  of  the  Court. 

id, 

16.  By  the  law  of  New  York,  (2  R,  S, 
^   724,  §§  27,  28,)  persons  **held  to 

answer,"  that  is,  arrested  and  held 
to  bail  to  appear  at  the  term  of  the 
Court  at  which  the  gmnd  jury  at- 
tends, to  answer  such  complaints  as 
may  be  presented  against  them,  are 
the  only  persons  who  can  challenge 
either  the  array  of  grand  jurors,  or 
the  individual  grand  jurors  for  favor. 

id. 

.16.  Where  a  party  appeals  to  the 
sound  discretion  of  the  Court  to  set 
aside  an  iudictment  for  irregularities 
in  drawing  or  summoning  the  grand 
jury,  he  must  Implicate  the  good  faith 
of  the  officers  concerned  in  discharg- 
ing those  duties.  t3. 

17.  Those  officers,  in  New  York,  are 
bound  to  use  the  State  boxes  and  the 
State  ballots  in  drawing  grand  jurors, 
as  the  same  are  furnish^  to  them  by 

'  the  State  officers,  and  have  no  right 
to  change  or  alter  either.  id. 

18.  It  is  the  uniform  practice,  in  the 
Federal  and  State  Courts,  for  the 
clerk  and  assistant  of  the  District  At- 
torney to  attend  the  grand  jury  and 
assist  in  investigating  the  accusations 
presented  before  them.  That  prac- 
tice must  be  regarded  as  settled; 
but  any  abuse  or  improper  conduct 
on  the  part  of  any  person  admitted 
to  the  grand  jury,  will  be  investiga- 
ted by  the  Court.  id. 


19.  The  Court  has  no  power  to  inquire 
into  the  mode  in  which  the  examina- 
tion of  witnesses  was  conducted  be- 
fore the  grand  jury,  for  the  purpose 
of  iuvalidatiug  an  indictment.        id, 

20.  It  will  inquire,  however,  into  the 
manner  of  swearing  the  witnesses, 
when  they  are  sworn  in  open  Court, 
and  into  the  competency  of  the  evi- 
dence, whether  oral  or  documentary, 
and  into  the  manner  of  authenticat- 
ing the  latter  species  of  evidence,  id, 

21.  Where  witnesses  before  a  grand 
jury  are  tesLifying  in  regard  to  facts 
about  which  they  have  previously 
made  ex  parte  affidavits,  it  is  not 
improper  for  them  to  consult  those  . 
affidavits,  to  refresh  their  recollec- 
tion ;  nor  is  there  any  objection  to 
their  swearing  that  certain  facts,  of 
which  they  have  previously  made 
statements  on  paper,  are  true.        id, 

22.  Evidence  before  a  grand  jury  must 
be  competent  legal  evidence,  such 
as  is  le^timate  and  proper  before  a 
petit  jury.  id, 

28.  On  a  criminal  charge  against  sev- 
cral  persons,  for  a  participation  in 
the  rescue  of  a  person  from  the  hands 
of  a  public  officer  who  held  him  in 
custody,  the  witnesses  who  were  to 
testify*  before  the  grand  jury  were 
sworn  in  open  Court  in  the  following 
manner :  The  clerk  of  the  Court  was 
furnished  with  a  genend  description 
of  the  persons  accused — 2'he  United 
8taUH  V.  M,  8.  and  ot/wr*— and  then 
administered  to  the  witnesses  this 
oath :  "  You,  and  each  of  you,  do 
severally  solemnly  swear,  that  the 
evidence  you  shall  give  to  the  grand 

'  inquest  touching  charges  against  M. 
S.,  and  others,  concerning  which 
you  shall  be  interrogated,  shall  be 
the  truth,  the  whole  truth,  and  noth- 
ing but  the  truth.  So  help  you 
God."  Upon  the  testimony  given 
under  this  oath,  twenty-four  bills  of 
indictment  were  found  against 
twenty-four  diflferent  persons,  one 
ag!unst  each.  No  indictment  was 
found  against  "  M.  S.  and  others," 
nor  was  any  indictment  found  against 
any  two  persons  jointly.  On  a  mo- 
tion by  E.  R.,  the  defendant  in  one 
of  the  indictments,  to  quash  it,  on 
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the  ground  that  the  oath  wm  void  as 
to  him :  Held^  that  the  oath  was  free 
from  objection.  id. 

24.  A  geneml  oath  to  giro  erideDce 
touching  criminal  charges  to  be  laid 
before  the  grand  jury,  without  refer- 
ence to  any  particular  person,  is  un- 
objectionable, id. 

25.  If  th^  oath  embraces  one  or  more 
persons  by  name,  whose  cases  are 
about  to  be  laid  before  the  grand 
jury,  and  in  respect  to  which  the 
oath  is  administered,  and  nothing 
more,  evidence  cannot  be  given 
under  it  in  support  of  any  accusation 
against  others.  id. 

26.  Tlie  Court  has  no  power  to  re^se 
the  judgment  of  a  grand  jury  upon 
the  evidence,  for  the  purpose  of  de- 
termining whether  or  not  the  finding 
was  founded  upon  sufficieat  proo^ 
or  whether  there  was  a  deficiency 
in  respect  to  any  part  of  the  com- 
plaint, id. 

GRANT. 
See  Patents,  66. 
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INJUNCTION. 

1.  This  Court  has  no  power  to  restrain 
or  interfere  with  a  suit  prosecuted 
and  pending  in  a  State  Court,  by  en- 
joining the  further  prosecution  of 
such  suit.  The  City  Bank  of  New 
York  V.  Skdlon,  14 

2.  But  this  Court,  in  executing  a  juris- 
diction vested  in  it,  may,  in  a  case 
of  which  it  has  cognizance,  act  upon 
parties  who  are  suitors  in  a  State 
Court  in  relation  to  the  same  subject- 
mii^ter,  so  far  at  least  as  to  compel 
their  submission  to  such  judgment  as 
this  Court  may  render  in  the  case.  id. 

8.  Where  funds  were  deposited  in  a 
bank,  and  afterward  S.,  claiming 
the  funds  as  his  property,  commenced 
a  suit  for  their  recovery  in  a  State 
Court  against  the  bank  and  T.,  the 
depositor  of  the  fVinds,  and,  while 
that  suit  was  pending.  Y.  commenced 
two  suits  in  this  Court  against  the 
bank,  to  recover  the  funds  and  dam- 
ages for  their  detention,  the  bank 
having  no  interest  in  the  funds: 
Heldy  on  a  bill  filed  in  this  Court  by 
the  bank  against  S.  and  Y.,  that 
although  this  Court  would  not  de- 
cree an  interpleader  in  the  case,  or 
enjoin  the  suit  in  the  State  Court, 
yet  it  would  enjoin  the  prosecution 
by  Y.  of  his  suits  in  this  Court,  until 
the  final  decision  of  the  suit  in  the 
State  Court.  id. 

4.  HM,  also,  that  this  Court  would 
give  the  parties  the  option  to  consent 
by  stipulation  to  interplead  in  this 
Court  on  the  subject-matter,  and,  in 
case  they  did  so,  would  allow  the 
bank  to  pay  the  funds  into  Court, 
first  deducting  such  costs  and  ex- 
penses as  the  Court  should  allow,  id. 

6.  This  Court  has  power,  in  a  proper 
case,  to  prohibit  a  non-resident  plain- 
tiff from  prosecuting  an  action 
agamst  a  defendant  residing  within 
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this  State.    7%$  Ciiy  Bank  of  New 
York  T.  SktlUm,  26 

6.  The  CSrcoit  Coarts  of  the  United 
States  have  power  to  control  and 
stay  actions  pending  before  them, 
either  bj  order  on  the  common  law 
side  of  the  Court,  or  by  ii^'unction 
on  the  Equity  side.  id. 

7.  But  they  will  not  exercise  such  au- 
thority over  actions  pending  in  a 
State  Court,  nor  will  a  Stote  Court 
interfere  with  actions  pending  in  the 
Federal  Courts.  id. 

8.  The  dedsion  in  this  same  case,  {atde^ 
p.  14,)  that  this  is  a  proper  case  for 
ihis  Court  to  stay  by  ii\junction  an 
action  at  law  pending  here,  reviewed 
and  affirmed.  id, 

9.  Considerations  stated,  in  regard  to 
the  granting  of  proyisional  ii^junc- 
tions.    LUtU  y.  G<mH  166 

See  Attaohmknt,  1  to  5. 
Copt  RIGHT,  16,  17. 
Patints,  76,  110  to  118,  186. 
Plkadimo,  1. 
Practicb,  6,  6. 
Reports,  8.. 


INSUBAKCE. 

1.  These  'points  are  settled  in  the  con- 
struction  of  policies  of  insurance: 
Flnt,  They  are  to  have  a  liberal  and 
benign  interpretation  in  behalf  of 
the  insured ;  Second,  They  are  to  be 
construed  and  enforced  according  to 
the  plain  intent  of  the  parties,  if  no 
settled  rule  of  law  interposes  to  pre- 
Tent ;  Third,  Whether  or  not,  by  the 
general  rules  of  insurance  law,  the 
fact  that  the  insured  party  had  no 
insurable  interest  in  the  subject  in- 
sured at  the  time  it  was  intended 
the  contract  should  commence  its 
operation,  although  he  possessed 
such  interest  at  the  time  of  the  loss, 
would  render  the  policy  invalid, 
yet  it  is  competent  for  the  parties  to 
contract  with  a  view  to  such  a  con- 
dition of  things.  Heuthaw  r.  The 
Mutual  Safety  Jm.  Co.  99 

2.  There  is  strong  <SOlor,  however,  for 
the  doctrine,  that  the  party  intended 


to  be  insured  will  be  protected,  if 
he  had  an  interest  at  the  time 'of  the 
loss,  without  any  express  stipulation 
to  that  effect,  although  he  had  no  in- 
terest at  the  commencement  of  the 
risk.  id. 

8.  A  time  policy,  against  marine  risk, 
on  a  steam-vessel,  for  a  succession  of 
voyages,  each  voyage  to  bear  its  own 
average,  made  at  the  instance  of  N., 
on  account  of  whom  it  may  concern, 
the  loss  payable  to  H.,  for  the  sum 
of  |16«000,  is  an  agreement  by  the 
underwriters  to  insure  all  the  inter- 
est to  ttiat  amount  which  shall  be 
owned  in  the  vessel  at  the  time  of 
her  loss  within  the  policy,  and  to  pay 
the  loss  to  H.,  for  the  benefit  of  the 
actual  owners.  id, 

4.  Such  a  contract  is  legal,  and  H.,  in 
his  own  right,  or  as  trustee,  is  com- 
petent to  enforce  it  id. 

6.  The  policy  might,  also,  be  construed 
as  intending  each  separate  trip  of 
the  vessel  to  be  a  distinct  voyage, 
the  risk  on  which  would  commence 
at  its  inception,  and  thus  the  party 
interested  at  the  time  of  the  loss 
would  also  be  interested  at  the  com- 
mencement of  the  risk.  id. 


6.  Where  the  declaration  on  such  a 
policy  averred  that,  at  'the  time  of 
the  loss  of  the  vessel,  H.,  the  plain- 
tiff, was  interested  in  her  to  the 
amount  of  the  said  insurance :  Ndd^ 
that  it  need  not  aver  that  H.  was  in- 
terested in  her  at  the  time  of  the  in- 
surance, or  at  the  time  of  the  com- 
mencement of  the  risk.  id, 

7.  And,  where  it  averred  that  the  in- 
surance was  for  the  use  and  benefit 
of  H.,  as  trustee  for  N.,  and  that,  ns 
such  trustee,  H.  was  interested  in 
the  vessel  at  the  time  of  her  loss : 
ffeld^  that  it  need  not  set  forth  the 
nature  or  extent  of  the  trust,  they 
being  matters  of  evidence.  id. 

INTEREST. 

See  Collision,  8. 

Paiikts,  95,  101,  106,  109. 
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INTERPLEADER. 

.  Upon  tho  general  principles  of  Equi- 
ty jarisprudence,  a  bank  may,  in  a 
proper  case,  have  relief  by  bill  of 
iaterpleader  against  separate  and 
adversary  parties  who  claim  title  to 
moneys  therein  deposited.  The  City 
Bank  of  New  York  v.  Skellon,       14 

See  Injunction,  8,  4. 


IXTERROQATORDBS. 
&e  Attachment,  2  to  6. 

INVENTION. 
See  Patknts,  1  to  10,  134. 

INVOICE. 

See  Duties,  7, 12, 16,  21,  23,  24, 26, 31, 
'  36  to  3S,  40,  42  to  48,  50,  51, 
58. 
Revenue  Laws. 


'JUDGMENT. 

1  A  juil:^ent  or  decree  docketed  in  a 
Court  of  the  United  States  for  the 
Southern  District  of  New  York,  is  a 
lien  on  the  lands  of  the  defendant  in 
wliatever  county  of  the  District  they 
are  situated.  Cropsfii^y,  Crandall^  8*1 

2.  It  is  not  necessary  to  the  creation 
of  such  lien,  that  a  transcript  of  the 
judgment  or  decree  should  be  filed 
in  the  office  of  the  clerk  of  any 

•  county  in  the  District.  uL 

8.  The  statutes  of  New  York  which 
limit  the  duration  of  the  lien  of  the 
judgments  and  decrees  of  the  State 
Courts  a'pply  to  the  judgments  and 
decrees  of  the  Courts  of  the  United 
States  within  the  State.  id. 

4.  But  the  New  York  statute  of  May 
Uth,  1840,  {Law8  of  1840,  chap,  386, 
g  26,)    prescribing  what    acts    are 


necessary  to  be  done  to  create  the 
lien  of  a  State  judgment  or  decree, 
does  not  apply  to  the  judgments  or 
decrees  of  a  Court  of  the  United 
States.  id, 

6.  As  a  general  if  not  uniTersal  rule, 
in  onler  to  bind  a  defendant,  or  to 
confer  any  rights  upon  a  plaintiff,  by 
force  of  a  judgment  in  a  personal 
acUon,  the  former  must  be  served 
with  notice  of  the  institution  of  the 
suit,  so  that  he  may  have  an  oppor- 
tunity to  appear  and  defend.  The 
Globe,  427 

6.  But  a  proceeding  in  rem  forms  an 
exception  to  the  general  rule,  and 
binds  the  res  in  the  absence  of  any 
personal  notice  to  the  party  inter- 
ested. uL 

7.  A  foreijn  vessel  was  attached  by  a 
proceeding  in  rem^  under  a  law  of 
Ohio,  in  a  Court  of  that  State,  for 
repairs  made  and  supplies  furnished, 
and  sold  upon  a  judgment  duly  re- 
covered in  pursuance  of  such  attach- 
ment :  Beldy  that  the  judgment  was 
conclusive  upon  the  transfer  and  dis- 
position of  the  vessel,  in  whatever 
place  she  might  be  found,  and  upon 
the  title  to  her,  by  whomsoever  it 
might  be  questioned,  and  whether  in- 
volved dii*ectly  or  collaterally.       id. 

8.  Held^  aleOy  that  this' was  especially 
so  where  the  owner  of  the  tessel  at 
the  time  appeared  in  the  suit  in  the 
Ohio  Couit,  and  contested  the  pro 
ceedings  throughout.  id. 

See  Equity,  8,  4. 
Lien,  9. 
,  Rests  amd  Profits. 


JUDICIAL  DECISIONS. 

c 

See  Reports. 

JURISDICTION. 

1.  Under  §  11  of  the  Judiciary  Act  of 
1789,  (1  CT.  &  Stat  at  Large,  78,) 
construed  in  connection  with  Art.  S, 
sec.  2,  of  the  Constitution  of  the 
United  States,  it  is  not  sufficient  to 
give  jurisdiction  of  a  suit  to  a  Circuit 
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Court,  tliat  one  of  the  parties  to  it 
is  an   alien.     PrerUist  y.  Brennan^ 

162 

2.  The  controversy,  in  order  to  give 
jurisdiction,  inusc  be  one  in  which  a 
citizen  of  a  State  and  an  alien  are 
parties.  id, 

8.  Where  the  plaintiflf  was  a  native  of 
New  York,  but  had  resided  in  Canada 
and  been  in  business  there  for  thirty 
years  before  bringing  his  suit,  and 
resided  tiiere  when  he  brought  his 
suit,  and  had  taken  the  oath  of  alle- 
aance  there  to  the  Queen  of  Great 
Britain,  and  the  defendant  was  a  citi- 
zen of  Canada  and  a  subject  of  the 
(Jiieen  of  Great  Britain :  Held^  that 
tliis  Court  had  no  jurisdiction  of  the 
case.  id, 

i.  Though  the  plaintiff  might,  for  some 
purposes,  be  regarded  as  a  citizen  of 
the  United  States,  he  was  not  a  citi- 
zen of  the  State  of  New  York,  which 
was  essential  to  give  jurisdiction,  id. 

See  Patents,  48,  44. 
Practice,  80. 


JURORS. 
See  Grand  Jury. 

'JUKY. 


JURY. 

1.  A  qualified  peremptory  challenge  in 
a  criminal  case,  that  is,  a  right  to  set 
aside  a  juror  without  challenging  him 
for  principal  cause  or  to  the  favor, 
and  to  have  him  finally  excluded 
from  the  jury  unless  the  panel  is 
exhausted  by  the  challenges  of  the 
prisoner,  exists  in  favor  of  the  Gov- 
ernment in  the  Courts  of  the  United 
States.  Per  Nklson,  J.  The  United 
States  V.  DouglaM,  207 

2.  Tliis  is  the  settled  doctrine  of  the 
common  law,  and  was  recognized  by 
the  Supremo  Court  of  the  United 
States  in  The  United  Stalee  v.  Mar^ 
charUy  (12  Wheat.  480.)  Per  Ntt- 
80N,  J.  id, 

8.  The  Act  of  July  2(Hh,  1840,  (5  U.  8, 
88 


Stat,  at  Large^  894,)  applies  only  to 
the  mode  of  selecting  the  jury,  that 
is,  by  ballot,  lot  or  otherwise,  as  pre- 
scribed by  the  State  laws,  and  does 
not  affect  the  questions  involved  in 
the  right  of  challenging  the  jurors 
called,  whether  peremptorily  or  for 
cause.  Those  questions  stand  upon 
the  common  law,  except  where  regu- 
lated  by  Act  of  Congress.  Per  Nel- 
son, J.  id, 

4.  The  Act  of  July  20th,  1840,  (6  U.  B, 
Stat,  at  Large^  894,)  manifests  a  pur- 
pose  to  conform  the  regulations  in 
regard  to  the  designation  and  im- 
panelling of  jurors  in  the  Courts  of 
the  United  States,  so  far  as  may  be 
practicable,  to  the  existing  laws  of 
the  particular  States.    Per  Bktts,  J. 

id, 

5.  The  right  to  a  qualified  peremptory 
challenge  in  a  criminal  case  did  not 
belong  to  the  Crown,  at  common 
law.  It  rested  wholly  upon  a  con- 
struction of  the  statute  of  88  Edw. 
L    Per  Beits,  J.  id, 

6.  The  case  of  The  United  States  y, 
Marehant,  (12  Wheat,  480,)  did  not 
involve  any  question  as  to  the  right 
of  the  Government  with  regard  to 
challenges  of  jurors.     Per  Betts,  J. 

id. 

1,  The  laws  of  the  State  of  New  York 
do  not  allow  to  the  prosecution,  in 
a  criminal  case,  such  qualified  per- 
emptory  challenge,  and  the  practice 
of  the  Courts  of  the  United  States 
has  always  been,  to  conform  in  aU 
respects,  in  trials  by  jury,  as  nearly 
as  practicable,  to  the  laws  of  the 
State  in  which  they  sit.  Per  Betts, 
J.  id, 

8.  The  Attorney  for  the  United  States 
is  bound  to  assign  and  substantiate 
his  challenge  when  it  is  made,  and 
before  other  jurors  can  be  di-awn. 
Per  Betts,  J.  id, 

9.  Peremptory  challenges  to  jurors  are 
not  allowed  in  the  Courts  of  the 
United  States  in  any  other  than  cap- 
ital cases,  even  though  they  are 
allowed  in  other  cases  by  the  State 
law.  The  United  States  y,  Cotting- 
ham^  ^  470 
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See  Evidence,  S. 
Grand  Jurt. 

Patknts,  2,  26,  2Y,  28,  91  to  98. 
Verdict. 


LACHES. 

See  Practice,  18. 
^Srizurs,  4. 

LAND. 

See  Eminent  Domain. 
Judgment,  1  to  4. 
Power. 
Rents  and  PRoriTS. 


LEASE. 
See  Power,  2  to  4. 

LEGISLAURE. 
See  Eminent  Domain,  1  to  4. 

LETTER. 
See  Post-Office. 

LETTER  CARRIER. 
See  Posi-Ofpicb,  S,  4. 

LEX  DOMICILH. 
See  Marriage. 

LEX  LOCI, 
See  Marriage. 

LICENSE. 
See  Patents,  57  to  62. 

LIEN. 
1.  It  is  sufficient  to  give  ft  lien,  under 


the  statute  of  New  York,  (2  R.  S. 
498,  §  1,)  against  a  domestic  vessel, 
for  money  advanced  for  supplies  fur- 
nished  to  her  in  her  home  port,  that 
the  items  of  account  for  such  ad- 
vances amount  in  the  aggr^ate  to 
$50.  It  is  not  necessary  that  each 
item  should  amount  to  |50.  The 
St.  Mary,  829 

2.  Where  S.,  having  a  claim  against  F. 
for  $5,000,  as  the  balance  of  $12,000, 
purchase-money  of  a  vessel,  took  a 
bill  of  sale  of  the  vessel  from  F.,  with 
power  to  sell  her  and  pay  himself 
said  balance,  and  at  that  time  W. 
had  a  claim  against  F.,  for  disburse- 
ments for  stores  and  supplies  for  the 
vessel  and  for  a  commission  for  ser- 
vices in  fitting  the  vessel  for  sea  and 
procuring  freight  and  passengers  for 
her,  of  which  claim  S.  had  knowledge 
at  the  time :  Held,  on  a  libel  in  rem 
filed  by  W.  to  recover  his  claim,  that 
S.  was  entitled  to  payment  of  his 
claim  for  the  balance  of  the  purchase- 
money,  before  W.  could  receive  any 
part  of  his  claim,  but  that  W.'s  claim 
had  priority  over  a  claun  by  S.  for 
disbursements  made  by  him,  after 
taking  said  bill  of  sale,  in  fitting  the 
vessel  for  sea.  id. 

8.  The  terms  of  the  bill  of  sale,  con- 
sidered, id, 

4.  The  rule  in  respect  to  maritune  liens 
against  vessels  for  supplies  and  ma- 
terials furnished  to  her  master  at  a 
foreign  port  is,  that  the  party  first 
instituting  legal  proceedings  for  the 
purpose  of  enforcing  his  claim  against 
the  vessel,  is  entitled  to  satisfaction 
out  of  the  proceeds  of  her  sale.  The 
Globe,  427 

6.  The  true  meaning  of  a  maritime  lien 
is,  that  it  renders  the  property  liable 
to  the  claim  without  a  previous  judg- 
ment or  decree  of  the  Court  seques- 
tering or  condemning  it,  or  establish- 
ing the  demand,  as  at  common  law, 
and  the  action  in  retn  carries  it  into 
effect.  id. 

6.  The  appropriation  of  the  property 
to  that  end  becomes  absolute  and 
exclusive  on  suit  brought,  unless 
superseded  by  some  pledge  or  lien 
of  paramount  order.  id. 
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7.  The  first  action  by  which  the  prop- 
erty is  seized  is  entitled  to  hold  it  as 
against  all  other  claims  of  no  higher 
cliaractcr.  iff, 

8.  The  lien^  so  termed,  is,  in  reality, 
only  a  privilege  to  arrest  the  vessel 
for  the  demand,  which,  of  itself,  con- 
stitutes no  incumbrance  on  the  ves- 
sel, and  becomes  such  only  by  virtue 
of  an  actual  attachment  of  the  same. 

id. 

9.  G.  filed  a  libel  in  rem  in  the  Admi- 
ralty in  New  York,  under  the  Act  of 
February  26th,  1846,  (5  U.  S.  Stat, 
at  Large^  726,)  against  a  vessel,  to 
recover  for  supplies  and  materials 
furnished  to  her  in  New  York,  as  a 
foreign  vessel,  owned  in  Michigan. 
Before  the  filing  of  the  libel,  she  bad 
been  sold  in  Ohio  upon  a  judgment 
recovered  in  a  State  Court  in  Ohio, 
for  supplies  and  materials  furnished 
to  her  by  G.  subsequently  to  the  time 
when  6.  furnished  his  supplies  and 
materials.  The  Ohio  judgment  was 
recovered  in  a  proceeding  in  rem 
against  the  vessel  by  attachment 
under  a  law  of  Ohio,  she  being  then 
also  a  foreign  vessel,  owned  in  Michi- 
gan :  Held^  that  the  priority  of  time 
in  the  famishing  of  the  supplies  and 
niateriaU  by  G.  gave  him  no  para- 
mount lien  on  the  vessel  over  the 
lien  of  C.  id. 

See  Carrier,  1  to  4. 
JdDGUENT,  1  to  4. 

Rents  and  Profits. 


M 

MAIL. 
See  PoST-OFyiCE,  10. 

MAIL-CARRIER. 
See  Post-Offici,  1,  3,  4. 

^MANIFEST. 
See  RivESUB  Laws. 


MANSLAUGHTER. 

See  Stkamboats. 

MARINE  INSURANCE. 
See  Insurance. 

MARRIAGE. 

1.  As  a  general  rule,  the  capacity  or 
incapacity  to  marry  depends  on  the 
law  of  the  place  where  the  marriage 
is  contracted,  and  not  on  the  place 
of  the  domicil  of  the  parties.  Pom- 
ford  V.  Johnson^  61 

2.  Prior  to  1826,  P.  was  married  in 
New  York  to  H.,  who,  In  that  year, 
obtained  from  the  Court  of  Chancery 
of  New  York  a  decree  of  divorce  on 
account  of  the  adultery  of  P.  The 
decree  dissolved  the  marriage,  and 
freed  each  of  the  parties  from  the 
obligations  of  the  same.  The  Act 
under  which  the  divorce  was  grant- 
ed provided,  that  the  party  con- 
victed of  adultery  should  not  many 
until  the  other  should  be  actually 
dead.  In  1837,  while  H.  was  still 
living,  P.  and  A.,  both  then  residing 
in  New  York,  were  married  to  each 
other  in  New  Jersey,  in  due  form 
and  according  to  the  laws  of  that 
State.  A.  then  knew  nothing  of  the 
divorce  or  of  H.,  and  had  only 
heard  that  P.  had  had  a  wife  who 
was  dead.  A.  was  married  in  New 
Jersey  in  compliance  with  the  wishes 
of  P.,  and  with  no  intention  on  her 
part  of  evading  any  law  of  New 
York.  P.  died  in  1846,  intestate, 
domiciled  at  the  time  in  New  York. 
Under  the  laws  of  New  York,  A.,  if 
his  widow,  was  entitled  to  a  share 
of  his  personal  estate.  The  defend- 
ant J.  obtained  administration  in 
New  York  on  P.'s  estate,  and  re- 
ceived assets  to  a  large  amount,  but 
refused  to  pay  any  portion  of  them 
to  A.  A  bill  filed  by  A.  to  compel 
such  payment,  having  been  demurred 
to  on  the  ground  that  the  marriage 
between  P.  and  A.  was  void :  Held^ 
that  the  decree  of  divorce  was  an 
absolute  dissolution  of  the  marriage 
contract  as  to  both  parties ;  that  the 
disability  to  marry  imposed  by  the 
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statute  of  New  Tork  attached  to  P., 
by  way  of  penalty,  only  within  that 
State ;  that  the  marriage  between  A. 
and  P.  in  New  Jersey  was  valid  ;  that 
A.  was  entitled  to  all  the  rights  of 
the  lawful  widow  of  P.  under  the  ' 
laws  of  New  York  ;  and  that  J.  was  | 
bound  to  pay  over  to  her  her  share 
of  P.'s  estate.  id, 

S.  Semble,  that  the  validity  of  the  New 
Jersey  marriage  would  not  have  been 
affected  if  both  parties  had  resorted 
to  that  State  to  evade  the  prohibito- 
ry law  of  New  York.  And  clearly, 
where  one  party  was  innocent  and 
ignorant  of  such  purpose,  the  mala 
fides  of  the  other  could  not  impeach 
the  marriage,  If  it  was  lawful  in  other 
respects.  id. 


MASTER 
See  Steamboats. 

MEASURER. 
See  Duties,  21. 


MONEY  HAD  AND  RECEIVED. 

1.  R.  B.  &  Co.,  a  copartnership,  acted, 
by  mutual  agreement,  as  the  selluig 
agents  of  the  Burlington  Mills  Co., 
4  manufacturing  corporation.  The 
copartnership  of  R.  B.  &  Co.  was 
dissolved,  and  a  new  firm  constitu- 
ted, under  the  same  style  and  con- 
sisting in  part  of  the  same  members. 
The  new  firm  assumed  and  continued 
the  business  of  the  old  firm,  acting 
as  the  selling  agents  of  the  corpora- 
tion under  the  same  agreement  which 
existed  with  the  old  firm.  The  cor- 
poration, by  its  treasurer,  requested 
the  new  firm  to  pay  and  adjust  the 
balance  due  from  the  corporation  to 
the  old  firm  and  charge  it,  in  their 
account,  to  the  corporation.  They 
did  adjust  it  accordingly,  and  the 
old  firm  credited  the  corporation 
with  the  amount  of  the  balance,  as 
received  of  the  new  firm,  and  ren- 
dered their  account  to  the  corpora- 
tion balanced  by  the  credit  in  full : 
Heldf  that  it  must  be  inferred  that 


this  balance  was  discharged  by  the 
payment  of  money  or  what  was 
equivalent  thereto;  that  the  corpo- 
ration thereby  became  debtors  to  the 
new  firm  for  the  amount;  and  that 
it  might  be  recovered  by  them,  in  an. 
action  for  money  had  and  received 
or  for  money  paid  and  advanced. 
Bradley  v.  Riehardaony  843 

2.  The  treasurer,  being  not  merely  the 
keeper  of  the  money  of  the  corpora- 
.  tion,  but  empowered  by  the  directors* 
to  borrow  money  in  the  name  and 
for  the  use  of  the  corporation,  and 
having  a  general  authority  given 
him  by  the  by-laws  to  pay  the  debts 
of  the  corporation :  Held,  that  he 
had  suflBcient  authority  to  give  the 
assent  of  the  corporation  to  the 
transaction  by  which  the  balance 
due  to  the  old  firm  was  thus  paid. 

id. 

8.  Hdd^  aUo,  that  it  could  not  be  ob- 
jected against  the  validity  of  the 
transaction  that  the  treasurer  was  a 
member  both  of  the  old  and  the  new 
firm,  that  fact  being  fully  known  to 
the  corporation.  id. 

4.  An  account  having  been  rendered  to 
the  corporation,  stating  the  balance, 
the  payment  of  it  and  by  whom  it 
was  paid,  and  no  objection  having 
been  made  at  the  time  or  afterwards, 
until  a  suit  was  commenced  against 
the  corporation  by  the  new  firm  to 
recover  the  amount  due  to  them : 
Heldf  that  the  transaction  must  be 
deemed  to  have  been  acquiesced  in 
by  the  corporation.  id. 

MONEY  PAID  AND  ADVANCED. 
See  Monet  had  and  receited. 


MULTIFARIOUSNESS. 
See  Demurrer,  S,  4. 

MURDER. 

1.  Where  a  person  is  present,  actually 
or  constructively,  at  a  murder,  aid- 
ing and  abetting  it,  that  is  sufficient, 
bo^h  at  common  law  and  under  the 
statutes  of  the    United    States,  to 
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warrant  his  conviction  under  an  in- 
dictment charging  him  with  the 
murder,  though  containing  no  count 
charging  him  with  only  being  pres- 
ent at  the  murder,  aiding  and  abet- 
ting it.  TKe  United  States  v.  Doug- 
Ian,  207 

2.  The  Acts  of  Congresa  of  April  SOth, 
1790,  (1  U.  8.  Stat,  at  Larqe,  114, 
§  10,)  and  of  March  8d,  1826,  (4  Id, 
116,  §  4,)  do  not  malce  the  aiding  and 
al»etting  an  act  of  murder  by  per- 
sonal presence  and  assistance,  a  sep- 
arate and  distinct  offence.  id. 

See  Evidence,  1. 

MUSICAL  COMPOSITION. 
See  Copt  BIGHT,  8. 

N 

NAVIGATION  LAWS. 

See  Seizure. 

NAVY. 

See  Salvage. 

NEGLIGENCE. 

See  Collector. 
Patents,  89. 

NOVELTY. 
^Patents,  6, 11, 118, 126  to  133, 187. 

P 

PARTIES, 

See  Jurisdiction. 
Patents,  62. 
Practice,  26  to  28. 

PARTNERSHIP. 

See  Practice,  28. 

PASSENGER. 
See  Carrier,  1  to  4.  « 


PATENTABILITY. 

See  Discovert,  16. 

Patents,  1,  2,  6,  7,  9. 

PATENTS. 

1.  Invention.    (1  to  10.) 

2.  Novelty.    (11.) 
8.  UtiUty.     (12.) 
4.  Validity. 

6.  Combination.    (18.) 

6.  Abandonment.    (14  to  26.) 

7.  Specification.    (27  to  84.) 

8.  Drawings.    (36  to  87.) 

9.  Disclaimer.    (88  to  41.) 

10.  Extension.    (42  to  44.) 

11.  Assignment.    (46  to  66.) 

12.  License.    (67  to  62.) 

18.  Infringement.    (68  to  76.) 
14.  Declaration.    (76  to  84.) 
16.  Defence.    (86  to  87.) 

16.  Trial.     (88  to  90.) 

17.  Evidence. 

18.  Damages.    (91  to  109.) 

19.  Injunction.    (110  to  118.) 

20.  Interfering  Patents.    (114  to  117.) 

21.  Miscellaneous.    (118.) 

22.  Particular  Patents. 

(1.)  Montgomery    and    Harris* — 
Bark-Mill.     (119  to  123.) 

(2.)  McCormick^s — Reaping     Ma- 
chine.   (124.) 

(3.)  Foote'»— Stove-Regulator. 
(126  to  183.) 

(4.)  Ide's— Cultivator.      (184    to 
186.) 

(6.)  Winans*-— Eight-wheeled  Car. 
(187  to  140.) 

(6.)  Woodworth's— Planing     Ma- 
chine. 

(7.)  Blanchard*8 — Turning  Irregu- 
lar Forms.     (141,  142.) 

1.  Invention, 

1.  A  formal  change,  such  as  a  change 
of  proportions,  a  mere  change  of 
form,  or  a  different  shape,  is  not, 
within  the  meaning  of  the  patent 
law,  a  change  sufficient  to  support  a 
patent ;  but  the  improvement  upon 
the  old  contrivance  must  embody 
some  originality,  and  something  sub- 
stantial in  the  change,  producing  a 
more  useful  effect  and  operation. 
ffall  V.  Wii^,  194 

2.  In  determining  the  question  of  pat- 
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entability,  tlie  jury  Iiave  a  right  to 
take  into  consideration,  in  connec- 
tion with  the  change,  the  resuk 
which  has  been  produced ;  because 
the  result,  if  greutly  more  beneficial 
than  it  waa  with  the  old  contrivance, 
reflects  baclc,  and  tends  to  character- 
ize  in  some  degree  ilie  importance  of 
the  change.  id. 

3.  The  presumption  of  law  is,  that  a 
patentee  was  the  inventor  of  that 
which  he  patented,  and  the  burden 
is  thrown  on  the  defendant  to  dis- 
prove the  fact.     FiUH  v.  ffall,      229 

4.  A  person,  to  be  entitled  to  the  char- 
acter of  an  inventor,  within  the 
meaning  oi'  the  Act  of  Congress, 
must  himself  have  conceived  the 
idea  embodied  in  his  improvement. 

id, 

6.  But,  in  order  to  invalidate  a  patent 
on  the  ground  that  the  patentee  did 
not  conceive  such  idea,  it  must  ap- 
pear that  the  suggestions,  if  any, 
made  to  him  by  others,  would  fur- 
nish all  the  information  necessary  to 
enable  hitn  to  construct  the  improve- 
ment completely  and  perfectly,      id, 

6.  In  an  action  for  the  infringement  of 
a  patent,  it  being  objected,  that  the 
arrangement  of  machinery  claimed 
in  the  patent  was  so  simple  and  ob- 
vious as  not  to  be  the  subject  of  a 
patent :    Held,  that  novelty  and  util- 

*  ity  in  an  improvement  are  the  only 
conditions  requisite  to  the  granting 
of  a  patent.  AfcCormick  v.  /Sey- 
mour, 240 

7.  Where  a  party  has  discovered  a  new 
application  of  some  property  in  na- 
ture, never  before  known  or  in  use, 
by  which  he  has  produced  a  new  and 
useful  result,  the  discovery  is  the 
subject  of  a  patent,  independently  of 
any  peculiar  or  new  arrangement  of 
machinery  for  the  purpose  of  apply- 
ing the  new  property.  Foote  v.  ^'i7*- 
6y,  260 

8.  Hence,  the  inventor  has  a  right  to 
use  any  means,  old  or  new,  in  the 
application  of  the  new  property  to 
produce  the  new  and  useful  result, 
to  the  exclusion  of  all  other  means. 

id. 


8a.  The  case  of  Neilson  v.  Harford^ 
{Webft.  P.  C.  296,)  cited  and  ap- 
proved, td. 

9.  A  mere  abstract  conception  cannot 
be  the  subject  of  a  patent;  but, 
when  it  is  reduced  to  practice,  by 
any  means,  old  or  new,  resulting  use- 
fully, it  is  the  subject  of  a  patent,  in- 
dependently of  the  machinery  by 
which  the  application  is  made.      id, 

10.  In  the  case  of  such  a  patent,  al- 
though old  means  be  used  by  the 
patentee  for  giving  application  to 
the  new  conception,  yet  the  patent 
excludes  all  persons  other  thun  the 
patentee  from  the  use  of  those 
means,  and  of  all  other  means,  in  a 
bimilar  application.  id. 

SeelU, 


2.  Novelty, 

11.  On  a  question  of  the  novelty  of  an 
improvement  in  a  reaping  machine, 
the  inquiry  for  the  jury  is,  whether 
the  alleged  prior  invention  is  identi- 
cal with  the  plaintiff's,  or  whether 
his  involves  a  new  operation  and 
produces  a  new  effect  on  the  stand, 
ing  or  tangled  grain,  in  the  use  of 
the  machine.  McCoihrnick  v.  /Ssy- 
mouVy  240 

See^,  113,  126  to  133,  187. 


8.    UtUUy. 

12.  On  the  point  of  the  utility  of  an 
invention,  the  question  is  not,  wheth- 
er the  machine  invented  is  the  best 
one  known  to  the  community,  nor 
whether  it  does  its  work  better  or 
faster  than  any  other  machine  in  the 
same  department  of  labor,  but  wheth- 
er it  is,  to  a  certain  degree,  useful. 
Wilbur  V.  Beecher,  182 

See  6,  120,  127,  138,  140. 


4.   Validiiy, 

See  29  to  84,  38  to  41. 
Discovery,  16  to  17. 
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5.  CombinaHon, 

13.  Where  one  part  of  a  combination 
is  new,  the  combination  is  a  new  one, 
tliough  the  other  parts  of  the  combi- 
nation may  be  old.     B<iU  v.  Wiles^ 

194 

See  63,  78,  74,  180  to  138,  141,  142. 
6.  Ahandimnieni. 

14.  An  inventor  may  forfeit  his  right 
to  an  invention  by  using  it  publicly, 
or  by  vending  it  to  others  to  use,  at 
any  time  prior  to  the  period  of  two 
years  before  his  application  for  a  pat- 
ent.   PW»y,HaU,  229 

16..  Such  use  must  be  a  use  by  the 
patentee  himself,  publicly,  in  the 
ordinary  way  of  a  public  use  of  a 
machine,  and  not  a  use  for  experi- 
ment or  trial,  with  a  view  to  test  its 
operation  or  ascertain  its  defects. 

id. 

16.  A  forfeiture  of  an  invention  is  not 
favored  in  law ;  and,  where  a  use  is 
relied  on  as  having  worked  a  forfeit- 
ure, the  evidence  should  be  quite 
clear  that  the  use  was  not  by  way 
of  experiment,  or  for  the  purpose  of 
perfecting  the  machine.  id. 

17.  An  inventor  may  abandon  his  in-  , 
vention,  or  dedicate  it  to  the  public,  | 
at  any  time  before  procuring  his  pat- 
ent. '  id. 

18.  But  the  mere  use  or  sale  of  the 
invention  by  the  patentee  within  two 
years  before  his  application  for  a  pat- 
ent, will  not  alone  or  of  itself  work 
an  abandonment.  There  must  be, 
in  addition,  some  declaration  or  act 
going  to  establish  an  intention  on  his 
part  to  give  to  the  public  the  benefit 
of  his  invention.  id. 

19.  Declarations  of  a  determination 
not  to  take  out  a  patent,  but  to  let 
the  public  have  the  invention,  will 
estop  the  party  making  such  declara- 
tions, and  any  one  holding  under 
him,  from  afterwards  asserting  his 
right  against  any  one  who  acts  on 
the  faith  of  them.  id. 

20.  But  declarations  of  an  intention  to 


dedicate  an  invention  to  the  public, 
will  not  be  regarded  as  equivalent 
to  an  actual  dedication.  Besides 
words,  there  must  be  acts,  in  order 
to  fasten  on  a  patentee  the  intention 
which,  in  judgment  of  law,  will  work 
an  abandonment  of  his  invention. 

id. 

21.  Such  an  abandonment  operates  in 
the  nature  of  a  forfeiture  of  a  right, 
which  the  law  does  not  favor,  and 
must  be  made  out  beyond  all  reason- 
able doubt.  id. 

22.  Since  the  Act  of  March  8d,  1889, 
(6  U.  8.  Stat,  at  Large,  868,)  a  pat- 
entee may  make  and  vend  or  use  his 
invention  within  two  entire  years 
before  the  time  when  he  applies  for 
a  patent,  w^ithout  forfeiting  or  ne- 
cessarily abandoning  his  right  to  a 
patent ;  but,  if  he  either  sells  a  ma- 
chine, or  uses  one,  or  puts  one  into 
public  use,  at  any  time  more  than 
two  years  before  his  application,  it 
works  a  forfeiture  of  his  rights.  Me- 
Cartniek  v.  Seymour^  240 

28.  The  Act  virtually  extends  the  pat- 
entee's privilege  to  sixteen  years 
instead  of  fourteen.  id. 

24.  The  mere  fact  that  an  inventor 
makes  and  sells  an  invention,  or  puts 
it  into  public  use,  at  any  time  within 
two  years  before  he  applies  for  a 
patent,  is  nor,  of  itself,  an  abandon- 
ment of  the  invention  to  the  public 

id. 

26.  Something  more  must  be  done 
within  the  two  years — there  must  be 
some  acts  of  the  inventor,  indicating 
an  intention  on  his  part  to  devote 
bis  improvement  to  the  public  in 
general — ^in  order  to  autliorize  a  jury 
to  come  to  the  conclusion  that  he 
has  so  abandoned  it.  id. 

26.  Those  who  rely  upon  the  ground 
that  a  party  has  forfeited  a  legal 
right  secured  to  him  in  due  form  of 
law,  for  the  purpose  of  defeating  his 
enjoyment  of  that  right,  must  make 
out  the  point  clearly  and  satisfac- 
torily, beyond  any  reasonable  doubt 
or  hesitation ;  because,  the  law  does 
not  favor  an  abandonment,  and 
throws  upon  the  party  who  seeks  to 
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obtain  the  benefit  of  a  forfeiture  the 
burden  of  proving  it  beyond  all  rea- 
sonable question.  id. 

See  89,  140. 

7.  8peeifieaiio7i, 

27.  It  is  the  province  and  the  duty  of 
the  Court  to  settle,  as  a  question  of 
law,  tlie  meaning  of  the  specification 
of  a  patent,  and,  if  that  cannot  be 
ascertained  satisfactorily  upon  its 
face,  the  patent  is  void  for  ambigu- 
ity.     Emerson  ▼.  Hogg^  "    1 

28.  Accordingly,  where  it  was  object- 
ed, upon  the  face  of  the  specification 
of  a  patent  for  improYcments  in  the 
mode  of  propelling  vessels,  that  it 
was  uncertain  whether  the  patentee 
claimed  a  wheel  constructed  spirally ^ 
or  only  spiral  paddles  attached  to  a 
wheel,  and  the  Court  instructed  the 
jury  that  the  question  whether  the 
specification  was  ambiguous  in  the 
particular  charged  was  one  com- 
pounded of  law  and  fact,  and  that, 
if  the  jury  should  find  that  a  spiral 
wheel  and  a  spiral  propeller  were 
the  same  thing  in  ordinary  accepta- 
tion, then  the  specification  was  suffi- 
ciently certain  in  that  respect :  Held, 
that  the  instruction  was  erroneous. 

id. 

29.  A  patent  embracing  several  distinct 
inventions  is  valid,  where  they  are 
capable  of  being  used  in  connection, 
and  to  subserve  the  same  common 
end.  id. 

30.  But  their  actual  employment  to- 
gether is  not  required  to  sustain  the 
validity  of  the  patent,  and  the 
wrongful  use  of  either  invention 
separately  is  a  violation  of  the  patent 
pro  tanio,  id. 

31.  Where  a  patent  contained  three 
claims,  viz. :  (1.)  A  mode  of  con- 
verting  the  reciprocating  motion  of 
a  piston  into  a  continued  rotary 
motion,  by  a  new  combination  of 
machinery ;  (2.)  An  improved  spiral 
propelling-wheel ;  and  (3).  The  ap- 
plication of  a  revolving  vertical 
shaft  to  the  turning  of  a  capstan  on 
the  deck  of  a  vessel ;  and  it  appear- 
ed  from  the  specification  that  the 


three  inventions  were  contrived  with 
the  view  of  being  used  conjointlj, 
and  as  conducing  to  a  common  end, 
in  the  better  propelling  and  navigat- 
ing a  ship :  Seld^  that  the  patent  was 
valid.  id, 

32.  Held,  also,  that  the  fact  that  the 
three  inventions  were  capable  of 
being  used  separately  and  indepen- 
dent of  each  other,  did  not  prevent 
their  being  embraced  in  one  patent. 

id, 

33.  If  a  patent  describes  an  invention 
and  how  it  is  to  be  applied,  it  is  not 
necessary,  in  either  the  specification 
or  the  drawing,  to  describe  or  deline- 
ate the  old  machinery  with  which 
the  new  contrivance  is  to  be  con- 
nected, when  no  change  in  its  form 
or  proportions  enters  into  the  new 
invention.  id. 

34.  Under  the  act  of  February  21st, 
1793,  (1  U.  S.  Stat,  al  Large,  822, 

.  §  3,)  it  is  sufficient  for  the  patentee 
to  put  on  file,  with  bis  specification, 
drawings  and  written  references, 
without  their  being  mentioned  in  the 
specification ;  and,  if  the  references 
are  written  on  the  drawings,  the 
terms  of  the  act  are  complied  with. 

id. 

See  36  to  37,  121,  124,  126,  129,  130, 
137  to  139,  141. 

8.  Drawings. 

36.  A  patent,  which  was  issued  in  ]  834, 
had  no  drawings  originally  annexed 
to  it,  and  the  specification  contained 
no  reference  to  any  drawings.  The 
patent  was  recorded  anew  in  June, 
1837,  under  §  1  of  the  Act  of  March 
3d,  1837,  (6  U.  S.  Stat,  at  Large,  191,) 
and  a  drawing  of  tiie  invention,  veri- 
fied by  the  oath  of  the  patentee 
under  said  §  1,  was  filed  in  Novem- 
ber, 1838 :  Held,  in  an  action  for  the 
infringement  of  the  patent,  that  a 
certified  copy  of  such  drawing  was 
admissible  in  evidence  under  §  2  of 
said  Act,  in  connection  with  certified 
copies  of  the  patent  and  specifica- 
tion, and  that  the  whole  together 
yiQTQ  pHmd-facie  evidence  of  the  par- 
ticulars of  the  invention  and  of  the 
patent  granted  therefor.     Winan^  v. 
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Thi  Schenectady  and  Troy  Railroad 
Co.,  279 

86.  As  a  general  rule,  Buch  a  drawiDg 
cannot  be  used  to  correct  any  ma- 
terial defect  in  the  specification,  un- 
less it  corresponds  with  a  drawing 
filed  with  the  original  specification 
for  the  patent ;  otherwise,  in  case  of 
discrepancy,  the  specification  must 
prevail.  id, 

87.  Nor  can  such  a  drawing  have  the 
same  force  and  effect  as  if  it  had 
been  referred  to  in  tlie  specification, 
nor  is  it  to  be  deemed  and  taken  as 
p>art  of  the  specification.  id. 

See  83,  84,  88,  89,  189. 


9.  Disclaimer, 

38.  Where  a  patent  contains  several 
claims,  and  the  invention  covered  by 
one  of  them  is  not  new,  the  patentee 
may,  imder  the  7th  and  9th  sections 
of  the  Act  of  March  8d,  1887,  (6  U. 
S.  Stat,  at  lAxrge,  193,  194,)  maintain 
an  action  for  tlie  infringement  of  the 
patent,  so  far  as  regards  the  valid 
claims,  although  he  did  nor,  before 
the  commencement  of  the  action, 
make  or  record  a  disclaimer  of  so 
much  of  the  thing  patented  as  he 
claimed  without  right;  but  he  will 
not  be  entitled  to  costs.  Ball  v. 
Wiien,  194 

89.  Under  the  9th  section  of  the  Act, 
the  question  whether  there  has  been 
unreasonable  negligence  or  delay  on 
the  part  of  the  patentee  in  entering 
such  disclaimer,  is  a  question  which 
goes  to  his  right  of  action.  id. 

40.  A  disclaimer  is  necessary  only 
where  the  thing  claimed  without 
right  is  a  material  and  substantial 
part  of  the  thing  patented.  id. 

41.  Where  the  thing  claimed  without 
right  is  a  part  of  a  machine,  if  it  is 
not  an  essential  part,  and  was  not 
introduced  into  the  patent  through 
the  wilful  default  of  the  patentee,  or 
with  intent  to  defraud  or  mislead  the 
public,  the  want  of  a  disclaimer  in 
regard  to  it  affords  no  ground  for 
invalidating  the  patent  id. 


10.  Extension, 

42.  Where  an  application  for  the  ex- 
tension of  a  patent  under  §  18  of  the 
Act  of  July  4th,  1836,  (6  U,  S.  Stat, 
at  Large,  124,)  was  pending  at  the 
time  of  the  passage  of  the  Act  of 
May  27th,  1848,  (9  Id.  231,)  which 
conferred  upon  the  Commissioner  of 
Patents  alone  the  same  authority  to 
extend  patents  which  had  previously 
been  confided  to  the  Board  created 
by  the  Act  of  1886 :  Held,  that  it 
was  not  necessary  to  renew  the  ap- 
plication, but  that  the  Commissioner 
was  authorized  to  go  on  with  the 
proceedings,  as  having  been  proper- 
ly instituted,  and  complete  them  by 
granting  the  extension.  CoU  v. 
TouHff,  471 

43.  Where  the  Commissioner  of  Pat- 
ents has  jurisdiction  over  an  applica- 
tion for  the  extension  of  a  patent,  his 
decision  is  conclusive  as  to  the  regu- 
larity of  the  proceedings  on  the  ex- 
tension«  id, 

44.  The  only  exception  to  the  conclu- 
siveness of  his  decision  is,  perhaps, 
the  case  of  fraud.  id. 

See  60  to  65,  61. 

11.  Assiffntncnt, 

46.  Under  the  Patent  laws  of  the 
United  States,  an  assignee  of  a  pat- 
ent must  be  regarded  as  acquiring 
his  title  to  it,  with  a  right  of  action 
in  his  own  name,  only  by  force  of 
the  statute.     Suydam  v.  Day,        20 

46.  Such  exclusive  right  of  action  ex- 
ists in  favor  of  a  sole  assignee  only 
in  two  cases,  namely,  where  he  ac- 
quires, by  assignment,  the  whole  in- 
terest in  the  patent,  or  a  grant  or 
conveyance  of  the  whole  interest 
within  some  particular  district  or 
territory.  id. 

47.  Under  §§11  and  14  of  the  Act  of 
July  4th,  1886,  (6  U,  8.  Stat,  at 
Large.,  121,  123,)  an  action  is  given 
only  to  such  party,  (composed  of  one 
or  more  persons,)  as  possesses  the 
whole  interest.  id, 

48.  The  subject-matter  of  a  patent  is 
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not  partible  exoept  in  respect  to  ter-  ^ 
ritorial  assigainents.  id.  i 

49.  Where  a  patent  was  granted  for  an 
improvement  in  the  mode  of  prepar- 
ing india-rubber  with  sulphur   "  for 
the  manufacture  of  various  articles," 
and  S.  became  the  assignee  of  the  ' 
exclusive  riglit  to  use  the  improve-  i 
ment  "  in  the  manufacture  of  shirred  | 
or  corrugated  india-rubber  goods :  "  , 
I£eld^  that  S.  could  not  maintain  an  ; 
action  in  his  own  name  alone  for  an 
infringement  of   his    right    by  the 
manufacture  of  such  goods.  id.  | 

60.  To  enable  -an  assignee  of  a  patent 
to  derive  any  benefit  from  a  subse- 
quent extension  of  the  patent  by  Act 
of  Congress,  there  must  be  an  ex- 
press provision  in  the  assignment  I 
looking  to  such  renewal.  Oibson  v. 
Cook,  144 

51.  Under  §  11  of  the  Patent  Act  of 
July  4th,  1836,  (6  U.  8.  Stat,  ai 
Large,  121,)  the  assignment  of  an 
exclusive  right  in  the  patent  within 
a  given  territory  must  not  only  be 
in  writing,  but  must  be  recorded 
within  three  months  after  its  execu- 
tion, to  defeat  the  title  ot  a  subse- 
quent purchaser  without  notice  and 
for  a  valuable  consideration.  id. 


62.  Within  three  months,  an  unrecord- 
ed prior  assignment  would  prevail ; 
but  it  must  be  an  assignment  in 
writing,  that  may  be  recorded  within 

.  the  time  limited.  id. 

63.  An  interest  in  a  grant  of  a  future 
term  of  a  patent  not  yet  m  esM,  is 
not  the  subject  of  assignment  at 
common  law,  or  within  the  sense  of 
§  11  of  the  Act  of  July  4th,  1838, 
and  the  right  to  such  an  interest, 
when  stipulated  for,  rests  only  in 
contract.  id. 

64.  As  between  the  right  of  a  person 
holding  a  contract  for  such  an  inter- 
est, and  the  right  of  a  bond-fide  pur- 
chaser, for  a  valuable  consideration 
and  without  notice,  of  the  same  inter- 
est in  the  future  term,  afier  its  grant, 
the  latter  must  prevail  id. 

66.  The  party  setting  up  such  a  con- 
tract, by  way  of  equitable  defence  to 


the  legal  title  to  the  same  interest, 
must  deny  that  the  plain lilf  is  a  bond- 
fide  purchaser  for  a  valuable  consid- 
eration without  notice,  and  must  as- 
sume the  burthen  of  impeaching  the 
legal  title.  id, 

66.  Where  W.  granted  to  V.  an  exclu- 
sive right  to  construct  and  use  and 

'  vend  to  others  to  construct  and  use 
ten  planing,  iongueing  and  grooving 
machines  under  the  Woodworth  pat- 
ent within  a  particular  territory,  and 
the  grant  declared  that  V.  was  to 
enjoy  an  exclusive  use  of  the  patent 
within  the  territory,  limited  to  said 
ten  machines :  Held,  that  the  entire 
interest  in  the  patent  for  that  terri- 
tory was  thereby  vested  in  V.,  and 
that  a  subsequent  grant  by  W.  to  R. 
of  the  exclusive  right  under  the  pat- 
ent, for  the  same  territory,  to  make, 
use  and  vend  moulding  planing  ma- 
chinen,  was  void.     RiiUr  v.  Serrell, 

379 

5!f«85,  111,  112,  114. 
12.  Licensee 

67.  A  license  given  by  W.,  the  paten- 
tee, to  C,  to  use  six  patented  plan- 
ing machines,  recited  that  C.  desired 
a  license  to  use  the  machines  in  a 
certain  county,  "on  the  conditions 
hereinafter  mentioned,"  and  then 
granted  to  C.  permission  to  use 
the  six  machines  within  the  coun- 
ty, "and  also,  within  said  limits, 
to  dispose  of  the  plank  or  other 
things  dressed  and  prepared  on  the 
said  machines ;  "  it  further  provided 
that  W.  should  not  permit  any  other 
person  than  C.  to  use  the  machines 
within  the  county,  and  that  G. 
should  not  use  more  than  six  ma- 
chines there,  "  nor  use  any  such 
macliines,  nor  sell  and  dispose  of 
any  plank  or  other  thing  dressed 
and  prepared  in  such  machines, 
anywhere  else  within  the  United 
States ; "  and  it  concluded  thus :  "  It 
is  understood  that  said  C.  has  all  the 
rights  I  (W.)  have  in  said  county, 
uuder  said  patent,  to  use  six  ma- 
chines, and  no  more : "  Beld,  that 
the  sale  of  the  products  of  the 
machines  was  restricted  within  the 
county,  and  that  there  was  nothing 
in  the  prior  clauses  of  the  license 


INDEX. 


603 


necessanlj  repugnant  to  the  last  ohe.  ! 
Wooduwth  V.  Cook,  151 

58.  But,  where  it  appeared  that  the 
actual  agreement  between  W.  and 
G.  at  the  time  was,  that  C.  was  not 
to  be  restricted  ns  to  place  in  selling 
the  dressed  plank,  and  that  the  last 
clause  in  the  license  was  especially 
inserted  for  tliat  purpose,  a  Court  of 
Equity  would,  probably,  on  a  proper 
application,  direct  the  contract  to  be 
reformed  by  the  insertion  of  a  clause 
to  the  eifect  claimed.  id. 

59.  Under  the  license  in  this  case,  W., 
on  a  breach  by  C.  of  the  condition  as 
to  the  sale  of  the  products  of  the  ma- 
chines, had  a  right  to  avoid  the  con-  i 
tract,  and  to  be  remitted  to  his  origi-  ' 
nal  rights,  and  to  prosecute  C.  for  an  | 
infringement  of  the  paten r.  id. 

60.  But  <j,  also  is  remitted  to  his  origi- 
nal position  and  rights;  for  the  con- 
tract must  be  avoided  altogether,  if 
at  all.  id, 

61.  And  C.  may  set  up  any  right  he  liad 
prior  to  the  license,  to  use  the  ma- 
chines; as,  for  instance,  where  the 
right  granted  by  the  license  was  for 
an  extension  of  the  patent  under  §  18 
of  the  Patent  Act  of  July  4th,  1836, 
he  may  set  up  a  right,  under  the  de- 
cision in  Wilsati  v.  Rousseaiiy  (4  ffow. 
646,)  to  use  the  machines  as  having 
been  in  use  when  the  first  te^  of  the 
patent  expired.  id. 

62.  In  a  suit  in  Equity  against  C,  to 
take  advantage  of  a  breach  of  said 
condition  of  the  license,  W.  is  prop- 
erly joined  as  a  plaintiff  with  6., 
although  the  latter  owns  the  whole 
of  the  beneficial  interest  in  the  sub- 
ject-matter ;  because  W.  wjub  a  party 
to  the  license,  and,  for  aught  that  I 
appears,  is  yet  the  owner  of  a  por-  ' 
tion  of  the  interest  in  the  patent, 
and,  as  sucli,  interested  in  upholding 
it,  and  may  be  interested  indirectly 
in  the  infringement  itself.  id, 

13,  Infringement 

68.  In  this  case  it  was  Held^  that  the 
thing  patented,  namely,  a  carriage 
in  a  brick-press,  was  not  a  combina- 
tion of  materials,  within  the  doctrine 
of  the  patent  law,  and  that  the  prin- 


ciple, that  unless  the  defendant  had 
taken  the  whole  of  the  combination 
he  was  not  liable,  did  not  apply. 
Hall  v.  Wiles,  194 

64.  On  the  point  of  infringement,  the 
inquiry  is,  whether  the  defendant's 
maohine  involves,  in  its  construction, 
some  new  idea  not  to  be  found  ib 
the  plaintiff's,  or  whether  the  plan 
of  the  former  is  in  substilnce  the 
same  as  that  of  the  latter,  the  differ- 
ences  introduced  in  the  former  being 
merely  differences  in  things  not  ma- 
terial or  important.  McCormick  v. 
Setpnour,  240 

66;  If  the  defendant  has  taken  the  same 
general  plan  and  applied  it  for  the 
same  purpose,  though  he  may  have 
varied  the  mode  of  construction,  he 
will  only  have  introduced  mechani- 
cal equivalents,  and  it  will  still  be, 
substantially,  and  in  the  eye  of  the 
patent  law,  the  same  thing.  id, 

66.  The  proper  tests  for  determining  the 
identity  of  one  raiichinc  with  anoth- 
er, on  the  question  of  infringement, 
defined.    Blanchard  v,  Beerft,      411 

67.  The  rules  of  law  for  determining  the 
question  of  identity  between  two  ma- 
chines, stated.  Tatham  v.  Le  Roy,  474 

68.  Effect  of  a  mere  change  in  form  or 
proportions,  or  of  the  mere  substitu- 
tion of  one  mechanical  equivalent 
for  another.  id. 

69.  Tests  for  determining  what  is  a 
substantial  change  in  a  machine,    id. 

70.  Where  the  plaintiff  was  the  first  to 
apply  a  hollow  ram  sliding  upon  a 
core  in  a  cylinder  to  the  making  of 
lead  pipe  by  pressure,  (a  cylinder 
sliding  upon  a  rod  not  being  new  in 
machinery,)  and,  in  his  patent,  claim- 
ed as  his  invention  the  constructing 
of  the  ram  hollow,  so  as  to  slide  upon 
the  core,  and  the  combination  of  the 
same  with  the  core  :  Held,  that  the 
mere  use  of  a  hollow  ram  in  combi- 
nation w^ith  a  core,  in  a  machine  for 
making  lead  pipe  by  pressure,  would 
not  be  an  infringement  of  the  patent, 
but  that  there  must  be  a  use  of  such 
combination,  in  such  a  machine,  in 
substantially  the  same  way  in  which 
the  plaintiff  had  applied  it.  id. 


604 


INDEX. 


71.  Where  the  change  from  a  patented 
machine  produces  an  effect,  in  the 
operation  of  the  machine,  different 
in  kind,  such  difference  in  effect  ifl 
eyidence  of  a  substantial  change, 
although,  without  connecting  the  new 
effect  with  the  change,  the  change 
might  be  only  formal  and  unaubstau- 

•    tial  id. 

72.  But  such  new  effect,  in  order  to 
give  materiality  to  an  apparently 
formal  change,  must  not  consist  in 
merely  doing  more  work  in  a  given 
time  or  in  merely  requiring  less 
power.  These  results,  if  i'ound,  must 
follow  from  the  different  effect  in 
kind.  id, 

78.  Where  a  patent  was  granted  for 
an  improvement  in  making  friction 
matches,  the  invention  being  only  a 
new  combination  of  old  materials  be- 
fore used  in  making  such  matches, 
and  consisting  in  a  couipositioii  form- 
ed of  phosphorus  and  earthy  mate- 
rial and  a  glutinous  substance  only, 
without  chlorate  of  potash,  or  any 
highly  combustible  material,  in  addi- 
tion to  the  phosphorus :  Heldy  that 
it  was  no  infringement  to  use  any 
one  or  all  of  the  matctiiils  forming 
the  composition,  in  making  matches, 
provided  they  were  not  used  in  the 
combination  patented,  or  to  use 
them  for  such  purpose  in  combina- 
tion with  chlorate  of  potash,  as  they 
were  formerly  used.    Byam  v.  Eddy^ 

521 

74.  But  a  mere  colorable  difference,  or 
slight  variation  in  the  combination, 
will  not  exempt  a  person  from  the 
charge  of  infringement.  id. 

76.  Where  a  defendant,  four  months 
before  the  service  of  an  injunction  on 
him,  had  executed  a  bond  to  the 
plaintiff,  acknowledging  the  validity 
of  his  patent,  and  his  right  to  all  that 
was  granted  by  it:  Held,  that  the 
bond  was  no  evidence  of  a  breach  of 
the  injunction,  further  than  the  reci- 
tal in  it,  that  the  defendant  Imd  in- 
fringed the  patent,  might  have  a  ten- 
dency to  establish  such  breach ;  and 
that  the  inference  or  presumption 
arising  from  it  might  be  oyercome  by 
credible  and  positive  testimony,  prov- 
ing no  infringement.  id. 


See  10,  80,  88,  49,  69,  62,  82,  90,  108, 
109,  111,  11  2,122,  123,  184  to 
186,  142. 

DiBCOTKRT,    16. 

P&Acrics,  6,  6. 
Verdict. 

14.  DedaraiioH, 

76.  In  a  declaration  on  Letters  Patent 
for. an  invention,  it  is  not  necessary 
to  aver  at  what  specific  time  the  in- 
vention patented  was  made  ;  it  nee<I 
only  be  before  the  application  for  the 
patent.      ]Vilder  v.  McCormick,     31 

77.  The  grant  of  Letters  Patent  is 
itself  sufficient  evidence  that  all  the 
preliminary  steps  required  by  law 
were  properly  taken  by  the  paten- 
tee ;  and  it  is  not  necessary,  in  a 
declaration  on  a  patent,  to  plead  the 
taking  of  any  of  those  steps.         id. 

78.  A  dedamUon  on  a  patent  must 
tender  an  issue  on  the  novelty  and 
utility  of  the  discovery  patented,  but 
it  need  not  show  the  regularity  of 
the  proceedings  in  the  Patent  Office 
preliminary  to  the  grant.  id 

79.  The  authority  of  the  Commissioner 
of  Patents  in  granting  a  patent  is 
not  of  the  nature  of  juritdiction^  in 
its  common  law  acceptation,  and  the 
doctrine  appertaining  to  the  judg- 
ments of  tribunals  of  inferior  juris- 
diction, when  pleaded,  is  not  applica- 
ble  to  his  acts.  id. 

80.  A  declaration  on  a  patent,  which 
avers  the  patent  and  specification  t<T 
be  "  in  language  of  the  import  and 
to  the  effect  following,"  and  then  sets 
them  forth  in  hcBc  verba,  is  sufficient, 
and  is  not  open  to  the  objection  that 
the  patent  is  not  set  forth  according 
to  its  legal  tenor  and  effect.  id 

81.  An  averment  that  the  patent  and 
specification  are  "  ready  in  Court  to 
be  produced,"  is  equivalent  to  a 
profert  in  its  most  formal  terms,    id. 

82.  A  reiteration  of  infringements  of  a 
patent  may  be  sued  for  in  one  action. 

id. 

83.  A  declaration  for  the  infringement 
of  a  patent,  commencing  in  case,  and 
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concluding  by  demandfng  aclual  ' 
damageg  in  gross  in  compensation  of  | 
the  wrong,  is  good. .  id.  ' 

84.  Where  a  declaration  on  a  patent, 
though  not  formal,  embodies  ail  that  i 
is  essential  to  enable  the  plaintiff  to 
give  evidence  of  his  riglit  and  of  its  ' 
violation,  and  affbrds  to  the  defend-  ' 
ant    the    opportunity    to    interpose  , 
every  defence  allowed  ^im  by  law,  | 
the  Court  will  not  encourage  merely 
critical    objections,   and    will    seek, 
even  on  special  demurrer,  to  sustain 
the  declaniiion.  id. 

15.   Defence. 

86.  An  American  assignee  of  an  alien 
inventor,  who  obtains  Letters  Patent 
in  his  own  name  from  the  United 
States,  under  g  6  of  the  Act  of 
March  3d,  1837,  (6  U.  8.  Stat,  at 
Larfffy  198,)  is  not  within  the  alien 
clause  of  g  15  of  the  Act  of  July  4th, 
1836,  (5  (/.  8.  Stat,  at  Large,  123,) 
which  requires  the  patentee,  if  an 
alien  at  the  time  the  patent  was 
granted,  to  put  and  continue  on  sale 
to  the  public,  on  reasonable  terms, 
the  invention  for  which  the  patent  is- 
sued. That  clause  applies  only  to  an  | 
alien  patentee.  Tatham  v.  Lov:bei\  49  | 

86.    It  is    not  necessary,   under  that  i 
clause,  for  an  alien  patentee  to  prove  | 
that  he  hawked  the  patented  inven- 
tion to  obtain  a  market  for  it,  or  that  I 
he  endeavored  to  sell  it  to  any  per- 
son, id,  i 

• 

,  87.  But  it  rests  on  those  who  seek  to 
defeat  the  patent,  to  prove  that  the 
patentee  neglected  or  refused  to  sell 
the  patented  invention  for  reasonable 
prices  when  application  was  made  to 
him  to  purchase.  id. 

See  DiscoVBRT,  15. 

16.    Trial. 

88.  Wlicre  a  patent  wna  issued  in  1834, 
to  which  no  drawing  was  annexed, 
but  a  drawing  had  been  originally 
deposited  in  the  Patent  Office,  and 
the  record  of  the  patent  and  draw- 
ing were  destroyed  by  fire  in  the 
burning  of  the  Office  in  December, 
1836,  and  the  patentee,   under  the' 


Act  of  March  8d,  1837,  (5  17.  S,  Stat, 
til  Large^  191,)  restored  the  record 
of  his  patent  in  May,  1841,  but  did 
not  file  a  drawing  under  g  1  of  that 
Act,  verified  by  oath,  until  February, 
1844,  and  then,  in  March,  1844,  find- 
ing that  drawing  imperfect,  made 
^and  swore  to  and  filed  a  second 
"one,  and,  in  May,  1844,  commenced 
an  action  for  the  infringement  of  bis 
patent:  JJeldj  that  a  duly  certified 
copy  of  the  second  drawing,  as  so 
attj^sted  and  filed,  was  admissible  in 
evidence,  on  the  trial  of  such  action, 
under  §  2  of  that  Act  ^jmerson  v. 
lioffg,  1 

89.  It  being  alleged  that  the  patentee 
had  abandoned  his  discovery,  and 
the  lapse  of  time  from  the  grant  of 
the  patent  to  the  commencement  of 
the  action  being  urged  as  proof  of 
that  fact :  BckL,  that  he  was  entitled 
to  give  evidence  of  the  filing  of  his 
drawings,  or  of  any  other  act  done 
by  him  in  assertion  of  his  right,    id, 

90.  Where,  in  such  case,  on  a  motion 
by  the  defendant  for  a  new  trial,  it 
was  objected  that  the  plaihti£f  was 
not  entitled  to  damages  for  infringe- 
ments committed  prior  to  the  re- 
recording  of  his  patent,  the  charge 
of  the  Court  at  the  trial  having 
imported  a  general  liability  of  the 
defendant^  and  the  Court  not  having 
been  prayed  to  instruct  the  jury 
otherwise,  and  no  exception  having 
been  taken  to  the  direction  as  given : 
Ileld^  that  the  objection  coulcf  not 
now  be  taken.  id. 

See  27,  28,  91  to  98. 

17.  Evidence, 

See  8,  35  to  87,  88,  89,  91  to  93. 
VEUDicrr. 

18.  Damages. 

91.  On  the  trial  of  an  action  for  the 
infringement  of  a  patent  for  a  writ- 
ing fluid,  no  proof  was  given  of  the 
cost  of  the  manufiftcture  of  the  fluid, 
or  of  the  sale  price,  but  it  was  shown 
that  sales  were  highly  profitable,  and 
that  the  defendants  had  made  and 
sold  very  large  quantities.  The  de- 
fendants gave  no  evidence  of  the 
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amount  of  their  manufactaro  and 
sales,  or  of  the  cost  or  value  of  the 
article.  The  jury  found  a  verdict  of 
$2,000  for  the  plaintiff:  Held^  that 
the  verdict  must  stand,  it  not  being 
one  of  palpable  extravagance.  8te- 
phenM  V.  Fdt,  87 

92.  In  such  a  case,,  a  plaintiff  is  not 
held  to  the  most  exact  proof  of  the 
amount  of  his  damages,  and  the  jury 
are  warranted  in  exercising  a  liberal 
discretion.  %   id. 

9S.  If  the  defendant  prefers  to  leave 
the  damages  to  general  inference 
and  the  estimate  of  tlie  jury,  when 
he  might  make  their  amount  reason- 
ably certain  by  evidence  on  his  part, 
the  finding  of  the  jury  will  not  be 
interfered  with,  except  in  a  case  of 
palpable  extravagance.  id, 

94.  The  plaintiff,  in  a  patent  suit  for 
making  and  selling,  is  entitled  to  the 
actual  damages  he  has  sustained  by 
the  infringement,  or,  in  other  words, 
to. the  profits  the  defendant  has  made 
thereby ;  for  the  law  presumes,  that 
if  the  defendant  had  not  put  his  ma- 
chines into  the  market,  the  demand 
would  have  been  for  the  plaintiff's, 
and  he  would  have  received  the 
profits.      Wilbur  v.  Seedier^  132 

95.  The  difference  between  the  actual  { 
cost  of  making  a  machine  and  its 
sale  price  is  noi  all  nominal  profit ; 
bue  the  jury  muse  take  into  account 
the  interest  on  capital,  the  risk  of 
bad  debts  and  the  expenses  of  sell- 
ing, in  arriving  at  the  defendant's 
profits.  id. 

96.  The  rule  of  law  as  to  damages, 
when  an  infringement  is  made  out, 
is,  to  give  to  the  plaintiff  the  actual 
loss  he  has  sustained,  and  nothing 
more.  Exemplary  or  vindictive 
damages  cannot  be  given.  Hall  v. 
WUeB,  194 

97.  In  this  case  it  was  Held,  that  the 
plaintiff  was  entitled,  if  his  case  was 
made  out,  to  the  profits  oiT  all  the 
machines  sold  by  the  defendant    id. 


98.  In  patent  cases,  the  pliuntiff  is  en- 
titled to  the  actual  damages  he  has 
sustained  in  consequence  of  the  in- 
fringement of  his  patent,  as  contra- 
distinguished from  exemplary,  vin- 
dictive and  punitive  damages.  PiiU 
v.  Hall,  229 

99.  One  mode  of  arriving  at  the  dam- 
ages is,  to  ascertain  the  profits  which 
the  plaintiff  derives  from  the  ma- 
chines betakes  and  sells  and  which 
have  been  made  and  sold  by  the  de- 
fendant. 'Uf. 

100.  Another  mode  is,  to  ascertain  the 
profits  which  the  party  infringing 
has  derived  from  the  machines ;  but 
this  measure  of  damages  is  not  con- 
trolling, and  the  plaintiff  is  entitled 
to  the  profits  he  would  have  made  if 
not  interfered  with.  id. 

101.  The  plaintiff  is  entitled  to  interest 
on  the  actual  damages,  from  the 
commencement  of  the  suit.  id. 

102.  The  general  rule  as  to  damages  in 
patent  suits  is,  that  the  plaintiff  is 
entitled  to  the  actual  damages  he 
has  sustained  by  reason  of  the  in- 
fringement ;  and  those  damages  may 
be  determined  by  ascertaining  the 
profits  which,  in  judgment  of  law, 
he  would  have  made,  provided  the 
defendant  had  not  interfered  with 
his  rights — ^upon  the  principle  tliat, 
if  the  defendant  had  not  so  inter- 
fered, all  persons  who  bought  his  ma- 
chine would  necessarily  have  pur- 
chased the  patentee's.*  MeCormick 
V.  Sei/mour,  240 

lOS.  There  is  no  distinction,  in  regard 
to  the  rule  of  damages,  between  an 
infringement  of  an  entire  machine 
and  an  infringement  of  a  mere  im- 
provement on  a  machine,  and  the 
damages,  in  the  latter  case,  are  not 
to  be  limited  in  proportion  to  the 
value  of  the  improvement.*  id. 

104.  The  inventor  of  an  improvement 
on  an  old  macninc,  who  has  a  right 
to  use  the  old  machine,  is  entitled, 
under  a  patent  for  his  improvement, 
to  the  benefit  of  the  operation  of  the 


*  See  Seymour  v.  MeCormick^  (16  How.  480,)  as  to  this  point. 
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machine  under  all  circinnstaoces, 
with  the  improYement  engraflc-d 
upon  it,  to  the  same  degree  in  which 
the  original  patentee  was  entitled  to 
the  old  machine.*  id, 

105.  In  order  to  ascertain  the  net 
profits  on  the  making  and  selling  of 
machines,  the  jury  must  tuke  into 
account,  as  making  up  the  cost  and 
to  be  deducted  from  the  sale  price, 
the  cost  of  materials  and  labor,  the 
interest  on  capital  used,  the  expense 
of  putting  the  machines  into  market, 
such  as  agencies  and  transportation 
and  insurance ;  and,  where  the  arti- 
cle is  sold  on  credit,  a  deduction  must 
be  made  for  bad  debts.  id, 

106.  When  the  actual  damages  are 
ascertained,  the  plaintiff  is  entitled 
to  interest  on  them  from  the  com- 
mencement of  his  suit.  id, 

107.  The  jury  may  also  allow  to  the 
plaintiff  the  damages  which  he  has 
sustained  beyond  those  arising  from 
the  actual  interference  of  the  defend- 
ant in  making  and  putting  into  mar- 
ket machines  which  infringe  the  pat- 
ent— snch  as  damages  from  publica- 
tions by  the  defendant,  disparaging 
the  plaintiff's  improyement,  while 
engaged  in  Tiolating  the  patent,    id. 

108.  The  rule  of  damages  for  the  in- 
fringement of  a  patent,  stated.  7b/- 
?tam  V.  Le  Boy,  474 

109.  Interest,  by  way  of  damages,  may 
be  given  by  the  jury,  in  an  action 
for  the  infringement  of  a  patent. 

id. 

See  90, 
19.  Injunetian, 

110.  Where,  on  the  filing  of  a  bill 
against  K.  to  restrain  him  from  vio- 
lating the  plaintiff's  patent,  a  pro- 
visional injunction  was  granted,  and 
afterwards  the  Court  allowed  a  sup- 
plemental bill  to  be  filed,  bringing 
in,  as  a  party  to  the  suit,  6.,  who  it 
was  alleged  had  become  interested 
in  the  subject-matter  of  the  suit 
since  its  commencement,  and   also 


allowed  new  charges  in  regard  to 
E.  to  be  inserted  m  the  supplemen- 
tal bill,  so  as  to  embrace  transac- 
tions not  covered  by  the  injunction  : 
ffeld  that,  as  the  transactions  of  K. 
set  forth  in  the  supplemental  bill 
were  of  the  same  character  with 
those  first  enjoined,  the  injunction 
must  be  extended  so  as  to  include 
them.     Parkhurst  v.  Kinsman^      78 

111.  It  appearing  that  6.,  who  was  so 
made  a  party  by  supplemental  bill, 
was  the  clerk  of  K.  from  the  com- 
mencement of  the  suit  to  the  hear- 
ing  of  the  application  for  the  injunc- 
tion against  K.,  and  knew  of  the  ex- 
istence of  the  suit  and  of  the  pro- 
ceedings for  the  injunction,  and,  on 
the  day  the  application  was  heard, 
became  assignee  of  E.  of  his  rights 
in  litigation  in  the  suit :  Held,  on  a 
motion  for  a  provisional  injunction 
against  G.,  that  he  took  the  subject- 
matter  assigned  to  him,  with  no 
higher  or  other  rights,  as  respected 
the  plaintiff,  than  E.  possessed,  but 
WHS  chargeable  with  the  liabilities 
of  E.,  and  did  not  stand  before  the 
Court  as  an  independent  infringer. 

id, 

112.  Beh\  further ^  that  as  6<  was  a 
sheer  volunteer  in  the  controversy, 
and  the  mere  substitute  for  E.,  the 
like  injunction  as  aga'mt  E.,  mmt 
issue  against  him,  and  that  he  could 
not  be  allowed  to  give  security  and 
keep  an  account  till  the  hearing. 

id, 

113.  The  defendant  was  enjoined,  be- 
fore final  hearing,  from  infringing 
two  of  the  claims  of  a  patent,  al- 
though it  was  not  held  that  another 
claim  in  the  same  patent,  the  novel- 
ty of  which  was  disputed,  was  valid. 
Coltv,  Younff,  471 

See  75,  185. 

20.  Interfering  PaienU, 

114.  Where  T.,  a  patentee,  and  P.,  his 
assignee  of  an  undivided  interest  in 
the  patent,  brought  a  suit  in  Equity 
in  the  Circuit  Court  of  the  United 
States  in  Louisiana,  under  §  16  of 


*  See  Seymour  r.  MeOormiek,  (16  Eme,  480,)  as  to  this  point. 
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the  Act  of  July  4tli,  1836,  (5  U,  S. 
Sua,  at  Large,  123,^  against  D.,  the 
patentee  of  a  junior  patent,  and 
other  partiea  claiming  under  him, 
founded  on  the  Interference  of  D.*8 
patent  with  T.'s  patent,  and  praying 
that  D/s  patent  miglit  be  declared 
▼Old,  and  subsequently  T.  and  P. 
brought  an  action  at  law  in  this 
Court,  for  the  infringement  of  T.'s 
patent,  agunst  H.,  who  was  not  a 
party  to  the  suit  in  Louisiana,  but 
who  owned  an  undivided  interest  in 
D.'s  patent,  by  title  derived  from  D.  | 
after  the  Xiommenoement  of  the  suit  i 
in  Louisiana,  although  prior  to  the 
rendition  of  any  judgment  in  that 
suit:  Hdd^  that  the  parties  to  the 
suit  iu  this  Court  were  virtually 
within  the  proviso  to  said  §16,  and 
that  their  rights  would  be  bound  by 
a  decision  in  the  suit  in  Louisiana 
pronouncing  judgment  that  the  two 
patents  interfered,  or  that  either  of 
the  patents  or  any  part  of  them 
was  valid  or  invalid.    Tyler  v.  Hyde, 

808 

116.  But,  where  H.  pleaded  in  bar  the 
bringing  of  the  suit  in  Louisiana 
and  the  dismissal  of  tlie  bill  therein 
by  the  judgment  of  the  Court  upon 
the  merits  thereof:  Hefd,  that  that 
judgment  did  not  necessarily  im- 
port that  the  patents  uf  T.  and 
D.  interfered,  or  that  T.*s  patent 
was  adjudged  void  and  inoperatiye. 

id. 

116.  In  order  to  be  received  and  acted 
upon  in  this  Court,  as  against  T.'s 
patent,  and  in  a  trial  between  other 
parties,  the  judgment  should  have 
been  direct  and  affirmative  in  terms, 
and  should  have  asserted  the  inter- 
ference of  the  patents,  and  have  dc- 
clared  T.'s  patent  void  in  the  whole 
or  in  part,  or  inoperative  and  invalid 
in  some  particular  part  of  the  United 
States.  td 

117.  Such  a  judgment  would,  under 
the  decision  in  Smith  v.  Kernochen, 
(7  Huto.  198,)  have  been  a  bar 
to  the  action  at  law  in  this  Court. 

id, 

21.  MUeellane(ms. 

118.  The  history  of  improvements  in 


machinery  for  making  lead  pipe  by 
pressure,  given.     Ta^kam  v.  Le  Roy, 

474 

22.  Particular  PatenU. 

(1.)  MorUaomery  and  Harru^ — Bark- 

ma. 

119.  The  invention  covered  by  Mont- 
gomery and  Harris'  patent  of  the 
12th  of  August,  1840,  for  an  '*  im- 
provement  in  the  mill  for  breaking 
and  grinding  bark,"  is  a  multiplica- 
tion of  the  grinding-ohambers  and 
apparatus  in  a  mill  of  a  given  size, 
and  which  may  still  be  driven  by 
the  same  power  as  a  mill  of  a  single 
chamber.      Wilbur  v.  Beecher,     132 

120.  It  appearing  that  a  mill  con- 
structed according  to  the  specifica- 
tion of  the  patent,  with  three  grind- 
ing-chambers,  would  grind,  when  not 
in  very  rapid  operation,  say  at  a 
speed  of  60  or  60  revolutions  in  a 
minute,  a  cord  of  bark  au  hour 
through  the  day,  being  double  the 
quantity  ground  by  the  old  single- 
chambered  mill :  Held^  that  tliat  was 
evidence  enough  of  the  utility  of  the 
invention.  id, 

121.  In  this  case,  the  thing  discovered 
and  described  was  the  formation  of 
grinding-chambers,  by  the  combina- 
tion of  movable  conical  rings  witli 
stationary  cylinders,  these  two  parts 
being  severally  brought  together  and 
fastened  by  cross-bars  ;  the  particu- 
lar  description  in  the  specification 
showea  a  mill  with  three  grinding- 
chambers  ;  but  the  claim  was  to  the 
combination  of  stationary  cylinders 
with  one  or  more  movable  conical 
rings,  tlms  allowing  both  cylinders 
and  rings  to  be  multiplied  to  any  ex- 
tent, or  the  mill  to  be  limited  to  two 
cylindei-s  and  one  ring:  JleUl,  that 
any  further  particular  description  in 
the  specification  was  unnecessary,  in 
order  to  enable  a  mechanic  of  ordi- 
nary skill  to  make  a  mill  with  more 
chambers  than  three.  i<L 

122.  A  bark-mill  that  multiplies  the 
grinding-chambers  by  a  combination 
of  movable  conical  rings  with  station- 
ary cylinders  is  an  infringement  of 
Montgomery  and  Harris'  patent,    t^. 
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128.  The  shape  of  the  grinding  cham- 
bers  and  the  form  of  the  teeth  in  the 
mil]  are  no  part  of  the  patented  com- 
bination, and,  therefore,  alttiough  the 
defendant's  mill,  by  a  change  in  those 
points,  grinds  better  and  faster  than 
the  patented  mill,  yet,  if  it  contains 
the  combination  of  the  movable  con- 
ical nuts  with  the  stationary  cylin- 
ders, it  is  still  an  infringement,      id, 

(2.)  MeGormick^» — Reaping  Machine. 

124.  In  McGormiek'e  patent  of  October 
23d,  1847,  for  imprcvemenU  in  reap- 
ing maehinee^  the  claim  of  "  the  ar- 
rangement of  the  eeat  of  the  raker 
over  the  end  of  the  finger-piece, 
which  projects  beyond  the  range  of 
fingers,  and  just  back  of  the  driving- 
wheel,  M  described^  in  combination 
with  and  placed  at  the  end  of  the 
reel,*'  is  not  a  claim  for  the  seat  aa 
a  eeai,  or  for  its  particular  mode  and 
form  of  construction,  but  is  a  claim 
to  the  arrangement  and  combination 
of  machinery  described,  by  which  the 
benefit  of  a  seat  or  position  for  the 
raker  on  the  machine  is  obtained. 
McCormick  v.  JSeymoHr,  240 

(8.)  Foote'e^Siove-Regulaior, 

126.  In  Foote's  patent  for  an  "im- 
provement in  regulating  the  draft, 
of  stoves,"  the  first  claim,  being  a 
claim  to  *'the  application  of  the 
expansive  and  contracting  power  of 
a  metallic  rod  by  different  degrees  of 
heat,  to  open  and  close  a  damper 
which  governs  the  admission  of  air 
into  a  stove  in  which  it  may  be  used, 
by  which  a  more  perfect  control  over 
the  heat  is  obtained  than  can  be  by 
a  damper  in  the  flue,"  is  a  claim  in- 
dependent of  any  particular  arrange- 
ment or  combination  of  machinery 
or  contrivance  for  the  purpose  of 
applying  the  principle  to  the  regula- 
tion of  the  heat  of  stoves.  Foo'e  v. 
SiUby,  260 

126.  The  novelty  of  the  invention  cov- 
ered by  said  first  claim,  can  be  de- 
feated only  by  showing  the  prior  ap- 
plication of  the  expansion  and  con- 
traction of  the  metallic  rod  to  regu- 
late the  heat  of  a  «fof'e,  by  means  of 
the  hea*  produced  by  the  etave  iteelf. 
It  is  not  defeated  by  showing  a  prior 
application  of  the  expansion  and  con- 


traction of  a  metallic  rod  to  open  and 
dose  a  damper,  where  the  metallic 
rod  was  heated  indirectly  by  the  heat 
of  a  furnace,  by  being  immersed  in 
hot  water.  id, 

127.  But  the  prior  application,  in  order 
to  defeat  the  novelty  of  the  said  first 
claim,  need  not  have  been  made  by 
the  very  best  apparatus  that  could  be 
devised.  The  question  does  not  de- 
pend upon  the  degree  of  usefulness, 
but  upon  the  practically  usefnl  and 
successful  prior  application  of  the 
principle.  id, 

128.  Where,  prior  to  the  plaintiff's  in- 
vention of  the  application  covered 
by  the  said  first  claim,  the  principle  of 
the  expansion  and  contraction  of  a 
metallic  rod  heated  by  the  stove 
itself,  had  been  applied  to  regulate 
its  heat,  the  rod  being,  however,  a 
compound  rod,  composed  of  a  slip  of 
brass  and  a  slip  of  iron,  firmly  fast- 
ened together,  and  the  motion  of  the 
damper  being  produced  through  a 
deflection  of  the  rod  resulting  from 
its  curvature,  caused  by  the  unequal 
dilatation,  under  a  given  degree  of 
heat,  of  the  two  metals  composing 
it,  that  of  brass  being  greater  than 
that  of  iron,  whereas,  in  the  plaintiff's 
invention,  the  motion  was  produced 
by  the  direct  linear  expanrion  of  a 
brass  rod  used  in  connection  with  an 
iron  stove :  BeH  that  the  principle 
of  the  application  of  the  expansion 
and  contraction  of  the  metallic  rod 
to  regulate  the  damper,  by  causing  it 
to  open  and  close  according  to  the 
degrees  of  heat  in  the  stove  itself^  as 
covered  by  the  said  first  claim,  was 
the  same  in  the  two  applications,  id, 

129.  The  said  first  claim  does  not  in- 
volve any  mode  or  method  of  appli- 
cation,  or  any  question  of  difference 
in  degree— as  that  an  apparatus  hav- 
ing the  linear  expansion  as  distin- 
guished from  curvature,  possesses 
greater  power  or  can  .peiform  what 
the  other  cannot.  id. 

180.  The  third  claim  of  the  patent, 
being  a  claim  to  "  the  combination, 
above  described,  by  wliich  the  regu- 
lation of  the  heat  of  a  stove  in  which, 
it  may  be  used  is  effected,"  Held  to  be 
a  claim  for  a  combination,  consisting 
of  four  parts,  specifically  defined,  id. 
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181.  Though  the  parts  fleparatelj  may 
all  be  old,  yet,  if  the  plaintiff  was  the 
first  to  combioe  all  tour  of  them,  for 
the  pariicular  purpose  of  regulating 
the  heat  of  a  stove  by  means  of  its 
own  heat,  he  is  entitled  to  be  pro- 
tected in  that  improvement.  t^ 

132.  The  novelty  of  the  said  third 
claim  is  not  defeated  by  showing  a 
prior  combination  of  the  same  four 
parts,  in  which  the  expansion  and 
contraction  of  the  metallic  rod  were 
produced  by  its  immersion  in  hot 
water,  and  not  directly  by  the  heat 
of  the  stove  itself  whose  heat  was  to 
be  regulated.  id, 

183.  The  prior  combination,  to  defeat 
the  novelty  of  said  third  claim,  must 
have  been  an  apparatus  of  practical 
utility,  and  must  have  embraced  all 
the  elements  embraced  in  the  plain- 
tiff's combination.  id, 

(4.)   Ide'ft^GultivcOor, 

184.  Where  a  patentee  of  an  improve- 
ment in  cultivators  claimed  in  his  pat- 
ent **  the  arrangement  of  the  teeth 
in  two  rows,  in  combination  with  a 
pair  of  wheels  the  treads  of  which 
are  in  a  line  midway  between  the 
points  of  the  two  rows  of  teeth,  sub- 
stantially as  described,''  and,  in  his 
specification,  described  the  nature  of 
his  invention  as  consisting  in  the 
arrangement  of  the  teeth  in  two 
rows,  one  back  and  the  other  front, 
when  this  was  combined  with  a  pair 
of  sustaining  and  carrying  wheels  the 
bearing  points  of  which  were  in  a 
line  midway  between  the  two  rows 
of  teeth,  so  that  any  tendency  which 
one  row  of  teeth  might  have  to  cut 
too  deep  was  resisted  by  the  weight 
of  earth  on  the  other  row,  the  tread 
of  the  wheels  beiween  them  acting 
as  the  fulcrum,  so  that  the  team,  by 
this  means,  was  entirely  relieved  of 
any  strain  which  they  otherwise 
would  have  to  sustain  in  consequence 
of  the  motion  of  the  beam  up  and 
down  as  the  teeth  ran  too  deep  or 
too  shallow,  and  stated  that  by  that 
arrangement  the  necessity  for  guid- 
ing himdles  and  the  employment  of 
four  wheels  were  entirely  dispensed 
with,  and  also  described  the  teeth  as 
seven  in    number,  arranged  in  two 


straight  rows,  three  teeth  in  one 
row  and  four  in  the  other,  the 
points  of  the  three  teeth  being  in 
front  of  the  line  of  the  wheels,  and 
the  points  of  the  four  teeth  being 
behind  the  line  of  the  wheels :  Hel^ 
that  a  cultivator  which  differed  from 
that  described  in  the  patent  only  in 
having  the  axle  of  the  wheels  tlirown 
forward  and  the  hind  teeth  thrown 
backward  so  far  that  the  tread  of 
the  wheels  was  not  midway  between 
the  points  of  the  two  rows  of  teeth, 
(which  increased  the  leverage  behind 
and,  reduced  the  strain  on  the  horses 
still  more  than  in  the  plaintiff's  ar- 
rangement,) and  in  haying  the  middle 
tooth  of  the  forward  three  moved 
forward,  and  the  two  middle  teeth  of 
the  four  behind  also  moved  forward, 
so  that  the  two  rows  were  not  straight, 
infringed  the  patented  combination ; 
that  the  infringing  machine  contained 
the  principle  and  substance  of  the 
patented  invention,  merely  carrying 
it  out  further  in  practice  than  had 
been  done  by  the  patentee  when  he 
took  out  his  patent ;  and  that  the  in- 
fringing arrangement  was  not  in  law 
even  an  improvement  on  that  of  the 
patentee,  because  it  was  only  the  re- 
sult of  practical  experience  in  the 
use  of  the  patentee's  arrangement, 
and  involved  no  invention  beyond 
what  was  embodied  in  that  and  was 
clearly  set  forth  in  the  specification. 
Traey  v.  Torrey,  275 

186.  Heldy  also,  that  the  case  was  a 
proper  one  for  a  provisional  injunc- 
tion ;  and  that,  the  infringement  be- 
ing clear,  and  the  right  to  the  injunc- 
tion manifest,  the  injunction  ought  not 
to  be  stayed  on  the  defendant's  giv- 
ing  security  to  the  plaintiff  and  ren- 
dering a  periodical  account  of  sales, 
although  the  defendiint  was  a  man  of 
pecuniary  responsibility.  id, 

186.  fTddy  also,  that  another  machine 
which  differed  from  the  former  in- 
fringing machine  in  having  the  mid- 
dle tooth  of  the  forward  three  set 
back  instead  of  forward,  thus  bring- 
ing the  points  of  two  teeth  forward 
of  the  wheels  and  the  points  of  five 
teeth  behind  the  wheels,  infringed 
the  patented  combination.  Cham' 
herlain  r.  Oanton^  279 
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(6.)  Winona'— EiffhiJwheeUd  Car, 

187.  The  claim  of  Winans*  patent, 
granted  October  Ist,  1884,  for  an 
**  improTement  in  the  construction 
of  cars  or  carriages  intended  to  run 
on  railroads,"  which  claim  is  "  the 
before-described  manner  of  arrang- 
ing and  connecting  the  eight  wheels, 
which  constitute  the  two  bearing- 
carriages,  with  a  railroad  car,  so  as 
to  accomplish  the  end  proposed  by 
the  means  set  forth  or  by  any  others 
which  are  analogous  and  dependent 
upon  the  same  principles,"  is  a  claim 
for  the  car  itself  constructed  and 
arranged  as  described  in  the  patent, 
and  evidence  that  parts  of  the  ar- 
rangement and  construction  were 
before  known  does  not  affect  the 
noTelty  of  the  invention.  Winan* 
V.  The  Schenectady  and  Troy  Rail- 
road Co,,  279 

188.  The  location  of  the  trucks  rela- 
tively to  each  other  under  the  body 
of  the  car,  as  well  as  the  near  prox- 
imity of  the  two  axles  of  each  truck 
to  each  other,  form  an  essential  part 
of  the  arrangement  of  the  patentee, 
who  states,  in  his  specification,  that 
the  closeness  of  the  fore  and  hind 
wheels  of  each  truck,  taken  in  con- 
nection with  the  use  of  two  trucks 
arranged  as  remotely  from  each 
other  as  can  conveniently  be  dbne 
for  the  support  of  the  car-body,  with 
a  view  to  the  objects  and  on  the 
principles  set  forth  by  him,  is  con- 
sidered  by  him  as  an  important  fea- 
ture of  his  invention.  But  the  im- 
provement does  not  consist  in  placing 
the  axles  of  the  two  trucks  at  any 
precise  distance  apart,  or  at  any  pre- 
cise distance  from  each  end  of  the 
body;  and  the  specification  is  suffi- 
cient, although  it  does  not  state  in 
feet  or  inches  the  exact  distance  from 
the  ends  of  the  car-body  at  which  it 
would  be  best  to  arrange  the  trucks, 
or  what  should  be  the  exact  distance 
between  the  axles.  id, 

189.  The  specification  of  Winans'  pat- 
ent said  nothing  about  the  mode  of 
attaching  the  car  to  the  motive-power 
or  to  the  next  car  in  a  train,  nor  any- 
thing about  the  use  of  side-bearings 
to  prevent  the  rocking  of  the  car 
from  side  to  side,  but  the  drawing 


filed  in  November,  1838,  showed 
that  the  car  was  to  be  attached  to 
the  motive-power  and  to  the  next 
car  in  a  train  by  its  body,  and  not 
by  a  perch  from  the  truck,  and  also 
showed  a  provision  for  side-bearings : 
Held^  that  the  specification  afforded 
a  sufficient  description  of  the  inven- 
tion independently  of  the  drawing, 
and  that  the  mode  of  attaching  the 
car  and  the  use  of  side-bearings  did 
not  enter  into  the  essence  of  the  in- 
vention or  constitute  any  substantial 
part  of  the  improvement.  id, 

140.  The  law  allows  an  inventor  a  rea- 
sonable time  to  perfect  his  invention 
by  experiment  and  ascertain  its  util- 
ity, before  it  obliges  him  to  take  out 
his  patent ;  and,  in  the  case  of  Wi- 
nans' invention,  experimenta  could 
be  made  only  by  putting  the  car  into 
the  service  of  those  controlling  lines 
of  railroads.  In  applying  the  rule, 
a  jury  must  take  into  consideration 
the  nature  of  the  invention,  and  all 
the  circumstances  of  the  case.  But 
an  inventor  is  bound  to  act  in  good 
faith,  and  must  not  suffer  his  inven- 
tion to  be  used  except  for  the  pur- 
poses of  experiment.  id. 


(6.)  Woodworih'n — Plamng  Machine. 
See  6^. 


(7.)  Blanchard'^9 — Turning  Irregviar 
Forma. 

141.  The  claim  in  Thomas  Blanchard's 
patent  of  January  20th,  1820,  for  "  a 
machine  for  turning  and  cutting 
irregular  forms,"  construed  and  de- 
fined.    Blanchard  T,  Beera,         411 

142.  A  person  who  uses  the  combina- 
tion claimed  by  Blanchard,  though 
in  a  machine  which  will  make  only 
wagon-spokes,  infringes  the  patent. 

id. 


PENALTY. 

See  Discovert,  1  to  8, 18,  14. 
DuTiBB,  7,  18,  21,  26,  61. 
Marriagb,  2,  8. 
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PERU. 
8e€  Duties,  64. 

PETITION. 
See  Piucncc,  9  to  12. 

PILOT. 
See  Stbamboats,  2,  8. 

PLEADING. 

1.  Where  a  bill  in  Equity  against  three 
defendauts  showed  title  in  the  plain- 
ti£f  to  a  copyright,  and  a  wrongful 
Tiolation  of  it  by  all  the  defendants, 
and  ii\jurie8  inflicted  and  appre- 
hended from  such  violation,  and 
prayed  for  an  injunction  against  all 
the  defendants,  and  also  for  a-  dis- 
covery from  all  in  aid  of  a  suit  at 
law  against  one  for  the  same  viola- 
tion :  Hddy  on  general  demurrer  to 
the  whole  bill,  that  the  relief  by  in- 
junction was  not  dependent  on  the 
discovery  prayed,  and  that,  although 
the  bill  was  bad  as  a  bill  of  dis- 
covery, yet  it  was  good  as  an  injunc- 
tion bill,  and  that  the  demurrer 
must  be  overruled.  AlwiU  v.  Fer- 
rett,  89 

2.  A  general  demurrer  to  the  whole 
bill  must  be  overruled  if  any  inde- 
pendent  part  of  the  bill  is  sufficient. 

id. 

8.  Nor  will  a  formal  protestation  ac- 
companying the  demurrer  avoid  the 
force  of  the  rule.  id. 

See  CoPTRiGHT,  4. 
Dbmurrer. 

DiSOOVBRT. 

Insurancr,  6,  7. 

If  ARRIAGB,  2,  8. 

Patents,  55,  62,  76  to  84, 115, 116. 
Practice,  7,  8,  81. 


POUOY. 
See  Imsurancr. 


POST-OFFICE. 

1.  The  22d  section  of  the  PostOffioe 
Act  of  March  Sd,182A,  (4  U.  8,  StoL 
at  Large,  108,}  which  makes  it  an 
oifence  for  any  person  to  open  any 
letter  which  shall  have  been  in  a 
Post-Office,  or  in  the  custody  of  a 
mail-carrier,  before  it  shall  be  de- 
livered to  the  person  to  whom  it  is 
directed,  with  a  design  to  obstruct 
the  correspondence,  and  for  any  per- 
son to  secrete,  embezzle  or  destroy 
any  such  letter,  does  not  look  beyond 
a  possession  of  letters  obtained 
wnmgfuUy  from  the  Pont^ffice  or 
from  a  mail-carrier.  J%e  United 
Slatee  v.  Fareatie,  104 

2.  After  the  voluntary  termination  of 
the  custody -of  a  letter  by  the  Post- 
Office  or  its  agents,  the  rights  of  the 
real  proprietor  of  the  letter  are  under 
the  guardianship  of  tlie  local  law,  and 
not  of  that  of  the  United  States. 

id. 

8.  Where  a  letter,  mailed  at  Boston 
and  directed  to  a  person  at  New 
York,  reached  the  Post-Office  there, 
and  was  taken  by  a  letter-carrier  for 
delivery :  Held  that,  under  §  41  of 
the  Act  of  July  2d,  1836,  (5  IT.  S. 
Stat,  at  Large^  89,)  such  letter-car- 
rier  was  a  mail-carrier  within  §  22 
of  the  said  Act  of  March  8d,  1826. 

id. 

4.  But,  the  letter-carrier  having  given 
the  letter  to  a  person  in  the  defend- 
ant's house,  the  defendant  not  being 
present,  and  not  participating  in  the 
delivery,  and  that  person  having  sub- 
sequently and  at  a  different  place  de- 
livered it  to  the  defendant,  and  the 
defendant  having  opened  it  and  em- 
bezzled money  from  it,  it  not  being 
intended  for  him,  but  for  another 
person  of  the  same  name,  the  letter, 
however,  not  having  come  into  the 
possession  of  the  defendant  within 
view  of  the  letter-carrier,  or  with  his 
knowledge,  or  while  he  remained  at 
the  pUice  where  he  left  it:  Held, 
that  the  defendant  was  not  liable  to 
indictment  under  §  22  of  the  said 
Act  of  March  8d,  1826.  id 

6.  All  action  and  authority  of  the  Post- 
Office  Department,  in  respect  to  the 
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letter,  terminated  with  its  delivery 
to  the  third  person,  and  §  22  of  the 
Act  applies  onlj  while  the  letter  is 
within  the  power  and  control  of  that 
Department.  id, 

6.  Whether  Congress  has  power  to  pass 
laws  governing  the  conduct  of  per- 
sons in  respect  to  letters  which  have 
been  mailed,  after  such  letters  hare 
become  strictly  disconnected  from 
the  Post-Office  Department,  qitere. 

id. 

7.  To  const! tate  a  Past-Offlee,  under  § 
22  of  the  Post-Office  Act  of  March 
8d,  1826,  (4  Cr,  8.  Stat,  at  Large,  108,) 
the  place  where  the  business  of  keep- 
ing, forwarding  and  distributing 
mailable  matter  is  conducted  need 
not  be  a  building  set  apart  for  that 
use,  or  any  apartment  or  room  in  a 
building;  but,  according  to  the  ex- 
tent of  the  business  done,  may  be  a 
desk,  or  a  trunk  or  box  carried 
about  a  house,  or  from  one  building 
to  another.  Tlu  United  States  r. 
Marselie,  108 

8.  The  pUce  of  the  deposit  of  the  mail- 
able matter  would,  in  this  sense,  con- 
stitute the  Po4t'0fficey  and  anything 
taken  out  of  that  place  of  reception 
or  keeping  would  be  taken  from  or 
out  of  the  Post-Office,  within  §  22  of 
said  Act,  without  re^uxl  to  the  dis- 
tance of  remoTal,  or  to  oircun^aoent 
enclosures  or  rooms.  xd. 

9.  If  a  person  takes  a  letter  containing 
money,  in  a  Post-Office  building,  from 
and  out  of  that  part  of  it  appropri- 
ated to  the  deposit  of  the  letter,  with 
intent  to  convert  its  contents  to  his 
own  use,  he  is  guilty  of  etealing  the 
letter  from  cmd  out  of  the  Post-Office, 
within  §  22  of  said  Act,  even  though 
he  only  transfers  the  letter  to  his 
pocket,  and  does  not  remove  it  be- 
yond the  building  contaiuing  the 
Post-Office.  id. 

10.  But,  whether  he  is  guilty  of  steal- 
ing the  mail,  under  the  same  section, 
quere,  id. 

11.  And  he  is  liable  to  be  convicted 
under  §  22  of  said  Act,  although  he 
was  a  clerk  employed  in  the  Post- 
Office  at  the  time  of  the  larceny,  and 


although  he  might,  perhaps,  be  sub- 
ject to  indictment  for  the  same 
oflfence  under  §  21  of  said  Act.    id 

12.  A  decoy-letter,  containing  money, 
mailed  for  the  purpose  of  entrapping 
a  clerk  in  a  Post-Office,  who  opens  it 
and  takes  the  money,  is  within  the 
2l8t  section  of  the  act  of  March  8d, 
1826,  (4  U,  8.  Stat,  at  Large,  101.) 
The  United  States  y.  Cottingham,410 

POWER. 

1.  £.  made  his  will  in  1819,  devising 
real  estate  to  R.  his  wife,  for  life, 
or  during  her  widowhood,  for  the 
support  of  herself,  her  three  daugh- 
ters, and  one  P. ;  and,  on  the  death 
or  re-marriage  of  R.,  the  estate  was 
devised  to  P.  for  his  life,  for  the  sup- 
port of  himself  and  the  daughters ; 
and,  after  the  deatli  or  re-marriage 
of  R.  and  the  death  of  P.,  the  estate 
was  devised  to  the  three  daughters 
in  fee.  The  will  gave  power  to  R., 
so  long  as  she  sh9uld  remain  single, 
and  to  P.  after  her  death  or  re- 
marriage, to  sell  and  convey  the  real 
estate,  provided  that  B.  should  in 
writing,  signed  with  his  hand,  ap- 
prove and  consent  to  such  sale,  with- 
out which  approbation  and  consent 
no  such  sale  should  be  valid.  The 
moneys  arising  from  the  sale  were 
directed  to  be  invested  in  such  man- 
ner as  B.  should  direct,  for  the  pur- 
poses of  the  will.  R.  was  appointed 
executrix :  Held,  that  R.  had  only  a 
naked  power  in  respect  to  the  dispo- 
sition of  the  estate,  and  that  the 
power  could  be  rightfully  elercised 
only  by  a  sale  of  the  estate  in  fee. 
Waldron  v.  Chasieney,  62 

2.  The  testator  having  died,  and  the 
will  having  been  proved,  R.,  in  1826, 
leased  the  real  estate,  as  executrix 
and  trustee,  to  N.,  setting  forth  the 
will  at  large  in  the  lease,  for  21 
years,  the  lessee  to  pay  to  R.,  her 
heirs  and  assigns,  yearly  during  the 
term,  if  she  should  so  long  live  and 
remain  the  widow  of  £.,  and,  after 
her  death  or  marriage,  during  the 
residue  of  the  term  Uien  unexpired, 
unto  P.,  a  certain  rent :  Held,  that 
the  lease,  as  a  conveyance  under  the 
power  of  sale  in  the  will,  was  void, 
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as  not  fulfilling  the  intent  of  the  tes- 
tator, and  not  a  sale  of  the  estate  for 
cash,  or  something  which  could  be 
inrested  aa  its  representative.        id. 

8.  But  held^  alw^  that  R,  having  an 
absolute  estate  for  her  widowhood, 
could  lease  that,  independently  of 
the  power  of  sale,  and  that  the  lease 
was  good  for  the  interest  siie  had, 
and  only  void  for  any  surplus  of  the 
term  unexpired  at  her  decease,      id, 

4.  R.  haying,  in  1827,  sold  and  con- 
Teyed  the  same  real  estate  in  fee  to 
H.,  the  conveyance  purporting  to  be 
made  by  her  as  executrix  and  trus- 
tee under  the  will  and  in  pursuance 
of  the  power  of  sale :  Held^  that  the 
lease  to  N.  was  no  impediment  to  the 
exercise  of  the  power  of  sale.        id. 

ff.  In  ejectment  brought  by  the  re- 
mainder-men under  the  will,  to  re- 
cover the  real  estate,  after  the  death 
of  R.  and  P.:  Held^  that  questions 
touching  the  discreet  exercise  of  the 
power  of  sale  belonged  to  a  Court 
of  Equity,  and  that  the  deed  to  H., 
if  valid  on  its  face,  must  operate  as 
such  at  law.  id. 

6.  The  approbation  and  consent  of  B. 
to  the  deed  to  U.  were  given  by  his 
writing  at  the  foot  of  the  deed,  and 
directly  following  the  signature  of 
R. :  "I  content  to  the  above,"  and 
subscribing  his  name  thereto :  Hdd^ 
that  the  requirement  of  the  proviso 
in  the  power  of  sale  was  thereby  sat- 
isfied, and  that  the  consent  of  B.  im- 
ported his  approbation.  id. 


PRACTICE. 

1.  Where  prayers  for  instructions  to 
the  jury  are  made,  and  are  not  com- 
plied with  by  the  Court,  they  are  to 
be  considered  as  refused.  Emenon 
V.  Hogg,  1 

2.  Exceptions  will  lie  to  the  refusals  of 
tiie  Court  to  give  insr  ructions  when 
requested,  in  like  manner  as  to  the 
instructions  actually  given.  id. 

8.  In  a  proceeding  in  this  Court  under 
§  15  of  the  Judiciary  Act  of  Septem- 
ber 24th,  1789,  (1 U.  8.  Stat,  at  Large, 


82,)  to  obtain  a  discovery,  in  an  ac 
tiou  at  law,  of  documents  in  the  pos- 
session of  the  adverse  party,  it  is 
only  requisite  that  the  cause  should 
be  at  issue,  and  that  the  Court  should 
be  satisfied  that  the  evidence  re- 
quired to  bo  disclosed  will  be  perti- 
nent to  such  issue,  and  that  the  cir- 
cumstances should  be  those  in  which 
a  discovery  would  be  decreed  in 
Chancery.    Jacques  v.  Collins,       23 

4.  It  is  not  necessary  that  the  peUtion 
for  the  discovery  should  contain  the 
formalities  of  a  bill  of  discovery  in 
Cliancery  ;  but  it  is  enough  if  it  con- 
tains a  notice  to  the  opposite  party 
of  the  time  and  place  of  making  the 
application,  and  a^lain  designation 
of  the  documents  sought  for.         id. 

5.  Where  a  plaintiff,  who  had  obtained 
an  injunction  from  this  Court  re- 
straining a  defendant  from  the  in- 
fringement of  a  patent,  set  on  foot 
a  stratagem  to  lead  the  defendant  to 
violate  the  injunction,  and  imme- 
diately made  a  motion  for  an  attach- 
ment, knowing  the  defendant  to  be 
innocent  of  any  wrongful  act,  and  It 
clearly  appeared  that  there  had  been 
no  viobitiou  of  the  injunction  :  Held, 
that  the  plaintiff  must  pay  the  costs 
of  the  motion.  Sparknuin  v.  Hig- 
gins,  29 

6.  Even  if  there  had  been  an  actual 
violation  of  the  injunction,  induced 
by  the  stratagem  of  the  plnintifi^  an 
application  for  an  attachment  would 
not,  it  seems,  be  justified,  either  in 
conscience  or  in  law.  id, 

7.  Where  it  is  assigned,  as  cause  of  de- 
murrer to  a  declaration,  that  it  is  not 
properly  entitled,  but  the  defect  is 
not  pointed  out  until  the  argument, 
and  is  then  alleged  to  consist  in  a 
variance  between  the  declaration  and 
the  writ,  the  Court  cannot  act  upon 
it  on  such  a  suggestion.  Wilder  ▼. 
McGormick,  81 

8.  But,  even  if  such  an  objection  were 
properly  raised,  an  amendment  of 
the  error  would  be  allowed.  id 

9.  Under  Rule  67  in  Equity,  requiring 
notice  to  be  given  on  an  application 
for  leave  to  file  a  supplemental  bill 


INDEX. 


615 


it  19  not  necessary  that  the  petition 
for  leave  sliould  embrace  the  aver- 
ments intended  to  be  inserted  in  the 
supplemental  bill,  but  only  that  it 
should  ail  vise  the  opposite  party  and 
the  Court  of  the  ground  on  which 
the  relief  is  applied  for.  Parkhurst 
V.  Kinsman^  T2 

10.  All  that  the  Court  inquires  into,  on 
such  a  petition,  is  to  see  whether 
probable  cause  exists  for  grantinsj 
the  leave,  and  whether  the  petition 
states  facts  or  circumstances  which, 
if  properly  pleaded,  would  sustain  a 
supplemental  bill.  »  id. 

11.  Where  the  original  bill  was  against 
E.,  and  was  founded  mainly  on  an 
agreement  between  the  plaintiff  and 
K.,  in  relation  to  a  macliine  patented 
to  the  former,  which  gave  K.  the 
.right  to  malie  and  vend  the  machines 
on  certain  conditions,  and,  on  filing 
the  bill,  an  injunction  was  issued 
against  K.,  prohibiting  his  further 
making  or  selling  the  machines: 
Hell^  that  a  petition  alleging  that, 
since  the  filing  of  the  bill,  0.  had,  an 
i}i$  plaintiff  was  informed  and  believed^ 
become  in  some  way  interested  in 
the  machines,  and  was,  as  tJve  jntain- 
tiff  believed,  acting  in  collusion  with 
K.  in  malting  and  vending  them,  and 
represented  himself  as  so  interested, 
was  sufficient  to  authorize  the  plain- 
tiff to  make  G.  a  party  to  the  same 
suit  by  supplemental  bill.  id. 

12.  Where  the  same  petition  asked 
leave  to  insert  in  a  supplemental  bill 
new  matters  in  regard  to  K. :  Held, 
that  although  most  of  them  would 
be  proper  subjects  of  amendment  to 
the  original  bill,  and  could  not  lay 
the  foundation  for  a  supplemental 
bill,  yet,  as  a  discovery  was  sought 
from  K.  in  regard  to  particulars  not 
stated  in  the  original  bill,  and  K.  had 
already  answered  that  bill,  the  leave 
ouglit  to  be  granted.  id, 

18.  Circumstances  stated  under  which 
laches  will  not  be  imputed  to  the 
plaintiff  as  a  groimd  for  denying  him 
leave  to  file  a  supplemental  bill.    td. 

14.  The  principles  which  govern  the 
practice  of  the  United  SUtes  Courts 


in  Equity,  considered.      Van  Hook 
v.  Pendleton,  86 

16.  The  practice  as  to  examining  wit- 
nesses in  suits  in  Equity,  considered. 

id, 

16.  The  Circuit  Courts  of  the  United 
States  have  power  to  appoint  Exam- 
iners in  suits  in  Equity.  id. 

17.  It  is  a  matter  of  discretion  whether 
such  Examiners  shall  be  standing 
Examiners,  or  be  designated  as  the 
occasion  arises  for  their  services  in 
any  cause.  id. 

18.  Where  the  plaintiff  in  a  suit  in 
Equity,  proceeded,  after  the  cause 
was  at  issue,  to  take  proofs  before 
one  of  the  standing  Examiners  of 
the  Court,  without  his  having  been 
specially  appointed  as  Exnminer  or 
Commissioner  in  the  suit :  Held,  that 
the  Examiner  was  competent  to  take 
the  evidence.  id, 

19.  An  oral  examination  before  an  Ex- 
aminer, without  any  agreement  be- 
tween the  parties  to  waive  written 
interrogatories,  is  irregular.  id, 

20.  Such   agreement  ought  to   be   in 


writmg. 


id. 


21.  But,  where  a  party  has  due  notice 
that  such  an  oral  examination  is  to 
be  taken  or  has  been  tnkcn,  and  ac- 
quiesces in  it,  he  waives  his  right  to 
require  written  interrogatories.      id, 

22.  Where,  more  tf\an  ten  months 
after  such  an  oral  examination,  and 
nearly  five  months  after  publication, 
the  defendant,  who  had  due  notice 
of  the  time  and  place  of  the  exami- 
nation, moved  to  set  the  proofs  aside 
because  they  were  not  laktn  on  writ 
ten  interrogatories:  Held^  tliat  he 
was  guilty  of  laches,  and  that  it  was 
too  late  for  him  to  raise  the  objec- 
tion, w'. 

23.  Under  Rule  78  of  the  Rules  in 
Equity  of  1842,  it  is  a  matter  of  dis- 
cretion with  the  Court  whether  it 
will  or  will  not  stay  the  proceedings 
in  a  cause  to  allow  a  party  to  cross- 
examine  or  take  a  new  deposition  of 
a  wiUiess  already  examined  by  de- 
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position  for  the  opposite  partj  under 
§  80  of  the  Act  ol'  September  24th, 
1789,  (1  U,  8.  Stat,  at  Large,  88.)  id, 

24.  The  practice  ia  taking  depositions 
under  that  Act,  considered.  id. 

26.  It  is  a  well-settled  principle,  in  the 
jurisprudence  of  the  UuiLed  States, 
tliat  rules  of  State  practice  acted 
upon  bj  the  Courts  of  the  United 
States  in  a  State,  as  obligator/  upon 
them,  liaye  the  efficacy  of  rules 
adopted  by  express  order  of  those 
Courts.  Per  Bktts,  J.  The  United 
HtcUes  T.  DovtgiaUy  207 

26.  In  a  common  law  action,  in  the 
Circuit  Court  for  the  Southern  Dis- 
trict of  New  York,  the  assignee  of  a 
non-negotiable  contract  has  no  ca- 
pacity to  sue  upon  it  in  his  own 
name,  the  provision  of  the  State 
Code  of  Procedure,  requiring  every 
suit  to  be  brought  in  the  name  of 
the  real  party  in  interest,  not  having 
been  adopted  by  that  Court.  Suy- 
dam  ▼.  Emng,  869 

27.  And  this  practice  applies  not  only 
to  an  action  originally  commenced 
in  that  Court,  bui  to  one  removed 
into  that  Court  from  a  Court  of  the 
State,  and  to  all  the  proceedings  in 
such  action  after  its  removal.         id, 

28.  Accordingly,  where  a  debt  was 
contracted  with  a  copartnership,  and 
afterwards  the  interests  of  some  of 
the  members  <|f  the  copartnership  in 
the  debt  were  assigned,  and  then  a 
suit  at  law  was  brought  thereon  in  a 
Court  of  the  State,  in  the  names  of 
the  real  parties  in  interest,  and  was 
removed  into  the  Circuit  Court  for 
the  Southern  District  of  New  York, 
and  afterwards  one  of  the  partners 
died:  Held,  that  the  suit  must  be 
continued  in  the  Circuit  Court  in  the 
names  of  the  surviving  partners, 
without  any  reference  to  the  real 
parties  in  interest.  id, 

29.  When  a  cause  is  removed  from  a 
State  Court  into  a  Circuit  Court  of 
the  United  States,  under  the  provis- 
ions of  the  3d  section  of  the  Act  of 
March  2d,   1888,  (4  U.  S,  Stat,  at 


Large,  638,)  as  having  been  com- 
menced against  an  officer  of  the  Uni- 
ted States,  for  an  act  done  under 
the  revenue  laws  of  the  United 
States  or  under  color  thereof,  the 
question  whether  the  property  for 
the  taking  of  which  the  action  was 
brought  was  seized  by  the  defendant 
in  the  performance  of  his  duty  as  an 
offioet  of  the  customs  under  the 
revenue  Uws,  is  a  matter  of  iact 
involved  in  the  merits  of  the  case^ 
and  cannot  be  raised  or  determined 
upon  a  motion  to  dismiss  the  suit. 
Wood  V.  Matthewi,  870 

80.  The  Act  of  Congress  gives  the 
jurisdiction  and  right  of  removal  ^  in 
any  case  '*  failing  within  the  particu- 
lar class  of  cases  provided  for,  with- 
out any  regard  to  the  amount  in 
controversy  iu  the  fluit.  Hence,  no 
question  can  be  raised  in  the  Cirouit 
Court  based  upon  the  trifling  value  of 
the  property  for  the  taking  of  which 
the  suit  was  commenced.  id, 

31.  The  sufficiency,  in  point  of  sub- 
stance, of  a  plea  which  is  regular  in 
form,  cannot  be  inquired  into  on 
motion.     Tgler  v.  Hyde,  899 

32.  A  collector  who  withholds  from  an 
informer  the  proceeds  of  goods  con- 
demned as  forfeited  for  a  breach  of 
the  revenue  laws,  can,  when  sued  for 
such  proceeds,  by  such  informer,  in 
a  State  Court,  remove  the  action  by 
certiorari  into  a  Circuit  Court  of  the 
United  States,  under  §  3  of  the  Act 
of  March  2d,  1833,  (4  U.  8,  Stat,  at 
Large,  683.)  Van,  Zandt  v.  Afaa^ 
weU\  421 

88.  Whether,  when  such  an  action  is 
improperly  removed,  the  plaintiff 
can,  upon  a  motion,  have  it  remitted 
to  the  State  Court,  qttere.  id. 

See  Admiraltt. 
Attachment. 
Cou&Ts  OF  U.  States. 

DSMURRKR,   1. 

Discovert,  11  to  18. 
Injunction,  1  to  4. 
Jury,  7. 

Patents,  27,  28,  88  to  98. 
Seizure,  4. 
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PROOESS. 
8ei  FuoxTiTB  Slati  Law,  1  to  8,  7. 

PROFira 

5m  Patiiitb,  94,  96,  97,  99,  100,  102, 
106. 
RBim  AJRD  Pbofits. 

PROTEST. 

Se€  Dunn,  18  to  17,  19,  20,  24,  28, 
29,  82,  84,  86,  88  to  41,  46,  68. 

PUBUCATIONa 
See  Patents,  107. 

PUBLIC  USB. 
See  Eminknt  Domain. 

R 


REAL  ESTATE. 

See  Eminent  Domain. 
JUDQMINT,  1  to  4. 
Power. 
Rents  and  Pbofits. 


RECEIPT. 

See  Bills  of  Exchanoe,  1. 
Cabribb,  3,  4. 


RECEIVER. 

1.  The  peril  of  a  fund  in  litigation  is 
cause  for  the  interference  of  the 
Court  to  secure  and  protect  it  by  the 
i^pointment  of  a  Receiyer.  Parh- 
hurd  T.  Kineman^  78 

See  Rents  and  Pbofits. 


REMOVAL. 
See  Pbaotxce,  27  to  80. 


RENTS  AND  PROFITS. 

1.  Where,  on  the  filing  of  a  bill  to  re- 
move  an  incumbrance  on  land,  so 
that  it  may  be  sold  under  the  pUin- 
ti£f'8  judgment,  a  receiver  is  ap- 
pointed of  the  rents  and  profits  of 
the  land,  they  are,  in  equity,  subject 
to  the  lien  and  claim  of  the  Judg- 
ment, the  same  as  the  land  itself. 
The  United  Statee  y.  BuiUr,         201 

2.  Where  the  parties  to  such  a  suit 
settle  it,  the  plaintiif  getting  rid  of 
the  incumbrance  by  paying  to  its 
holder  a  certain  sum,  and  the  land 
being  thus  left  subject  only  to  his 
judgment,  the  result  is,  in  legal 
eflfect,  the  same,  as  it  respects  the 
lien  of  the  judgment,  as  if  a  decree 
were  to  be  made  in  the  suit  that,  on 
payment  of  the  sum,  the  prior  in- 
cumbrance should  be  discharged,  id, 

8.  On  the  payment  of  such  sum  by  the 
plaintiff,  under  a  decree,  the  land 
and  the  rents  and  profits  would  be 
applicable  to  the  plaintiff's  judg- 
ment; and,  the  incumbrance  being 
disposed  of  by  settlement,  the  hmd 
and  the  rents  and  profits  that  have 
accrued  become  subject  to  the  judg- 
ment  i3. 

4.  Nor  does  the  fact  that  the  land  is 
then  sold  under  the  judgment,  and 
satisfaction  entered  of  the  judgment, 
that  being  done  in  pursuance  of  an 
agreement  with  the  defendant  in  the 
judgment,  affect  the  right  of  the 
pbuntiff  to  those  rents  and  profits. 
They  are,  in  equity,  immediately  ap- 
plicable to  the  judgment  when  the 
right  under  the  Incumbrance  is  dis- 
posed of;  and  the  agreement  to  enter 
the  satisfaction  after  selling  Uie  land 
and  applying  the  proceeds,  will  be 
construed,  upon  a  fair  interpretation,, 
to  intend  that  the  rents  and  profits 
which  have  accrued  and  are  in  the 
hands  of  the  receiver  shall  also  be 
applied  on  the  judgment.  id. 


REPLEVIN. 
See  Duties,  11. 
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REPORTER. 
See  Rbports. 

REPORTS. 

1.  The  provision  of  the  22d  section  of 
the  6th  Article  of  the  Constitution 
of  the  Sute  of  New  York,  adopted 
in  1846,  that  all  **jadicial  decisions 
shall  be  free  for  publication  by  any 
person,"  is  not  repugnant  to  the  Con- 
stitution and  laws  of  the  United 
States.     LUtle  t.  Gould,  166 

2.  Nor  is  the  2d  section  of  the  Act  of 
the  Legislature  of  the  State  of  New 
York,  passed  April  9th,  1860,  {Laiot 
of  1860,  chap.  245,)  which  provides 
that  **  the  copyright  of  any  notes  or 
references  made  by  tlie  State  Re- 
porter *'  to  any  of  the  Reports  of  the 
decisions  of  the  Court  of  Appeals 
"  i^all  be  Tested  in  the  Secretary  of 
State  for  the  benefit  of  the  People  " 
of  the  State,  inconsistent  with  the 
said  provision  of  the  Constitution  of 
the  State  of  New  York.  id, 

8.  The  various  Acts  passed  in  relation 
to  Ae  publication  of  the  reports  of 
the  Court  of  Appeals  of  the  State  of  * 
New  York,  reviewed.  id, 

4.  The  word  **  notes "  in  the  said  Act 
of  1860,  comprises  the  summary  of 
ihe  points  decided  by  the  Court 
which  immediately  follows  the  title 
of  the  suit  in  eacli  case  reported,  and 
4he  foot-notes  in  the  volume  of  Re- 
ports, and  inthe  statement  of  the 
arguments  of  counsel.  id. 

6.  The  abstracts  of  the  pleadings  and 
the  statements  of  facts,  which  form 
the  bams  of  the  decisions  reported, 
are  neither  "notes"  nor  "refer- 
ences.'*' id. 

6.  The  "  notes  and  references  *'  intend- 
ed by  the  Act  do  not  embrace  such 
original  notes  and  references  as  the 
Reporter  may  see  fit,  of  his  own  ac- 
cord, to  superadd  to  what  would 
otherwise  be,  in  themselves,  com- 
plete Reports  of  the  cases  reported 
by  him.  id. 


7.  As  to  what  is  covered  by  the  words 
"  references  "  in  the  Act,  gvere.    id. 

8.  In  pursuance  of  law,  the  State  Re- 
porter, the  Secretary  of  State  and 
the  Comptroller  of  the  State  of  New 
York,  contracted  with  L.  that  he 
should,  during  the  term  of  five  years, 
publish  the  decisions  of  the  Court  of 
Appeals,  and  have  the  exclusive 
benefit  of  the  copyright  to  be  taken 
out  in  behalf  of  the  State,  of  the 
notes  and  references  and  other  mat- 
ter furnished  by  the  State  Reporter 
connected  with  such  decisions,  which 
contract  was  therein  declared  to  be 
an  assignment  and  transfer  to  L.  of 
the  copyright  of  the  matter  so  pub- 
lished. The  contract  was  made  after 
the  passage  of  said  Act  of  1860. 
The  Reporter,  was  a  salaried  officer, 
appointed  by  the  State  authorities, 
under  laws  which  declared  that  he 
should  have  no  pecuniary  interest  in 
his  Reports,  but  that  they  should  be 
published  by  contract,  and  that  it 
should  not  be  lawful  for  the  Re- 
porter, or  any  other  person  within 
the  State,  '*  to  secure  or  obtain  any 
copyright  for  said  Reports  of  judi- 
cial decisions,"  but  that  the  same 
might  be  published  by  any  person. 
Af&r  said  contract  was  made,  the 
Reporter  prepared  a  volume  of  said 
Reports,  and  the  necessary  steps  to 
obtain  a  copyright  for  it  under  the 
Acts  of  Congress  were  taken  in  the 
name  of  the  Secretary  of  State  of  the 
State  of  New  York,  in  trust  for  said 
State.  This  volume  was,  during  the 
five  years,  printed  and  published  by 
L.  under  his  contract  Subsequently, 
and  during  the  five  years,  G.  reprint- 
ed and  published  the  volume :  Held, 
on  a  motion  by  L.  for  a  provisional 
injunction,  that  he  was  entitled  to 
such  an  injunction  restraining  G. 
from  publishing  or  selling  any  copies 
of  the  Reports  of  cases  argued  and 
determined  in  said  Court,  already 
published  or  to  be  thereafter  pub- 
lished by  L.  in  pursuance  of  his  con- 
tract, containing  any  of  the  head- 
notes  or  summary  statements  of 
points  decided,  or  any  foot-notes, 
copied  or  taken  or  colorably  altered 
from  any  book  so  published  by  L.   id. 

See  CoPTRiOHT,  18  to  11. 
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RES  ADJUDICATA, 
See  Patents,  114  to  117. 

RESCUE. 
See  FuQiTiTB  Slavs  Law,  1  to  8,  7. 

REVENUE  LAWS. 

1.  The  1st  section  of  the  Act  of  March 
2d,  1821,  {3  U.  8.  Slat,  at  Large, 
616,)  as  re-enacted  bj  the  Act  of 
March  3d,  1823,  (Id.  781,)  which 
imposes  a  penalty  for  bringing  into 
the  United  Slates  from  adjacent  ter- 
ritory goods  subject  to  duty,  and  not 
delivering  a  manifest  thereof  at  the 
nearest  Collector's  office,  is  not  re- 
pealed by  §  19  of  the  Act  of  August 
80th,  1842,  (6  Id.  666.)  The  United 
StaUe  V.  Smithy  127 

2.  The  first  two  Acts  and  the  last  Act 
provide  for  a  very  different  class  of 
offences.  The  former  attach  the 
penalty  to  the  mere  neglect  to  de- 
liver a  manifest,  no  matter  what  the 
intent.  In  tue  latter,  tiiere  must  be 
an  intent  to  defraud  the  revenue, 
and  either  smuggling  or  an  attempt 
to  pass  a  fraudulent  invoice.  id, 

8.  The  Act  of  1821  does  not  require 
either  a  formal  entry  at  the  Collect- 
or's office  or  an  invoice,  and  the  sys- 
tem established  by  it  is  a  distinct 
one,  applicable  to  the  frontiers  adja- 
cent to  foreign  territories.  id, 

4.  The  Act  of  1842  is  aimed  at  frauds 
on  the  revenue,  in  cases  where  an 
entry  of  goods  and  an  invoice  are 
required,  as  prescribed  by  the  Act 
of  March  Ist,  1828,  (8  U.  S,  Stat,  at 
Large,  729.)  id. 

See  Costs,  2  to  6. 

DUTIBS. 
FOBOBRT. 

Practick,  29,  80,  82,  88. 

SSIZUBB. 


RULEa 
See  Practiob,  26. 


s. 


SALE. 

See  DoTiKS,  10,  11,  80. 
jcdomknt,  7,  8. 
Lien,  4,  9. 
Patents,  67  to  62. 
Power, 


SALVAGE. 

1.  Where  the  officers  and  crew  of  a 
vessel  of  war  belonging  to  the  United 
States  Government  rendered,  under 
the  direction  of  her  commander,  and 
in  obedience  to  the  general  instruc- 
tions of  the  Government  to  all  its 
vessels  to  render  relief  freely  and 
promptly  to  American  vessels  in 
distress,  services  in  towing  into  an 
American  port  an  American  mer- 
chant-vessel found  abandoned  at  sea 
five  hundred  miles  distant,  but  the 
delay  thus  caused  was  one  of  only 
two  days,  and  no  extraordinary  ser- 
vice was  rendered,  and  no  unusual 
hardship  or  peril  was  encountered : 
Heldy  that  the  officers  and  crew  were 
not  entitled  to  salvage.  Tha  Jo- 
sephine,  822 

2.  Whether  the  officers  and  crews  of 
the  naval  vessels  of  the  United  States 
are  in  any  case  entitled  to  salvage  for 
services  rendered  to  American  mer- 
chant-vessels in  distress,  notwith- 
standing such  instructions,  qttere, 

id. 


SEIZURE. 

.  Where  a  vessel  was  seized  by  a  Col- 
lector for  an  alleged  violation  of  the 
navigation  laws  of  the  United  States, 
but  was  discharged  from  arrest  by 
this  Court  on  a  hearing  of  the  libel 
filed  against  her,  on  the  ground  that 
the  statute  had  not  been  violated, 
and  the  Collector  afterwards  applied 
to  the  Court,  under  §  1  of  the  Act  of 
February  24th,  1807,  (2  U.  S,  Stat, 
at  Large,  422,)  for  a  certificate  of 
reasonable  cause  for  the  seizure,  and 
it  appeared  that  the  vessel  waa  seized 
upon  a  construction  of  the  statute 
adopted   by  the   Secretary   of   the 
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Treasury,  in  conformity  with  the 
opinion  of  the  Attomey-OenenU,  and 
that  the  Collector  acted  under  the 
instruction:*  of  the  former  officer  in 
making  the  seizure :  Held^  that  the 
certificate  roust  be  granted.  The 
United  States  v.  The  Ship  Recorder^ 

119 

2.  It  makes  no  difference  whether  the 
Collector  acted  under  a  mistake  as 
to  facts  on  which  he  had  reason  to 
rely,  or  as  to  the  law.  id. 

8.  A  reasonable  ground  of  suspicion  is 
reasonable  cause  for  a  seizure.       id, 

4.  Where  the  applicaUon  for  a  certifi- 
cate was  not  made  until  more  than 
two  years  and  four  months  after  the 
decision  of  the  cause,  and  until  after 
the  claimant  had  brought  suit  against 
the  Collector  for  the  seizure:  Held 
that,  although  the  lapse  of  time  was 
not  a  bar  to  the  application,  yet,  as 
there  had  been  laches  in  not  making 
it  until  after  the  claimant  had 
brought  such  suit  and  incurred  con- 
sequent expenses,  those  costs  must 
be  paid  him.  id. 


SHIPPING. 

See  Bill  or  Ladimg. 
Carrier. 

COLLlBIOir. 
LlBN. 

Saltaor. 
Seizurb. 
Steamboats. 


SLAVE. 
See  FuoiTiYB  Slatb  Law. 

SMUOOLING. 
See  Rbtsnue  Laws,  2. 

SPECIFICATION. 

See  Patbnts,  2Y  to  87,  121,  124, 125, 
129,  180,  187  to  189,  141. 


SPECIFIC  PERFORMANCE. 
See  Equity,  1,  2. 

STATE  COURTS. 

See  Action. 

Injunction,  1  to  8,  6,  7. 
Pbactioe,  27  to  80,  82,  88. 

STATUTES  COMMENTED  ON. 


Unftbd  States. 

1789,  Sept. 

24,  Judiciary,  28,  85,  162, 

228,801,804,486,559 

1790,  Apl. 

80,  Crimes,             207,  659 

1798,  Feb. 

21,  Patents,                       1 

1799,  Mch. 

2,  Revenue,  69,  220,  816, 

641 

1800,  May 

13,  Juries,                      485 

1808,  Mch. 

8,  Revenue,                    69 

1807,  Feb. 

24,       "                         119 

1821,  Mch. 

2,        "                         127 

1828,    " 

1,        "                         127 

44               {< 

8,        "                         127 

1825, 


1881,  Feb. 
1888,  Mch. 
1836,  July 


1887,  Mch, 
1838,  July 
1889,  Mch. 
1840,  July 
1842,  Aug. 

1846,  Feb. 

(4  44 

1846,  May 
"  July 
"      Aug. 

44  44 

1848,  May 
1860,  Sept. 


"  Crimes,  207 

"  Post-Office,     104, 108, 
470 
"  Crimes,  207 

"  Copyright,  89,  82,  862 
2,  Revenue,  804,  870,  421 
2,  Post-Office,  104 

4,  Patents,   20,   49,    144, 
161,  801,  808,  471 
8,        "       1,  49,  194,  279 

7,  Steam-vessels,  628 

8,  Patents,  240 
20,  Juries,  207,  486 
80,  Tariff;      127.  814,  886, 

401,  496 

26,  Revenue,  885 
**  Admiralty,               427 

22,  Revenue,  804,  870,  421 

80,  Tariff,  816, 886, 396, 405 

6,  Revenue,  121 

8,  Courts,  486,  669 

27,  Patents,  471 
18,  FugitiveBlave8,485,669 


New  Tobk. 


2  R.  S.  498,  g  1, 

«  "   "  724,  §§  27,  28, 

1840,  chap.  886, 

1847,  »*     280, 

1848,  "      224, 
1860,     "      245, 


829 
485 
841 
165 
165,  862 
165,  862 
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STEALING. 
Bee  Post-Officx,  8  to  10. 

STEAMBOAT?. 

1.  On  an  indictment  for  manslaughter, 
under  the  12th  section  of  the  Act  of 
July  7th,  1888,  (6  U.  &  8UU.  at 
Large^  806,)  against  the  captain  of  a 
steamboat,  it  is  not  necessary  for 
the  prosecution  to  show  wilful  mis- 
conduct, negligence  or  inattention 
in  the  captain.  Tke  United  States  t. 
^amham,  628 

2.  The  captain  of  a  steamboat  is  re- 
sponsible for  the  proper  performance 
by  the  engineer,  the  pilot,  and  all  the 
other  officers,  of  their  duties  on 
board,  unless  their  authority  is  ex- 
pressly made  independent  of  him. 

id, 

8.  The  duties  and  responsibilities  of 
the  captain  of  a  steamboat  are  the 
same  as  those  of  the  captain  of  any 
other  vessel ;  and,  as  to  the  relative 
duties  and  responsibilities  of  the  dif- 
ferent officers  of  steam  vessels,  there 
is  no  distinction  between  those  which 
navigate  inland  waters  exclusively 
and  sea-going  vessels.  id, 

4.  The  Yth  section  of  the  Act  above 
named  makes  it  the  duty  of  the  mae- 
ier  to  see  that  the  safety-valve  of  the 
boiler  is  raised  when  the  steamboat 
stops.  id, 

6.  Under  tliat  section,  it  is  not  suffi- 
cient to  raise  the  safety-valve  only 
when  the  presure  of  steam  is  higher 
after  than  before  the  stoppage  of  the 
boat  id, 

6.  Nor  is  the  safety-valve  to  be  raised 
only  when  the  pressure  of  steam  be- 
comes, during  the  stoppage,  higher 
than  that  named  in  the  certificate 
Qf  the  inspectors  as  the  pressure  the 
boiler  will  bear.  id. 

*l.  Nor  can  other  methods  of  lowering 
the  presdure  of  steam— such  as  open- 
ing the  fUmace-doors — be  substi- 
tuted for  the  raising  of  the  safety- 
valve,  id. 


&  It  is  a  culpable  omission  in  the  cap- 
tain to  leave  it  to  the  discretion  of 
the  engineer  whether  to  raise  the 
safety-valve  during  a  stoppage  or 
not.  U. 

9.  The  omission  of  the  captain  to  give 
orders  for  the  raising  of  the  safety- 
valve  when  the  boat  stops,  is  legal 
evidence  to  support  an  indictment 
against  him  under  the  12th  section 
of  the  Act,  provided  the  omission  to 
raise  the  safety-valve  was  the  proxi- 
mate cause  of  the  destruction  of  life. 

id. 


STEAM  VESSELS. 
See  Steamboats. 

STIPULATION. 
Bee  AniiiRALTT,  8. 

SUPERVISOR. 
See  FoRGCBT. 

SUPPLEMENTAL  BELL. 
See  Pbacticb,  9  to  18. 

SURETY. 
See  Admiralty,  8. 


TARIFF. 
See  Duties. 

TESTIMONY. 
See  Practice,  16  to  24. 

TITLE. 

See  Discovert,  15,  16. 
Judqmkmt,  7,  8. 
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TRESPASa 

See  CopTKiGHT,  5. 


TRIAL. 

See  Patents,  27,  28,  88  to  98. 
Fractici,  1,  2. 


TROVER. 
See  DuTiKS,  52. 

TRUST  AND  TRUSTEE. 
See  Insurance,  8  to  7, 

u. 

UNITED  STATES. 
See  Ddtiw,  9  to  11. 


VERDICT. 


1.  The  rule  that  the  reidlct  of  .  jurr 
"lU  not  be  set  «rfde  where  eTiffi 
WM  gtven  on  both  sides,  and  the^ 
*M  no  misdirection  .8  io  the  Iw 
i' WU^We.to  «  «.tion  on  Ae  ^ 
»/    */  infringement  of   .  p,tem^ 

8.  mere   in  such  an  action.  It  was 

^„~^  ?  ?"■"  .*'"'  •defendant  w«i 
m«chine,  or  was  metelj  a  purcbLef 
and  tht'""^?  manufectu^d  by  it, 
Jhat  u.Vrf"'?'  'L'""'n«  been  instructed 
»at  the  defendant  was  not  liable  if 

found  for  the  tt^-'S'^""^' 
there  wa,  eridenw  on  b^  *^'I^  '! 
the  question,  and  the  re^°*  ^l^*^  «f 
clearly  against  the  weight  o"eW 
dence,  it  must  stand.  *?^- 

-Sisff  Patents,  91  to  98. 


VESSEL. 


UNITED  STATES  COURTS. 
See  Courts  of  U.  States. 

UTIUTr. 
e  Patents,  6,  12,  120, 127,  138,  140. 

A«  Bill  OP  Lading. 
Carrier. 

Collision. 

Judgment,  7,  8. 

Lien. 

Salvage. 

Seizure. 

Steamboats. 

V. 

w. 

VARUNCE. 

.WAREHOUSE. 

See  Dkmurrer,  1. 
Pbaotice,  7,  8. 

See  CoLLECToa 

VENIRE. 
See  Grand  Jury,  6,  10  to  14. 

• 

WARRANT, 
^w  FuoiTiTE  Slate  Law,  1. 
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WEIGHER. 
See  Duties,  26,  2Y. 

WEIGHT. 
See  Duties,  26. 

WIDOW. 
See'  Marbiaoe,  2,  8. 


WILL. 
^  Power. 

WITNESS. 


See  ATTACHMEirr,  6  to  8. 
Grand  Jury,  19  to  26. 
Practiob,  16  to  24, 


1         Z77SL     BR     ^t^-^^l 


33    53-004-07 


3  bios  Qb  OaM  515  1 


